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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

AT&T KNOWLEDGE VENTURES 11, L.P.
Opposer,

.8
§
8
§
§ Opposition No.: 91175967
§ Serial No. 76/176,901
§
§
§
§
§

V.
AMERICAAT.COM, LLC

Applicant.

OPPOSER’S RESPONSE AND BRIEF IN OPPOSITION TO APPLICANT’S URGENT
MOTION TO REOPEN AND ACCEPT LATE FILING OF ANSWER
AND CROSS MOTION AND BRIEF FOR ENTRY OF DEFAULT JUDGMENT

Opposer AT&T Knowledge Ventures II, L.P. (herein “Opposer”) files this Response to
Applicant’s Urgent Motion to Reopen and Accept Late Filing of Answer, Combined with this
Response, Opposer files its Cross Motion and Brief for Entry of Default J udgment. This
combined pleading is filed pursuant to 37 C.F.R. 2.127 (a), T.B.M.P. 502.02 and 509, and Fed.
R. Civ. P. 6(b) and Fed. R. Civ. P. 55 (c)".

OPPOSER’S RESPONSE TO MOTION

L. BACKGROUND OF PROCEEDINGS

On February 28, 2007, Opposer filed this Opposition No. 91175967 (the ‘967
Opposition) against Applicant’s intent-to-use trademark application, Serial No. 76/1 76,901, for

registration of the mark AT.TV (“Applicant’s mark”) in International Class 41.

' Since Trademark Rules do not establish a standard for determining circumstances under which
default or a judgment of default may be set aside, the Federal Rules of Civil Procedure apply.
Rule 2.116(a), 37 C.F.R. § 2.116. See also Paolo’s Assocs. Ltd. P ship v. Bodo, 21 USPQ2d
1899, 1902 (Comm’r 1990).



A Scheduling Order was issued by the Board on March 1, 2007, selling the Answer date
within 40 days thereof, on or before April 10, 2007. Applicant failed to file an Answer within
the 40 day period scheduled by the Board, and filed this Motion on April 30, 2007.

The Applicant and Opposer have also been involved in another opposition relating to the
same mark. On April 7, 2004, Opposer filed Opposition No. 91160143 (the ‘143 Opposition)
against Applicant’s intent-to-use application, Serial No. 76/176,902, for registration of the same
mark, namely AT.TV, in International Class 352, On April 23, 2007, judgment was entered
against Applicant in the ‘143 Opposition, Opposer’s opposition was sustained, and Applicant’s
application was denied. (See TTAB Judgment attached as Appendix 1).

Applicant’s Urgent Motion in this case is a continuation of Applicant’s pattern of refusal
to abide by the rules of practice applicable to Trademark Office procedures, which action led to
the Dismissal of the ‘143 Opposition. Specifically, Applicant’s Motion consists of a string of
disjointed statements that mischaracterize this proceeding and apparently confuses issues
involved in the dismissed ‘143 Opposition with this Opposition. Concurrent with filing the
Motion in this case, Applicant has filed the identical motion in the dismissed ‘143 Opposition
seeking to reopen that case and to file an Answer and answer discovery. (See Urgent Motion in
Opposition 91160143 attached as Appendix 2). Applicant’s previous practice of disregarding
TTAB rules of procedure and discovery in the ‘143 Opposition is being repeated in this case.
(See Opposer’s Motion and Brief to Deem Admissions in ‘143 Opposition without exhibits,
attached as Appendix 3).

In the 143 Opposition, Applicant was represented by three separate counsel, each

counsel having withdrawn during the proceedings. (See Appendix 3, pgs. 5-8). Applicant has

2 Both of Applicant’s ‘901 and ‘902 applications were filed on December 5, 2000.



hired new counsel in this action and indicates that its counsel is not familiar with the rules of
practice of the Trademark Trial and Appeal Board. Applicant’s actions in this Opposition
amount to wasteful litigation tactics that warrant a denial of Applicant’s Motion.

II. APPLICANT’S MOTION SHOULD BE DENIED
A. APPLICANT’S MOTION IS BASED ON ERRONEQUS STATEMENTS

In its Motion, Applicant has made erroneous statements and has confused issues already
litigated in a prior opposition. Applicant’s inconsistent and inaccurate statements include:

l. Applicant states that it has received a Notice of Abandonment in this case. The
United States Patent and Trademark Office TESS records for Applicant’s Application No.
76/176,901 indicate only that Opposition proceedings have been instituted.

2. Applicant claims it “is preparing both an Answer to the Opposition and Responses
to Opposer’s 1% Set of Interrogatories and RFDs [Request for Documents] and RFAs [Request
for Admissions] that it will file after further discussion with the Board.” There are no
outstanding Request for Documents or Request for Admissions in this case. None have yet been
served. Indeed, Applicant has not yet filed its Answer.

3. Applicant asserts the parties have been engaged in settlement discussions. The
parties have not entered into settlement discussions regarding this opposition nor does Opposer
intend to enter into such discussions.

B. APPLICANT’S EXCUSES FOR FAILURE TO FILE AN ANSWER ARE
LEGALLY DEFICIENT

The inadequacy of Applicant’s Motion is also demonstrated by the following:
1. Trademark Trial and Appeal Board Rule 317.01 provides that “[w]hen a
defendant which has not yet filed an answer to a complaint files a response to a notice of default,

or to a motion for default judgment, the answer normally should be submitted with the response.




However, in some cases it may not be necessary for the defendant to submit its answer with the
response. Examples include cases where the defendant has not yet received the copies of the
complaint and notification letter sent to it by the Board, or where the parties have settled the case
or agreed to an extension of the defendant’s time to file an answer.” Id. Applicant did not file an
Answer with its Motion and neither of the two conditions mentioned by the Board for excuse
exists in this case.

2. A Scheduling Order issued by the Board in response to Opposer’s Notice of
Opposition was mailed to both the Applicant and to Opposer on March 1, 2007. Applicant does
not assert it failed to receive the Notice of the Opposition or the Scheduling Order.

3. Opposer did not agree to an extension of time for Applicant to file an Answer.
Under T.B.M.P. 509.02, “[a] party has no right to assume that its motion to extend (much less a
motion to reopen) made without consent of the adverse party will always be granted
automatically.”3

4, Applicant claims to have had a series of ex parte communications with “USPTO
paralegals” and individuals wherein it learned of a “series of deficiencies and discrepancies in
what was prepared on Applicant’s behalf” and that Applicant is awaiting further instructions
from the Board as to how to proceed. It is Applicant’s responsibility, and not the Board’s, to
assure that it timely files required pleadings.*

5. Applicant asserts that granting Applicant’s Motion will save time. Rather, the

Motion appears intended to delay the proceedings.

? Chesebrough-Pond’s Inc. v. Fabrege, Inc., 205 U.S.P.Q. 888, §91 (C.C.P.A. 1980). (finding
that Board’s decision to apply its rule that an unopposed motion may be treated as conceded and
that extensions of time will not always be granted automatically, given the repeated delays and
extensions granted to party.)

* Id. at 892.



The inadequacies of the Motion and misstatement of facts made therein demonstrate the
Motion has not been filed in good faith. The granting of the Motion will cause hardship to
Opposer because it delays final adjudication of this matter. Applicant’s delay in filing its
Answer, and now its filing of a deficient Motion, unsupported by a brief on the merits, has
required Opposer to expend time and effort in preparing this Response and Cross Motion for
Default Judgment.

C. APPLICANT HAS FAILED TO MEET ITS BURDEN TO SHOW GOOD

CAUSE WHY THE BOARD SHOULD GRANT ITS MOTION TO
REOPEN AND ACCEPT LATE FILED ANSWER

In ruling on the appropriateness of a late filed answer, this Board and the courts have
consistently applied the “good cause” standard, namely, whether good cause exists as to why a
default judgment should not be entered against Applicant. Fed. R. Civ. P. 6(b), 55 (c), T.B.M.P.
317.01. Applicant’s recitation of inconsistent and untrue facts fails to meet the good cause
standard.

Applicant has failed to state with particularity the grounds upon which its Motion is
based and its Motion contains little information or authority in the way of facts or law to support
its position. See Fed. R. Civ. P. 6(b); Johnston Pump/General Valve Inc. v. Chromalloy
American Corp., 13 USPQ2d 1719, 1720 n.3 (T.T.A.B. 1989) (“The presentation of one’s
arguments and authority should be presented thoroughly in the motion or the opposition brief
thereto.”) Furthermore, Applicant’s vague reference to past negotiations relating to this case is
false because there have been no settlement discussions, and the possibility for reopening
settlement discussions is flatly contested by Opposer who has no intention of discussing
settlement. Even if the parties had been discussing settlement, such discussions would not Justify

Applicant’s delay in filing an Answer and no circumstances have been set forth to show any



expectation that proceedings would not move forward during any negotiations. (Instruments SA
Inc. v. ASI Instruments, Inc., 53 USPQ2d 1925, 1927 (T.T.A.B. 2000) (“Cursory or conclusory
allegations that are denied unequivocally by the non-movant, and that are not otherwisc
supported by the record, will not constitute a showing of good cause.”.)

Applicant has failed to be diligent in this action, just as it failed to do so in the '143
Opposition. In Applicant’s Motion, Applicant blames counsel for “deficiencies and
discrepancies in what has and has not been prepared and filed by Applicant’s prior counsel
including but not limited to Answer to the original Opposition.” (Applicant’s Motion 49).
However, 1t 1s the responsibility of the Applicant to share a duty of diligence with its counsel in
prosecuting or defending a case. CTRL Systems Inc. v. Ultraphonics of North America Inc., 52
USPQ2d 1300, 1302 (T.T.A.B. 1999). “[A]ction, inaction or even neglect by the client’s chosen
attorney will not excuse the inattention of the client so as to yicld the client another day in
court,” citing Syosset Laboratories, Inc. v. Tl Pharmaceuticals, 216 USPQ 330, 331-332
(T.T.A.B. 1982) (motion to reopen case after judgment was denied where plaintiff was bound by
actions of its chosen attorney, who was unfamiliar with the Board practice.) Based upon
Applicant’s actions in this case, as well as Applicant’s actions in the ‘143 Opposition,
Applicant’s continual failure to meet deadlines appears to arise out of the Applicant’s personal
inaction and pattern of failure to comply with the rules and procedures governing practice before
this Board.

Applicant’s contention that it is not capable of appearing as a pro se litigant does not
relieve it of a good faith attempt to comply with the rules of discovery. See Pack v. South
Carolina Wildlife and Marine Res. Dep't., 92 F.R.D. 22,25 (D. S.C. 1981) (while pro se litigants

may not be held to the same standards as a member of the Bar, they must nevertheless meet



certain standards, including a good faith effort to comply with the rules of discovery.)
Applicant’s failure to Answer in this case, and Applicant’s history of neglecting the ‘143
Opposition, warrant denial of Applicant’s Motion.

In view of the facts and authorities presented, and in view of Applicant’s unexcused
delay in filing an Answer, Applicant’s motion should be denied.

CROSS MOTION AND BRIEF FOR DEFAULT JUDGMENT

L. GROUNDS FOR RELIEF

Opposer hereby moves the Trademark Trial and Appeal Board for Default Judgment.
Applicant failed to file an Answer within the 40 day period scheduled by the Board and filed its
Motion after the expiration of the period as originally set but before issuance of a Notice of
Default by the Board. As noted above, in ruling on the appropriateness of a late filed answer,
this Board and the courts have consistently applied the “good cause” standard, namely, whether
good cause exists as to why a default judgment should not be entered against Applicant. Fed. R.
Civ. P. 55 (¢); T.B.M.P. 317.01.> Applicant’s recitation of inconsistent and untrue facts fails to
meet the good cause standard.

II. IN VIEW OF THE FACTS OF THIS CASE, DEFAULT JUDGMENT SHOULD
BE ENTERED

Opposer incorporates by reference the facts and authorities presented in the foregoing
Response to Applicant’s Motion in support of this Motion For Default for Applicant’s failure to
file an Answer. The following facts further support Applicant’s request for default.

A. Opposer filed this Notice of Opposition on February 28, 2007,

B. The Board issued a Scheduling Order on March 1, 2007;

> No notice of default has issued in this case, however Applicant’s Motion may be treated in the
same manner as a response to a notice of default. Fred Hayman Beverly Hills Inc. v. Jucques
Bernier Inc., 21 USPQ2d 1556, 1557 (TTAB 1991).



C. Applicants Answer was due April 10, 2007;
D. On April 30, 2007, Applicant filed its Urgent Motion to Reopen and Accept Late
Filed Answer;
E. To date, Applicant has not filed its Answer;
F. Applicant’s Motion is replete with inconsistent and untrue statements and refer to
facts that do not apply to the present action;
G. Applicant’s Motion does not comply with 37 C.F.R. 2.127(a) or T.T.A.B. Rule
317, that all motions should be accompanied by a brief;,
H. Applicant’s Motion recites a number of excuses for Applicant’s delay that are not
good cause for its failure, namely;
1. Applicant is not familiar with the procedures of the PTO and cannot
represent itself;
2. Applicant hired counsel who is not familiar with the procedures of the
PTO, is relying on guidance of the TTAB before it files its Answer, and is not aware of
how to obtain records in the case;
3. Applicant alleges that it received a Notice of Abandonment alerting
Applicant that it had failed to file an Answer; no Notice of Abandonment has issued;
4. Applicant filed the identical Motion in Trademark Opposition No.
91160143, where Judgment was entered against Applicant in Opposer’s favor and
Applicant’s application was denied. (See Appendix 1).
Applicant is exhibiting the same pattern of avoidance and delay as displayed in the ‘143
Opposition. See Appendix 4, Opposer’s Notification to the Trademark Trial Appeal Board in

‘143 Opposition alerting the Board that Applicant had failed to comply with the Board’s Order to



serve responses to Opposer’s discovery requests after repeated extensions of time to file and to
reopen the case after default. The facts of the ‘143 Opposition should be considered by the
Board as supporting Opposer’s Motion for Default in this case.
III. BASED ON THE FACTS AND LAW SET FORTH IN OPPOSER’S RESPONSE,
OPPOSER’S MOTTON FOR DEFAULT SHOULD BE GRANTED
The same authorities cited in Opposer’s response to Applicant’s Motion, support
Opposer’s request for Default Judgment. The Board should not relieve Applicant of a Judgment
of Default for failure to file an Answer. The Board has inherent authority to control the
disposition of cases on its docket and to deter similar tactics by others. Regent Baby Prods.
Corp. v. Dundee Mill, Inc., 199 U.S.P.Q. 571, 573 (T.T.A.B. 1978). Entry of Default Judgment
is appropriate in this case.
1IV.  CONCLUSION
For the reasons stated above, Applicant moves the Trademark Trial and Appeal Board to
deny Applicant’s Motion to Reopen and Accept Late Filed Answer, to establish as admitted all
of the allegations in the Notice of Opposition, and to enter a Default Judgment in favor of
Opposer denying Applicant’s application for trademark registration,
Respectfully admitted,
//7%@
Charles S. Cotropia, Esq.
Attorney-in-Charge
ccotropia@sidley.com
Julia M. Chester
jchester@sidley.com
SIDLEY AUSTIN LLP
717 N. Harwood, Suite 3400
Dallas, Texas 75201

(214) 981-3300
(214) 981-3400 (fax)




Charles Alan Raul
SIDLEY AUSTIN LLP
1501 K. Street, N.W.
Washington D.C. 20005

ATTORNEYS FOR OPPOSER
AT&T KNOWLEDGE VENTURES II, L.P
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing OPPOSER’S RESPONSE
AND BRIEF IN OPPOSITION TO APPLICANT’S URGENT MOTION TO REOPEN AND
ACCEPT LATE FILING OF ANSWER AND CROSS MOTION AND BRIEF FOR ENTRY
OF DEFAULT JUDGMENT has been served on Applicant on May 18, 2007, via Federal
Express addressed to Applicant’s counsel, Jonathan L. Ames, AmericaAt.com, LLC, 2250 E.

Tropicana, Suite 449, Las Vegas, NV 89119.

e
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AT&T KNOWLEDGE VENTURES IL, LP V. AMERICAAT.COM, LLC
OPPOSITION NO. 91175967

OFFERED BY OPPOSER AT&T KNOWLEDGE VENTURES II LP

APPENDIX 1




UNITED STATES PATENT AND TRADEMARK OFFICE

RECEIVED-DOCKET'NG Trademark Trial and Appeal Board
. P.O. Box 1451
APR 23 2007 Alexandria, VA 22313-1451
SIDLEY AUSTIN LLP
Skoro Mailed: April 18, 2007

Opposition No. 91160143

AT&T CORP.
V.

AmericaAt.com, LLC

Opposer's motion for discovery sanctions (filed February 26, 2007) is hereby

granted as conceded. See Trademark Rules 2.120(g) and 2.127(a).

Accordingly, judgment is hereby entered against applicant, the opposition is sustained,

and registration to applicant is refused.

By the Trademark Trial
and Appeal Board
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AT&T KNOWLEDGE VENTURES II, LP V. AMERICAAT.COM, LLC
OPPOSITION NO. 91175967

OFFERED BY OPPOSER AT&T KNOWLEDGE VENTURES II LP

APPENDIX 2



Jonathan L. Ames

for

Americaat.com LLC
7346 Sandpiper Drive
Quartz Hill, CA 93536
661-943-6436

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE

THE TRADEMARK TRIAL AND APPEAL BOARD

AT&T Knowledge Ventures 11, L.P. OPPOSITION # 91160143
Opposer Serial # 76176902
V.

Americaat.com, LLC
Applicant

URGENT MOTION TO REOPEN AND ACCEPT
LATE FILING OF ANSWER

APPLICANT, Americaat.com LLC, respectfully alleges and requests as follows:

1.
2.

That it received a Notice of Abandonment on or about April 20, 2007; and

That the officers and staff of the Applicant are not familiar with the procedures of
the USPTO; and

That the Applicant is unable to represent itself Pro Bono, is not possessed of
funds sufficient to continue to being represented by previous counsel and thus was
compelled to dismiss said counsel; and

That Applicant has retained, Pro Bono, the services of alternate counsel
forwarding to him a copy of all received paperwork including the Notice of
Abandonment; and

That Applicant’s counsel noted the dating on the Notice of Abandonment; and

02



10.

11.

12.

13.

14.

15.

That Applicant’s counsel noted that said Notice of Abandonment was issued, in
part, because of Applicant’s failure to file timely an answer to Opposer’s
opposition and discovery; and

That immediately after said review, Applicant’s counsel acted to contact USPTO
Paralegal Veronica P. White and Denise Del Gizzi informing them of the
Applicant’s intent to pursue the case with benefit of counsel; and

That immediately after said review, Applicant’s counsel acted to contact USPTO
department staff Attorney Ann Linnehan informing her, via voice mail, as well of
Applicant’s intention to pursue the case with benefit of counsel; and

That immediately after said review and after discussions with the afore mentioned
paralegals, Applicant’s counsel and USPTO Paralegals noted deficiencies and
discrepancies in what has and has not been prepared and filed by Applicant’s
prior counsel including but not limited to an Answer to the original Opposition
rendering any Answers to Interrogatories or other forms of Discovery moot; and
That Applicant’s current counsel has acted to download the necessary forms for
an Answer and Motion to Reopen and have prepared said Motion which will be
sent today via UPS to the Honorable Trademark Trial and Appeal Board; and
That Applicant’s new counsel is awaiting contact from staff Attorney Ann
Linnehan to discover what is needed in the way of responses to continue the
pursuit of the case on its merits; and

That Applicant’s Counsel is preparing both and Answer to the Opposition and
Responses to Opposer’s 1% Set of Interrogatories and RFDs and RFAs; and

That the completion of these papers will be accomplished, subsequent to the
establishment of what has and what has not been formally files by Opposer via
further USPTO discussion, immediately thereafter; and

That the granting of this Motion will serve to save substantial time, effort and
expense in the re-filing of the case; and

That this Motion is not intended to delay the proceedings of the foregoing
opposition but rather is filed in good faith and is intended to further the pursuit of

justice; and



16.

17.

18.

19.

20.

21.
22.

That this case has been ongoing for what appears to be several years where
Applicant’s former counsel and Opposer were engaged in negotiated settlement
discussions; and

That Applicant fully intends to attempt to re-initiate settlement negotiations with
the Opposer in the instant matter; and

That given the facts articulated paragraphs 16 and 17, the granting of this Motion
and the timely rectification of any deficiencies will fail to cause hardship on the
parties; and

Applicant and Applicant’s counsel respectfully allege that there is a reasonable
belief that the Applicant will prevail on the merits of the case; and

That any and all requisite Answers and other papers necessary for the timely
adjudication of this case will be filed immediately following a discussion with the
USPTO staff Attorney designed to establish the current status of the case clearing
the way to subsequent timely discovery, testimony, rebuttal and other elements of
the trial; and

That a copy of this Motion will be delivered to the Opposer; and

That Applicant respectfully cites, as precedent for the granting of this Motion,
Fed. R. Civ. P. 55(c), which states, in pertinent part, “for good cause shown the
court may set aside an entry of default.” As a general rule, good cause to set
aside a defendant’s default will be found where the defendant’s delay has not
been willful or in bad faith, when prejudice to the plaintiff is lacking, and where
defendant has a meritorious defense. Fred Hyman Beverly Hills, Inc. v. Jacques

Bernier, Inc., 21 USPQ2d 1556including but not limited to TTAB Case #

91168174. In that case as well as the instant matter, a series of events has
transpired which was neither willful or in bad faith. The Applicant has retained
counsel who is preparing a meritorious Answer denying, without exception, the
fundamental allegations of the Opposer, an Answer which will be filed where it
has been determined whether or not Applicant’s previous attorney has filed an
Answer and therefore appeared in the matter. Further, it should be noted that
neither USPTO counsel nor Applicant’s counsel can find a Notice of Withdrawal.

Nevertheless, Applicant’s counsel as of this date is appearing for the Applicant in



the matter. Further it should be noted that, where the above-referenced case was
the subject of lawful Default, no such Default has been thus far entered but rather
only a Notice of Abandonment has been entered. This, in and of itself should

serve as ample evidence that the Applicant makes this request in good faith.

NOW THEREFORE, it is respectfully requested of this Honorable Board that the
Applicant be allowed to reopen this case and to file, again, forthwith and timely,

answers and responses required under law and thereafter issue its own Discovery.

Dated this 27™ day of April, 2007 and respectfully submitted via fax and U.S. Mail,

OB

Jonathan L. Ames

Counsel to Applicant
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PROOF OF SERVICE BY U.S. MAIL
(1013A, 2015.5 CCP)

On April 30, 2007, I served a copy of the following:

Motion to Reopen

to the following parties:

AT&T Knowledge Venture Partners II LLP

645 East plumb Lane

Reno, NV 89502

by placing a copy thereof in an envelope, sealing said envelope and depositing said
envelope with the U.S Mail, postage thereon fully pre-paid from Quartz Hill,

California

I declare under penalty of perjury of the laws of the State of California that the
foregoing is true and correct.

S GREAN

Joyce A. Mahoney
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AT&T CORP., -

Opposer,
Opposition No.: 91160143
vs. Serial No.: 76/176,902

AMERICAAT.COM, LLC

L0 0N LON LON L0 DR O Lo U

Applicant.

OPPOSER AT&T CORP.’S MOTION AND BRIEF TO DEEM ADMISSIONS TO BE

ADMITTED OR ALTERNATIVELY TO ORDER APPLICANT TO ANSWER
OPPOSER’S FIRST SET OF REQUESTS FOR ADMISSIONS




