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By the Board:

This case now comes up for consideration of opposer’s
motion (filed November 3, 2009) for sanctions in the form of
judgment for applicant’s failure to comply with a Board
order compelling responses to opposer’s discovery requests.
On November 24, 2009, applicant submitted a brief in
response. On December 1, 2009, opposer filed a motion to
strike applicant’s brief in response inasmuch as it was
untimely and not served upon opposer’s counsel. Because
opposer seeks judgment against applicant, however, we
exercise our discretion to consider the brief even though it
was filed late. We, therefore, deny opposer’s motion to
strike. Trademark Rule 2.127(a).

By way of background, on May 26, 2009, opposer filed a

motion to compel applicant to produce all documents
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responsive to opposer’s first set of document requests, to
serve complete responses to certain of opposer’s first set
of interrogatories, and to deem opposer’s requests for
admissions admitted. On August 27, 2009, the Board granted
opposer’s motion to the extent that applicant was allowed
time to respond without objection to opposer’s document
requests, provide complete responses to Interrogatory Nos.
4-5, 7, 9, 13-15, 17, 20, 22-24, 26-36, 39, and 41 of
opposer’s first set interrogatories, and to provide a
complete and signed copy of all its responses to opposer’s
requests for admissions.

In support of its motion for sanctions, opposer
contends that applicant’s “egregious refusal” to comply with
the Board’s August 27, 2009, order and its “continuation of
its long-standing pattern of deceitful conduct” warrants the
entry of judgment against applicant. Specifically, opposer
contends that despite applicant’s past explicit statements
(both in a phone call with opposer’s counsel and in one of
its prior Board filings), that applicant not only had
documents responsive to opposer’s discovery requests but
that applicant had already produced them, applicant now
claims in its response to opposer’s document requests that
it does not have a single, solitary responsive document
related to this opposition; that applicant has spoliated

evidence; that applicant has failed to provide complete
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responses to certain interrogatories; and that applicant
failed to properly serve any of its discovery responses
related to the Board’s August 27, 2009, order on opposer.

A motion for sanctions under Trademark Rule 2.120(g)
lies when the Board has entered an order relating to
discovery and the order has assertedly been violated. See
Trademark Board Manual of Procedure (TBMP) § 527 (2d ed.
rev. 2004), and the authorities cited therein. Trademark
Rule 2.120(g) provides, in relevant part, that if a party
fails to comply with an order of the Board relating to
discovery, the Board may make any appropriate order,
including the entry of default judgment as provided in Fed.
R. Civ. P. 37(b).

We must determine then whether opposer’s actions with
regard to the Board’s August 27, 2009 order compelling
discovery responses meet the conditions required for
imposition of discovery sanctions under Trademark Rule
2.120(g). In doing so, we specifically consider the
sufficiency of applicant’s supplemental responses following
the Board’s most recent order.

Applicant was ordered to respond without objection to
opposer’s first set of document requests. In response to
each of the sixty-seven requests propounded by opposer
applicant states as follows: “Applicant is not possessed of

any documents which fulfill this request.” After reviewing
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each of these requests, we, like opposer, find suspect
applicant’s contention that it does not possess a single,
responsive document. We are even more troubled by
applicant’s failure to produce a single responsive document
in light of applicant’s comments in its June 20, 2009,
response to opposer’s motion to compel [Entry No. 33 in
TTABVUE] wherein it insisted that “Applicant’s response [to
the Requests for Production] had already been provided and
that Opposer’s previous counsel was responsible for
forwarding such Discovery to the newest of counsel” and “the
Applicant would not be averse to, once again, collecting and
making available the documents and other things requested
but only at the direction of this Honorable Board ...”
Applicant’s own admission that it did have responsive
documents in its possession at one time is in direct
contradiction of its current claim that no documents
whatsoever exist. Whether applicant destroyed such
documents or simply is withholding these documents now, we
are uncertain. Nonetheless, we, like opposer, find
applicant’s actions to be inconsistent with the Board’s
order and the directives therein.

Applicant was also ordered to supplement its responses
to Interrogatory Nos. 4-5, 7, 9, 13-15, 17, 20, 22-24, 26-
36, 39, and 41. After reviewing applicant’s responses to

these discovery requests, we find that applicant has
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sufficiently responded to most of these requests and has
stated that it would supplement many of the responses as the
information becomes available.®' We remind applicant that
pursuant to Fed. R. Civ. P. 26(e) (2), it has a duty to so
supplement .?

We finally note that applicant failed to properly serve
any of its responses on opposer’s attorney of record.
Opposer indicates that it only received copies of
applicant’s responses from opposer’s prior counsel of record
who forwarded applicant’s responses to opposer’s current
counsel of record as a courtesy on September 28, 2009.°
Like opposer, we have reviewed the record and determined
that on more than one occasion applicant has failed to
properly serve opposer’s counsel of record with documents it
has filed and on more than one occasion the Board has warned
applicant of the importance of complying with the service

requirements of Trademark Rule 2.119. Applicant’s failure

' With respect to any interrogatories which may request any

details about the evidence applicant intends to present at trial,
the parties should, of course, observe the limitations set forth
in TBMP Section 414 (7) (2d ed rev. 2004).

* We observe that if applicant’s responses to opposer’s requests
for admission were not timely served, then they are deemed
admitted under Fed. R. Civ. P. 36.

® Opposer, in its brief, notes that it received applicant’s
supplemental responses to the requests for production of
documents from opposer’s former counsel on October 5, 2009,
(seven days after the September 28, 2009, deadline set forth in
the Board’s November 3, 2009, order). Opposer further indicates
that it is unable to confirm the timeliness of applicant’s
responses to opposer’s requests for production of documents
inasmuch as opposer’s former counsel did not retain the mailing
envelope.
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to fully comply with the discovery order of November 3,
2009, and its disregard for the rules of practice appears to
be a pattern designed to delay the resolution of this
proceeding.

In view of applicant’s failure to fully comply with the
Board’s August 27, 2009, order, imposition of sanctions is
warranted. We therefore grant opposer’s motion for
sanctions to the extent that we enter the following
sanctions on applicant:

1. Applicant is ordered within TWENTY DAYS of
the mailing date of this order to file with
the Board, and serve a copy on opposer’s
current counsel of record, copies of all the
responsive documents to opposer’s discovery
requests it allegedly sent to opposer’s
former counsel as indicated in its June 20,
2009, response brief to opposer’s motion to
compel.

2. To the extent that the interrogatory requests
are directed to the factors in In re E.I.
du Pont de Nemours & Co., 177 USPQ 563 (CCPA
1973), regarding the similarity of the
services, the purchasers of such services,
and the involved trade channels, these
factors will be resolved in opposer’s favor
at trial on opposer’s likelihood of confusion
claim and in connection with any summary
judgment motion filed by opposer on opposer’s
likelihood of confusion claim.

3. Applicant is barred from filing any motion
for summary judgment in this proceeding.

The Board has limited patience for a party which does
not take its discovery obligations seriously, takes
inconsistent positions on discovery issues, and does not
cooperate with an opponent to ensure the orderly progression

of a proceeding. Applicant is advised too that if it does
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not comply with the second sanction regarding the filing and
service of those responsive documents it allegedly sent to
opposer’s former counsel, the Board will entertain a motion
by opposer for sanctions in the nature of judgment.

Trial dates are reset as indicated below.

Plaintiff's 30-day testimony period to close: June 11, 2010

Defendant's 30-day testimony period to close: August 10, 2010

Plaintiff's 15-day rebuttal testimony period to
close: September 24, 2010

In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits must be served on
the adverse party within thirty days after completion of the
taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rules
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.129.



