
 
 
 
 
 
 

     Mailed:  March 19, 2008 
 

Opposition No. 91175967 
 
AT&T KNOWLEDGE VENTURES II, L.P. 
 

v. 
 
AMERICAAT.COM, LLC 

 
Cheryl Butler, Attorney, Trademark Trial and Appeal Board: 

 In an order dated August 15, 2007, the Board set aside 

applicant’s default (for the second time) for its failure to file 

a timely answer to the notice of opposition; reset the time for 

applicant to answer; and reset discovery and trial dates, with 

the discovery period to close on January 15, 2008. 

 On September 17, 2007, applicant filed its “answer.”  As 

discussed in more detail later in this order, applicant’s answer 

is informal because it does not meet the requirements of Fed. R. 

Civ. P. 8(b). 

According to the parties, opposer served written discovery 

requests on December 12, 2007 (i.e., interrogatories, requests 

for production, and requests for admissions).  On January 14, 

2008, applicant moved for an extension of time to serve its 

discovery responses.  Opposer, on February 1, 2008, filed a 

response to applicant’s motion and cross-moved to compel 

discovery responses. 
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1. Opposer’s cross motion to compel 

A motion to compel must be supported by a written statement 

from the moving party that such party, or its attorney, has made 

a good faith effort, by conference or correspondence, to resolve 

with the other party, or its attorney, the issues presented in 

its motion, and has been unable to reach agreement.  See 

Trademark Rule 2.120(e)(1); and TBMP §523.02 (2d ed. rev. 2004). 

Opposer’s motion to compel is not accompanied by a written 

statement highlighting the steps taken by opposer or its attorney 

demonstrating that a good faith effort has been made to resolve 

the discovery dispute. 

Accordingly, opposer’s cross motion to compel discovery 

responses and more complete discovery responses is denied.1 

2. Applicant’s motion to extend its time to serve 
discovery responses and to serve complete discovery 
responses. 

 
In support of its motion, applicant argues that, because 

opposer’s discovery requests were served near the end of the 

calendar-year holidays, personnel were unavailable to assist in 

preparing responses.  Applicant indicates that, nonetheless, it 

served responses to opposer’s first set of interrogatories.  

Applicant also argues that opposer’s requests are substantial.2  

                     
1 This denial of opposer’s motion to compel does not excuse applicant from its 
discovery obligations. 
2 Any characterization of opposer’s discovery requests as untimely is not well 
founded.  A party may serve written discovery requests on the last day of the 
discovery period.  See Trademark Rule 2.120(a); and TBMP §403.02 (2d ed. rev. 
2004).  Here, opposer served its written discovery requests over one month 
before the close of the discovery period. 
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In response, opposer argues that its requests are not 

onerous and that applicant had ample time to serve responses.  

Opposer expresses its belief that applicant is engaging in 

dilatory practices.  Opposer points out that the parties were 

involved in Opposition No. 91160143 which resulted in opposer’s 

favor.  Thus, according to opposer, applicant has some experience 

in Board proceedings.  Opposer requests that, in the event 

applicant’s motion to extend is granted, the close of discovery 

be reset for both parties. 

The standard for allowing an extension of a prescribed 

period prior to the expiration of that period is good cause.  A 

motion to extend must set forth with particularity the facts said 

to constitute good cause for the requested extension.  See Fed. 

R. Civ. P. 6(b)(1).  See also Luemme Inc. v. D.B. Plus Inc., 53 

USPQ2d 1758 (TTAB 1999). 

In this case, applicant has established good cause, albeit 

minimally, in support of an extension of time to serve discovery 

responses and to serve complete discovery responses.  

Accordingly, applicant’s motion to extend is granted and 

applicant is allowed until THIRTY DAYS from the mailing date of 

this order in which to serve responses and supplemental responses 

as necessary.  In view of the passage of time, applicant has now 

had ample time to prepare responses.  Thus, applicant is on 

notice that the Board may be disinclined to grant any further 
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extensions for this purpose.  The Board now provides some 

information regarding its discovery practice. 

A. The Board’s standardized protective order is operative. 

The Board’s standardized protective order is in place in 

this case governing the exchange of confidential and proprietary 

information and materials.  (Check the TTAB’s home page available 

at www.uspto.gov.)  The parties may substitute a stipulated 

protective agreement (signed by both parties).  However, the 

Board will not become involved in a dispute over any substitution 

in view of the existence of the Board’s standardized protective 

order. 

B. The parties have discovery obligations. 

The parties have the duty to cooperate in the discovery 

process, search their records, and supplement their discovery 

responses as needed.  See TBMP §408 (2d ed. rev. 2004).  Answers 

to interrogatories are to be signed by the person making them, 

and objections to interrogatories are to be signed by the 

attorney making them.  See Fed. R. Civ. P. 33(b)(2); and TBMP 

§405.04(c) (2d ed. rev. 2004).  Responses to document requests 

and to admissions requests are to be signed. 

C. Discovery guidelines. 

A comprehensive, though not exhaustive, discussion of 

discovery topics and guidelines may be found at TBMP §414 (2d ed. 

rev. 2004). 
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D. Past practices. 

The Board is aware now that the parties were involved in 

Opposition No. 91160143.  Thus, the Board agrees that applicant 

has at least some familiarity with Board practice.  The Board 

will look disfavorably on any party engaging in an pattern of 

delay in this case. 

3. Applicant must file a conforming answer. 

Fed. R. Civ. P. 8(b) provides, in part:  

A party shall state in short and plain terms 
the party's defenses to each claim asserted 
and shall admit or deny the averments upon 
which the adverse party relies. If a party is 
without knowledge or information sufficient 
to form a belief as to the truth of an 
averment, the party shall so state and this 
has the effect of a denial. Denials shall 
fairly meet the substance of the averments 
denied. When a pleader intends in good faith 
to deny only a part or a qualification of an 
averment, the pleader shall specify so much 
of it as is true and material and shall deny 
only the remainder. 

 
The notice of opposition filed by opposer herein consists of 

nine numbered paragraphs setting forth the basis of opposer's 

claim of damage.  The “answer” applicant submitted is 

argumentative in nature and does not conform to the requirement 

of Fed. R. Civ. P. 8(b).  In accordance with Fed. R. Civ. P. 8(b) 

it is incumbent on applicant to answer the notice of opposition 

by admitting or denying the allegations contained in each 

paragraph.  Ordinarily, a defendant will use the same paragraph 

numbering format found in the complaint (i.e. nine).  If 



Opposition No. 91175967 

 6

applicant is without sufficient knowledge or information on which 

to form a belief as to the truth of any one of the allegations, 

he should so state and this will have the effect of a denial. 

In view thereof, applicant is allowed until THIRTY DAYS from 

the mailing date of this order in which to file a conforming 

answer.3 

4. Other information. 

Applicant is advised that an inter partes proceeding before 

the Board is similar to a civil action in a Federal district 

court.  There are pleadings, a wide range of possible motions; 

discovery (a party’s use of discovery depositions, 

interrogatories, requests for production of documents and things, 

and requests for admission to ascertain the facts underlying its 

adversary's case), a trial, and briefs, followed by a decision on 

the case.  The Board does not preside at the taking of testimony.  

Rather, all testimony is taken out of the presence of the Board 

during the assigned testimony, or trial, periods, and the written 

transcripts thereof, together with any exhibits thereto, are then 

filed with the Board.  No paper, document, or exhibit will be 

considered as evidence in the case unless it has been introduced 

in evidence in accordance with the applicable rules. 

A. Service requirement. 

                     
3 The Board notes that the answer filed in Opposition No. 91160143 is 
conforming.  Thus, applicant has previously demonstrated that it understand 
what is required for a conforming answer. 
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The service requirements are set forth in Trademark Rule 2.119.  

Trademark Rules 2.119(a) and (b) and require that every paper filed 

in the Patent and Trademark Office in a proceeding before the Board 

must be served upon the attorney for the other party, or on the 

party if there is no attorney, and proof of such service must be 

made before the paper will be considered by the Board. 

Consequently, copies of all papers which either party may 

subsequently file in this proceeding, including applicant’s answer 

to the notice of opposition, must be accompanied by a signed 

statement indicating the date and manner in which such service was 

made.  Strict compliance with Trademark Rule 2.119 is required in 

all further papers filed with the Board. 

Applicant appears to be aware of the service requirement.  

However, opposer complained that applicant did not serve its motion 

to extend time on opposer’s attorney but directly on opposer.  

Applicant is reminded that it must provide service copies to 

opposer’s attorney. 

The Board will accept, as prima facie proof that a party 

filing a paper in a Board inter partes proceeding has served a 

copy of the paper upon every other party to the proceeding, a 

statement signed by the filing party, or by its attorney or other 

authorized representative, clearly stating the date and manner in 

which service was made.  This written statement should take the 

form of a “certificate of service” which should read as follows:   

The undersigned hereby certifies that a true and 
correct copy of the foregoing [insert title of 
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document] was served upon opposer by forwarding said 
copy, via first class mail, postage prepaid to: [insert 
name and address].  

 
The certificate of service must be signed and dated.  See also 

TBMP §113 (2d ed. rev. 2004). 

B. E-mail service option. 

The parties may agree to the email service option now 

available under Trademark Rule 2.119(b)(6) (“Electronic 

transmission when mutually agreed upon by the parties.”).4  

Should the parties decide to continue using traditional service 

options, the parties may consider agreeing at least to courtesy 

email notification when any paper is served. 

5. Dates are reset. 

Opposer’s request that discovery be reset is granted.  

Discovery and trial dates are reset as follows: 

THE PERIOD FOR DISCOVERY TO CLOSE:  June 1, 2008 
  
 30-day testimony period for party 

in position of plaintiff to close  August 30, 2008 
  
 30-day testimony period for party 

in position of defendant to close:  October 29, 2008 
 
15-day rebuttal testimony period 
to close:       December 13, 2008 

  
 In each instance, a copy of the transcript of testimony 

together with copies of documentary exhibits, must be served on 

                     
4 The additional five days available under Trademark Rule 2.119(c) for 
traditional service modes (e.g., First Class Mail) is not available for email 
service. 
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the adverse party within thirty days after completion of the 

taking of testimony.  Trademark Rule 2.l25. 

 Briefs shall be filed in accordance with Trademark Rules 

2.l28(a) and (b).  An oral hearing will be set only upon request 

filed as provided by Trademark Rule 2.l29. 

☼☼☼ 
 


