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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name NTN Bearing Corporation of America
Granted to Date 02/24/2007
of previous
extension
Address 1600 E. Bishop Ct.
Mt. Prospect, IL 60056
UNITED STATES
Attorney Thomas M. Williams
information Brinks Hofer Gilson &amp; Lione

P.O. Box 10395

Chicago, IL 60610

UNITED STATES

officeactions@brinkshofer.com Phone:312-321-4200

Applicant Information

Application No 78745159 Publication date 12/26/2006
Opposition Filing 02/22/2007 Opposition 02/24/2007
Date Period Ends

Applicant

RBC Bearings Inc.
One Tribology Center
Oxford, CT 06478
UNITED STATES

Goods/Services Affected by Opposition

Class 007. First Use: 1946/00/00 First Use In Commerce: 1946/00/00
All goods and sevices in the class are opposed, namely: Ball bearings for machines, motors, engines,

and tools

Attachments Notice of Opposition.pdf ( 3 pages )(108354 bytes )
Signature /Thomas M. Williams/

Name Thomas M. Williams

Date 02/22/2007
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Our File Ref.: 10542/115

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In The Matter of: Application Serial No. 78/745,159
Trademark: 400 SERIES
Goods: ball bearings for machines, motors, engines, and tools
Published: December 26, 2006
NTN Bearing Corporation of America )
)
Opposer, )
) Opposition No.
v. )
)
RBC Bearings Inc. )
)
Applicant. )
NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

NTN Bearing Corporation of America, a New York corporation having its
principal place of business in Mount Prospect, Illinois (“Opposer”), believes that it will
be damaged by the registration of the mark 400 SERIES, Serial No. 78/745,159
(“Applicant’s Mark™), applied for by RBC Bearings Inc., with its principal place of
business in Oxford, Connecticut (“Applicant”), and hereby opposes said application for

registration.

As grounds for the Opposition, Opposer states as follows:



L. Opposer, directly and through related companies, has been engaged in the
business of manufacturing, distributing, and selling a wide range of ball and roller
bearings and related goods in interstate commerce. Opposer’s bearings products are sold
in a wide variety of types and sizes, including a series of heavy bearings referred to as
“400 series.”

2. Upon information and belief, Applicant also is engaged in the business of
manufacturing, distributing, and selling ball bearings and related goods in interstate
commerce.

3. Opposer and Applicant are competitors with respect to the sale of ball
bearings and related goods.

4, Applicant has applied to register the phrase “400 SERIES” as a trademark
in connection with “ball bearings for machines, motors, engines, and tools.” This
application was assigned Serial No. 78/745,159.

5. A number of other entities, including Opposer, have used and are using the
phrase “400 series” or similar phrases in a non-trademark manner to identify and describe
a particular series of bearings. As a result of this widespread use of “400 series” to refer
to a particular series of bearings, the consuming public is likely to perceive Applicant’s
Mark as a size indication of the goods and not as an indicator of the source of the goods.
Applicant’s Mark is functional and generic, and is incapable of functioning as a
trademark. Thus, Applicant’s Mark dqes not function as a mark as required under
Sections 1, 2 and 45 of the Lanham Act, 15 U.S.C. §§ 1051, 1052 and 1127.

6. Moreover, even if Applicant’s Mark was capable of functioning as a
trademark, Applicant’s Mark is not distinctive nor has it acquired distinctiveness under

Section 2(f) of the Lanham Act, 15 U.S.C. § 1052(f).



7. Registration of Applicant’s Mark would provide Applicant with prima
facie evidence of an exclusive right to use Applicant’s Mark in commerce on or in
connection with the applied-for goods. Consequently, Opposer will be seriously
damaged by registration of Applicant’s Mark because a registration could be used to
inhibit and interfere with Opposer’s right to use the phrase “400 series” or similar phrases
in a non-trademark manner in connection with bearings or other goods related to those
identified in Application Serial No. 78/745,159.

WHEREFORE, Opposer NTN Bearing Corporation of America prays that its
Opposition be sustained and that Application Serial No. 78/745,159 be denied
registration.

A filing fee in the amount of $300.00 (three hundred dollars) is submitted
herewith. The Commissioner is authorized to deduct any deficiency or credit any

overpayment to Deposit Account No. 231925,

Respectfully submitted,

NTN Bearing Corporation of America

Dated: February 22,2007  By: m

Thomas M. Williams, Esq.

BRINKS HOFER GILSON & LIONE
P. O. Box 10395

Chicago, Illinois 60611

(312) 321-4200

Its Attorneys
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