' TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFIC
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/634,363
Filed on March 25, 2005

For the Mark EZ ELLE

Published in the Official Gazette on August 16, 2006

Hachette Filipacchi Presse,
Opposer,
Opposition No. 91175815
V. Serial No. 76634363
C. Raker & Sons, Inc.,
Applicant.

BOX TTAB FEE

Commissioner for Trademarks
P.O. Box 1451

Alexandria, Virginia 22313-1451

Dear Sir:

REQUEST TO VACATE DEFAULT
A Notice of Default dated April 18, 2007 (Exhibit A) was received by the undersigned

attorney for Applicant on April 27, 2007. However, Applicant, C. Raker & Sons, Inc., did
not receive a Notice of Opposition. After receipt of the Notice of Default, a copy of the
Notice of Opposition (Exhibit B) and related correspondence from the USPTO (Exhibit C) was
obtained from the United States Patent and Trademark Office website
(http://ttabvue.uspto.gov). However, neither the Notice of Opposition nor the related
correspondence from the USPTO was received by the undersigned attorney.
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Because Applicant did not receive the required Notice of Opposition, Applicant

requests that the Default against Applicant be vacated.

Dated: May 14, 2007

Respectfully submitted,

C. RAKER & SONS, INC.

J efﬁ/ey g; Kapteyn; ’

Registration No. 41 883

Price, Heneveld, Cooper, DeWitt & Litton, LLP
695 Kenmoor, S.E.

Post Office Box 2567

Grand Rapids, Michigan 49501

Phone: 616/949-9610

Facsimile: 616/957-8196

Attorneys for Applicant
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451
Alexandria, VA 22313-1451

Mailed: April 18, 2007

Opposition No. 91175815

Hachette Filipacchi Presse

V.

C. Raker & Sons, Inc.

Janice D. Hyman, Paralegal Specialist:

Answer was due in this case on April 3, 2007. Inasmuch

as it appears that no answer has been filed, nor has applicant
filed a motion to extend its time to answer, notice of default

is hereby entered against applicant under Fed. R. Civ. P

55(a) .
Applicant is allowed until thirty days from the mailing

date of this order to show cause why judgment by default

should not be entered against applicant in accordance with

Fed. R. Civ. P. 55(b).

REGEIVED

APR 2 7 10u1
PRICE HEIE/ELD. COOPER,
T & LIJTON, LLP
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TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFF. __
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/634,363

Filed on March 25, 2005
For the Mark EZ ELLE
Published in the Official Gazette on August 16, 2006
........................ X
Hachette Filipacchi Presse, :
: Opposition No.

Opposer,
. Serial No. 76/634,363

-y- - Published: August 16, 2006
- Trademark: EZ ELLE

C. Raker & Sons, Inc.,
Applicant. :
X

------------------------

BOX TTAB FEE
Commissioner for Trademarks

P.0O. Box 1451
Alexandria, VA 22313-1451

NOTICE OF OPPOSITION

Opposer, Hachette Filipacchi Presse, a joint stock company organized and
existing under the laws of France, having an address at 149, rue Anatole France, 92534
Lavallois-Perret Cedex, France, requested extensions of time to oppose registration of the mark
EZ ELLE (Ser. No. 76/634,363) in the name of C. Raker & Sons, Inc. (“Applicant”), published
in the Official Gazette on August 16, 2006. On October 2, 2006, the Trademark Trial Appeal
Board granted Opposer’s first request for an extension of time to oppose and extended the period
of time to oppose until January 3, 2007. On December 18, 2006, the Trademark Trial Appeal
r’s second request for an extension of time to oppose and extended the

Board granted Oppose
Hachette Filipacchi Presse, believes that

period of time to oppose until March 4, 2007. Opposer,
02/21/2007 KGIBBONS 00000007 76634363 ' T
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it will be damaged by the registration of the Applied-for Mark, as defined in Paragraph 7, and
hereby opposes the same.

As grounds for this Opposition, Hachette Filipacchi Presse relies upon the rights
developed by it and related companies (hereinafter referred to as “Hachette” or “Opposer”) and
alleges on knowledge as to itself and otherwise upon information and belief, as follows:

1. Since 1945, Hachette, directly and through its predecessors, has been engaged in
the sale of a wide spectrum of goods and services under the mark ELLE, including, but not
limited to the publication, distribution, and sale of the world-famous women’s magazine entitled
ELLE. This magazine is a unique mixture of topical events, fashion, beauty and food articles.

2. ELLE magazine was originally published as a French-language magazine
distributed in France in 1945 and has been distributed in the United States since 1952. The
United States edition of ELLE magazine was first published in 1985. Hachette presently
publishes ELLE magazine in 39 separate editions throughout the world. Currently, U.S. sales .

exceed one million copies per month and ELLE magazine is read by over four million readers
each month in the United States.

3. For many years, and long prior to Applicant’s filing of its application, Opposer
has used the mark ELLE, and variations thereof, in interstate commerce throughout the United
States in connection with a variety of goods and services, including, among others, goods and

services in the magazine, flowers, apparel, footwear, jewelry, cosmetics, food, home décor,

publishing, news, advertising and multimedia fields.

4, Prior to Applicant’s filing of its applications, Opposer obtained, inter alia, the

following registrations (hereinafter the “ELLE Registrations,” “ELLE Marks” or “Opposer’s

Marks”):
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Mark

ELLE

ELLE
ELLE

ELLE
(Stylized)

ELLE
(Stylized)

ELLE
(Stylized)

ELLE

ELLE
(Stylized)

ELLE
(Stylized)

ELLE
(Stylized)

ELLE
(Stylized)

ELLE

ELLE

Reg. No.
2,560,906

0,758,137
0,862,001

1,348,158

1,318,319

1,322,177

0,861,159

1,374,805

1,408,531

1,419,815

2,016,657

2,120,688

2,242,315

NY 1130710_1.DOC

Goods or Services

Natural agricultural products, namely, living, natural
and dried flowers, agricultural seeds, living, natural
and dried plants, bunches of flowers, wreaths of
flowers, flower bulbs, rose bushes

Magazine

Inter alia, jackets, sweaters, pullovers, combination
underwear, undershirts, underwear

Footwear-namely, shoes, boots, slippers, sandals and
clogs

Earrings of nonprecious metals

Inter alia, articles made of leather, imitation leather &
canvas-namely, luggage, traveling bags, tote bags,
hand bags, beach tote bags, shoulder bags, cosmetic
bags sold empty, shopping tote bags & wallets

Promoting the sale of women’s apparel by others by
staging style shows and by preparation of various
types of advertising

Cups, fitted vanity cases, perfume sprayers
Furniture
Inter alia, Spectacles

Blank, prerecorded and re-recordable audio
recordings in the nature of compact discs covering
themes such as, inter alia, fashion and beauty

Inter alia, offering technical assistance in the
establishment and/or operation of fashion shows and
beauty pageants, beauty salons and fashion wear
boutiques; providing consulting to others in the fields
of beauty, health and fashion wear

Inter alia, providing classes of instruction to
beginners and advanced persons in the field of, inter

Class(es

031

016
025

025

026

018

035

021

020

009

009

035 and
042

041




Class(es

Mark Reg. No. Goods or Services

alia, fashion and beauty; conducting educational

conferences, workshops and courses of instruction in

the field of, inter alia, fashion and beauty; educational
conferences, forums, congresses and colloquiums in
the field of, inter alia ,fashion and beauty;
entertainment services, namely, providing an on-line
entertainment variety show, featuring fashion and
beauty; entertainment services in the nature of a cable

television variety show featuring, inter alia, fashion

and beauty
009, 020,

ELLE 2,708,222 Inter alia, footwear, namely, shoes, boots, slippers,
sandals and clogs; spectacles; brushes for footwear, 021, 024
electric brushes, brushes for clothing, fitted vanity and 025
cases, perfume vaporizers, curry combs; bath towels,
hand towels, table cloths, textile table napkins, sheets,

blankets and pillowcases; furniture

Copies of print-outs from the United States Patent and Trademark Office website with

information for these registrations are attached hereto as Exhibit A.

5. The ELLE Registrations are valid and subsisting, unrevoked and uncancelled, and
are prima facie evidence of the validity of Opposer’s exclusive right to use the ELLE Marks in
ction with the goods and services described in the registrations, without

commerce in conne
condition or limitation, and constitute constructive notice of Opposer’s ownership of the ELLE

Marks for the goods and services described in the registrations, as provided for by §§ 7(b) and 22

of the Lanham Act, 15 U.S.C.A. §§ 1057(b) and 1072.
Opposer has expended substantial amounts of time and effort in advertising and

6.
As a result of such advertising and

promoting its goods and services under the ELLE Marks.

onal activities, the ELLE Marks have become famous, the relevant public has come to

promoti
associate and identify ELLE with Opposer and Opposer derives substantial goodwill from such

identification by consumers.
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7. On March 25, 2005, Applicant filed a trademark application for the mark EZ

ELLE. The application covers “seedlings and living plants, natural live flowers, young living

plants, plant cuttings and other parts of living plants or living young plants suitable for

propagatio” in International Class 31 (the “Applied-for Mark”).
Count I: Likelihood of Confusion

8. Opposer hereby incorporates by reference the allegations in Paragraphs 1 through

7 hereof as if fully set forth herein.

9. The Applied-for Mark EZ ELLE, as set forth in the application opposed herein, is

substantially similar in sight, sound, meaning and commercial impression to Opposer’s ELLE

marks. The Applied-for Mark EZ ELLE contains the ELLE Marks in their entireties.

10.
flowers and plants, as well as related goods.

11.  Due to the high degree of inheren

the duration and extent of advertising and publicity,

and the degree of recognition, Opposer’s Marks are

Lanham Act.
12.

ELLE Marks in connection with a variety of goods and services,

the public will believe that the same or simil

are affiliated or associated with, connected to or sponsored by Opposer. Accordingly,

is more likely between Opposer’s Marks and the Applied-for Mark.

NY 1130710_1.DOC

The Applied-for Mark and Opposer’s Marks cover identical goods, namely, live

t distinctiveness, the duration and extent of use,
the geographical extent of the trading area,

“famous” pursuant to Section 43(c) of the

Because Opposer’s Marks are famous and because Opposer currently uses the

there is a greater likelihood that

ar mark found on a wide range of goods or services

confusion




13.  Accordingly, Applicant’s marks are likely to cause confusion, mistake, or to

deceive the public into believing that Applicant’s goods are somehow affiliated or associated
with, connected to or sponsored by Opposer, in violation of Section 2(d) of the Lanham Act.

14.  If Applicant is permitted to register or use the mark herein opposed, there would

be likely confusion as to the sponsorship of the goods, resulting in damage and injury to Opposer
by reason of the similarity between Applicant’s mark and Opposer’s marks. Persons familiar
with Opposer’s Marks will be likely to purchase Applicant’s services, believing them to be
affiliated or associated with, connected to or sponsored by Opposer. Likewise, persons exposed
to Applicant’s EZ ELLE mark who subsequently become acquainted with Opposer’s Marks are
likely to conclude that the goods and services offered by Opposer under its marks are in some
manner affiliated or associated with, connected to or sponsored by Applicant. Any such

confusion as to sponsorship inevitably would result in damage and injury to Opposer.

15.  Opposer will be damaged by registration of the Applied-for Mark because such
registration will support and assist Applicant in the confusing and misleading use of Applicant’s

mark, and will give color of rights to Applicant in violation of Opposer’s prior and superior

statutory and common-law rights in the ELLE Marks.
Count II: Likelihood of Dilution

16.  Opposer hereby incorporates by reference the allegations of Paragraphs 1 through

15 hereof as if fully set forth herein.

17.  The registration and use of the Applied-for Mark will likely dilute the distinctive

quality of Opposer’s famous ELLE Marks.

18.  Opposer will be damaged by registration of the mark shown in the application

opposed herein because such registration will support and assist Applicant in the diluting use of
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Applicant’s mark, and will give color or rights to Applicant in violation of Opposer’s prior and

superior statutory and common law rights in the ELLE Marks.

WHEREFORE, Hachette prays that this Opposition be sustained and that the application

for registration of the mark EZ ELLE be in all respects denied.
Dated: New York, New York Respectfully submitted,
February __, 2007
HUGHES HUBBARD & REED LLP

By: jiﬂa\ /// 741,%

Perla M. Kuhn
Russell W. Jacobs

One Battery Park Plaza
New York, New York 10004

(212) 837-6000

Attorneys for Respondent

CERTIFICATE OF MAILING

| hereby certify that this correspondence is being deposited
with the United States Postal Service as first class mailin - !
an envelope addressed to: Assistant Commissioner for

Trademarks, P.O,Box 451, Alexandria, VA 22313-1451 on
W /‘/’ ey
/-?UG FS HUBBARD’& REED LLP !
- \
Dated: % : MAJ ;
|

y.
Name:
|
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United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451
Alexandria, VA 22313-1451

Mailed: February 22, 2007

Opposition No 91175815
Serial No. 76634363

JEFFREY S. KAPTEYN
PRICE, HENEVELD, COOPER, DEWITT
PO BOX 2567,

GRAND RAPIDS, MI 49501-2567 UNITED STATES
Hachette Filipacchi Presse

V.

C. Raker & Sons, Inc.

Perla M. Kuhn
Hughes Hubbard & Reed LLP

One Battery Park Pla:za,
New York, NY 10004-1482 UNITED STATES

Monique Tyson, Paralegal Specialist:

A notice of opposition to the registration sought in the above-
identified application has been filed. A copy of the notice is
attached.

ANSWER IS DUE FORTY DAYS after the mailing date hereof. (See Trademark
Rule 2.196 for expiration date falling on Saturday, Sunday or a

holiday) .

Proceedings will be conducted in accordance with the Trademark Rules of
set forth in Title 37, part 2, of the Code of Federal Regulations.

Practice,

The parties are reminded of the recent amendments to the Trademark Rules that
See Rules of Practice for
68

affect the rules of practice before the TTAB.
Trademark-Related Filings Under the Madrid Protocol Implementation Act,

Fed. R. 55,748 (September 26, 2003) (effective November 2, 2003);
Reorganization of Correspondence and Other Provisions, 68 Fed. Reg. 48,286
(August 13, 2003) (effective September 12, 2003). Notices concerning the
rules changes, as well as the Trademark Trial and Appeal Board Manual of

Procedure (TBMP), are available at www.uspto.gov/web/offices/dcom/ttab/.

The parties are particularly referred to Trademark Rule 2.126

pertaining to the form of submissions. Paper submissions, including
but not limited to exhibits and depositions, not filed in accordance
with Trademark Rule 2.126 may not be given consideration or entered

into the case file.




Discovery and testimony periods are set as follows:

Discovery period to open: 3/14/07
Discovery period to close: 9/10/07
30-day testimony period for party
in position of plaintiff to close: 12/8/07
30-day testimony period for party
in position of defendant to close: 2/7/08
15-day rebuttal testimony period

3/23/08

for plaintiff to close:

A party must serve on the adverse party a copy of the transcript of any
testimony taken during the party's testimony period, together with
copies of documentary exhibits, within 30 days after completion of the
taking of such testimony. See Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as provided

by Trademark Rule 2.129.

NOTE: The Board allows parties to utilize telephone conferences to
discuss or resolve many interlocutory matters that arise in inter
partes cases. See the Official Gazette notice titled "“Permanent
Expansion of Telephone Conferencing on Interlocutory Matters in Inter
Partes Cases Before the Trademark Trial and Appeal Board,” 1235 TMOG 68
(June 20, 2000). The notice is available at http://www.uspto.gov.
Interlocutory matters which the Board agrees to discuss or decide by
phone conference may be decided adversely to any party which fails to

participate.

If the parties to this proceeding are also parties to other Board
proceedings involving related marks or, during the pendency of this

proceeding, they become parties to such proceedings, they should notify

the Board immediately, so that the Board can consider consolidation of

proceedings.

New Developments at the Trademark Trial and Appeal Board

TTAB forms for electronic filing of extensions of time to oppose, notices of

opposition, and inter partes filings are now available at
http://estta.uspto.gov. Images of TTAB proceeding files can be viewed using

TTABVue at http://ttabvue.uspto.gov.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/634,363

Filed on March 25, 2005
For the Mark EZ ELLE
Published in the Official Gazette on August 16, 2006

Hachette Filipacchi Presse,
Opposer,
Opposition No. 91175815
v. Serial No. 76634363
C. Raker & Sons, Inc.,
Applicant.

BOX TTAB FEE
Commissioner for Trademarks

P.O. Box 1451
Alexandria, Virginia 22313-1451

Dear Sir:
CERTIFICATE OF MAILING

I hereby certify that the attached Request to Vacate Default (2 pgs.); Notice of Default
(Exhibit A, 2 pgs.); Notice of Opposition (Exhibit B, 8 pgs.); Related Correspondence from

the USPTO (Exhibit C, 3 pgs.); and postcard are being deposited with the United States Postal

Service as first class mail in an envelope addressed to:

BOX TTAB FEE
Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

I O 0

05-18-2007
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“on_(05-/4-07

atherine M. Updegraff’ 7w
Price, Heneveld, Cooper,
DeWitt and Litton, LLP
695 Kenmoor, S.E.
Post Office Box 2567
Grand Rapids, Michigan 49501
(616) 949-9610




