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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Sigmatek Corporation

Granted to Date 01/31/2007

of previous

extension

Address 1445 Kemper Meadow Drive
Cincinnati, OH 45240
UNITED STATES

Correspondence Mary R. True

information Attorney

Frost Brown Todd LLC

2200 PNC Center, 201 East Fifth Street
Cincinnati, OH 45202

UNITED STATES

mtrue @fbtlaw.com Phone:(513) 651-6143

Applicant Information

Application No 79004379 Publication date 10/03/2006
Opposition Filing 01/31/2007 Opposition 01/31/2007
Date Period Ends

International 0535671 International 03/20/1989
Registration No. Registration Date

Applicant Sigmatek GmbH &amp; Co KG

B&uuml;rmooser Strasse 10 A-5112 Lamprechtshausen

AUSTRIA

Goods/Services Affected by Opposition

Class 007.

motors

All goods and sevices in the class are opposed, nhamely: Machines and machine tools, namely servo

Class 009.

All goods and sevices in the class are opposed, namely: Scientific, electric, electronic, measuring,
signaling and inspection apparatus and instruments, namely, industrial personal computers,
distributed automation systems programmable logic controller modules and servo-systems comprised
of hydraulic actuators, pneumatic actuators, electric motors, and an electronic control; module
carriers, operating computer terminals, bus systems comprised of decentralized electronic modules
and wires; and electronic automation and control installations comprised of electronic components for
industrial and commercial machines

Class 042.

All goods and sevices in the class are opposed, namely: Developing computer programs for
electronic automation and control installations for industrial and commercial machines and



http://estta.uspto.gov

| consultation services relating to such computer programs

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

Mark

U.S. Registration | 2157967 Application Date 05/01/1995

No.

Registration Date | 05/19/1998 Foreign Priority NONE
Date

Word Mark SIGMATEK

Design Mark

Description of NONE

Goods/Services

Class 009. First use: First Use: 1993/05/28 First Use In Commerce: 1993/05/28

computer software i.e. computer software designed for use with controlling
cutting machines

Mark

U.S. Registration | 2139942 Application Date 05/01/1995

No.

Registration Date | 03/03/1998 Foreign Priority NONE
Date

Word Mark SIGMANEST

Design Mark

Description of NONE

Goods/Services Class 009. First use: First Use: 1993/05/28 First Use In Commerce: 1993/05/28
computer software for controlling cutting machines

Attachments Opposition-SIGMATEK?2.pdf ( 8 pages )(352100 bytes )

Signature /mrt/

Name Mary R. True

Date 01/31/2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF: TRADEMARK APPLICATION NO. 79/004,379 — SIGMATEK

DATE OF PUBLICATION: October 3, 2006

SIGMATEK CORP.
Opposer,
V. Notice of Opposition

SIGMATEK GMBH & CO. KG

Applicant.

NOTICE OF OPPOSITION

Sigmatek Corp., a Washington corporation with its principal place of business at 11820
Kemper Springs Drive, Suite 100, Cincinnati, Ohio 45240 (“Opposer™), and with use of its
trademarks in the United States by its licensee, SigmaTEK Systems International, LLC, an Ohio
limited liability company, believes that it is and will be damaged by registration of application

Serial No. 79/004,379 - Y TEK SIGMATEK

i cgmaT € H

filed by Sigmatek GmbH & Co. KG for “Scientific, electric, electronic, measuring, signaling and
inspection apparatus and instruments, namely, industrial personal computers, distributed
automation systems programmable logic controller modules and servo-systems comprised of
hydraulic actuators, pneumatic actuators, electric motors, and an electronic control; module

carriers, operating computer terminals, bus systems comprised of decentralized electronic



modules and wires; and electronic automation and control installations comprised of electronic
components for industrial and commercial machines” in Class 9; “Machines and machine tools,
namely servo motors” in Class 7; and “Developing computer programs for electronic automation
and control installations for industrial and commercial machines and consultation services
relating to such computer programs” in Class 42.  Opposer hereby opposes the same in all three
(3) classes under the provisions of Section 13 of the Trademark Act of July 5, 1946, 15 U.S.C.

§ 1063. As grounds therefor, it is alleged that:

1. Opposer has been engaged in the offering of a wide variety of computer software
designed for use with machinery, namely cutting machines, since long prior to April 1, 2004, the
application and constructive use date of Sigmatek GmbH & Co. KG (hereinafter referred to as
“Applicant”) for the trademark Y} TEK SIGMATEK for “Scientific, electric, electronic,
measuring, signaling and inspection apparatus and instruments, namely, industrial personal
computers, distributed automation systems programmable logic controller modules and servo-
systems comprised of hydraulic actuators, pneumatic actuators, electric motors, and an electronic
control; module carriers, operating computer terminals, bus systems comprised of decentralized
electronic modules and wires; and electronic automation and control installations comprised of
electronic components for industrial and commercial machines,” “Machines and machine tools,
namely servo motors”; and “Developing computer programs for electronic automation and
control installations for industrial and commercial machines and consultation services relating to

such computer programs.”

2. Opposer has engaged in the business of providing numerous types of computer
software products and services throughout the United States under the mark SIGMATEK since

at least as early as May 28, 1993.
3. Opposer is the owner of the following federally registered trademarks for use in
connection with computer software:

SIGMATEK - Registration No. 2,157,967, registered May 19, 1998 for computer
software, i.e. computer software designed for use with controlling cutting
machines.

SIGMANEST - Registration No. 2,139,942, registered March 3, 1998 for
computer software for controlling cutting machines.



Copies of the certificates of registration for these trademarks (collectively, the “SIGMATEK
Marks™) are attached to this Notice of Opposition as Exhibits 1 and 2 and are hereby made of
record in this action. As soon as certified copies of the Exhibits are received from the U.S.
Patent and Trademark Office, they will be submitted with an Amended Notice of Opposition.
Registration Nos. 2,157,967 and 2,139,942 are incontestable, which provides conclusive
evidence of their validity under 15 U.S.C. § 1115(b).

4. The certificates of registration identified in paragraph 3 are valid and subsisting
and record title is in Opposer; the certificates of registration are prima facie evidence of the
validity of the registrations, the Registrant’s ownership of the marks, and of the Registrant’s
exclusive right to use the marks in commerce in connection with the goods and services specified
in the certificates of registration under the provisions of 15 U.S.C. § 1057(b) and constructive

notice of the Registrant’s claim of ownership under 15 U.S.C. § 1072.

5. On April 1, 2004, Applicant filed intent to use application Serial Number
79/004,379 — Y TEK SIGMATEK - for “Scientific, electric, electronic, measuring, signaling and
inspection apparatus and instruments, namely, industrial personal computers, distributed
automation systems programmable logic controller modules and servo-systems comprised of
hydraulic actuators, pneumatic actuators, electric motors, and an electronic control; module
carriers, operating computer terminals, bus systems comprised of decentralized electronic
modules and wires; and electronic automation and control installations comprised of electronic
components for industrial and commercial machines” in Class 9; “Machines and machine tools,
namely servo motors” in Class 7; and “Developing computer programs for electronic automation
and control installations for industrial and commercial machines and consultation services

relating to such computer programs” in Class 42.

6. The Applicant’s services to be offered under > TEK SIGMATEK, for “Scientific,
electric, electronic, measuring, signaling and inspection apparatus and instruments, namely,
industrial personal computers, distributed automation systems programmable logic controller
modules and servo-systems comprised of hydraulic actuators, pneumatic actuators, electric
motors, and an electronic control; module carriers, operating computer terminals, bus systems
comprised of decentralized electronic modules and wires; and electronic automation and control

installations comprised of electronic components for industrial and commercial machines™;



“Machines and machine tools, namely servo motors”; and “Developing computer programs for
electronic automation and control installations for industrial and commercial machines and

consultation services relating to such computer programs™ are confusingly similar to those

offered by Opposer under its SIGMATEK Marks.

7. Upon information and belief, the goods and services for which Applicant seeks to
register the designation Y TEK SIGMATEK involve offering the same goods and services under
the same mark to the same persons, namely consumers seeking computer software and computer

programs designed for use with machines, as those of Opposer.

8. Upon information and belief, the Applicant’s goods and services will be
marketed, promoted and offered through the same marketing channels as are the goods and

services provided by Opposer under its SIGMATEK Marks.

9. The designation Y TEK SIGMATEK which the Applicant seeks to register is
identical to the Opposer’s SIGMATEK trademark. The addition of the word “) TEK” does not
differentiate Applicant’s mark from Opposer’s and reduce the likelihood of confusion; rather it
increases the likelihood of confusion among consumers seeking computer software and computer
programs for machine applications who are familiar with the products and services Opposer
offers under its SIGMATEK mark, and such persons will believe that they are dealing with
Opposer. The dominant portion of the term Applicant seeks to register is “Sigmatek,” whether
spelled as “Sigmatek™ or as a compilation of the Greek letter “Y.” (“Sigma™) and the letters “tek.”
Either way Applicant spells it, the mark Applicant seeks to register is “Sigmatek.” Likewise, the
designation Y TEK SIGMATEK is nearly identical to the Opposer’s SIGMANEST trademark.
The dominant portion of the term Applicant seeks to register is “Sigma” with the addition of

“tek,” the composite of which is confusingly similar in sight, sound and meaning to Opposer’s

SIGMANEST mark.

10.  The Opposer, since long prior to the application and constructive use date of April
1. 2004 of Y TEK SIGMATEK by the Applicant, has spent, and continues to spend, large sums
of money in the promotion and advertisement of its computer software products and services
identified and distinguished by its SIGMATEK Marks, and by reason of such promotion and
advertising and the high quality of its products and services carrying the Opposer’s trademarks,

Opposer now enjoys a valuable goodwill and an enviable reputation with respect to its



trademarks and its goods and services, including computer software designed for use with

controlling cutting machines.

11. The distinctive SIGMATEK Marks have attained widespread public recognition
and acquired great value as an identification of the source of goods and services in or by
Opposer, and the said marks distinguish Opposer’s goods and services from the goods and

services of others.

12. The use, promotion and registration of ) TEK SIGMATEK by the Applicant will
cause consumers and potential purchasers of computer software and computer program products
and services for machine applications throughout the United States to assume, erroneously, and
to be confused, misled and/or deceived, that the Applicant’s Y TEK SIGMATEK products and
services are affiliated with, endorsed or sponsored by Opposer, all to the Opposer’s irreparable

damage.

13.  For the reasons set forth in paragraph 1 through 12, Opposer believes, and
believing asserts, that the goodwill in its SIGMATEK Marks for computer software products and
services will be damaged under Section 2(d), and that the Applicant should be denied the
registration of the term Y TEK SIGMATEK for all of the services for which it has made

application.

14. By reason of the foregoing, Applicant's application of » TEK SIGMATEK for
“Scientific, electric, electronic, measuring, signaling and inspection apparatus and instruments,
namely. industrial personal computers, distributed automation systems programmable logic
controller modules and servo-systems comprised of hydraulic actuators, pneumatic actuators,
electric motors, and an electronic control; module carriers, operating computer terminals, bus
systems comprised of decentralized electronic modules and wires; and electronic automation and
control installations comprised of electronic components for industrial and commercial
machines” in Class 9; “Machines and machine tools, namely servo motors” in Class 7; and
“Developing computer programs for electronic automation and control installations for industrial
and commercial machines and consultation services relating to such computer programs” in
Class 42 is likely to cause confusion with Opposer’s marks for the same and related computer

software goods and services and is thus not registrable under Section 13 of the Trademark Act of

1946 (15 U.S.C. § 1063).



WHEREFORE, Opposer prays that this Opposition be sustained and that application
Serial No. 79/004,379 — > TEK SIGMATEK - be refused registration in all three (3) classes.

The fee of $900.00 ($300.00 per class) as provided by Sections 13 and 31 of the

Trademark Act of 1946 is paid by charging Opposer's attorneys' deposit account.

Please recognize Mary R. True, Joseph R. Dreitler, Brian J. Downey and Nicolette R.

Hudson, all members of the Bar of the State of Ohio, as its attorneys to prosecute this Notice of

Opposition and to transact all business in the Patent and Trademark Office in connection

herewith. Please address all communications to: Mary R. True, c/o Frost Brown Todd LLC,

2200 PNC Center, Suite 2300, Cincinnati, Ohio 45202.

Dated: January 31, 2007

CINLibrary 0105275.0523211 1703635v.3

Respectfully submitted,

ﬂﬁ?M

Mary R. True

Joseph R. Dreitler

Brian J. Downey

Nicolette R. Hudson

FROST BROWN TODD LLC
2200 PNC Center, Suite 2300
Cincinnati, OH 45202
Telephone: (513) 651.6143
Facsimile: (513) 651-6981

Attorneys for Opposer
Sigmatek Corp.



Int. Cl.: 9

Prior U.S. Cls.: 21, 23, 26, 36 and 38
United States Patent and Trademark Office

Reg. No. 2,157,967
Reﬁgiis_tered May 19, 1998

TRADEMARK
PRINCIPAL REGISTER

SIGMATEK

SIGMATEK CORPORATION
CORPORATION)

2475 140TH AVE NE, SUITE C101

SUITE 100W

BELLEVUE, WA 98005

(WASHINGTON

FOR: COMPUTER SOFTWARE LE. COMPUT-
ER SOFTWARE DESIGNED FOR USE WITH

CONTROLLING CUTTING MACHINES, IN
CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).
FIRST USE 5-28-1993; IN COMMERCE

5-28-1993.
SER. NO. 74-668,661, FILED 5-1-1995.

CHERYL S. GOODMAN, EXAMINING ATTOR-
NEY



Int. Cl.: 9

Prior U.S. Cls.: 21, 23, 26, 36 and 38
United States Patent and Trademark Office

Reg. No. 2,139,942
Registered Mar, 3, 1998

TRADEMARK
PRINCIPAL REGISTER

SIGMANEST

SIGMATEK CORPORATION (WASHINGTON
CORPORATION)

1800 112TH AVE NE

SUITE 100W

BELLEVUE, WA 98004

FOR: COMPUTER SOFTWARE FOR CON-
TROLLING CUTTING MACHINES, IN CLASS 9
(U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE
5-28-1993.

5-28-1993; IN COMMERCE

SER. NO. 74-668,662, FILED 5-1-1995.

CHERYL S. GOODMAN, EXAMINING ATTOR-
NEY



