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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BGARD

In the Matter of

Application Serial No.  78/870,418

For the Mark: CLEANPIK
Published: December §, 2006

WATERPIK, INC.

Opposition No.: 91175401

Upposer,
v,

CHANNEL DISTRIBUTION, INC,

Applicant,

Box TTAR NO FER
Commissioner for Trademarks
P.O. Box 1451

Alexandnia, Virgivda 22313-145]

APPLICANT'S ANSWER TO THE N OTICE OF QPPOSITION

Applicant, Channel I istribution, Inc. (“Channel” or “Applicant™), for its Answer to the
Natice of Opposition dated January 30, 2007 (“the Uppaosition™), states as follows:

i. Responding to paragraph | of the Opposition, Applicant is without knowledge or
mtormation sufficient o form a belief as to the truth or falsity of the allegations set forth in
paragraph 1 of the Opposition and on that basis denies them.

2. Responding to paragraph 2 of the Opposition, Applicant objects on the basis that

the allegation is vagne and ambiguous and on that basis denies this allegation. On the

assumption that the “various trademark registrations asserted below” refers fo thoge registrations
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listed in paragraphs 6-10 of the Opposition, Applicant separately answers those allegations
below.

3. Responding fo paragraph 3 of the Opposition, Applicant admits the truth of the
allegations set forth therein,

4. Responding to paragraph 4 of the Opposition, Applicant admits that Opposer selis
“showerheads, oral rrigation applances, flossers and toothbrushes”  Applicant 15 withowt
knowledge or mformation sufficient to form a belief as to the truth or falsity of the remaining
allegations set forth in paragraph 4 of the Opposition and on that basis denies them.

S. Responding to paragraph 5 of the Opposition, Apphicant is without knowledge or
wformation sufficient fo forvo a belief as to the truth or falsity of the allegations set forth n
paragraph § of the Opposition and on that basis demes them.

G, Responding to paragraph 6 of the Opposition, Applicant is without knowledge or
information sufficient {o form a belief as to the trath or falsity of the allegations set forth in
paragraph & of the Opposition aud on that basis denies them. Without making any admission as
to the validity of the registration referred to and shown in Exhibit 2 of the Opposition or any
facts alleged therein or 1 connection therewith, Applicant admits that on its face U.8, Trademark
Reg. No. 923,514 for the mark WATER PIK for goods in Classes 10 and 21 Hsts Water Pik, Inc.,
as the owner and indicates that the registration was most recently rencwed on September 14,

2001,

=~

Responding to paragraph 7 of the Opposition, Applicant is without knowledge or
information sufficient to form a behief as to the truth or falsity of the allegations set forth in
paragraph 7 of the Opposition and on that basis denies them. Without making any admission as

ta the validity of the registration referved to and shown in Exhibit 3 of the Opposition or any
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fucts alleged therein or in connection therewith, A pplicant admits that on its face U.S. Trademark
Reg. Na. 2,600,387 for the mark WATERPIK for goods in Classes 10 and 21 hists Water ik,
Inc., as the owner.

8. Responding to paragraph 8 of the Opposition, Applicant is without knowledge or
information sufficient to form a helief as to the truth or falsity of the allegations set forth in
paragraph 8 of the Opposition and on that basis denjes them. Without making any admission 48
to the validity of the registration referred to and shown in Exhibit 4 of the Opposttion or any
facls alleged thereiu or in connection therewith, Applicant admits that on its face U8, Trademark
Reg. No. 2,634,356 for the WATERPIK stylized mark for goods in Classes 10 and 21 lists Water
Pik, Inc., as the owner.

9. Responding to paragraph 9 of the Opposition, Applicant is without knowledge or
information safficient to form a belief as to the truth or falsity of the allegations set forth in
paragraph 9 of the Opposition and on that basis denies them. Without making any admission as
to the validity of the registration veferred to and shown in Exhibit 5 of the Opposition or any
facts alteged thevein or in connection therewith, Applicant admits that on its fuce ULS. Trademark
Reg. No. 2,725,356 for the mark WATERPIK for goods in Class 10 lists Water Pik, Ine., as the
OWNEY.

140 csponding to paragraph 10 of the Opposition, Applicant is without knowledge or
information sufficient to form a belief as to the truth or falsity of the allegations set forth in
paragraph 10 of the Opposition and on that basis denies them, Without making any admission as
to the validity of the registration referred to and shown in Exhibit 6 of the Opposition or any

facts alloged therein or in conmection therewith, Applicant admits that on ifs face U.S. Trademark

-
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Reg. Mo. 2,731,794 for the WATERPIK stylized mark for services in Class 35 lisis Water Pik,

<

Inc., as the owner.

{1, Responding to paragraph 11 of the Opposition, Applicant is without knowledge or
imformation sufficient to form a belief as to the truth or falsity of the allegations set forth in
paragraph 11 of the Opposition and on that basis denies then.

12, Responding to paragraph 12 of the Opposition, Applicant is without knowledge or
information sufficient to form a belief as to the truth or falsity of the allegations set forth in
paragraph 12 of the Cpposition and on that basis denies them.

13, Responding to paragraph 13 of the Opposition, Applicant admils the trath of the
atlegations set forth therein,

14, Responding to paragraph 14 of the Opposition, Applicant is without knowledge or
information sufficient 1o form a belief as to the truth or falsity of the allegations set forth in
paragraph 14 of the Opposition and on that basis denies them.

15. Responding to paragraph 15 of the Opposition, Applicant objects on the basis that
the allegation is compound and is vague and ambiguous and ou that basis denies this allegation,
By way of further answer, and withoul making any admission as to whether other goods not
listed in Applicant’s apphcation are identical or similar to any of Opposer’s goods and services
s0 as to create a likelibood of confusion, Applicant expressiy denies that “[tThe goods recited in
Applicant’s application and the goods and services upon which Opposer uses its trademarks aud
service marks are identical,” as wone of the registrations relied upon or cited by Oppeser in
paragraphs 6-10 of the Opposition list “interdental cleaners” or “toothpicks.”  Applicant is
without knowledge or information sufficient to form a belief as to the trath or falsity of the

remaining allegations set forth in paragraph 15 of the Opposition and on that basis denies them.
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16.  Responding to paragraph 16 of the Opposition, Applicant is without knowledge or
mformation sufficient to form a belief as to the truth or falsity of the allegations set forth in
paragraph 16 of the Opposition and on that basis denies them.

17.  Responding to paragraph 17 of the Opposition, Applicant objects on the basis that
the allegation is vague and ambiguous and calls for a legal conclusion and on that basis denies
this allegation. By way of further answer, to the extent that Applicant understands what Opposer
means by two marks being “substantially similar,” Applicant expressly dendes the truth of the
allegations set forth in paragraph 17 of the Opposition, as the only thing the respective marks
share in common s the three-letter ending “pik,” with the words “water” and “clean” that begin
the respective marks being utterly distinet, thereby rendering the entive voarks substantially
dissimilar 10 appearance, sound, connotation and commercial impression. In further support of
Applicant’s response, Applicant alleges that the “pik” portion of Opposer’s mark is weak both
bocause 1t is relatively descriptive and because this termn has been diluted by numerouns third-
party nses and registrations of other marks containing the term “pik™ and osed in connection with
dental-related products, such third-party nses and registrations including, but not limited to; BEK
FIK for a “DENTAL APPLIANCE INTEGRALLY COMBINING FLOSSER AND
TOOTHPICK ELEMENTS” i Class 10 (Reg. No. 1429114, dated Febraary 17, 1987); T-PIK.
for a "METAL TOOTHPICK AND PLAQUE REMOVER INSTRUMENT in Class 10 (Reg.
Mo. 1478528, dated March 1, 1988); ORAPIK for “Dental Mirrors”™ in Class 10 {Reg. Neo.
13318735, dated April 23, 1985); ULTRA-PIK for a “plastic teeth cleaning instrument for use in
plague and food removal and gum stimulation” in Class 10 {Reg. No. 1749987, dated February
2, 1993); SUPER PIK for & “dental hygiene instrument; namely, an instrument to remave plague

and food particles from the teeth and dental appliances, a scaler and an instrament to massage the
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gums to help prevent gum disease” in Class 10 (Reg. No. 1793554, dated September 21, 1993);
HYDRO PIK for a “dental instrument, namely a non-eleciric pulsating oral wnigator”™ 1n Class 10
{Reg. No. 1991386, dated Angust 6, 19963, QUIK-PIK for “toothpick dispensers, not of metal”
i Class 21 {Rep. No. 2158897, dated May 19, 1998); EASI-PIK for “"DENTAL PICKS” in Class
10 {Reg. Wo. 2438873, dated March 27, 2001); PROXI-PIK for g “"DENTAL TOOTHPICK” n
Class 10 {(Reg. No. 2507489, dated November 13, 2001y DENTAPIK for “ORAL HYGIENE
INSTRUMENTS, NAMELY SCALERS, TARTAR REMOVERS and PLAQUE REMOVERS”
in Class 10 (Reg. Mo, 2717930, dated May 20, 2003}, SMARTPIX for “DENTAL FLOSS,
TOOTHBRUSH” in Class 21 (Reg. No. 2938393, dated April 12, 2005y, POCKET-PIK fur
“DENTAL FLOSS, TOOTHBRUSH, TOOTHPICK HOLDER” in Class 21 (Reg. No. 2024915,
dated Febraary 8, 2003) LUMPIK for “DENTAL INSTRUMENTS, NAMELY, DENTAL
PICKS, DENTAL BURRS” m Class 10 (Reg. Wo. 2932632, dsted March 15, 2005)
SHOWERPIK for “Dental mstruments, namely, oral frrigators”™ i Class 10 {Reg. No. 3030367,
dated December 13, 2005); and ORAPIK for "DENTAL PICKS FOR PERSONAL USE” in
Class 10 {Reg. No. 2962513, dated June 14, 2005).

18, Responding to paragraph 18 of the Opposition, Applicant objects on the basis that
the allegation is vague and ambiguons and calls for a legal conclusion and on that basis denies
this allegation. By way of further answer, Applicant expressly denies the truth of the allegations
set forth m paragraph 18 of the Opposition and contends that based on the weak nature of the
term “pik” common to the respective marks and based on the overall differences between the
respective marks and between the respective goods and services, among other factors, concurrent
use of the respective marks is nos “likely to cause confusion or to cause mistake or to deceive.”

1

Applicant’s Answer to the Notice of Qpposition - 6




19, Responding to paragraph 19 of the Opposttion, Applicant objects on the basis that
the allegation calls for speculation and legal conclusion and on that basis denies this allegation.
By way of further answer, Applicant expressly demtes the trath of the allegations set forth in
paragraph 19 of the Cpposition.

{xeneral Denial

Bxeept as expressly admitted herein, Applicant denies each and every allegation and
matter asserted in the Opposition.

Affirmative Defenses

in further answer to the Opposition, Applicant asserts cach of the following, without
admilting or conceding that it bears the burden of proof or burden of persuasion with respect
thereto, whether in whole or 1o part:
First Affirmative Defense
Opposer lacks standing to oppose or challenge the Application or to mainiain this
Opposilion, i whole or in part,
Second Affirmative Defense
Opposer’s alleged marks are invalid.
Third Affirmative Defense
Upposer s asserting trademark rights in bad faith and, by filing and maintaining the
Opposition, is engaging in “abuse of process” and “sham ltigation” before this Board.
Fourth Affirmative Defense
The Oppesttion fails, in whole or in part, to state a claim upon which rolief can be

granted.
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Fifth Affirmative Defense
The Opposition is barred by laches,
Sixth Affirmative Befense
The Opposition is barred by estoppel.
Seventh Affirmative Defense
The Opposition is barred by acquisscence.
Eighth Affirmative Defense

The Opposition is barred by the doctrine of unclean hands.

WHEREFORE, Applicant respectfully requests that: (a) the Opposition be dismissed
with prejudice; {(b) Application Serial No. 78/870,418 he permitied 1o procesd without farther
delay; and (2} the Roard grant Applicant such forther relief as iis deems reasonable and

appropriate.

Respectfully snbmitted,

~ y
Dated: April 11, 2007 By: et

Jerafnye V. Sartain

Mind Law Firm, P.C.

2424 S.E. Bristo! Street, Suite 300
Newport Beach, California 92660
Telephone: 949-250-5800
Facsumile: 866-258-5653

Attorney for Applicant
Channel Distribution, Inc.
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CERTIFICATE OF SERVICE

1 hereby certify that a true and complete copy of the attached Applicant’s Answer to the
Neotice of Gpposition has been served on Opposer by mailing said copy on Apnil 11, 2007, via

First Class Mail, postage prepaid to:

Carla }. Vrsansky, Esq.

Buchanan lngersoll & Rooney PC
301 Grant Street, 20th Floor
Pittsburgh, Pennsylvama 15219

and a courtesy copy by e-mail to;

carla vrsansky@hipe.com

S
4\\.3

Dated:

Jefomye'V, Sartain
Mind Law Firm, P.C.
Aitorney for Applicant
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