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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CABELA’S INCORPORATED ) Opposition No. 91175290
)
Opposer, ) Directed to App. Nos. 78/859670,
) 78/859680, 78/859691, and
) 78/859705
V. )
)
THREE FORKS RANCH CORP. )
)
Applicant. )

APPLICANT’S MOTION FOR LEAVE TO FILE AN AMENDED ANSWER

Pursuant to Rule 15(a) of the Federal Rules of Civil Procedure, Applicant Three Forks
Ranch Corp. (“Three Forks Ranch”) moves the Board for leave to file the enclosed amended
answer, which clarifies previously asserted additional defenses and adds the additional defense
of unclean hands. In support, Three Forks Ranch states the following:

(1) Cabela’s Inc. (“Opposer”) has opposed the registration of the marks found in the
above applications of Three Forks Ranch, claiming a likelihood of confusion with its alleged
common law THREE FORKS mark (“Opposer’s mark”).

(2) Discovery in this action has revealed that Opposer’s mark, which has been used
in connection with fishing vests, fishing waders, and fishing rods (“Opposer’s goods”) per its
Notice of Opposition, is intended to directly refer to a geographic location in Montana that is
famous for, among other things, blue ribbon trout fishing and fishing-related goods. Three
Forks Ranch confirmed Opposer’s mark’s intended association with this geographic location
during a 30(b)(6) deposition of Opposer’s corporate designee that occurred on January 30, 2008.

(3) Three Forks Ranch believes that Opposer’s mark, as used on its goods, is
primarily geographically deceptively misdescriptive and/or geographically deceptive. Opposer,

therefore, has unclean hands. Japan Telecom Inc. v. Japan Telecom America Inc., 287 F.3d



866 (9th Cir. 2002); Coldwater Seafood Corp. v. Magnusson, 188 USPQ 522 (T.T.A.B. 1975).

As noted by the United States Supreme Court, the unclean hands defense springs from the
rationale that “it is essential that the plaintiff should not in his trade mark, or in his
advertisements and business, be himself guilty of any false or misleading representation.”

Worden v. Cal. Fig Syrup Co., 187 U.S. 516, 528 (1903).

(4) Under Fed. R. Civ. P. 15(a), leave to amend pleadings “shall be freely given when
justice so requires.” “Consistent therewith, the Board liberally grants leave to amend pleadings
at any stage of a proceeding when justice so requires, unless entry of the proposed amendment
would violate settled law or be prejudicial to the rights of the adverse party or parties.” Boral

Ltd. v. FMC Corp., 59 USPQ2d 1701, 1702 (T.T.A.B. 2001). Thus, Three Forks Ranch’s

motion for leave to amend should be granted if it is legally sufficient, unless it would cause

undue prejudice to Opposer. Commodore Electronics, Ltd. v. CBM Kabushiki Kaisha, 26

USPQ2d 1503, 1505 (T.T.A.B. 1993)

(5) Opposer will not be prejudiced by Three Forks Ranch’s requested amendment
because the discovery period is open until April 8, 2008, and further because Opposer has not
yet taken its 30(b)(6) deposition of Three Forks Ranch. Opposer, therefore, can fully explore
the revised and new additional defenses. Moreover, Three Forks Ranch will consent to an
extension of the discovery period, should Opposer need additional time to perform discovery.

(6) Three Forks Ranch, on the other hand, will be prejudiced if leave to amend is
not granted, as an unpleaded additional defense cannot be relied upon by Three Forks Ranch in

this opposition. TBMP § 311.02(c). See also TBMP § 311.02(b) (stating that “[a]ffirmative

defenses may include unclean hands|.]”)
(7) As for the legal sufficiency of Three Forks Ranch’s proposed amendment, it is

beyond dispute that Three Forks Ranch’s unclean hands defense is recognized under the law.
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See Worden v. Cal. Fig Syrup Co., 187 U.S. 516, 528 (1903); Japan Telecom Inc. v. Japan

Telecom America Inc., 287 F.3d 866 (9th Cir. 2002); Coldwater Seafood Corp. v. Magnusson,

188 USPQ 522 (T.T.A.B. 1975). Moreover, because the elements of Three Forks Ranch’s
unclean hands defense are stated simply, concisely, and directly, the defense is properly pled
under the federal rules. See Fed. R. Civ. P. 8(e){1); TMBP § 311.02(b).

(8) For these reasons, justice requires that leave be granted to Three Forks Ranch to
file the enclosed amended answer.

ACCORDINGLY, Three Forks Ranch respectfully requests that the Board grant this
motion for leave to file the enclosed amended answer, and for such other and further relief as

the Board deems just and proper.

Respectfully submitted,

THOMPSON COBURN LLP

AN

Mai¥ Sableman

Hadi S. Al-Shathir

One US Bank Center

St. Louis, Missouri 63101
(314) 552-6000

(314) 552-7000 (fax)

Attorneys for Applicant Three Forks Ranch Corp.



CERTIFICATE OF SERVICE

I hereby certify that a copy of this document was served on:
Dan J. Fischer
Koley Jessen P.C.

1125 South 103 Street, Suite 800
Omaha, NE 68214 4.

the attorney for Opposer, on March I é{ , 2008, by first class mail, postage prepaid.

o,

(H34 S. Al-Shatiir
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Cabela’s Incorporated,

Opposer,
Opposition No. 91175290
V.
Three Forks Ranch Corp., : Directed to App. Nos. 78/859670,
: 78/859680, 78/859691, and
78/859705
Applicant.

FIRST AMENDED ANSWER AND ADDITIONAL DEFENSES

Applicant Three Forks Ranch Corp. (“Three Forks Ranch”), hereby responds to Opposer
Cabela’s Incorporated’s (“Cabela’s”) Notice of Opposition in the above-captioned action. If an
averment is not expressly and specifically admitted, it is denied.

Three Forks Ranch believes that the paragraphs on page one and the top of page two of
Cabela’s Opposition do not require a response.

Three Forks Ranch answers the numbered allegations that Cabela’s sets forth as grounds
for its opposition below:

1. Three Forks Ranch is without knowledge or information sufficient to form a
belief as to the truth of the averments of paragraph 1, and therefore denies them.

2. Three Forks Ranch is without knowledge or information sufficient to form a
belief as to the truth of the averments of paragraph 2, and therefore denies them. On information
and belief, Cabela’s does not use THREE FORKS as a trademark without modification.

3. Three Forks Ranch admits that on April 12, 2006, it filed applications on the basis
of § 1(b) of the Lanham Act. Three Forks Ranch denies that Cabela’s has accurately

paraphrased those applications.



4. Three Forks Ranch admits the averments of paragraph 4.

5. Three Forks Ranch denies the averments of paragraph 5.

6. Three Forks Ranch admits that Cabela’s has filed the application serial no.
78/964,753 to register the mark THREE FORKS for certain goods. Three Forks Ranch denies
that Cabela’s has used the words THREE FORKS in a manner that would give it substantial
trademark rights. Its rights are extremely narrow and weak or non-existent.

7. Three Forks Ranch denies the averments of paragraph 7.

WHEREFORE, Three Forks Ranch respectfully requests that the Board enter a judgment
against Cabela’s dismissing Cabela’s claim with prejudice, denying Cabela’s all relief sought

herein, and allowing Three Forks Ranch’s applications to be passed through to registration.

ADDITIONAL DEFENSES

Three Forks Ranch asserts the following additional defenses:

1. Cabela’s rights are limited to its actual trademark use, and upon information and
belief, that use either does not exist or does not extend to use of the phrase THREE FORKS
alone or without the well-known mark CABELA’S preceding that phrase; it does not extend to
any use of unique designs such as those shown in Three Forks Ranch’s applications; and the
manner and context in which it was used does not give Cabela’s sufficient trademark rights to
support an opposition to the present applications.

2. Three Forks Ranch has rights to the marks as shown in Three Forks Ranch’s
applications by virtue of its ownership and operation of Three Forks Ranch, a hunting and
fishing destination in Northern Colorado and Southern Wyoming. By contrast, Cabela’s use of

THREE FORKS, to the extent such use exists, is misleading and/or misdescriptive.



3. Cabela’s has unclean hands because its common law mark THREE FORKS is
primarily geographically deceptively misdescriptive and/or geographically deceptive.
Specifically, the primary significance of the phrase or mark THREE FORKS as used by Cabela’s
is a generally known geographical location in Montana and Cabela’s goods do not originate from
and are not otherwise properly associated with that place, such that Cabela’s use of that mark is
misleading to consumers.

4, Cabela’s opposition is barred by one or more of the doctrines of estoppel, laches,
waiver , or acquiescence.

5. Cabela’s lacks standing with respect to this opposition proceeding.

Respectfully Submitted,

Hadi S. Al-Shathir

One US Bank Plaza

St. Louis, Missouri 63101
(314) 552-6000 (phone)
(314) 552-7000 (fax)

Attorneys for Applicant
Three Forks Ranch Corp.



CERTIFICATE OF SERVICE

The undersigned certifies that a frugicopy of the foregoing was served via PDF email
and first class mail, postage pre-paid, this \%i t day of March, 2008, to:

Dan J. Fischer

Koley Jessen P.C.

1125 South 103 Street, Suite 800

Omaha, NE 68124

Attorneys for Opposer
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