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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Aquatrols Corporation of America, Inc.
Opposer,
v.
Sci Protek, Inc.
Applicant.

)
)
)
)
) Opposition No.
) App. Serial No.
)
)
)

91174914
78861444

OPPOSER'S REPLY TO APPLICANT'S OPPOSITION TO
OPPOSER'S CROSS MOTION TO COMPEL &
OPPOSER'S REQUEST FOR A ONE WEEK EXTENSION UNDER RULE 36(a)(3)

Opposer hereby responds to applicant's opposition to opposer’s Cross Motion to Compel
& opposer’s Request for a One Week Extension. Opposer is keeping this reply as short as
possible.
Contrary to applicant’s assertion, the two pending motions to compel and motion for a
one week discovery extension are related and should be heard together. They are closely akin
and relevant to one another. They involve the same issues, e.g., relating to opposer’s use of its
DISPATCH trademark on soil penetrants since February 2002, and applicant’s use of its
DISPENSE trademark on soil penetrants since October 2007. Indeed, the parties both sell soil
penetrants and presumably have the same documents, yet one party (the opposer) has complied
with its discovery obligations and has produced over 20 categories of documents while the other
party (the applicant) has refused to produce all but 2 categories of documents (a trademark
search report, and 5 labels). Moreover, the one week extension motion concerning opposer’s
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discovery is clearly related to applicant’s motion to compel opposer’s discovery. It is truly
believed that the Board would want to review these related matters at the same time because of
their related nature. As a result, and for judicial efficiency, the parties’ discovery motions should
be heard at this time.
As the Board can now recognize from applicant’s motion papers, applicant is playing
hardball. The Board should not encourage or condone applicant’s actions; otherwise, applicant
or its counsel will continue to act in this same manner in this opposition and other oppositions.
Applicant’s hardball actions include:
1.

Applicant’s Motion to Compel: Applicant has repeated its requests for opposer’s

information even though opposer has already supplied all of the following categories of
discovery documents (and written responses):
corporate information,
geographical usage information,
labels,
data sheets,
brochures,
advertising,
product research,
product studies,
product testing,
product formulations,
articles,
evaluation reports,
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science information,
press releases,
list of magazines used for advertising,
sample invoices,
trademark search,
website information,
confidential sales information,
invoices,
and other documents.

2.

Opposer’s Cross Motion to Compel: Applicant has refused to provide any documents

other than two types of documents:
(i)

one trademark search report, and

(ii)

the attached 5 product labels (Exhibit A hereto).

As set forth in applicant’s opposition to the Cross Motion to Compel, applicant is refusing to
provide ALL of the information identified in opposer’s Cross Motion to Compel. More
specifically, applicant has refused to produce all of the following information that is reasonably
calculated to lead to the discovery of admissible evidence regarding a likelihood of confusion
between applicant’s DISPENSE trademarked soil penetrants and opposer’s DISPATCH
trademarked soil penetrants:
Interrogatory No. 1 – Applicant has refused to provide the facts and identify the
documents in support of its Answer's denials in paragraph 4.
Interrogatory No. 2 – Applicant has refused to describe Applicant's DISPENSE business,
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the DISPENSE channels of trade (or intended channels of trade), the business/person who sells
or resells (or intends to sell or resell) the DISPENSE product, and the purchasers (or intended
purchasers) of the DISPENSE products.
Interrogatory No. 14 – Applicant has failed to state its DISPENSE advertising and
promotional expenditures and has failed to identify documents to support those expenditures.
Interrogatory No. 15 – Applicant has failed to state its DISPENSE sales and has failed to
identify sufficient documents in support.
Document Request No. 1 – Applicant has refused to produce its "confidential pricing and
application rate sheets" identified in its response to Interrogatory No. 5. In addition, Applicant
has refused to produce its marketing strategies and business plans related to the DISPENSE
product.
Document Request No. 14 – Applicant has refused to produce its price lists concerning
the DISPENSE product.
Document Request No. 15 – Applicant has refused to produce DISPENSE trade show
materials other than a product label.
Document Request No. 19 – Applicant has refused to produce its marketing plans,
advertising plans, research plans or other plans to research, develop, market, advertise, or sell
DISPENSE products.
Document Request No. 20 – Applicant has refused to produce its agricultural studies, soil
studies, turf studies or scientific studies concerning the products or services sold or intended to
be sold in connection with the DISPENSE trademark.
Document Request No. 21 – Applicant has refused to produce copies of its submissions
to any federal, state or county entity concerning the products or services sold or intended to be
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sold in connection with the DISPENSE trademark.
Document Request No. 22 – Applicant has refused to produce copies of its studies or
tests concerning soil and Applicant's products or services sold or intended to be sold in
connection with the DISPENSE trademark.
Document Request No. 23 – Applicant has refused to produce copies of its studies or
tests concerning penetration ability or penetration characteristics of Applicant's products or
services sold or intended to be sold in connection with the DISPENSE trademark.
All of the foregoing categories of information are relevant to the likelihood of confusion
analysis and/or are reasonably calculated to lead to the discovery of admissible evidence in this
trademark opposition. As a result, applicant should be compelled to produce its information.

3.

Opposer’s Request for a One Week Discovery Response Extension: Applicant has

refused to agree to a one week extension of opposer’s response deadline despite Opposer’s
multiple grants of Applicant’s requested extensions, the lack of any prejudice, and the other
reasons supplied in opposer’s Motion papers and supporting Byers Declaration. In this regard,
and contrary to applicant’s statements that a one week extension was never requested or intended
to be requested, attached as Exhibit B is one of the email exchanges between the parties’
counsel concerning the requested one week extension, which reveals the honest effort and
mistaken impression of opposer’s counsel and which also reveals the type of hardball being
played by applicant’s counsel, and all of which support the grant of opposer’s motion for a one
week extension.
Opposer has granted applicant at least six (6) different extensions to respond to pleadings
and to respond to discovery in this case, and opposer has courteously not held applicant to any
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firm dates when applicant needed more time to act in this proceeding. Opposer's counsel was
under the impression that applicant would courteously reciprocate in a similar fashion. As noted
in the Byers Declaration, opposer's counsel has learned that he was mistaken.

As supported by its motion papers, opposer requests the denial of applicant’s motion and
the grant of opposer’s motions.

Dated: November 17, 2008

Respectfully submitted,
Aquatrols Corporation of America, Inc.

By: /Duane M. Byers/
Duane M. Byers
NIXON & VANDERHYE P.C.
901 N. Glebe Road, Suite 1100
Arlington, Virginia 22203
Attorneys for Opposer

CERTIFICATE OF SERVICE
I hereby certify that true and correct copies of the foregoing and its supporting documents and
Byers Declaration were served on Applicant's counsel, Mark Miller at KIMBLE,
MACMICHAEL & UPTON, 5260 N. PALM AVE, SUITE 221, FRESNO, CA 93704, via firstclass mail on November 17, 2008.

___/Duane M. Byers/______________________________
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