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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
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Opposition No.: 91174768

V.
Application Serial Nos. 78/639,462 &
RESORT OPTION ENTERPRISES, INC., 78/640,690

Applicant.
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OPPOSER’S RESPONSE TO APPLICANT’S REQUEST FOR AN ORAL HEARING

Opposer PANDA TRAVEL, INC. (“Opposer”) hereby responds to Applicant
RESORT OPTION ENTERPRISES, INC.’S (“Applicant”) Request for An Oral Hearing
(“Request”), filed on May 7, 2009.

“The oral hearing on the case in an inter partes proceeding before the Board
corresponds to the oral summation in court proceedings after all the evidence is in. An oral

hearing is optional and is scheduled only if a timely request therefor is filed by the party to the

proceeding. . . . It is particularly useful in cases with complex issues or a complex record, or

where the defendant needs to respond to arguments in the plaintiff’s reply brief.” TBMP
§ 802.01 at 800 - 9 (2d ed., Rev. 2004) (emphasis added). Further, “[t]he Board is not required

by the statute to grant oral argument in any case.” In re Bose Corp., 772 F.2d 866, 227 USPQ 1,

4 (Fed. Cir. 1985)) (emphasis added).

In this case, Opposer respectfully submits that the arguable benefits of having an
oral hearing in this opposition proceeding are far outweighed by the costs associated with it.
This is not a case in which “complex issues or a complex record” are presented. This case is a

garden variety Section 2(d) proceeding in which the identity of the marks at issue and the



services with which they are used is undisputed. The primary issue relates to the parties’
common law priority of use, but that is neither a novel nor a complex issue justifying the costs
associated with an oral hearing.

Applicant’s Request fails to demonstrate that there exists any need to further
respond to Opposer’s Reply Brief by way of an oral hearing. Any further response would thus
constitute unnecessary reargument of the matters already presented in Applicant’s Brief on the
Merits, filed on May 7, 2009, and/or an oral version of a reply brief for the party in the position
of the defendant, which is not permitted. See TBMP § 801.02(d) at 800 — 4 (2d ed., Rev. 2004).

To the extent Applicant intends to argue by way of an oral hearing whether
Opposer’s trial exhibits are admissible, that issue has already been briefed in its separate Motion
to Strike filed by Applicant on May 7, 2009.

Moreover, Opposer will be unfairly prejudiced in having to incur additional
attorneys’ fees and costs to send its counsel from Honolulu, Hawaii, to the offices of the Board
in Washington D.C. or to an off-site teleconference center located on the continental U.S. in
order to respond to Applicant’s arguments during the hearing. Applicant will not incur as much
in fees and costs as would Opposer because Applicant’s counsel is located in Arlington, Virginia.

For the foregoing reasons, Opposer submits that Applicant’s Request For An Oral
Hearing should be denied.

DATED: Honolulu, Hawaii, June 5, 2009.

W(«,\,

Martin E. Hsia, Reg. No. 32,471
CADES SCHUTTE LLP

P.O. Box 939

Honolulu, Hawaii 96808

Tel. (808) 521-9200

Attorneys for Opposer

PANDA TRAVEL, INC.
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and correct copy of the foregoing was mailed

this 5th day of June, 2009 to: Erik M. Pelton, Esq., P.O. Box 100637, Arlington, VA 22210-

3637.

DATED: Honolulu, Hawaii, June 5, 2009.
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