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OPPOSER’S REPLY BRIEF

L INTRODUCTION.

Opposer PANDA TRAVEL, INC., a Hawaii corporation (“Opposer”), by and
through its undersigned counsel, submits the following for its trial brief in reply to Applicant’s
Brief on the Merits, filed herein on May 7, 2009 (“Applicant’s Brief”). Opposer respectfully
submits that this opposition to Application Serial Nos. 78/639,462 (the “ ‘462 Application”) and
78/640,690 (the “ ‘690 Application”) filed by Applicant RESORT OPTION ENTERPRISES,
INC., an Arizona corporation (“Applicant” or “Resort Option”™), for registration of the marks
“PANDA TRAVEL” and “PANDA TRAVEL” (with a panda design) respectively, must be
refused, pursuant to Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

As set forth more fully below, Applicant does not dispute that its first use of its
“PANDA TRAVEL” marks was not until February 29, 1984 — well after Opposer’s first use of
its “PANDA TRAVEL” mark. Applicant also admits the fact that Applicant’s “PANDA
TRAVEL” marks and Opposer’s “PANDA TRAVEL” mark are essentially identical and cover
identical travel agency services. Nor is it seriously disputed that their respective trade channels
are likewise identical or overlap. Confusion is highly likely, and therefore, registration must be
refused under Section 2(d), as Opposer is the senior user of the relevant mark at issue.

Applicant repeatedly asserts that, because Opposer knew of Applicant years
before the filing of this proceeding, the Board should somehow overlook the likelihood of
confusion and allow the registrations to issue. This the Board cannot do. As the Board
previously noted in its order dated July 15, 2008, denying the summary judgment motions,

laches does not apply in an opposition proceeding. Opposer could not oppose the applications
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any sooner than it did, and therefore Opposer’s oppositions were timely. Moreover, the policy of
protecting the public from confusion dominates over any possible injury to Applicant. Given the
likelihood of confusion here, Applicant’s laches and equitable estoppel defenses are unavailing.

IL ARGUMENT.

A. Opposer Has Common Law Priority of Use of “PANDA TRAVEL”.
1. Intrastate Use Establishes Priority Under Section 2(d).

Applicant Resort Option repeatedly asserts that Opposer’s mark was not used “in
interstate commerce” until 2001, after Applicant’s asserted date of first use on February 29,
1984. See e.g. Applicant’s Brief at 5 (“its marks were not used in interstate commerce until
2001), 10 (“Opposer . . . has failed to demonstrate use of its marks outside the islands of Hawaii
before Applicant’s priority date”), and 11 (“Opposer has failed to demonstrate any use of its
marks outside the state [sic] of Hawaii before 1990™).

Applicant’s contention, however, is irrelevant because Opposer is entitled to rely
on wholly intrastate use, to establish its priority in an inter partes proceeding under Section 2(d).
As shown at pages 20-21 of Opposer’s Trial Brief, Section 2(d) provides that an applicant’s
trademark shall not be refused registration “unless it . . . [c]onsists of or comprises a mark which

so resembles . . . a mark or trade name previously used in the United States by another and not

abandoned, as to be likely, when used on or in connection with the goods of the applicant, to
cause confusion . . .” (emphasis added). Under Section 2(d), use of a mark likely to cause
confusion with an applicant’s mark may be sufficient to bar registration so long as it was
previously used anywhere “in the United States” — not in interstate “commerce”. Thus, “an
opposer claiming priority under Section 2(d) may rely on use that is strictly intrastate and not

regulable by Congress.” See First Niagra Ins. Brokers, Inc. v. First Niagra Financial Group, 476

F.3d 867, 871, 81 USPQ2d 1375, 1378 (Fed. Cir. 2007). See also Maids to Order of Ohio, Inc.
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v. Maid-to-Order, Inc., 78 USPQ2d 1899, 1909 (TTAB 2006) (‘“Priority may be based on

intrastate use of a mark.”); Corporate Document Services, Inc. v. L.C.E.D. Management, Inc., 48

USPQ2d 1477, 1479 (TTAB 1998) (“It is well established that rights in and to a trademark are
created by use of the mark in either intrastate or interstate commerce.”).

2. Opposer Has At Least Had Continuous Intrastate
Use of “PANDA TRAVEL” Since 1983.

Applicant further contends that Opposer has only shown “inconsistent” use of
“PANDA TRAVEL” and “PANDA TRAVEL HAWAII”, because it has used various other
marks — “PANDA GROUP”, “PANDA GROUP HAWAII”, “PANDA TRAVEL HAWAII”,
PANDA ONLINE”, “PANDA GROUP TOURS LLC”, “PANDA ASSOCIATE TRAVEL”,
“PAN TOURS HAWAII", and “PALI TRAVEL”. Applicant’s Brief at 10.

Applicant’s contention is unsupported. There is insufficient evidence of when
these other terms were used, and with what goods or services. For instance, Applicant states at
page 6 of Applicant’s Brief that “it is clear that Opposer’s advertisements . . . reference multiple
marks . . .”. A review of Opposer’s newspaper advertisements of record discloses, however, that
not one of them shows use of these other terms, except for “PALI TRAVEL”, which is shown
separately as a different location.

Applicant assumes that Opposer must prove a “consistent” use of the other marks,
as in the case of a family of marks. Applicant then proceeds to attack Opposer for failing to
present proof that the other marks were all “consistent” with one another and thus proper
members of the family. This is a strawman argument. Opposer did not present a family of
marks case because it was unnecessary, given the fact that Opposer had prior and continuous use
of “PANDA TRAVEL”, which is identical to the mark sought pursuant to the ‘462 Application

and substantially identical to the mark sought pursuant to the ‘602 Application.
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Moreover, Opposer did not need to prove the other marks were “consistent” with
“PANDA TRAVEL” as “there is no statutory limitation on the number of trademarks that one
may use on or in connection with a particular product to indicate origin thereof in commerce.”

See Textron Inc. v. Cardinal Engineering, Corp., 164 USPQ 397, 399 (TTAB 1969) (“Textron™).

So long as the opposer relies on a mark that has been previously and continuously used in a

manner separate and distinct from its other trademarks, there is no requirement that all marks

used by the opposer must have been “consistent”:

“ZIP” is always set off by three arcs or by different logo and print style or
by different size lettering or by using it alone and/or in varying positions
apart from “HOMELITE”. It is our opinion on the basis of this record
that, as used by Textron, “ZIP” whether alone or in association with the
three arc design, creates a distinctive and separate impression from
“HOMELITE,” and serves, in and of itself, as a trademark to identify and
distinguish Textron’s chain saws in commerce.

Textron, supra. at 400 (sustaining Textron’s opposition to registration of “ZIP-ZAW” for
portable saws, even though Textron previously used both “ZIP”, alone and in association with a
design, and also “HOMELITE”, in conjunction with chain saws) (emphasis added; quotations in
original).

In this case, because Opposer has demonstrated its prior and continuous use of
“PANDA TRAVEL” without any other purported mark — as shown by the newspaper
advertisements presented by Opposer — Opposer’s oppositions against Applicant’s “PANDA
TRAVEL” marks must be sustained, even if Opposer has purportedly used other trademarks in
separate and distinct advertisements. Opposer is entitled to rely on its prior use of “PANDA
TRAVEL?”, even assuming it used other marks in a separate and distinct manner for travel
agency services, so that Applicant’s argument with regard to “inconsistent” use of other marks is

irrelevant and nothing more than a red herring.
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In stark contrast to Opposer’s evidence of use of “PANDA TRAVEL”, including
Opposer’s newspaper advertisements, Applicant’s documentary evidence of use is suspect.
Opposer moved to strike Applicant’s newspaper advertisements to the extent they relied on
unauthenticated third-party handwriting to prove the dates of the advertisements. Applicant’s
conclusory response, buried in a footnote at the bottom of page 7 of Applicant’s Brief, is that
“There is no reason to believe that the dates written are inaccurate.” Applicant, however, is the
proponent of the exhibit. Therefore, Applicant bears the burden of overcoming Opposer’s
evidentiary objections that the handwritten dates constitute hearsay and that no adequate
foundation was presented. Applicant’s statement in the footnote does not even attempt to
overcome these objections. Given Applicant’s failure to meet its burden, the newspaper
advertisements are inadmissible to prove the dates of publication. Without these dates,
Applicant has no advertisements or other documents evidencing use of the marks for one two-
year period (11/3/91 — 1/15/94), two one-year periods (1998; 2005), and one three-year period
(1/3/99 - 1/6/02):

ADVERTISEMENTS WITH ADMISSIBLE DATES FROM
APPLICANT’S NOTICE OF RELIANCE, EXHIBIT 2

Date of Resort Option Applicant’s
Advertisement Bates-Stamp No.
1984
December 9, 1984 | 000006
1985
| January 6, 1985 | 000009
1986
September 26, 1986 000016
August 24, 1986 000017
December 7, 1986 000019
January 12, 1986 000020
June 8, 1986 000021
September 21, 1986 000022
April ?, 1986 000023
5
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Date of Resort Option Applicant’s
Advertisement Bates-Stamp No.
1987
March 1, 1987 000024
July 6, 1987 000026
January 4, 1987 000027
1988
| March 13, 1988 | 000029
1989
| July 2, 1989 | 000033
1990
| May 6, 1990 | 000040
1991
| November 3, 1991 \ 000049
1992
1993
1994
January 15, 1994 000062
March 6, 1994 000063
September 4, 1994 000068
1995
January 1, 1995 000069
July 2, 1995 000072
1996
| January 7, 1996 | 000075
1997
September 7, 1997 000085
October 5, 1997 000086
September 21, 1997 000087
September 28, 1997 000088
October 26, 1997 000089
November 9, 1997 000090
1998
1999
| January 3, 1999 | 000098
6

Panda Travel, Inc. v. Resort Option Enterprises, Inc. Opposition Nos. 91174767 (parent) and 91174768




Date of Resort Option Applicant’s
Advertisement Bates-Stamp No.
2000
2001
2002
| January 6, 2002 | 000116 |
2003
| March 2, 2003 | 000123 |
2004
| March 7, 2004 | 000129 |
2005
2006
January 15, 2006 000140
March 5, 2006 000141
? 000142
? 000143
September 17, 2006 000144
November 12, 2006 000145

Applicant asserts in the footnote that, even without the handwritten dates, it has
“submitted other testimony and evidence supporting its continuous and repeated advertising”.
However, Applicant’s Exhs. “57, “7”, and “92”, to which Applicant refers at page 7, are among
the newspaper advertisements with handwritten dates and are therefore inadmissible to prove the
dates of use. Applicant also refers to Applicant’s Ex. 10 (Bates-stamped nos. 239, 240, and 349),
consisting of newspaper advertising invoices in the years 1999 and 2003 only. But they do not
evidence use in 1992, 1993, 1998, 2000, 2001, and 2005, which are the periods for which
Applicant has not presented admissible dates for the newspaper advertisements. Similarly,
Applicant’s reliance on the letter from The Arizona Republic, Ex. 11 (Bates-stamped no. 603),
is unavailing because the letter only states that Applicant “‘has advertised with us on a consistent
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basis since 1996” and does not mention the time periods for which Applicant has not presented
admissible dates for the newspaper advertisements. In fact, the negative inference from the
statement in the letter is that, prior to 1996, Applicant has not advertised with the newspaper on a
consistent basis. As Mr. Torgerson testified during his deposition, the newspaper advertisements
constitute the only basis for his recollection that Applicant advertised in the Sunday Arizona
Republic newspaper since 1984. Torgerson Dep. at 89 (lines 8-25), 90 (lines 1-8). Thus,
contrary to Applicant’s assertion, there is no testimony or other evidence showing Applicant’s
continuous use for every year from 1984 to 1996.

Applicant’s reliance on its Deposition Exhibits 13 and 14 is also misplaced.
Applicant’s Brief at 7. Exhibit 13, the 2005 letter to Princess Cruises, does not evidence any use
of either of Applicant’s marks, as the marks neither appear in the document nor is there any
reference to the marks. Exhibit 14 shows the marks. But it refers only to 2006, and by itself, is
insufficient to evidence Applicant’s use in the years for which Applicant has not presented
admissible dates for the newspaper advertisements. Similarly, the Consumer Reports article
(Applicant’s Exh. 15) is unhelpful to prove the dates of Applicant’s use of the marks, as it is not
an advertisement placed by Applicant.

In contrast, Opposer has presented representative samples of its dated “PANDA
TRAVEL” newspaper advertisements for every year from 1983 through 2008. See Opposer’s
Trial Brief at 5-8. Even if the Board were to strike those advertisements produced by Opposer
after the August 15, 2008 deadline to “respond” to discovery requests, as urged by Applicant
pursuant to its Motion To Strike, Opposer still presented dated “PANDA TRAVEL”
advertisements that were produced on or before August 15, 2008, for every single year

(1983 -2008), as shown by the highlighted documents in the table below:
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Opposer’s

Notice of
Date of “PANDA Reliance
TRAVEL” Opposer’s Opposer’s “NOR” or
Advertisement Exhibit No. Bates-Stamp No. “Supp NOR”
February 20, 1983~ EXHIBIT 116" = P00584-P00S85  SuppNOR
February 27, 1983 EXHIBIT | PO1150-P01152 NOR
April3,1983 Exnmrrz N POOSSG-PO0SSS  NOR..
July17,1983 .~ EXHIBIT3 ‘P00589 | ~ NOR
October9, 1983 EXHIBIT4"  P00S90 'NOR = .
December 4, 1983 EXHIBIT 5 PO1153 NOR
January 15,1984  EXHIBIT6 - P000058-PO00S9 NOR
April 29, 1984 EXHIBIT 7 PO1154-PO1155 NOR
August 5, 1984 EXHIBIT 8 PO1156-PO1157 NOR
November 4, 1984 EXHIBIT 9 _P00S61 NOR
January 20,1985 - EXHIBIT 117 POOOGO-PO00S! Supp NOR
January 27, 1985 EXHIBIT 10 P01159-PO1 161 NOR
April 21, 1985 EXHIBIT 11 P00863 NOR
August 18, 1985 EXHIBIT 12 P00865-P00S66 NOR
November 3, 1985 EXHIBIT 13 P00868 ; NOR
January 19,1986  EXHIBIT 14°  PO0063-PO0064" NOR
April 6, 1986 EXHIBIT 15 PO0870-PO0O87 1 NOR
August 24, 1986 EXHIBIT 16 PO0873-PO0874 NOR
November 2, 1986 EXHIBIT {7 PO0876-P00879 NOR
January 18,1987 EXHIBIT18°  PO00G6-POO0ST NOR
April 19, 1987 EXHIBIT 19 PO08S 1-POO8S2 NOR
August 16, 1987 EXHIBIT 20 P00884-P008S5 NOR
November |, 1987 EXHIBIT 21 PO08S7-POO8SS NOR
January 17,1988 . EXHIBIT 118" PO0068-PO00T0 Supp NOR
January 17, 1988 EXHIBIT 22 PO1162-PO1 164 NOR
April 17, 1988 EXHIBIT 23 POO890-PO089 NOR
August 21, 1988 EXHIBIT 24 PO0893-PO08Y4 NOR
November 6, 1988 EXHIBIT 25 P00896 NOR
January 22, 1989 EXHIBIT 119" P00071-PO00T3 Supp NOR
January 22, 1989 EXHIBIT 26 PO1165-PO1168 NOR
April 16, 1989 EXHIBIT 27 PO0898-PO0900 NOR
August 20, 1989 EXHIBIT 28 PO1169-PO1172 NOR
November 5, 1989 EXHIBIT 29 P00905-P00907 NOR

Produced on or before August 15, 2008 (See Opposer’s Memorandum In Reply to Applicant’s
Motion To Strike, filed May 22, 2009).
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Opposer’s

Notice of
Date of “PANDA Reliance
TRAVEL” Opposer’s Opposer’s “NOR” or
Advertisement __Exhibit No. Bates-Stamp No. “Supp N‘()"R”
January 21,1990  EXHIBIT30°  PO0O75-PO0076 = . NOR
April 22, 1990 EXHIBIT 31 P00909-P0091 1 NOR
August 5, 1990 EXHIBIT 32 P0O0913-P00914 NOR
November 4, 1990 EXHIBIT 33 POO9]6-PO()917 NOR
January 20, 199%  EXHIBIT 34" . POOOT8 NOR
April 7, 1991 EXHIBIT 35 P00919-P00920 NOR
August 4, 1991 EXHIBIT 36 P00922-P00924 NOR
November 17, 1991 EXHIBIT 37 POO926-P00927 NOR
Jamuary 19,1992 EXHIBIT38°  PO00SO-PO00SI " NOR
April 5, 1992 EXHIBIT 39 P00929-P0093 1 NOR
August 2, 1992 EXHIBIT 40 P00933-P00935 NOR
November 1, 1992 EXHIBIT 41 P00937-P00938 NOR
Jamvary 17,1993 EXHIBIT42"  PO00S3-PO00S4  NOR
April 4, 1993 EXHIBIT 43 P00940-P00942 NOR
August 22, 1993 EXHIBIT 44 P00944-P00946 NOR
November 7, 1993 EXHIBIT 45 P00948-P00950 NOR
January 16, 1994 EXHIBIT 46"  PO0086-PO00ST NOR'
April 3, 1994 EXHIBIT 47 P00952-P00953 NOR
August 7, 1994 EXHIBIT 48 P00955-PO0957 NOR
November 20, 1994 EXHIBIT 49 POO959-POO96O NOR
January 8, 1995 EXHIBIT 50" P00089-PO0090 NOR
April 2, 1995 EXHIBIT 51 P00962-P00964 NOR
August 20, 1995 EXHIBIT 52 P00966-P00968 NOR
November 5, 1995 EXHIBIT 53 PO0970-PO0972 NOR
January 21,1996 ~  EXHIBIT 1207 P000S1-P000S2 Supp NOR
January 28, 1996 EXHIBIT 54 P01173-PO1176 NOR
April 7, 1996 EXHIBIT 55 P00974-P00976 NOR
August 4, 1996 EXHIBIT 56 P0O0978-P00980 NOR
November 17, 1996 EXHIBIT 57 P00982-P00984 NOR
February 2, 1997 EXHIBIT 58 P00094 NOR
May 4, 1997 EXHIBIT 59 P00986-P00988 NOR
August 3, 1997 EXHIBIT 60 P00990-P00992 NOR
November 2, 1997 EXHIBIT 61 P00994-P00996 NOR

10

Panda Travel, Inc. v. Resort Option Enterprises, Inc. Opposition Nos. 91174767 (parent) and 91174768




Opposer’s

Notice of
Date of “PANDA Reliance
TRAVEL” Opposer’s Opposer’s “NOR” or
Advertisement Exhibit No. Bates-Stamp No. “Supp NOR”
Janvary 18,1998 ~ EXHIBIT62 -P00OS - ~ - NOR
April 5, 1998 EXHIBIT 63  P00998-PO1000 NOR
August 16, 1998 EXHIBIT 64 P01002-P01004 NOR
November 1, 1998 EXHIBIT 65 P01006-P01008 NOR
Jamuary 17,1999 . EXHIBIT66 -  P00098 ~ NOR =
April 4, 1999 EXHIBIT 67  PO1010-PO1012 NOR
August 1, 1999 EXHIBIT 68  PO1014-P01016 NOR
November 7, 1999 EXHIBIT69 __ POI0I8-P01020 NOR
January 16,2000  EXHIBIT70'  POO100 'NOR .
April 16, 2000 EXHIBIT 71 PO1022-P01024 NOR
August 20, 2000 EXHIBIT72  P01026-P01028 NOR
November 5,2000  EXHIBIT 73 P01030-P01032 NOR
January 21,2001 - EXHIBIT 74"  POO102 NOR
April 22, 2001 EXHIBIT75  P01034-P01036 NOR
August 19, 2001 EXHIBIT76  P01038-PO1040 NOR
November 4, 2001 EXHIBIT 77 PO 1042-’P()1044 NOR
January 20,2002  EXHIBIT78°  Po0i04 NOR
April 7, 2002 EXHIBIT79  P01046-P01048 NOR
August 18, 2002 EXHIBIT 80  P01050-P01052 NOR
November 3,2002  EXHIBIT 81 P01054-P01056 NOR
January 19,2003  EXHIBIT82  POOL06 NOR .
April 20, 2003 EXHIBIT 83  P01058-P01060 NOR
August 3, 2003 EXHIBIT 84  P01062-P01064 NOR
November 2,2003  EXHIBIT85  P01066-P01068 NOR
January 18, 2004 EXHIBIT 86"  P00108 NOR = -
April 18, 2004 EXHIBIT 87  P01070-P01072 NOR
August 1, 2004 EXHIBIT 88  P01074-P01076 NOR
November 7,2004  EXHIBIT89  P01078-P01080 NOR
January 16, 2005 EXHIBIT90  POO110 NOR
April 17, 2005 EXHIBIT 91 P01082-P01084 NOR
August 7, 2005 EXHIBIT92  P01086-P01088 NOR
November 6,2005  EXHIBIT93  P01090-P01092 NOR
January 22, 2006 EXHIBIT 94"  P00112 NOR
April 16, 2006 EXHIBIT 95  P01094-P01096 NOR
August 20, 2006 EXHIBIT 96  P01098-PO1100 NOR
November 5,2006  EXHIBIT97  PO1102-P01104 NOR
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Opposer’s

Notice of
Date of “PANDA Reliance
TRAVEL” ‘ Opposer’s Opposer’s “NOR” or
Advertisement Exhibit No. Bates-Stamp No. “Supp NOR”
January7,2007  EXHIBIT98 PO0591.P00592  NOR
April 1, 2007 EXHIBIT 99 PO1106-P0O1108 NOR
August 5, 2007 EXHIBIT 100 PO1110-PO1112 NOR
November 4, 2007 EXHIBIT 101 PO1114-P01116 NOR
January 20,2008 . EXHIBIT 102 .= P00593-P00594 . . NOR~
April 20, 2008 EXHIBIT 103 PO1118-PO1120 NOR

3. Opposer Has Presented Evidence of the Extent and
Distribution of Its “PANDA TRAVEL” Advertisements.

Applicant similarly complains that Opposer’s evidence of use “is limited to a few
local advertisements, the extent and distribution of which is not part of the record.” Applicant’s
Brief at 15. Applicant is wrong. As discussed above, Opposer has presented numerous
representative samples of “PANDA TRAVEL” newspaper advertisements, for every year (1983-
2008). The fact that these advertisements appeared in a Hawaii newspaper is irrelevant, as
wholly intrastate use is sufficient to establish priority and use under Section 2(d). In addition,
the “extent and distribution” of these advertisements was shown by the Declaration of Valarie
Yanagihara (The Honolulu Advertiser, including its predecessor, The Star-Bulletin & Advertiser,
was since 1983 and is a newspaper of general circulation in the State of Hawaii), with paid
circulation for the Sunday edition as shown in the State of Hawaii Data Book (Opposer’s
Exhibits 104-112). In contrast, Applicant has failed to submit any evidence of the extent and
distribution of its advertisements in The Arizona Republic.

4. Opposer’s Estimate of Its Monthly Advertising Expenses
for “PANDA TRAVEL” Was Not Based Solely on the Invoices.

Applicant contends that Opposer’s claim of having spent “at least $10,000 per

month” in newspaper advertising is “dubious” because Opposer’s newspaper advertising and
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invoices reference other marks. Applicant’s Brief at 6. Applicant fails to mention, however, that
the newspaper invoices (Opposer’s Exhibit 113) were used to help refresh Ms. Tsui’s
recollection. A closer review of her testimony shows that she estimated Opposer spends a
“Minimum of 10,000 a month” for “PANDA TRAVEL” advertising — not necessarily confined
to newspaper advertisements, as reflected in the newspaper’s invoices — based on her familiarity
with Opposer’s operations, as well as the invoices.

Q. (By Opposer’s Counsel) Can you give an estimate, based on

your familiarity with the invoices and the operations, of how
much you spend currently for Panda Travel advertising?

A. (By Ms. Tsui) Minimum 10,000 a month.

Tsui Depo. at 36 (line 25), 37 (lines 1-3) (emphasis added). Thus, the invoices themselves do
not contradict Ms. Tsui’s recollection, as suggested by Applicant. Nor do the newspaper

advertisements contradict her testimony, as they do not show use of the other marks.

5. Whether Opposer Was Licensed by IATA Is Irrelevant.

Applicant contends that Opposer has not shown it was licensed by IATA to
provide travel agency services. Applicant’s Brief at 6. This is a red-herring. Applicant has
presented no legal authority or evidence showing that Opposer must be licensed, in the State of
Hawaii or elsewhere, in order to provide travel agency services. Clearly, Opposer has been
providing travel agency services, whether certified by IATA or not, and Opposer has done so
using its “PANDA TRAVEL” mark from 1981 to the present. Tsui Depo. at 23-25, 32-34.

See also Opposer’s Exhs. 1-103, 116-120, and Yanagihara Dec.

6. Opposer Has Provided, And Continues To
Provide, Travel Agency Services.

Applicant further contends that Opposer admitted “its services are actually

performed by another entity, Pan Tours, Inc., not Panda Travel, Inc.”. Applicant’s Brief at 6.
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Applicant misstates Ms. Tsui’s testimony. Applicant fails to cite to page 27 of the Tsui
Deposition transcript, where she testified that in 1981, Opposer “Panda Travel, Inc. took over all
of the retail services or operations and Pan Tours Hawaii, Inc. was responsible for the wholesale
operation.” Tsui Depo. at 27 (lines 4-12).

In summary and contrary to Applicant’s conclusory assertions, Opposer has
presented more than sufficient evidence of its continuous use of its mark, “PANDA TRAVEL”,
from at least as early as 1983 through 2008, for its travel agency services. Even assuming
Opposer’s use of the mark was initially wholly intrastate, such intrastate use is sufficient to
establish priority of use in an opposition based on Section 2(d). Applicant does not dispute that
neither it nor Mr. Torgerson was engaged in providing travel agency services prior to 1984.
Torgerson Depo. at 57 (lines 11-16). Nor does Applicant dispute its alleged date of first use in
its applications — February 29, 1984. All of Applicant’s other contentions are irrelevant and/or
unsupported by the record. Accordingly, Opposer has established its priority of use (and
continuous use thereafter) of its “PANDA TRAVEL” mark under Section 2(d).

B. Applicant Belatedly Seeks Registration of Marks That Are

Likely To Cause Confusion In View of Opposer’s Previously
Used “PANDA TRAVEL’ Mark.

1. Confusion Is Likely Given the Identity of the Marks and Services.

Applicant does not dispute that “PANDA” is the dominant portion of its marks,
“PANDA TRAVEL” and “PANDA TRAVEL” with a panda design, and that Applicant’s marks
(or the dominant portions thereof) are therefore identical to the dominant portion of Opposer’s
“PANDA TRAVEL” mark. Nor does Applicant dispute that it seeks registration of its marks for
services that are identical to those offered by Opposer. Given the undisputed identity of the
marks and the services in connection with which the marks are used, there is a more than

sufficient basis here for finding a likelihood of confusion. See In Re Infinity Broadcasting Corp.

14
Panda Travel, Inc. v. Resort Option Enterprises, Inc. Opposition Nos. 91174767 (parent) and 91174768



of Dallas, 60 USPQ2d 1214, 1217 (TTAB 2001) (affirming refusal of registration under 2(d),
given similarities between the applicant’s mark and registrant’s mark and their respective
services, stating that “In any likelihood of confusion analysis, two key considerations are the
similarities of the marks and the similarities between the services.”).

Instead, Applicant again argues that Opposer “has used a variety of marks for its
services without any consistency”, including “PANDA GROUP”, “PANDA GROUP HAWAII”,
and “PAN TOURS HAWAII”, “which may have confused the public and or diminished any
rights...”. Applicant’s Brief at 11-12. Applicant, however, is merely speculating that these other
'purported marks have “confused the public”. Based on the record, and as shown by the
newspaper advertisements presented by Opposer, Opposer consistently used “PANDA
TRAVEL” to advertise its travel agency services. Not a single one of those advertisements
shows “PANDA TRAVEL” connected to or in close proximity with “PANDA TRAVEL
HAWALII”, “PANDA GROUP”, “PANDA GROUP HAWAII", or “PAN TOURS HAWAII”.
Opposer has used “PANDA TRAVEL” in a manner that conveys a separate commercial
impression, even assuming it has used other marks on other occasions in a separate and distinct
manner. Given the identity of Opposer’s “PANDA TRAVEL” and Applicant’s marks and the
identity of the services with which they are used, this opposition must be sustained, even
assuming that Opposer has used other marks in a separate and distinct manner. See e.g.

Textron, supra.
2. Applicant’s Own Testimony Evidences Incidents of

Actual Confusion Which Are More Than Sufficient
to Confirm the Likelihood of Confusion.

Citing the decision in Gillette Canada, Inc. v. Ranir Corp., 23 USPQ2d 1768,

1774 (TTAB 1992) (“Gillette), Applicant contends that Opposer and Applicant have co-existed
for more than twenty years without any evidence of actual confusion. In other words, as the
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applicant contended in Gillette, Applicant argues that “confusion has been shown to be unlikely

by the absence, to date, of any instances of actual confusion.” Id. at 1774 (emphasis added).

“For instance”, Applicant notes, “Opposer claims knowledge of Applicant only since 2006 even
though Opposer “acknowledged knowing of Applicant for ten years.” Applicant’s Brief at 13.
Applicant misconstrues the facts and this Du Pont factor. Opposer did not claim
knowledge of Applicant only since 2006." Moreover, the test is whether consumers have been
confused by the marks. Applicant relies on purported statements as to whether Opposer knew of
Applicant — statements that are completely irrelevant to the issue of whether any consumer was
confused whether, for instance, Applicant was the source of travel agency services when in fact
the consumer was looking for Opposer. In this case, it is undisputed that Ms. Tsui had the
telephone conversations and face-to-face discussions she testified to during her deposition,
during which customers asked whether a travel package advertised on Applicant’s website was
being offered by Opposer. Tsui Depo. at 39-41. Nor does Applicant dispute that even an
acquaintance of Ms. Tsui living on the continental U.S. called her, asking whether Applicant’s
company is the same as Opposer’s company. Tsui Depo. at 41. Nor does Applicant dispute Mr.

Torgerson’s testimony during which he also testified that people have -- on more than a single

occasion -- called Applicant asking for Opposer. Torgerson Depo. at 85 (lines 1-22). Thus,
contrary to Applicant’s unsupported argument and unlike the circumstances presented in Gillette,

there is uncontroverted evidence here of actual confusion on the part of consumers.

! As shown below at page 21, this is the date Opposer became aware of the

‘690 Application, which caused Opposer’s application to be suspended.
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To the extent Applicant insinuates there must be more cases of actual confusion to
support a finding of likely confusion', given the long use of “PANDA TRAVEL” by the parties,
Applicant is again mistaken. A finding of likelihood of confusion is appropriate even where
there is evidence of actual confusion in just a few instances, so long as the balance of the other

Du Pont factors also supports the finding. See e.g. Varitronics v. Merlin Equipment, 682 F.

Supp. 1203, 1208-1209, 6 USPQ2d 1789, 1793 (S.D. Fla. 1988) (while there is only one incident
of actual confusion, “it is a very compelling incident” and it substantiates a finding of a
likelihood of confusion for purposes of summary judgment).

“Actual confusion by a few customers is the best evidence of likelihood of
confusion by many customers”. Here, although only one incident has
been proffered, it is a very compelling incident. Moreover, it has not been
controverted by MEL Particularly in light of the Court’s analysis of the
previous factors, the Court finds that there is no material issue of fact as to
this issue: there is a strong likelihood of confusion that arises because of
the use by MEI of the word “Merlin” in its trade name. Accordingly,
unless Lopez and MEI have demonstrated a genuine material issue of fact
as to the existence of a defense, summary judgment on the issue of
liability should be entered in favor of VSI.

Id. (emphasis added; quotations in original).

3. Separate Geographic Use Does Not Mean
Dissimilar Trade Channels.

Applicant argues that the parties’ trade channels are not identical or overlapping
as “Opposer’s trade channel is apparently limited to persons in Hawaii . . .”. Applicant’s Brief
at 12. However, Applicant incorrectly assumes that trade channels must overlap geographically.
Even assuming Opposer’s use was limited to a specific geographic market, that fact is irrelevant
for purposes of determining whether there is a likelihood of confusion in an inter partes

proceeding before the Board. Where, as here, the applicant seeks geographically unrestricted

: Applicant equivocates in stating that there has been “little or no evidence of actual

confusion” (Applicant’s Brief at 15), on one hand, but asserts “no evidence of actual confusion”
(Applicant’s Brief at 13) on the other hand.
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federal service mark registrations, the registrations would give the applicant a presumption to an
exclusive right to use the registered mark throughout the United States — even in the State of
Hawaii. For this reason, the geographical extent of the parties’ actual use is not relevant in this

proceeding. See In Re Infinity Broadcasting Corp. of Dallas, 60 USPQ2d 1214, 1218 (TTAB

2001) (applicant’s attempt to distinguish the broadcasting services of cited registrant on the basis

of “different radio stations” using the marks “located in different markets” was held to be

“unavailing”); In Re Appetito Provisions, Co., 3 USPQ2d 1553, 1554 n. 4 (TTAB 1987).

Here, it is undisputed that Opposer has used “All channels of trade through which
travel agency services are generally provided”, including but not limited to newspapers,
television, and radio. See Opposer’s Responses to Applicant’s First Set of Interrogatories to
Opposer, Responses to Interrogatories 7 and 8, submitted as Exhibit 1 under Applicant’s Notice
of Reliance. As aresult of its use of multiple trade channels, Opposer has had paying customers
for the past 10 years in “all 50 states.” Id., Opposer’s Response to Interrogatory 30. Applicant,
too, has advertised in the newspapers, albeit sporadically. See Applicant’s Notice of Reliance,
Exhibit 2 (document bates-stamped 000140). Thus, although Opposer and Applicant are located
in different states, they share the same type of trade channel (e.g. newspapers).

Similarly, because Applicant seeks registrations that contain no channels of trade
limitations, Applicant’s channels of trade must be presumed to be all those normally used for

travel agency services. See Kangol Ltd. v. KangaROOS U.S.A., Inc., 23 USPQ2d 1945, 1946,

974 F.2d 161, 164 (Fed. Cir. 1992). Thus, Applicant’s argument that Opposer does not use
“PANDA TRAVEL” in its Internet website is unavailing, because both parties use their marks

for the same services and therefore must be presumed to use all channels normally used for such

Services.
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4. The Conditions Under Which Consumers Make
Purchases Favor Opposer.

Applicant argues that the conditions under which travel agency services are
purchased indicate that consumers of such services are likely to be sophisticated, and thus less
likely to be confused. Applicant’s Brief at 12. However, Applicant has made no attempt to
prove that purchasers of the parties’ travel agency services are particularly sophisticated. Even
assuming some purchasers may be sophisticated, it cannot be presumed that this is the case for
all purchasers because not all of the services entail big-ticket items or extensive travel plans. In
the absence of proof of the “degree of consumer care”, the absence of restrictions or limitations
in the subject applications’ descriptions of goods means here that Applicant’s travel agency
services may be inexpensive and bought by ordinary consumers — contrary to Applicant’s

contention. See H.D. Lee Company, Inc. v. Maidenform, Inc., 87 USPQ2d 1715, 1726 (TTAB

2008) (finding that this Du Pont factor favored the opposer). Moreover, as the Second Circuit
has observed, “. . . where the products are identical and the marks are identical, the sophistication

of the buyers cannot be relied upon to prevent confusion.” See McGregor-Doniger, Inc. v.

Drizzle, Inc., 202 USPQ 81, 92, 599 F.2d 1126, 1137 (2d Cir. 1979), quoted in Banff, Ltd. v.

Federated Dept. Stores, Inc., 6 USPQ2d 1187, 1192, 841 F.2d 486 (2d Cir. 1988). Here, in view
of the identity of the marks and services, this factor weighs in favor of Opposer.

5. The Remaining Du Pont Factors Favor Oppeser or Are Neutral.

With regard to the sixth Du Pont factor — “the number and nature of similar mark

in use on similar goods” or services — Applicant has not disputed this factor, nor has Applicant
presented any evidence of third-party use. At a minimum, therefore, this factor must be regarded

as neutral, weighing in favor of neither Applicant nor Opposer. See e.g. Teledyne Technologies

Inc. v. Western Skyways Inc., 78 USPQ2d 1203, 1206 (TTAB 2006) (third-party use factor held
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to be neutral or slightly in favor of petitioner in cancellation proceeding where respondent failed
to present admissible evidence of such use).

Similarly, with regard to the fifth factor — “the fame of the prior mark (sales,
advertising, length of use)” — this factor, at worst for Opposer, is neutral. Opposer has presented
evidence showing that it has advertised its “PANDA TRAVEL” mark for every year over the
past 26 years, thus establishing elements of fame for purposes of Section 2(d). As Ms. Tsui
testified, a “significant” amount of Opposer’s advertising budget is spent in promoting its travel
agency services under “PANDA TRAVEL” — an estimated $10,000 per month. Tsui Depo. at 36
(line 25), 37 (lines 1-11). As a result, Opposer is now the largest travel agency in the State of
Hawaii. Id. at 96 (lines 5-13).

The seventh and eighth Du Pont factors — “the nature and extent of actual
confusion” and “the length of time during and conditions under which there has been concurrent
use without evidence of confusion” — have been addressed above. There exist several incidents
of actual confusion, as testified to by the principals of Applicant as well as Opposer, which is
more than sufficient even though the parties have both been using the “PANDA TRAVEL” mark
for many years. Thus, these factors weigh in favor of Opposer and finding a likelihood of
confusion, especially given the admitted identity of the marks and services.

The ninth Du Pont factor — “the variety of goods on which a mark is or is not used
(house mark, ‘family mark’, product mark)” — favors Opposer. Applicant contends that
“Applicant [sic] has not alleged any use of a ‘family’ mark” and that Opposer has only shown
“scattered use of related marks.” These contentions are irrelevant. The ninth Du Pont factor

pertains to the extent to which the marks are used in connection with a variety of goods or

services. Applicant has not shown that Opposer’s “PANDA TRAVEL?” or any of its purported
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other marks are used in connection with anything but travel agency services. Because the marks
at issue are used for just one type of service, not for a variety of goods or services, consumer
confusion is highly likely, especially given the identity of the marks. This factor favors Opposer.
The tenth Du Pont factor ~ “the market interface between applicant and the owner
of a prior mark” - is, at worst for Opposer, neutral. Applicant suggests that Opposer knew of
Applicant’s use since 1995, when Applicant was using its marks on its Internet website, yet did
not attempt to “enforce its rights” until 2006. Applicant’s Brief at 8, 14. However, to be clear,
Ms. Tsui only testified at her October 2008 deposition that she “probably” “first became aware
of Panda Travel in Arizona” “ten years ago” — (viz. 1998, not 1995). Tsui Depo. at 86 (lines 24-
25), 87 (lines 1-7). She did not say she was aware of any use by Applicant of its marks at that
time, although at some time later, she was contacted by someone confused between Applicant
and Opposer. Tsui Depo. at 87 (lines 8-20). Opposer’s interrogatory answer of “March 8,
20067, is also irrelevant as it responded to a compound question asking when Opposer acquired

knowledge of “Applicant’s use of and/or application for registration of the PANDA TRAVEL

mark”. See Opposer’s Responses to Applicant’s First Set of Interrogatories, Response to
Interrogatory 12, submitted as Exhibit 1 under Applicant’s Notice of Reliance. The “March 8,
2006 date was clearly in reference to the date when Opposer’s own application was suspended
due to Applicant’s ‘690 Application. Id.

Moreover, Opposer could not “enforce its rights” any sooner than 2006, when the
subject applications were published for opposition. Applicant has failed to establish whether, in
1995, 1996, or any time before 2006, Opposer could have filed an action for trademark
infringement, as it was not established when the parties were using their marks in the same

geographic markets. See 5 McCarthy on Trademarks and Unfair Competition, § 26:4 at 26-10
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(4" Ed. 2008) (“The net result of the TEA ROSE and Rectanus decisions is that under common
law . . . the senior user cannot preempt remote geographical markets before it actually enters
them either by advertising, reputation, or actual sales.”). Therefore, it cannot be assumed that
Opposer neglected to “enforce its rights” since “1995” or any time sooner than the date the
applications were published. None of the other sub-factors, such as a consent to register or use,
has been shown by Applicant. Accordingly, this factor favors Opposer or is neutral.

The eleventh factor — “the extent to which applicant has a right to exclude others”
— favors Opposer or is neutral. Applicant fails to address the extent to which the Applicant has
exclusive rights, instead re-arguing that Opposer’s rights are “diminished” or “minimal” because
of the passage of time and because Opposer’s first use was only in Hawaii. Applicant’s Brief
at 14. These arguments are unsupported, as shown above, and are irrelevant here. Moreover,
Applicant itself could have applied to register its mark long ago, but neglected to do so for the
past 25 years. Due to its own neglect, Applicant has no right to exclude others having priority of
use of “PANDA TRAVEL”, such as Opposer.

The twelfth factor — “the extent of potential confusion” — favors Opposer because
the marks and the services are identical. The fact that there have not been even more reported
instances of actual confusion, as argued by Applicant, is not relevant. Applicant’s Brief at 15.
The issue is whether there exists a substantial potential for consumer confusion, not whether
there exist substantial reported incidences of actual confusion. Clearly, there is such potential, in
light of the identity of the marks, services, and trade channels. The fact that both parties use the
Internet to market their services, as do many others offering travel agency services, underscores
the potential for confusion given the ease of market penetration afforded by the Internet and its

widespread acceptance as a means to purchase travel agency services.
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The final Du Pont factor pertains to “any other established fact probative of the

effect of use.” Applicant merely repeats its preceding arguments in urging that this factor
militates against the finding of a likelihood of confusion. Applicant’s Brief at 15 (“first use
limited to a few local advertisements”, Opposer’s allegedly “interchanging” a “variety of
names”; “22 years of coexistence and no effort prior to 2006 to federally register its marks™).
While Applicant fails to assert any additional arguments here, it fails to mention its notable use
of the abbreviation for Hawaii (HI) in its toll free number — “1-800-HI PANDA”. See e.g.
Torgerson Depo. Exh. 9, bates-stamped no. 116. Applicant’s use of the Hawaii abbreviation
directly underneath or beside its “PANDA TRAVEL” marks clearly has the effect of increasing
the likelihood of confusion with Opposer, as Mr. Torgerson even recounted “a few” times where
consumers used the 1-800 number to call Applicant, but asked for the Panda Travel in Hawaii.

Torgerson Depo. at 85 (lines 1-22). This factor favors Opposer.

C. The Equities Do Not Favor Applicant.

Given the identity of the marks and the services with which they are used, the
similarity or overlapping of the trade channels, the incidents of actual confusion admitted to by
Applicant, and the absence of any restrictions in the subject applications, the opposition must be
sustained as there is a likelihood of confusion. Confusion is not only likely — it has actually
occurred. If there is any doubt on this issue, the issue must be resolved in favor of Opposer, who

is the senior user. See Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d

1001, 1003 (Fed. Cir. 2002) (“This court resolves doubts against the newcomer because the
newcomer has the opportunity and obligation to avoid confusion with existing marks.”).

Applicant complains though that Opposer was “silent” for over 20 years, and thus
Opposer should be equitably estopped. See e.g. Applicant’s Brief at 16. As shown in Opposer’s
Trial Brief, however, laches and estoppel do not apply here because it was not possible for
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Opposer to oppose the subject applications until they were published for opposition in 2006. See

National Cable Television Ass’n. v. American Cinema Editors, Inc., 937 F.2d 1572, 19 USPQ2d

1424, 1432 (Fed. Cir. 1991) (“National Cable”) (no laches defense found); Lincoln Logs, Ltd. v.

Lincoln Pre-Cut Log Homes, Inc., 971 F.2d 733, 23 USPQ2d 1701 (Fed. Cir. 1992) (no equitable

estoppel defense found).

Under the view that laches runs from knowledge of use, a trademark
owner would be obligated to bring suit to stop use upon learning of a
possible conflicting mark or suffer the possibility of being barred by the
passage of time from later opposing or cancelling registration of the
mark. We see nothing in logic or the statute which requires this
expansive view of laches. As illustrated by the facts of this case, often it
cannot be known immediately how a junior user will proceed to develop,
display, or even change what it claims as its mark.

National Cable, supra (italics in original).

Moreover, even if laches were to apply, it will not prevent an opposition from
being sustained in cases where likelihood of confusion is apparent, as the policy of protecting the
public from confusion dominates over any possible injury to the applicant caused by delay. See

Far-Best Corp. v. Die Casting “ID” Corp., 165 USPQ 277, 280 (TTAB 1970) (in cancellation

proceeding, respondent’s registration was cancelled where the marks and goods of the parties
were identical, even though petitioner had been aware of respondent’s use for 10 years). See
also 6 McCarthy on Trademarks and Unfair Competition, § 31:37 at 31-98 (4" Ed. 2008) (“In
inter partes disputes in the PTO, the Trademark Board and the C.C.P.A. will refuse to apply the
defense of laches and acquiescence where the competing marks are closely similar and used on
closely related goods. Protection of the public from confusion is held to dominate over any
injury caused by delay or acquiescence.”). Here, even assuming Opposer was aware of
Applicant’s use of “PANDA TRAVEL” in 1998, the identity of the marks and the services with

which they are used, and the similarity or overlapping of their trade channels — plus the fact that

24

Panda Travel, Inc. v. Resort Option Enterprises, Inc. Opposition Nos. 91174767 (parent) and 91174768



Applicant has not shown how it has been prejudiced since 1998 — suggest that laches should not
apply in view of the likelihood of confusion.
III. CONCLUSION.

For the foregoing reasons, Opposer requests that judgment be entered in its favor,
sustaining this opposition against Applicant’s U.S. Trademark Application Serial Nos.
78/639,462 and 78/640,690 for the marks “PANDA TRAVEL” and “PANDA TRAVEL” (with a
panda design).

DATED: Honolulu, Hawaii, May 22, 2009.
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