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INTRODUCTION

Opposer has failed to meet its burden under Lanham Act, 15 U.S.C. 88 1052(d) and
1063to demonstrate by a preponderance of the evidence that it has established priority over
Applicant’s mark, or that any likelihood of confusion exists between Opposer’s mark and the
marks in application Serial Nos. 78639462 and 78640690 considering the totality of the DuPont
factors. Asaresult, Applicant requests the Board grant judgment in Applicant’s favor and

permit registration of the marksin application Serial Nos. 78639462 and 78640690.
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DESCRIPTION OF THE RECORD & EVIDENTIARY ISSUES

The record in this proceeding consists of the following submissions. Note that Applicant

has contemporaneoudly filed a motion to strike the portions of Opposer’ s testimony indicated in

italics.

Opposer’s Notice of Reliance

EXHIBIT 1 - EXHIBIT 103: Copies of Opposer’s advertisements in the Sar-Bulletin &
Advertiser and The Honolulu Advertiser newspapers.

EXHIBIT 104 — 108: Copies of the front cover and tables of the Sate of Hawaii Data Book
published by the Siate of Hawaii Department of Business and Economic Development & Tourism
webgite.

EXHIBIT 109 — 112: Copy of the Sate of Hawaii Data Book.

EXHIBIT 113: Copies of The Honolulu Advertiser invoice for advertising servicesfrom
December 1, 2003 to June 29, 2008, for Opposer.

Opposer’s Supplemental Notice of Reliance

EXHIBIT 114: Copy of Opposer’s Articles of Incorporation of Panda Travel, Inc., dated
May 26, 1981 (Document Bates-stamped Nos. P00177-P00189).

EXHIBIT 115: Copy of Opposer’s | etterhead.

EXHIBIT 116: Copy of Opposer’s advertisement in the February 20, 1983, issue of the
Qunday Sar-Bulletin & Advertiser newspaper, showing use of Opposer ’s mark “ PANDA
TRAVEL” in connection with travel agency services (Documents Bates-stamped
P00584- PO0585).

EXHIBIT 117: Copy of Opposer’s advertisement in the January 20, 1985, issue of the
Sunday Sar-Bulletin & Advertiser newspaper, showing use of Opposer’s mark “ PANDA
TRAVEL” in connection with travel agency services (Documents Bates-stamped POO060-
P00061).

EXHIBIT 118: Copy of Opposer’s advertisement in the January 17, 1988, issue of the
Sunday Star-Bulletin & Advertiser newspaper, showing use of Opposer’s mark “ PANDA
TRAVEL” in connection with travel agency services (Documents Bates-stamped POO068-
P00070).

EXHIBIT 119: Copy of Opposer’s advertisement in the January 22, 1989, issue of the
Sunday Sar-Bulletin & Advertiser newspaper, showing use of Opposer’s mark “ PANDA
TRAVEL” in connection with travel agency services (Documents Bates-stamped PO0071-
P00073).

EXHIBIT 120: Copy of Opposer’s advertisement in the January 21, 1996, issue of the
Sunday Sar-Bulletin & Advertiser newspaper, showing use of Opposer’s mark “ PANDA
TRAVEL” in connection with travel agency services (Documents Bates-stamped PO0091-
P00092).

Opposer’s Rebuttal Notice of Reliance
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EXHIBIT 121: Copy of Applicant’s business cards and stationery (Document Bates-
stamped No. 000004).



EXHIBIT 122: Copy of State of Arizona Trade Name Certification of “Panda

Travel”, dated July 12, 2004 (Document Bates-stamped No. 000374).

e EXHIBIT 123: Copy of Applicant’s U.S. Trademark Application No. 78/639,462 for
“PANDA TRAVEL", dated May 27, 2005.

e EXHIBIT 124: Copy of Applicant’s U.S. Trademark Application No. 78/640,690 for
“PANDA TRAVEL” and design, dated May 31, 2005.

e EXHIBIT 125: Copy of Applicant’s Response to Office Action in U.S. Trademark
Application No. 78/639,462, dated June 16, 2006.

e EXHIBIT 126: Copy of Applicant’s Response to Office Action in U.S. Trademark
Application No. 78/640,690, dated June 16, 2006.

e EXHIBIT 127: Copy of Opposer’s Notice of Opposition in Opposition No. 91174767,
dated December 13, 2006.

e EXHIBIT 128: Copy of Applicant’s Answer to Notice of Opposition in Opposition No.
91174767, dated January 30, 2007.

e EXHIBIT 129: Copy of Opposer’s Notice of Opposition in Opposition No. 91174768,
dated December 13, 2006.

e EXHIBIT 130: Copy of Applicant’s Answer to Notice of Opposition in Opposition No.
91174768, dated January 30, 2007.

e EXHIBIT 131: Copy of Applicant’s Response To Opposer’s Second Set of Interrogatories
To Applicant, dated June 30, 2007.

e EXHIBIT 132: Copy of Applicant’s Response To Opposer’ s Second Request For
Production of Documents To Applicant, dated June 30, 2007.

e EXHIBIT 133: Copy of the Declaration of Vaarie Y anagihara; Appendix |, dated

January 30, 2009.

Applicant’s Notice of Reliance

e “Opposer’s Response to Applicant’s First Set of Interrogatories to Opposer” and
“Opposer’s Supplemental Response to Applicant’ s First Set of Interrogatories to
Opposer.”

e APPLICANT 00005 - 00145.

e Exhibit 3: Invoices and receipts related to Applicant’ s newspapers advertisements,
containing Bates labels APPLICANT 00146 — 00353 and APPLICANT 00603.

e Exhibit 4: Applicant’s business records consisting of industry certifications and letters
related thereto, containing Bates labels APPLICANT 00359 — 00364.

e Exhibit 5: Applicant’s business records consisting of domain name registration,
ownership and renewa documentation, containing Bates labels APPLICANT 00366-373
and APPLICANT 00628 — 00630.

e Exhibit 6: Applicant’s business and government records consisting of itsincorporation
filing with the state of Arizona and the trade name registration certification from the state
of Arizona, containing Bates labels APPLICANT 00374 — 00375.

e Exhibit 7: Pages from the nationa publication Consumer Reports containing Bates labels
APPLICANT 00573 — 00581.

Opposer’s Testimony Deposition of Lydia Tsui and exhibits thereto.
Applicant’s Testimony Deposition of Joel Torgerson and exhibits ther eto.

Opposition Nos. 91174767 & 91174768: APPLICANT'S BRIEF ON THE MERITS 3



1. STATEMENT OF THE ISSUE

Whether Opposer has met the required burdens of proof to (1) establish priority in its
PANDA TRAVEL mark, and (2) demonstrate likelihood of confusion with Applicant’s PANDA
TRAVEL and PANDA TRAVEL & Design (below in Figure 1) marksin application Serial Nos.

78639462 and 78640690.

PANDA TRAVEL

Figurel
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V. STATEMENT OF THE FACTS

Opposer’suse of Opposer’'sMark

Opposer has arecord of using avariety of trademarks containing the term “PANDA”
including PANDA GROUP (Tsui Depo. at 51-52, 82-83; P00168), PANDA GROUP HAWAII
(Tsui Depo. at 82-83, P00170), PANDA TRAVEL HAWAII (Tsui Depo. at 82; P00175),
PANDA ONLINE, and PANDA GROUP TOURS LLC (Tsui Depo. at 106), along with several
family members has operated other related companies and names including PANDA
ASSOCIATE TRAVEL (Tsui Depo. at 76), PAN TOURS HAWAII (Tsui Depo. at 43-44), and
PALI TRAVEL (Tsui Depo. at 36, 73-74).

Opposer filed for State of Hawaii trade name registrations for a panda bear and globe
design, and PANDA TRAVEL HAWAII in April 1993 and for PANDA GROUP HAWAII and
PANDA GROUP in October of 2000. See P00168, PO0170, PO0172, and POO175. At neither
time did Opposer file for registration of PANDA TRAVEL. Tsui Depo. at 82-83.

By Opposer’s own admission, its marks were not used in interstate commerce until 2001.
Opposer’ s supplemental response to Interrogatory No. 4 states.

INTERROGATORY NO.4: With respect to each of the goods and services

identified in response to Interrogatory No. 3, specify in detail the dates and

circumstances under which the Opposer’s PANDA Marks or any variation

thereof, was first used anywhere, and was first used in the United States asto

both interstate and intrastate commerce.

SUPPLEMENTAL RESPONSE:

Objection: Vague and ambiguous, overly broad and unduly burdensome. Subject

to Opposer’ s objections and the General Objections, Opposer states as follows:

1. Date of First Use: @t least as early as June 9, 1981;

2. Date of First Usein Interstate Commerce: at least as early as April 1, 2001.

See Opposer’ s Supplemental Response to Applicant’s First Interrogatories to Opposer.

Opposer claims “at least $10,000 per month” in newspaper advertising, but does not

break down the figures into how much of that is spent on PANDA TRAVEL and how much is
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spent on promoting other brand names used by Opposer and its affiliated companies. Opposer’s
Brief at p. 9, Tsui Depo. at 35-38. Thisclaim of at least $10,000 per month in advertisementsis
dubious asit is clear that Opposer’s advertisements, and the invoices therefore, reference
multiple marks including PAN TOURS, PANDA GROUP and PANDA TRAVEL HAWAII.
See Tsui Depo. at 35-37; Opposer’ s Exhibit 113 (note that Applicant has moved to strike
Opposer’s Exhibit 113).

Opposer’s brief contends that Opposer uses PANDA TRAVEL “in connection with travel
agency related services, including the making of reservation and bookings for transportation.”
Opposer’s Brief at p. 4. However, Opposer has not shown evidence of licensure by IATA
(International Air Transport Association), or any other entity, to provide travel agency services.
See Tsui Depo. at 69. Opposer has presented no evidence of any license or other written
agreement allowing any entity besides Panda Travel, Inc. to use Opposer’s alleged PANDA
TRAVEL trademark. Opposer admits that its services are actually performed by another entity,
Pan Tours, Inc., and not Panda Travel, Inc. Tsui Depo. at 26, 68-69, 71-73. Asaresult, it isnot
clear that Opposer Panda Travel, Inc. established arecord of priority in connection with travel
agency services.

Applicant’suse of Applicant’s Mark

Applicant incorporated as Panda Travel, Inc. on February 29, 1984. Torgerson Depo. at
10 and Ex. 2 of Depo. Prior to incorporating, Applicant researched the availability and use of
PANDA TRAVEL and found no other uses of PANDA TRAVEL in the United States.
Torgerson Depo. at 13. Applicant filed to register the PANDA TRAVEL trade name with the
Arizona Department of State in July of 1984. Torgerson Depo. at 14; Ex. 3 (Applicant 374).

Since 1984, Applicant has only used one brand name and trademark - PANDA TRAVEL
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along with its logo — to advertise, promote and sell its travel agency services. Torgerson Depo.
at 16, 49. Since 1984, Applicant has helped customers plan and book travel across the US and
around the world. Torgerson Depo. at 19. Since 1984, Applicant’s customers have resided in
Arizonaaswell asin other states. Torgerson Depo. at 19.

Applicant has been certified as a member of industry associations from September of
1984 until the present. Torgerson Dep. at 20. Applicant has registered PANDA TRAVEL asa
trade name with the State of Arizona since 1984.

On April 15, 1995, Applicant purchased the pandatravel.com domain. Torgerson Depo.
at 22-23; Ex. 8 (APPLICANT 366-369). Since 1995 Applicant has continuously operated the
pandatravel.com website using the PANDA TRAVEL and PANDA TRAVEL & Design marks.
Torgerson Depo. at 25-26.

Since at least 1995, Applicant has advertised in the Arizona Republic newspaper.
Torgerson Depo. at 33-38, 97; Ex. 9 (APPLICANT 5, 7, 16, 33, 49, 69, 92, 116, and 123); Ex. 10
(APPLICANT 239, 240, and 349); Ex. 11 (APPLICANT 603) using the PANDA TRAVEL and
PANDA TRAVEL & Design marks.* Since 1995, Applicant has spent more than $10,000 per
year on advertising with the Arizona Republic. Torgerson Depo. at 40-41.

Applicant also has advertised using the PANDA TRAVEL and PANDA TRAVEL &
Design marks since 1984 via mailings to clients in promotions with cruise lines. Torgerson
Depo. at 44-47 (Ex. 13, APPLICANT 392 and Ex. 14 APPLICANT 410). Applicant was

featured in Consumer Reports magazinein 1992, 1993 and 1994. Torgerson Depo. at 49-50 (Ex.

! Applicant notes that Opposer has objected in Appendix | of its Brief to certain newspaper advertisements
submitted by Applicant. Thereis no reason to believe that the dates written are inaccurate. Regardless, Applicant
has submitted other testimony and evidence supporting its continuous and repeated advertising using Applicant’s
marks. Opposer also has objected to Applicant’s testimony deposition Errata Sheet which clarified a response
provided by Applicant. Opposer submits no authority supporting its claim, and regardless, the testimony is
supported by other evidence submitted by Applicant.
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15, APPLICANT 573-575).

Opposer’s K nowledge of Applicant

Applicant has used its PANDA TRAVEL and PANDA TRAVEL and design mark
continuously since 1994. Togerson Depo. at 4; Ex. 4. Applicant has maintained an internet
presence using its PANDA TRAVEL and PANDA TRAVEL and design marks at
www.pandatravel.com since 1995. Torgerson Depo. at 24-26. However, Opposer’s claims
regarding its knowledge of Applicant’s marks are conflicting. Opposer claims several instances
of actual confusion along with knowledge of Applicant for more than 10 years. See Tsui Depo.
at 87 and 89. Yet in response to an interrogatory, Opposer stated that it did not know of
Applicant until March 2006.

INTERROGATORY NO. 12:

State the date when Opposer first acquired knowledge of Applicant’s use of and/or
application for registration of the PANDA TRAVEL mark, or any variations thereof,
and identify the person who first acquired such knowledge, and all documents
referring or relating to the first acquisition of such knowledge.

RESPONSE:

Objection: Vague and ambiguous, overly broad and unduly burdensome, callsfor
confidential and privileged attorney-client communications. Subject to Opposer’s
objections and the General Objections, Opposer states as follows. March 8, 2006,
Opposer’s Application Serial No. 76/645191 was suspended pending disposition of
earlier filed application 78/640690 for “PANDA TRAVEL” with a panda design
filed on May 31, 2005, by Resort Option Enterprises, Inc.

See Opposer’ s Response to Applicant’s First Interrogatories to Opposer at No. 12.

Opposer, inits Brief, claims that multiple instances of actua confusion have occurred.
Brief at 19-21. Yet Opposer has no documentation of actual confusion other than an unspecific
memory of one phone call more than five years ago. See Tsui dep. at pp. 87-88, 112, and 114;
Opposer’s Response to Applicant’s First Interrogatories to Opposer at Interrogatory No. 16.

Furthermore, any such instances have occurred over a period of more than twenty years.
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Opposer registered the pandaonline.com domain name in January 1998. Tsui Depo. at
96-97; Exhibit 123. It isinconceivable that Opposer would not have checked for availability of
pandatravel.com in January 1998, at which time it was already owned and operated by
Applicant. Opposer admits that its website contains no reference to PANDA TRAVEL other

than the copyright notice. Tsui Depo. at 85.
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V. ARGUMENT

Opposer bears the burden of proving its claims by a preponderance of the evidence. Life
Zone Inc. v. Middleman Group Inc., 87 USPQ2d 1953 (TTAB 2008). Opposer has failed to
demonstrate continuous and consistent use and rightsin PANDA TRAVEL, and hasfailed to
demonstrate use of its mark outside of the islands of Hawaii before Applicant’s priority date. In
contrast, Applicant has continuously used and advertised its mark in interstate commerce
beginning in 1984. Torgerson Depo. at 10. Applicant has maintained a continuous presence
online since 1995 at pandatravel.com and other websites. Torgerson Depo. at 24-26. Opposer
and Applicant have co-existed for more than twenty years with few alleged instances of actual
confusion, and no documented instances. As aresult, atotality of the DuPont factors and the
equitable principlesin this proceeding preclude judgment for Opposer.

A. Opposer has failed to demonstrate priority.

Opposer’s has failed to demonstrate that use of Opposer’s PANDA TRAVEL and
PANDA TRAVEL HAWAII marks have been consistent and continuous. Opposer has failed to
establish a clear and consistent record of using PANDA TRAVEL or PANDA TRAVEL
HAWAII as atrademark for the years prior to Applicant’ s first use of Applicant’s marks.

In addition to PANDA TRAVEL, Opposer has, at various times, used the marks PANDA
GROUP (Tsui Depo. at 51-52, 82-83; P00168), PANDA GROUP HAWAII (Tsui Depo. at 82-
83, P00170), PANDA TRAVEL HAWAII (Tsui Depo. a 82; P00175), PANDA ONLINE,
PANDA GROUP TOURS LLC (Tsui Depo. at 106), PANDA ASSOCIATE TRAVEL (Tsui
Depo. at 76), PAN TOURS HAWAII (Tsui Depo. at 43-44), and PALI TRAVEL (Tsui Depo. at
36, 73-74). Opposer cannot demonstrate that the mark PANDA TRAVEL has been clearly

associated with its services.
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Opposer hasfiled for state trademark or trade name registrations on more than one
occasion. See P00168, PO0170, PO0172, and POO175. Opposer has not submitted evidence of
any filings for PANDA TRAVEL prior to Applicant’s established priority date. Opposer has
weakened and undermined any rights as aresult of itsinconsistent and confusing uses.

Opposer has not demonstrated continuous use of Opposer’s mark without abandonment
sinceitsfirst use of the PANDA TRAVEL mark. Opposer’s evidentiary record, to the extent it
is not stricken (see Motion to Strike), is spotty and inconsistent.

Opposer has failed to demonstrate any use of its marks outside the state of Hawaii before
1990, severa years after Applicant’s priority established by Applicant’s interstate commerce.

As aresult of thisinconsistent and local use of its marks, Opposer has failed to meet its
burden to demonstrate priority by a preponderance of the evidence earlier than Applicant’ s rights
in Applicant’s PANDA TRAVEL and PANDA TRAVEL & Design marks commencing in 1994.

B. Even if Opposer established priority, Opposer is not entitled to
judgment in an analysis of all the DuPont factors.

An analysis of the totality of the DuPont factors does not entitle Opposer to sustain its
Notice of Opposition based upon alikelihood of confusion. InreE.l. duPont de Nemours & Co.,
177 USPQ 563 (CCPA 1973). A mgjority of the DuPont factors weigh in favor of Applicant, as
does an equitable analysis of the facts.

Q) The similarity of dissimilarity of the marksin their entireties. Asdiscussed
above herein, the marks are not identical. Opposer’s marks PANDA GROUP, PANDA GROUP
HAWAII, and PANDA TRAVEL HAWAII have commercia impressions which are different
from that of Applicant’s marks, namely a presence on the islands of Hawaii. Furthermore,
Opposer has used avariety of marks for its services without any consistency. Opposer’s own

evidence shows that at times Opposer has used PANDA TRAVEL HAWAII, PANDA TRAVEL
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INC., PANDA GROUP, PANDA GROUP HAWAII, and PAN TOURS HAWAII, which may
have confused the public and or diminished any rights associated with any of the marks.
Opposer has not explained any basis or justified this use of multiple names without any
consistency. Asaresult of itsinconsistent and confusing use of marks, Opposer has not
established a strong distinctiveness in any of the marks.

2 The similarity or dissimilarity and nature of thegoods or services. Applicant
does not dispute that the services of both parties are in the travel industry.

(©)) Thesimilarity or dissimilarity of established, likely-to-continue trade
channels. Opposer, by nature of its apparently limited use of its mark in Hawaii, at least in the
dates preceding Applicant’s priority date, has not demonstrated that the trade channels are
identical or overlapping. Opposer’s trade channel is apparently limited to persons in Hawaii in
need of travel agency services. Moreover, Opposer does not use PANDA TRAVEL online at al.
Tsui Depo. at 76. Thisfactor weighsin favor of Applicant.

4) The conditionsunder which and buyersto whom salesare made. Purchasers
of travel services, including airplane reservations, cruise reservations, and other expensive travel
and vacation reservation services, are likely to be sophisticated in that the services purchased
from Opposer and Applicant are (a) expensive, costing at least several hundred dollars, and (b)
relate to trips and travel which are generally well planned and researched by consumers. See
advertisements submitted by both parties, such as APPLICANT 40, 69, 92, 379-381. Thisfactor
weighsin favor of Applicant.

5) Thefame of the prior mark. Opposer has not pleaded or demonstrated any
fame or notoriety of Opposer’s marks. Opposer has used a variety of marks which servesto

diminish the distinctiveness of any of the marks. Thisfactor weighsin favor of Applicant.
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(6) The number and nature of ssimilar marksin use on similar goods/ser vices.

@) The nature and extent of any actual confusion. Opposer has not demonstrated
with specificity any actual confusion between consumers. The parties have co-existed for more
than twenty years.  “[T]he absence of any reported instances of actual confusion would be
meaningful only if the record indicated appreciable and continuous use by applicant of its mark
for asignificant period of time in the same markets as those served by opposer under its marks.”
Gillette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774 (TTAB 1992). A period of more
than twenty years of coexistence in the same was sufficient opportunity for confusion to have
occurred, yet Opposer has produced no evidence of actual confusion.

In one instance, Opposer claims knowledge of Applicant only since 2006. Opposer’s
Response to Applicant’s First Interrogatories to Opposer at Interrogatory No. 16. In another,
Opposer’ s principle acknowledged knowing of Applicant for ten years. Tsui Depo. at 86-87
(“Over ten years ago probably.”). Applicant had a clear internet presence since 1995 at
pandatravel.com. Torgerson Depo. at 25-26. Opposer registered domain names, including
pandaonline.com, in 1998, and has provided awebsite at pandaonline.com since the early
2000’'s. Tsui Depo. at 92.

Regardless of the specific date when Opposer first became aware of Applicant viathe
internet or via customer confusion, Opposer has very likely been aware of Applicant for a period
of ten years or more. Thetwo parties have coexisted for more than twenty years. Opposer’s lack
of knowledge of Applicant for a period of many years, and lack of evidence of any confusion,
tend to show that Opposer’s business was local and limited to the islands of Hawaii. This factor
weighs strongly in favor of Applicant.

8 Thelength of time during and the conditions under which there has been
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concurrent use without evidence of actual confusion. Opposer has not demonstrated any
actual confusion between consumers. The parties have co-existed for more than twenty years.
This factor weighs strongly in favor of Applicant.

9 Thevariety of goods on which amark isor isnot used. Applicant has not
aleged any use of a “family” mark. In fact, Opposer’s scattered use of related marks diminishes
the distinctiveness in each of them. This factor weighsin favor of Applicant.

(10) The market interface between applicant and the owner of aprior mark.
Even accepting as true each of Opposer’ s allegations, it is undisputed that Opposer has allowed
Applicant to use PANDA TRAVEL for more than twenty years since 1984 without any
complaint or communication from Opposer until just prior to the commencement of this
proceeding. Applicant has used PANDA TRAVEL online, including at pandatravel.com and
pandatravel .net, where it is easily accessible to anyone, since 1995. Opposer has had lengthy
actual or constructive knowledge of Applicant’s marks and has never attempted to enforce any
alleged trademark rights until 2006. As aresult, the equitable doctrines of acquiescence and
estoppel weigh heavily against allowing Opposer to now, after more than twenty years, to
attempt to enforce any rights.  This factor weighs strongly in favor of Applicant.

(11) Theextent towhich applicant hasa right to exclude othersfrom use of its
mark on itsgoods. Opposer, because it has not challenged Applicant’s marks for more than
twenty years, has adiminished right to exclude others. In addition, because much or al of the
evidence of Opposer’s use of Opposer’s mark prior to Applicant’sfirst use islimited to the
islands of Hawaii, Opposer has minimal or no rights to exclude others in the continental United
States. This factor weighs strongly in favor of Applicant.

(12) Theextent of potential confusion. The parties have co-existed for more than

Opposition Nos. 91174767 & 91174768: APPLICANT'S BRIEF ON THE MERITS 14



twenty years with little or no evidence of actual confusion. Opposer uses and has used avariety
of marks containing the PANDA name and has branded itself online as PANDA ONLINE
without any use of PANDA TRAVEL on itswebsite. Tsui Depo. at 76. Asaresult, the
possibility for potential confusion is minimal. Thisfactor weighs strongly in favor of Applicant.
(13) Any other established fact probative of the effect of use. Evidence of
Opposer’ s use of its mark in the time prior to Applicant first useislimited to afew local
advertisements, the extent and distribution of which is not a part of the record. See Motion to
Strike. Thereis no evidence of Opposer’ s use of its marks outside of Hawaii during the key
period of time prior to Applicant’sfirst usein interstate commerce. Opposer has at times used a
variety of names, interchanging among them without apparent rhyme or reason. Opposer clams
actual confusion, yet also claimsit had no knowledge of Applicant prior to 2006. It is clear that
the parties have co-existed more than 22 years. Applicant will be damaged and prejudiced if
Opposer, despite 22 years of coexistence and no effort prior to 2006 to federally register its
marks, is permitted to prevent Applicant from registering its marks.
Section 2(d) of the Lanham Act, 15 U.S.C. Sec. 1052 (1988), provides, in pertinent part,
that:
No trademark by which the goods of the applicant may be distinguished from the goods
of othe_rs shall be refused registration on the principal register on account of its nature
e Izd.). Consists of or comprises amark which so resembles ... amark or trade name
previously used in the United States by another and not abandoned, asto be
likely, when used on or in connection with the goods of the applicant, to cause
confusion, or to cause mistake, or to deceive... (emphasis added)
Here, the marks of Opposer and Applicant, given the totality of the DuPont factors discussed

herein, are not likely to cause confusion. In fact, for more than twenty years they have co-

existed with little or no evidence of confusion.
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While use in intrastate commerce is sufficient to oppose registration of atrademark, First
Niagara Ins. Brokers, Inc. v. First Niagara Financial Group, 476 F.3d 867, 81 USPQ2d 1375
(Fed. Cir. 2007), Opposer’s priority of use, even in only Hawaii, has not been established based
on the lack of admissible evidence and Opposer’ s inconsistent use of avariety of trademarks
containing PANDA.

Most of the DuPont factors weigh in favor of Applicant. While Opposer may at times
use amark that is similar, the use isinconsistent, is generally limited to Hawaii, and during more

than twenty years of co-existence, thereis no real evidence of actual confusion.

C. Even if a likelihood of confusion exists, Opposer’s claims barred by
equitable principles.

Pursuant to 15 U.S.C. § 1069, “In al inter partes proceedings equitable principles of
laches, estoppel, and acquiescence, where applicable may be considered and applied.” In
particular, equitable estoppel is applicable here where Opposer and A pplicant have coexisted for
more than two decades and where Opposer testified that it has known of Applicant for at least
ten years, if not more considering Applicant has been using PANDA TRAVEL and its PANDA
TRAVEL & Design marks at www.pandatravel.com since 1995.

“The elements required to establish the defense of equitable estoppel are (1) misleading
conduct (including not only statements and action, but aso silence and inaction) which leads
another to reasonably infer that rights will not be asserted against it, (2) reliance upon this
conduct, and (3) due to this reliance, material prejudice if the delayed assertion of such rightsis
permitted.” Master Builders, Inc. v. Polymerica, Inc., Cancellations Nos. 92030319 et al.
(February 24, 2004) [not precedential]; See also Lincoln Logs Ltd. v. Lincoln Pre-Cut Log
Homes Inc., 971 F.2d 732, 23 USPQ2d 1701 (Fed. Cir. 1992).

For more than two decades prior to 2006, Opposer was silent and took no action to
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complain to Applicant or raise any trademark issues. Over more than twenty years, Opposer has
used avariety of trademarks and trade names without any consistency. Applicant has been
prejudiced by its reliance on Opposer’ s failure to act and its justifiable assumption that
Opposer’ s business was limited to Hawaii or was transitioning to use of PANDA ONLINE,
PANDA HAWAII, or one of Opposer’s other marks.

As aresult, Opposer’s claims are barred by the principal of equitable estoppel.
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VI. CONCLUSION

Opposer has failed to meet its burden to demonstrate that judgment should be entered in
its favor denying registration of Applicant’s marks. Opposer has not sufficiently demonstrated
priority. Even if Opposer has demonstrated priority, the inconsistent use by Opposer of avariety
of marks, Opposer’s lack of any advertising or presence outside of Hawaii prior to Applicant’s
priority date, and the parties co-existence for more than twenty (20) years, preclude judgment in
Opposer’sfavor.

WHEREFORE Applicant requests the Board enter judgment in its favor and allow

registration of the mark in application Serial Nos. 78639462 and 78640690.

Dated this 7th day of May, 2009.

Erik M. Pelton

ERIK M. PELTON & ASSOCIATES, PLLC
PO Box 100637

Arlington, Virginia 22210

TEL: (703) 525-8009

FAX: (703) 525-8089

Attorney for Applicant
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CERTIFICATE OF SERVICE

| hereby certify that atrue and accurate copy of APPLICANT'S BRIEF ON THE
MERITS has been served on the following by delivering said copy on May 7, 2009, via First
Class Mail, postage prepaid, to counsel for Opposer at the following address:

Martin E. Hsa 32,471

Cades Schutte LLP

1000 Bishop Street, Suite 1200
Honolulu, HI 96813

Erik M. Pelton, Esq.
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