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OPPOSER’S TRIAL BRIEF

Opposer PANDA TRAVEL, INC., a Hawaii corporation (“Opposer”), by and
through its undersigned counsel, submits the following for its trial brief and in support of its
oppositions against Application Serial Nos. 78/639,462 (the ‘462 Application™) and
78/640,690 (the “ ‘690 Application™) filed by Applicant RESORT OPTION ENTERPRISES,
INC., an Arizona corporation (“Applicant” or “Resort Option”), for registration of the marks
“PANDA TRAVEL” and “PANDA TRAVEL” with a panda design.

I. STATEMENT OF THE ISSUES.

Pursuant to the ‘462 Application, Applicant Resort Option seeks to register the
mark “PANDA TRAVEL” in standard character format with “TRAVEL” disclaimed, for “Travel
agency services, namely making reservations and bookings for transportation” in International
Class 39. Applicant filed the ‘462 Application on May 27, 2005, asserting February 29, 1984, as
its date of first use and date of first use of the mark in commerce.

Pursuant to the ‘690 Application, Applicant seeks to register the mark “PANDA

TRAVEL” with a panda design (as shown below) with “TRAVEL” disclaimed:

PANDA TRAVEL

for “Travel agency services, namely making reservations and bookings for transportation” in
International Class 39. Applicant filed the ‘690 Application on May 31, 2005, and again asserted

February 29, 1984, as its date of first use and date of first use of the mark in commerce.



On December 15, 2006, Opposer filed Notices of Opposition to the ‘462
Application and the ‘690 Application, opposing registration on the basis of Section 2(d) of the
Lanham Act, 15 U.S.C. § 1052(d), as Opposer has common law priority of use of its mark
“PANDA TRAVEL” for travel agency services and Applicant’s marks are likely to be confused
with Opposer’s mark. On January 30, 2007, Applicant filed Answers to the Notices of
Opposition, asserting affirmative defenses of abandonment, laches, estoppel, acquiescence and

unclean hands.

The two opposition proceedings were consolidated pursuant to the order dated
May 17, 2007, with Opposition No. 91174767 designated as the parent proceeding.
Accordingly, the issues presented here are as follows:

(1) whether the oppositions should be sustained and the requested
registrations refused under Section 2(d) of the Lanham Act,
because there is a likelihood of confusion between Opposer’s
previously used “PANDA TRAVEL” mark for travel agency
services, and Applicant’s “PANDA TRAVEL” marks for “Travel
agency services, namely making reservations and bookings for
transportation”; and

2) whether Applicant has shown that Opposer’s likelihood of
confusion claims in this inter partes proceeding are barred under
the affirmative defenses of abandonment, laches, estoppel,
acquiescence, and unclean hands, where Opposer timely filed its
Notices of Opposition in response to the publication of Applicant
Resort Option’s applications for opposition.

IL. DESCRIPTION OF THE RECORD.

Opposer’s evidence of record consists of the testimony deposition of Lydia Tsui,
taken on October 17, 2008 (the “Tsui Depo.”), and the exhibits attached thereto and submitted

during Opposer’s testimony and rebuttal testimony periods pursuant to its Notice of Reliance and



Supplemental Notice of Reliance'. Ms. Tsui is the president and sole stockholder of Opposer.
Tsui Depo. at 23. More specifically, Opposer’s evidence of record consists of: the Tsui Depo.,
Opposer’s newspaper advertisements, copies of the State of Hawaii Data Book showing the paid
circulation of the newspaper, Opposer’s Supplemental Response to Interrogatory No. 3 (included
within Applicant’s Notice of Reliance, Exhibit 1), Opposer’s advertising invoices, Opposer’s
Articles of Incorporation, copy of an Arizona Trade Name Certification for Applicant’s “Panda
Travel”, Applicant’s trademark applications and responses to Office Actions in its application
files, Applicant’s answers to the Notices of Opposition, and Applicant’s responses to Opposer’s
second set of interrogatories.

In addition, pursuant to the stipulation of the parties through their counsel of
record, Opposer’s evidence includes the Declaration of Valarie Yanagihara filed on February 8,
2009 (the “Yanagihara Dec.”). It is anticipated that Applicant will object to Opposer’s evidence
on various grounds, and Opposer therefore reserves the right to respond to any such objections
pursuant to Opposer’s reply brief.

Applicant relies on the testimony deposition of its president, Joel Torgerson,
taken on December 22, 2008 (the “Torgerson Depo.”), as purportedly revised pursuant to an
“Errata Sheet” dated January 12, 2009 (and thus submitted after the close of Applicant’s
testimony period), the exhibits attached thereto and submitted during Applicant’s testimony
period, and documents submitted under its Notice of Reliance, including Opposer’s interrogatory
responses. Opposer objects to Applicant’s anticipated proposed evidence to the extent and on

the grounds stated in Appendix I attached hereto and incorporated herein by reference.

' The exhibit citations herein refer to the numbering of either the exhibits to the notices of reliance or to
the Tsui Deposition exhibits, as the same numbering was used for both purposes except to the extent
exhibits were not used in the deposition.



IHI. STATEMENT OF FACTS.

As evidenced by the Articles of Incorporation of Panda Travel, Inc., dated
May 26, 1981, Opposer was incorporated as "PANDA TRAVEL, INC." in the State of Hawaii
on June 9, 1981, “[t]o engage in and carry on the business of a tour and travel agency”. See
Opposer’s Exh. 114 and Tsui Depo. at 22-23.

Since the date of its incorporation in 1981, Opposer has continuously advertised
and provided travel agency services under the mark, “PANDA TRAVEL”, as shown in its
advertisements in the travel section of the Sunday newspaper. Tsui Depo. at 23-25, 32-34. See
also Opposer’s Exhs. 1-103, 116-120, and Yanagihara Dec. For example, attached hereto as
Exhibit “A” is a copy of Opposer’s advertisement in the February 20, 1983, issue of The Sunday
Star-Bulletin & Advertiser® offering Opposer’s tour packages, airline tickets, and other travel
agency services under Opposer’s “PANDA TRAVEL” mark. Tsui Depo. at 32-34. See also
Opposer’s Exhibit 116, at bates-stamped page PO00585. Opposer has used and continues to use
the mark “PANDA TRAVEL” in connection with travel agency related services, including the
making of reservations and bookings for transportation, since 1981 to the present. See Opposer’s
Supplemental Response to Interrogatory No. 3, included within Applicant’s Notice of Reliance,
Exhibit 1. Opposer continues to advertise its travel agency services under the “PANDA
TRAVEL” mark, as shown in the excerpt from the January 20, 2008, issue of the Sunday edition
of The Honolulu Advertiser, a copy of which is attached hereto as Exhibit “B”. Tsui Depo. at
32-34. See also Opposer’s Exh. 102 at bates-stamped page P00594. Once every week, from at

least February 1983 through 2008, Opposer has placed such advertisements in the travel section

? The Honolulu Advertiser newspaper, including its predecessor, The Star-Bulletin & Advertiser, was
and is a newspaper of general circulation in the State of Hawaii. Yanagihara Dec. at {4 3-4. Average
paid circulation for the Sunday edition of The Honolulu Advertiser was 165,481 (2003-04), 162,388

(2004-05), 158,304 (2005-06), and 156,033 (2006-04). Opposer’s Exh. 112, at bates-stamped page
P01149.



of the Sunday edition of the newspaper, because readers rely on that section for comparing prices
of competing travel agencies. Tsui Depo. at 29, 33-34.

For example, and as confirmed by the newspaper’s representative, Opposer placed
advertisements advertising its travel agency services under its “PANDA TRAVEL” mark on

multiple occasions every year, from at least as early as February 1983 through April 2008:

February 20,1983  EXHIBIT 116  P00584-P00585 Supp NOR
February 27,1983  EXHIBIT 1 PO1150-P01152 NOR
April 3, 1983 EXHIBIT 2 P00586-P00SSS NOR
July 17, 1983 EXHIBIT 3 P00589 NOR
October 9, 1983 EXHIBIT 4 P00590 NOR
December 4, 1983 EXHIBIT 5 PO1153 NOR
January 15, 1984 EXHIBIT 6 PO00058-P00059 NOR
April 29, 1984 EXHIBIT 7 PO1154-P01155 NOR
August 5, 1984 EXHIBIT 8 P01156-P01157 NOR
November 4, 1984  EXHIBIT 9 P00861 NOR
January 20, 1985 EXHIBIT 117 P00060-P00061 Supp NOR
January 27, 1985 EXHIBIT 10 PO1159-P01161 NOR
April 21, 1985 EXHIBIT 11 P00863 NOR
August 18, 1985 EXHIBIT 12 P00865-PO0S66 NOR
November 3, 1985  EXHIBIT 13 PO0S68 NOR
January 19, 1986 EXHIBIT 14  P00063-P00064 NOR
April 6, 1986 EXHIBIT 15 P00S70-P00S71 NOR
August 24, 1986 EXHIBIT 16  P00873-P00874 NOR
November 2,1986  EXHIBIT 17 P00876-P00879 NOR
January 18, 1987 EXHIBIT 18 P00066-P00067 NOR
April 19, 1987 EXHIBIT 19 P00881-PO0SS2 NOR
August 16, 1987 EXHIBIT 20 P00884-PO0SSS NOR
November 1, 1987  EXHIBIT 21 P00887-PO0SSS NOR
January 17, 1988 EXHIBIT 118 P00068-P00070 Supp NOR
January 17, 1988 EXHIBIT 22 P01162-P01164 NOR
April 17, 1988 EXHIBIT 23 P00890-PO0SI1 NOR
August 21, 1988 EXHIBIT 24 P00893-P00894 NOR
November 6, 1988 EXHIBIT 25 PO0896 NOR




Date of “PANDA
TRAVEL”
Advertisement

Opposer’s
Exhibit No.

Opposer’s

Bates-Stamp No.

Opposer’s
Notice of
Reliance

“NOR” or

“Supp NOR”

January 22, 1989
January 22, 1989
April 16, 1989
August 20, 1989
November 5, 1989

EXHIBIT 119
EXHIBIT 26
EXHIBIT 27
EXHIBIT 28
EXHIBIT 29

P00071-P00073
P01165-P01168
P00898-P00900
P01169-P01172
P00905-P00S07

Supp NOR
NOR
NOR
NOR
NOR

January 21, 1990
April 22, 1990
August 5, 1990
November 4, 1990

EXHIBIT 30
EXHIBIT 31
EXHIBIT 32
EXHIBIT 33

P00075-P00076
P00909-P00911
P00913-P00914
P00916-P00917

NOR
NOR
NOR
NOR

January 20, 1991
April 7, 1991
August 4, 1991
November 17, 1991

EXHIBIT 34
EXHIBIT 35
EXHIBIT 36
EXHIBIT 37

P00078

P00919-P00920
P00922-P00924
P00926-P00927

NOR
NOR
NOR
NOR

January 19, 1992
April 5, 1992
August 2, 1992
November 1, 1992

EXHIBIT 38
EXHIBIT 39
EXHIBIT 40
EXHIBIT 41

P00080-P0O0081
P00929-P00931
P00933-P00935
P00937-P00938

NOR
NOR
NOR
NOR

January 17, 1993
April 4, 1993
August 22, 1993
November 7, 1993

EXHIBIT 42
EXHIBIT 43
EXHIBIT 44
EXHIBIT 45

P00083-P00084
P00940-P00942
P00944-P00946
P00948-P00950

NOR
NOR
NOR
NOR

January 16, 1994
April 3, 1994
August 7, 1994
November 20, 1994

EXHIBIT 46
EXHIBIT 47
EXHIBIT 48
EXHIBIT 49

P00086-P0O0087
P00952-P00953
P00955-P009S7
P00959-P00960

NOR
NOR
NOR
NOR

January 8, 1995
April 2, 1995
August 20, 1995
November 5, 1995

EXHIBIT 50
EXHIBIT 51
EXHIBIT 52
EXHIBIT 53

P00089-P0O0O090
P00962-P00964
P00966-P00968
P00970-P00972

NOR
NOR

NOR
NOR




Opposer’s

Notice of
Date of “PANDA Reliance
TRAVEL” Opposer’s Oppeser’s “NOR?” or
Advertisement Exhibit No. Bates-Stamp No. “Supp NOR”
January 21, 1996 EXHIBIT 120 P00091-P00092 Supp NOR
January 28, 1996 EXHIBIT 54 PO1173-P01176 NOR
April 7, 1996 EXHIBIT 55 P00974-P00976 NOR
August 4, 1996 EXHIBIT 56 P00978-P009S0 NOR
November 17,1996 EXHIBIT 57 P00982-P00984 NOR
February 2, 1997 EXHIBIT 58 P00094 NOR
May 4, 1997 EXHIBIT 59 P00986-PO09SS NOR
August 3, 1997 EXHIBIT 60 P00990-P00992 NOR
November 2, 1997  EXHIBIT 61 P00994-P00996 NOR
January 18, 1998 EXHIBIT 62 P00096 NOR
April 5, 1998 EXHIBIT 63 P00998-P01000 NOR
August 16, 1998 EXHIBIT 64 P01002-P01004 NOR
November 1, 1998  EXHIBIT 65 P01006-P01008 NOR
January 17, 1999 EXHIBIT 66 P0009S NOR
April 4, 1999 EXHIBIT 67 P01010-P01012 NOR
August 1, 1999 EXHIBIT 68 P01014-P01016 NOR
November 7, 1999 EXHIBIT 69 P01018-P01020 NOR
January 16, 2000 EXHIBIT 70 P00100 NOR
April 16, 2000 EXHIBIT 71 P01022-P01024 NOR
August 20, 2000 EXHIBIT 72 P01026-P01028 NOR
November 5,2000  EXHIBIT 73 P01030-P01032 NOR
January 21, 2001 EXHIBIT 74 P00102 NOR
April 22, 2001 EXHIBIT 75 P01034-P01036 NOR
August 19, 2001 EXHIBIT 76  P01038-P01040 NOR
November 4,2001  EXHIBIT 77 P01042-P01044 NOR
January 20, 2002 EXHIBIT 78 P00104 NOR
April 7, 2002 EXHIBIT 79 P01046-P01048 NOR
August 18, 2002 EXHIBIT 80 P01050-P01052 NOR
November 3,2002  EXHIBIT 81 P01054-P01056 NOR
January 19, 2003 EXHIBIT 82 P00106 NOR
April 20, 2003 EXHIBIT 83 P01058-P01060 NOR
August 3, 2003 EXHIBIT 84 P01062-P01064 NOR
November 2,2003  EXHIBIT 85 P01066-P01068 NOR




Opposer’s

Notice of
Date of “PANDA Reliance
TRAVEL” Opposer’s Opposer’s “NOR?” or
Advertisement Exhibit No. Bates-Stamp No. “Supp NOR”
January 18, 2004 EXHIBIT 86  P00108 NOR
April 18, 2004 EXHIBIT 87 P01070-P01072 NOR
August 1, 2004 EXHIBIT 88 P01074-P01076 NOR
November 7,2004  EXHIBIT 89 P01078-P01080 NOR
January 16, 2005 EXHIBIT 90 P00110 NOR
April 17, 2005 EXHIBIT 91 P01082-P01084 NOR
August 7, 2005 EXHIBIT 92 P01086-P01088 NOR
November 6,2005  EXHIBIT 93 P01090-P01092 NOR
January 22, 2006 EXHIBIT 94 P00112 NOR
April 16, 2006 EXHIBIT 95 P01094-P01096 NOR
August 20, 2006 EXHIBIT 96 P01098-P01100 NOR
November 5,2006  EXHIBIT 97 P01102-P01104 NOR
January 7, 2007 EXHIBIT 98 P00591-P00592 NOR
April 1, 2007 EXHIBIT 99 P01106-P01108 NOR
August 5, 2007 EXHIBIT 100 P01110-P01112 NOR
November 4,2007  EXHIBIT 101 P01114-P01116 NOR
January 20, 2008 EXHIBIT 102 P00593-P00594 NOR
April 20, 2008 EXHIBIT 103 P01118-P01120 NOR

See Yanagihara Dec. at 9 4-5.

At the inception of its business in 1981, Opposer’s market consisted mainly of the
general public, with the majority of the travel services oriented towards travel to Asia. Tsui
Depo. at 65, 67. See e.g. Opposer’s Exh. 116 (copy attached hereto as Exhibit “A”, advertising
“1983 Panda China Tour”, but also “Special Las Vegas Gold Package” and airfares to “Los
Angeles/San Francisco” and other destinations). Opposer’s business expanded to include travel
services oriented towards other destinations. See Exhs. 1-113. By 1993, Opposer had expanded
its market to include travel programs related to travel sponsored by the state government —
primarily travel packages for fans of the University of Hawaii football, baseball, and other teams

for sporting events scheduled in other cities on the continental U.S. Tsui Depo. at 65-66.



Over the past 28 years since it began its business, Opposer has invested a
substantial amount in the promotion of its “PANDA TRAVEL” mark in connection with its
travel agency services. Tsui Depo. at 110. For instance, Opposer advertised its travel agency
services under the “PANDA TRAVEL” mark, not only in the Sunday newspaper but also in
radio advertisements, TV ads, brochures, and fliers, at a cost of at least $10,000 per month. Tsui
Depo. at 35-38. See also Opposer’s Exh. 113 (consisting of invoices from The Honolulu
Aduvertiser to Opposer for PANDA TRAVEL advertising in the Sunday edition for 2003-2008,
per Tsui Depo. at 35). Opposer also advertised its travel agency services under the “PANDA
TRAVEL” mark in California newspapers and other newspapers located in the continental U.S.
Tsui Depo. at 38.

Applicant Resort Option is an Arizona corporation which was incorporated by
Joel Torgerson on February 29, 1984. Torgerson Depo. at 86. Prior to the formation of
Applicant, Mr. Torgerson lived in Minnesota, where he worked in the newspaper business and
owned three newspapers. Torgerson Depo. at 57. While he worked in Minnesota and prior to
1984, he was not engaged in any travel agency services. Id.

Q. [By Opposer’s Counsel] And immediately before 1984, you

were working for a newspaper, or newspapers, that you were the
owner of?

A. [By Mr. Torgerson] Yes. I owned three newspapers, actually.

And is my understanding correct that prior to 1984, you were not
engaged in travel agency services?

A. That’s correct.
Torgerson Depo. at 57 (lines 11-16).
In the spring of 1983, Mr. Torgerson moved from Minnesota to Arizona, but was

not immediately engaged in any business. Torgerson Depo. at 57-58. Applicant was not



incorporated until February 29, 1984, and was not certified by the International Air Transport
Association (“IATA”) to sell airline tickets as a full service agency until October 1, 1984, at
which time Applicant was allowed to collect commissions on ticket sales retroactive to June 5,
1984. Torgerson Depo. at 22, Torgerson Depo. Exh. 7.

Applicant filed the ‘462 Application for “PANDA TRAVEL” on May 27, 2005,
and the ‘690 Application for “PANDA TRAVEL” with a panda design on May 31, 2005, both
for “travel agency services, namely making reservations and bookings for transportation and
temporary lodgings” in International Class 39. Neither the ‘462 nor the ‘690 Application
contains any restrictions as to channels of trade or purchasers.

In both the ‘462 and ‘690 Applications, Applicant swore that its date of first use
and date of first use in commerce was: “At least as early as 02/29/84” — the date of Applicant’s
incorporation. See Opposer’s Exhs. 123 and 124.

On June 16, 2006, Mr. Torgerson, as President of Applicant, signed declarations
in the ‘462 and ‘690 Applications, amending the description of services and swearing again that
“The mark was first used at least as early as 02/29/1984 and first used in commerce at least as
early as 02/29/1984, and is now in use in such commerce”, and submitted the declarations in
Applicant’s Responses to the Office Action in each application. See Opposer’s Exhs. 125 and
126.

Moreover, Paragraphs 15 and 16 of both of Opposer’s Notices of Opposition filed
on or about December 13, 2000, alleged as follows:

15. Applicant swore in the Application that Applicant first used, and

first used in commerce, the mark “PANDA TRAVEL” in connection

with “Travel agency services, namely, making reservations and bookings
for transportation” on February 29, 1984.

10



16. Applicant first used “PANDA TRAVEL” in connection with
“travel agency services, namely, making reservations and bookings for
transportation” on February 29, 1984.

Opposer’s Exh. 127 and Opposer’s Exh. 129 (emphasis added).

In its Answer to each of the Notices of Opposition, Applicant admitted the
allegations in Paragraphs 15 and 16 (Opposer’s Exhs. 128 and 130), stating as follows:

15. Admitted.

16.  Admitted.

Similarly, in Applicant’s Response To Opposer’s Second Set of Interrogatories to

Applicant, Applicant stated as follows:

INTERROGATORY NO. 1. For each of the states of geographic
regions listed below, identify the dates on which Applicant first provided
travel agency services to residents of that state or region under “PANDA
TRAVEL”, “PANDA” and/or other marks containing “PANDA”".

Arizona

California

Central California
Florida

Hawaii

Nevada

Northern California
Oregon

Southern California
Texas

Utah

Washington

CRETIT Q@RS Ao o

ANSWER:

In addition to the general objections above, Applicant objects to this
interrogatory as overly broad, irrelevant, unduly burdensome, and
containing multiple questions. Notwithstanding and without waiving
these objections, Applicant provides the following response:

Applicant does not keep or maintain computer records from prior to
2004 or client files from prior to approximately 2000 and is therefore not
readily able to obtain the requested dates. Applicant has served
customers from a variety of states and geographic regions since 1984, in

11



part due to the fact that many homes in Arizona are occupied for part of
the year by persons who are domiciled in other states and/or geographic
regions.

To the best knowledge of Applicant, 1984.

To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.
To the best knowledge of Applicant, prior to 1990.

mETIER e A0 O

Opposer’s Exh. 131 (emphasis added).

There is no genuine issue as to priority of use. Applicant filed the ‘462 and ‘690
Applications swearing to dates of first use and first use in commerce at least as early as
February 29, 1984, and swore to the same dates of first use in its responses to the Office Action
issued in the applications. Applicant also admitted that it first used “PANDA TRAVEL” and
“PANDA TRAVEL” with a panda design “on February 29, 1984”, in its Answers to the Notices
of Opposition. In its discovery responses, Applicant stated that, “since 1984”, it provided travel
agency services in Arizona under the “PANDA TRAVEL” mark and any other marks containing
“PANDA”. Opposer, on the other hand, has actively and continuously used Opposer’s “PANDA
TRAVEL” mark since 1981, with Opposer’s newspaper advertisements documenting Opposer’s
use from at least as early as February 20, 1983.

As demonstrated more fully below, this opposition must be sustained and
Applicant’s ‘462 and ‘690 Applications must be refused, because (i) Opposer has clear priority
of use and (ii) a likelihood of confusion exists under Section 2(d) of the Lanham Act, 15 U.S.C.

§ 1052(d), between Opposer’s “PANDA TRAVEL” mark (“Opposer’s Mark™) and Applicant’s
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marks “PANDA TRAVEL” and "PANDA TRAVEL" with a panda design as shown in the
applications (collectively, “Applicant’s Marks”).
IV. ARGUMENT.

A. The Opposition Must Be Sustained Because Applicant Seeks
Registration of Marks That Are Likely To Cause Confusion.

1. A Likelihood of Confusion Is Apparent From the
Similarity of the Marks.

The opposition must be sustained under Section 2(d) of the Lanham Act because
Applicant Resort Option seeks registration of marks that so resemble Opposer’s “PANDA
TRAVEL” mark that they are likely to cause confusion when applied to Applicant’s travel

agency services. See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186

USPQ 476, 480 (C.C.P.A. 1975). The factors to consider in determining whether there is a

likelihood of confusion, as enunciated in In Re E.I. DuPont de Nemours & Co., 476 F.2d 1357,

177 USPQ 563 (CCPA 1973) (“Du Pont”), include the following:

In testing for likelihood of confusion under Sec. 2(d), therefore, the
following, when of record, must be considered:

(D The similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression.

(2) The similarity or dissimilarity and nature of the goods or services
as described in an application or registration or in connection with
which a prior mark is in use.

3) The similarity or dissimilarity of established, likely-to-continue
trade channels.

4 The conditions under which and buyers to whom sales are made,
1. e. “impulse” vs. careful, sophisticated purchasing.

(5) The fame of the prior mark (sales, advertising, length of use).

(6) The number and nature of similar marks in use on similar goods.

(7 The nature and extent of any actual confusion.

(8) The length of time during and conditions under which there has
been concurrent use without evidence of actual confusion.

9 The variety of goods on which a mark is or is not used (house
mark, “family” mark, product mark).

(10)  The market interface between applicant and the owner of a prior
mark:
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(a) a mere “consent” to register or use.

(b) agreement provisions designed to preclude confusion, i. e.
limitations on continued use of the marks by each party.

(c) assignment of mark, application, registration and good will of
the related business.

(d) laches and estoppel attributable to owner of prior mark and
indicative of lack of confusion.

(11)  The extent to which applicant has a right to exclude others from
use of its mark on its goods.

(12)  The extent of potential confusion, i. e., whether de minimis or
substantial.

(13)  Any other established fact probative of the effect of use. Where
the Patent Office follows such process, it is not abandoning its duty
under Sec. 2(d) or allowing individuals to take the law into their
own hands. Consideration of evidence emanating from the only
place where confusion can occur, 1. e. the marketplace, is not
related to who decides but to the process of deciding.

See Du Pont, 476 F.2d at 1361. An analysis of the relevant Du Pont factors and the evidence

presented by Opposer weighs heavily in favor of finding a likelihood of confusion.

With regard to the first Du Pont factor — the similarity of the marks — the marks

are to be compared for similarities in sound, appearance, meaning or connotation. Du Pont supra
at 476 F.2d at 1361, 177 USPQ at 567. Similarity in any one of these elements may be sufficient

to find a likelihood of confusion. In Re White Swan Ltd., 8 USPQ 2d 1534, 1536 (TTAB 1988);

In Re Lamson Oil Co, 6 USPQ2d 1041, 1043 (TTAB 1987).

Opposer’s Mark consists of “PANDA TRAVEL” while Applicant’s Marks are
“PANDA TRAVEL” and “PANDA TRAVEL” with a panda design. However, when assessing
the likelihood of confusion relating to a compound mark, such as Applicant’s Marks, it must be
determined whether there is a portion that is dominant in terms of creating a commercial

impression. See Mattel, Inc. v. Funline Merchandise Co., Inc., 81 USPQ2d 1372, 1374 (TTAB

2006) (“Mattel”) (“Although the marks must be considered in their entireties, it is well-settled
that one feature of a mark may be more significant than another, and it is not improper to give

more weight to this dominant feature in determining the commercial impression created by the
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mark.”). See also TMEP § 1207.01(b)(viii) (5" Ed., Sept. 2007). If the dominant portion of both
marks is the same, then confusion may be likely, notwithstanding peripheral differences. See
TMEP § 1207.01(b)(iii) (5™ Ed., Sept. 2007).

Here, the dominant portion of Opposer’s Mark is “PANDA” because “PANDA”
is the initial term and because the term, “TRAVEL”, is merely descriptive of Opposer’s services,

namely travel agency services. See In re National Data Corp., 753 F.2d 1056, 1058, 224 USPQ

749, 751 (Fed. Cir. 1985) (“that a particular [portion] is descriptive or generic with respect to the
involved goods or services is one commonly accepted rationale for giving less weight to a
portion of the mark.”). Such descriptive terms are merely peripheral or are entitled to less weight

than the dominant term when comparing the marks. See e.g. In Re Dixie Restaurants Inc., 105

F.3d 1405, 41 USPQ2d 1531, 1534 (Fed. Cir. 1997) (affirming examining attorney’s refusal to
register “THE DELTA CAFE” for restaurant services because the dominant portion of
applicant’s mark was deemed to be “DELTA” and it was therefore likely to cause confusion with
the registered mark “DELTA” for hotel, motel and restaurant services); Mattel, supra,

81 USPQ2d at 1375 (granting petition to cancel registration for “RAD RODS” [“RODS”
disclaimed] for “mechanical action toy vehicles”, due to similarity with petitioner’s registration
for “RAD RIGS” [“RIGS” disclaimed] for “toy vehicles and accessories therefor” where “RAD”
was deemed to be dominant portion of both marks as “RODS” and “RIGS” were descriptive

terms and therefore given less weight).

It is the general rule that likelihood of confusion is not avoided between
otherwise confusingly similar marks by adding or deleting a house mark
or matter that is descriptive or suggestive of the named goods or
services. Sometimes the rule is expressed in terms of the dominance of
the common term. Therefore, if the dominant portion of both marks is

the same, then confusion may be likely notwithstanding peripheral
differences.

See TMEP § 1207.01(b)(iii) (5™ Ed., Sept. 2007) (emphasis added).
15



Applicant’s “PANDA TRAVEL” mark in the ‘462 Application appears in
standard character form and is thus identical to Opposer’s “PANDA TRAVEL” mark. The term
“PANDA” is the dominant portion of Applicant’s “PANDA TRAVEL” mark because “PANDA”
is the initial and therefore preeminent term of the mark, and “TRAVEL” is descriptive and
disclaimed. Disclaimed terms are not usually considered to be the dominant part of the
applicant’s mark. See 4 McCarthy on Trademarks and Unfair Competition, § 23:45 at 23-192
(4™ ed. 2008) (“A disclaimed segment of a composite registration is not the ‘dominant’ part. It
follows logically that when the PTO requires a disclaimer of a descriptive segment of a
composite mark, the disclaimed segment is ‘not usually regarded as the dominant part of the

mark’.”); Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 1266, 62 USPQ2d 1001,

1004 (Fed. Cir. 2002) (“Hewlett-Packard”) (“Given the descriptive nature of the disclaimed word

‘Technologies’, the Board correctly found that the word ‘Packard’ is the dominant and
distinguishing element of ‘PACKARD TECHNOLOGIES’.”). Thus, “PANDA?”, as the initial
term in a compound word mark consisting of other terms that are descriptive and disclaimed, is
the dominant part of Applicant’s Mark as shown in the ‘462 Application.

Similarly, the dominant portion of Applicant’s Mark, as shown in the ‘690
Application, “PANDA TRAVEL” with a panda design, is “PANDA” because it is the initial term
and Applicant has disclaimed the descriptive term, “TRAVEL”.

In addition, the design portion of Applicant’s ‘690 Application does not constitute
the dominant portion of the mark, because the design is a depiction of a panda. The design
reinforces the connotation created by the words of the mark and thus does not convey any
distinct or separate impression apart from the word portion of the mark — “PANDA TRAVEL”.

In fact, the panda design serves to strengthen the impact of the word portion, and in particular,
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the “PANDA” portion of the words. See e.g. Herbko Intern. Inc. v. Kappa Books, Inc., 308 F.3d

1156, 1165, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002) (finding that the “words dominated the
design feature” where the design portion of applicant’s mark, consisting of a two-row grid of
boxes between two shorter black bands with the letters of the words, “CROSSWORD
COMPANION?”, displayed in each of the boxes, connoted a crossword puzzle and thus
reinforced the connotation of the words of the mark). Although there is no general rule as to
whether letters or designs dominate in composite marks, it is often the case that greater weight is
given to the word portion in analyzing the likelihood of confusion, because purchasers use words

to refer to the source of the services. See In Re Appetitio Provision Co., Inc., 3 USPQ2d 1553,

1554 (TTAB 1987).

Viewed in their entireties with the non-dominant features appropriately
discounted, Applicant’s Marks are identical to Opposer’s Mark in terms of appearance, sound,
connotation and commercial impression.

2. The Goods and Services of Opposer and
Applicant are Identical.

It is apparent that Opposer’s travel agency services are identical to Applicant’s
travel agency services. Opposer was incorporated as "PANDA TRAVEL, INC." in the State of
Hawaii on June 9, 1981, “to engage in and carry on the business of a tour and travel agency”.
See Opposer’s Exhibit 114. Since the date of its incorporation in 1981, Opposer has
continuously advertised and provided travel agency services under the mark, “PANDA
TRAVEL?”, as shown in its advertisements in the travel section of the Sunday newspaper. Tsui
Depo. at 23-25. For example, attached hereto as Exhibit “A” is a copy of Opposer’s
advertisement in the February 20, 1983, issue of The Sunday Star-Bulletin & Advertiser offering

Opposer’s tour packages, airline tickets, and other travel agency services under Opposer’s
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“PANDA TRAVEL” mark. See also Opposer’s Exhibit 116, at bates-stamped page PO00585.
Opposer continues to advertise its travel agency services under the “PANDA TRAVEL” mark,
as shown in the excerpt from the January 20, 2008, issue of The Honolulu Advertiser, a copy of
which is attached hereto as Exhibit “B”. See also Opposer’s Exh. 102 at bates-stamped page
P00594. As shown in Exhibit “B” attached hereto (Opposer’s Exhibit 102), Opposer advertises
under its “PANDA TRAVEL” mark in the travel section of the Sunday newspaper, listing
various “Airfare Specials”, cruise line packages, “Inter-island packages”, and both domestic and
international tour packages (e.g. to Disneyland, Las Vegas, and Japan).

Applicant’s trademark applications cover services that are identical to the services
provided by Opposer. Both the ‘462 and the ‘690 Application seek registration of “PANDA
TRAVEL” and “PANDA TRAVEL” with a panda design for “Travel agency services, namely
making reservations and bookings for transportation”. Therefore, Applicant’s and Opposer’s
services are identical and/or closely related.

3. The Channels of Trade are Identical.

Opposer’s services and Applicant’s services also share the same channels of trade.
Both the ‘462 Application and the ‘690 Application lack any restrictions as to channels of trade
or purchasers. Therefore, the trade channels must be deemed to be the normal and usual

channels of trade and methods of distribution for those services. See Kangol L.td., 974 F.2d at

164; In re Smith and Mehaffey, 31 USPQ2d 1531 (TTAB 1994). Thus, Applicant cannot prove
that the channels of trade for its travel agency services are different from the channels of trade
for Opposer’s travel agency services, because as shown above, Applicant’s service and
Opposer’s services are identical and are *“. . . so related that the circumstances surrounding their
marketing are such that they are likely to be encountered by the same persons under

circumstances that would give rise to the mistaken belief that they originate from the same
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source”. TMEP § 1207.01(a)(i) (5" Ed., Sept. 2007). Therefore, the goods and services of
Opposer and Applicant share the same channels of trade, further supporting a finding of
likelihood of confusion.

The identity of the dominant portions of the marks, the common channels of
trade, and the identity of the services, compel a finding under Section 2(d) of a likelihood of

confusion. In Inre J.M. Originals, Inc., 6 USPQ2d 1393 (TTAB 1987), the Trademark Trial and

Appeal Board held that “if two marks for related goods or services share the same dominant
feature and the marks, when viewed in their entireties, create a similar overall commercial
impression, then confusion is likely.” Therefore, and because Opposer has clear priority of use,

this opposition must be sustained.

4. The Evidence of Actual Confusion Confirms
the Likelihood of Confusion In This Case.

While proof of actual confusion is not necessary to show a likelihood of

confusion, evidence of actual confusion can constitute the best evidence of a likelihood of

confusion.

Convincing evidence of significant actual confusion occurring under
actual marketplace conditions is the best evidence of a likelihood of
confusion. Any evidence of actual confusion is strong proof of the fact of

a likelihood of confusion.

3 McCarthy on Trademarks and Unfair Competition, § 23:13 at 23-71 (4th Ed. 2005). See also In

Re Majestic Distilling Co., Inc., 315 F. 2d 1311, 1317, 65 USPQ2d 1201, 1205 (Fed. Cir. 2003)

(““A showing of actual confusion would of course be highly probative, if not conclusive, of a high

likelihood of confusion.”); Virgin Enterprises Ltd. v. Nawab, 335 F. 3d 141, 151, 67 USPQ2d

1420, 1428 (2d. Cir. 2003) (“It is self-evident that the existence of actual consumer confusion
indicates a likelihood of consumer confusion.”). A finding of likelihood of confusion is

appropriate even where there is evidence of actual confusion in just a few instances, so long as
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other DuPont factors also support the finding. See e.g. Varitronics v. Merlin Equipment, 682 F.

Supp. 1203, 1208-1209, 6 USPQ2d 1789, 1793 (S.D. Fla. 1988) (while there is only one incident
of actual confusion, “it is a very compelling incident” and it substantiates a finding of a
likelihood of confusion for purposes of summary judgment).

“Actual confusion by a few customers is the best evidence of likelihood of
confusion by many customers”. Here, although only one incident has
been proffered, it is a very compelling incident. Moreover, it has not been
controverted by MEIL Particularly in light of the Court’s analysis of the
previous factors, the Court finds that there is no material issue of fact as to
this issue: there is a strong likelihood of confusion that arises because of
the use by MEI of the word “Merlin” in its trade name. Accordingly,
unless Lopez and MET have demonstrated a genuine material issue of fact
as to the existence of a defense, summary judgment on the issue of
liability should be entered in favor of VSI.

Id. (emphasis added; quotations in original).

In this case, Ms. Tsui had both telephone conversations and at least one face-to-
face discussion with customers asking whether Opposer’s “PANDA TRAVEL” was the “Panda
Travel in Arizona”. Tsui Depo. at 111, 112. The telephone calls originated from both the
continental U.S. as well as Hawaii, with callers asking whether a travel package advertised on
Applicant’s website was being offered by Opposer. Tsui Depo. at 39-41. In fact, even an
acquaintance of Ms. Tsui living on the continental U.S. called her, asking whether Applicant’s
company is the same as Opposer’s company. Tsui Depo. at 41.

Mr. Torgerson similarly testified that people have on more than a single occasion
called Applicant asking for Opposer:

Q. (By Opposer’s Counsel) Have you ever — was there ever an

occasion when an individual dialed your travel agency asking for
Panda Travel in Hawaii:
A. (By Mr. Torgerson) We have had that occasionally; but when we

get any kind of a misdirect of any kind, we always refer them, if
we can, to the party which they are seeking.
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It’s a common courtesy among travel agencies which we know.
They’re looking for Panda Travel Hawaii, we refer them to Panda
Travel, Inc. That’s about the only thing we can do there.

Q. Do you have an idea of how often that happens?

A. Very rarely.

Q. Is it by telephone that these people contact you?

A. Yeah. They pull up Panda Travel; and, of course, we’re Panda
Travel. And then they use our 800 number to call us. And we
get a few; but we certainly tell them we’re Panda Travel, two
words, Panda Travel, and we’re located in Arizona.

Q. How do you know they’re looking for a company in Hawaii?

A. Well, they say that is this Panda Travel Hawaii; and we say no.

Torgerson Depo. at 85 (lines 1-22).
This evidence of actual confusion, combined with the above analysis of the other
Du Pont factors, compels a finding of a likelihood of confusion.

B. Opposer Has Clear Priority of Use.

Section 2(d) of the Lanham Act provides, in relevant part, as follows:

No trade-mark by which the goods of the applicant may be distinguished
from the goods of others shall be refused registration on the principal
register on account of its nature unless it —

(d) [c]onsists of or comprises a mark which so resembles . . . a mark or
trade name previously used in the United States by another and not
abandoned, as to be likely, when used on or in connection with the goods
of the applicant, to cause confusion . . . .

15 U.S.C. § 1052(d) (emphasis added).

In light of the language of the statute, which merely requires the prior mark to
have been “used in the United States by another”, it is apparent that “an opposer claiming
priority under Section 2(d) may rely on use that is strictly intrastate and not regulable by

Congress.” First Niagara Ins. Brokers, Inc. v. First Niagara Financial Group, 476 F.3d 867, 871,
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81 USPQ2d 1375, 1378 (Fed. Cir. 2007); Tie Tack Enterprises, Inc. v. Tie Rak Stores, 168

USPQ 441, 443 (TTAB 1970) (“It is well established, however, that while interstate use of a
mark is a prerequisite for Federal registration, rights in and to a trademark are created by use of a
mark whether in intra-state or interstate commerce.”). Priority may be based on wholly intrastate

use of mark. See Maids to Order of Ohio, Inc. v. Maid-to-Order, Inc., 78 USPQ2d 1899, 1909,

(TTAB 2006) (cancellation counterclaimant’s wholly intrastate use held sufficient to establish
priority under Section 2(d)). See also 3 McCarthy on Trademarks and Unfair Competition,

§ 20:17 at 20-47 (4™ ed., 2008) (“Proof of prior and continuous use in intrastate commerce is
sufficient to preclude registration.”).

Here, Opposer has priority of use of the “PANDA TRAVEL” mark. Since the
date of its incorporation in 1981, Opposer has continuously advertised and provided travel
agency services under the mark, “PANDA TRAVEL”, as shown in its advertisements in the
travel section of the Sunday newspaper. Tsui Depo. at 23-25, 32-34. See also Opposer’s Exhs.
1-103, 116-120, and Yanagihara Dec. For example, attached hereto as Exhibit “A” (Opposer’s
Exh. 116) is a copy of Opposer’s advertisement in the February 20, 1983, issue of The Sunday
Star-Bulletin & Advertiser offering Opposer’s tour packages, airline tickets, and other travel
services under Opposer’s “PANDA TRAVEL” mark. Opposer advertised its travel agency
services under the “PANDA TRAVEL” mark, not only in the Sunday newspaper but also in
radio advertisements, TV ads, brochures, and fliers, at a cost of at least $10,000 per month. Tsui
Depo. at 35-38. See also Opposer’s Exh. 113.

Applicant, however, was not incorporated until February 29, 1984, several years
after Opposer was incorporated in 1981. Torgerson Depo. at 86. In both the ‘462 and ‘690

Applications, Applicant’s date of first use and date of first use in commerce is sworn to be: “At
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least as early as 02/29/84” — the date of Applicant’s incorporation. See Opposer’s Exhs. 123 and
124. On June 16, 2006, Mr. Torgerson, as President of Applicant, signed sworn declarations in
the ‘462 and ‘690 Applications, amending the description of services and again stating that “The
mark was first used at least as early as 02/29/1984 and first used in commerce at least as early as
02/29/1984, and is now in use in such commerce”, and submitted the declarations in Applicant’s
Responses to the Office Action in each application. See Opposer’s Exhs. 125 and 126.

Moreover, in its Answer to Paragraphs 15 and 16 in each of the Notices of
Opposition (Opposer’s Exhs. 129 and 130), Applicant admitted that it first used its mark in
connection with its travel agency services on February 29, 1984.

During his deposition, Mr. Torgerson’s testimony was more equivocal than his
sworn declarations in the applications. He testified that he designed the panda logo in 1978.
Torgerson Depo. at 15. He further testified that in 1983, he (individually) was selling airline
tickets in Arizona — meaning that he and his wife would run down to the airport to pick up the
airline tickets for customers who had purchased them from the airlines, not from Mr. Torgerson
directly. Torgerson Depo. at 59-60. The “PANDA TRAVEL” name was allegedly used on
business cards he passed out. Torgerson Depo. at 61. Other than picking up tickets at the
airport, Mr. Torgerson provided no other services in 1983. Torgerson Depo at 61.

Applicant’s referral to possibly earlier dates of first use must be rejected,
however, in light of the February 29, 1984 dates of first use sworn to in its applications. “Where
an applicant seeks to prove a date earlier than the date alleged in its application, a heavier burden
has been imposed on the applicant than the common law burden of preponderance of the

evidence. . . . ‘proof must be clear and convincing’.”. Hydro-Dynamics Inc. v. George Putnam

& Co., 811 F.2d 1470, 1473, 1 USPQ2d 1772, 1773 (Fed. Cir. 1987) (“Hydro-Dynamics”)
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(where application stated first use “at least as early as February, 19817, applicant was unable to
prove an earlier date by clear and convincing evidence and therefore court affirmed Board’s
sustaining of opposition). “The reason for such an increased evidentiary burden, supported by
common sense, is that a change of position from one ‘considered to have been made against
interest at the time of filing of the application’...requires enhanced substantiation.” Id.
Applicant’s apparent attempt to prove use of its marks prior to the February 29,
1984, date of first use sworn to in its applications, falls short of the clear and convincing
standard. Mr. Torgerson’s asserted creation of the logo in 1978 does not constitute use of
“PANDA TRAVEL” for purposes of priority, nor does it create priority rights as of the creation
date in the logo alone. “ ‘Mere invention, creation, or discussion of a trademark does not create

priority rights’.”. See Hydro-Dynamics, 811 F.2d at 1473, 1 USPQ2d at 1774. In addition,

Applicant was not providing travel agency services in 1983, not only because Applicant was not
yet in existence at that time, but also because Mr. Torgerson was merely picking up airline
tickets that had been purchased by customers directly from the airlines. Torgerson Depo. at 61.
Moreover, Mr. Torgerson, when pressed during the deposition, admitted that the
alleged use of “PANDA TRAVEL” was not until “the winter of 83, most likely”. Torgerson
Depo. at 61 (emphasis added). Mr. Torgerson even testified as to yet another date of first use:
“So, I would say, at least into the fall of 83, somewhere in there, that we were selling airline
tickets, talking to people, taking our accreditation credentials, what have you”. Torgerson Depo.
at 98 (emphasis added). These purported dates of first use are not consistent with Mr.
Torgerson’s own sworn declaration, stating a date of first use of February 29, 1984, and
Applicant’s interrogatory answers. Mr. Torgerson could not even recall the same dates of first

use during his deposition, asserting “the winter of *83” at one point, and then “the fall of ’83” at
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another point. In any case, neither of these dates is prior to Opposer’s 1981 date of first use, as
testified to by Ms. Tsui. Nor does Applicant have any documentary proof of Mr. Torgerson’s
alleged use in 1983, in stark contrast with Opposer’s February 20, 1983, and other 1983
newspaper advertisements. See Opposer’s Exhs. 116, 1-5

Similarly, in Applicant’s Response To Opposer’s Second Set of Interrogatories to
Applicant, Applicant admitted that “Applicant has served customers from a variety of states and
geographic regions since 1984”. Opposer’s Exh. 131 (emphasis added). Thus, Applicant
admitted that its date of first use — February 29, 1984 — was well after the date that Opposer was
incorporated in 1981, at which time Opposer first used its “PANDA TRAVEL” mark for travel
agency services. Applicant’s admitted date of first use is even a year after Opposer’s February
20, 1983, newspaper advertisement (Exhibit “A” attached hereto). Opposer’s Exh. 116.

C. The Opposition Is Not Barred Under The Doctrine
of Laches or Estoppel.

Applicant asserts the affirmative defenses of laches and estoppel. These are
equitable defenses typically asserted on the basis of the opposer’s failure to object to the
applicant’s use of its mark. See 3 McCarthy on Trademarks and Unfair Competition, § 20:32 at
20-82 to 20-83 (4™ ed. 2008). “Applicant argues that the defense is good because the party who
now opposes registration laid in wait, never objecting to applicant’s mark for a long time during
which applicant built up valuable good will around the mark.” Id.

However, the Federal Circuit has ruled that, in an opposition proceeding, laches
becomes an issue only after the time has expired for the petitioner to object fo registration — viz.
30 days after the date the registrant’s application for registration has been published for

opposition, unless extended. See National Cable Television Ass’n. v. American Cinema Editors,

Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 1991) (“National Cable”) (no laches
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defense was found). Similarly, the defense of equitable estoppel is not applicable until the

application is published. See Lincoln Logs, Ltd. v. Lincoln Pre-Cut Log Homes, Inc., 971 F.2d

732,23 USPQ2d 1701 (Fed. Cir. 1992). As Chief Judge Nies observed:

We conclude that there is no precedent which requires us to determine
laches in an opposition or cancellation proceeding under a standard
based on the time running from knowledge of use rather than knowledge
of the application for registration.

National Cable, supra, 937 F.2d at 1581, 19 USPQ2d at 1431. See also DAK Industries, Inc. v,

Daiichi Kosho Co., 25 USPQ2d 1622 (TTAB 1992) (“The period which we consider in

determining whether a plaintiff delayed in bringing an [opposition] action before the Board
begins with the publication of the mark in the Official Gazette. Before then, no opposition is
possible.”).

Here, Opposer timely filed its Notices of Opposition to the ‘462 and
‘690 Applications, once they were published for opposition. As shown in the application files,
the ‘462 Application was published for opposition on October 24, 2006, Opposer filed a First 30
Day Request for Extension of Time to Oppose on November 20, 2006 (which extended the
deadline to file a notice of opposition to December 23, 2006), and on December 15, 2006,
Opposer timely filed its Notice of Opposition to the ‘462 Application. Similarly, the ‘690
Application was published for opposition on September 26, 2006, Opposer filed a First 90 Day
Request for Extension of Time to Opposer for Good Cause on September 26, 2006 (which
extended the deadline to file a notice of opposition from October 26, 2006 to January 24, 2007),
and on December 15, 2006, Opposer timely filed its Notice of Opposition to the ‘690

Application. Accordingly, Applicant’s defenses of laches and estoppel do not bar this opposition

proceeding.
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Applicant further asserts the affirmative defense of unclean hands. Although
Applicant’s answers to the Notices of Opposition fail to identify the specific basis for this
defense, Applicant’s Cross-Motion for Summary Judgment filed on December 11, 2007, states as
follows: “In addition, more than twenty years of coexistence should bar Opposer from now
asserting its alleged trademark rights by the doctrines of laches, estoppel and unclean hands.”

Applicant thus conflates its unclean hand defense with the affirmative defenses of
laches, estoppel, and acquiescence. But for the same reason that Applicant’s defenses of laches,
estoppel, and acquiescence fail here — viz. that such defenses in an opposition proceeding are
based on the deadline to commence the opposition (which was timely met by Opposer) —
Applicant’s defense of unclean hands similarly must fail because Opposer commenced this
proceeding prior to the extended deadline.

Furthermore, evidence of laches, estoppel and acquiescence is a factor in an

opposition only where likelihood of confusion is reasonably in doubt. Richdel, Inc. v. Matthews

Co., 190 USPQ 37, 41 (TTAB 1997) (emphasis added).

A significant limitation on the laches defense is the rule that where the
competing marks are closely similar and used on closely related goods,
laches even if proven, will not prevent the opposition from being
sustained. That is, where likelihood of confusion is clearly shown,
laches is no defense. The reason for this exception is that where the
applicant is clearly not entitled to registration, the protection of the
public from confusion dominates over any injury to applicant caused by
opposer’s delay.

3 McCarthy on Trademarks and Unfair Competition § 20:36 at 20-86 to 87 (emphasis added).

Here, where the marks or the dominant portions thereof are identical, the services
are identical, and the channels of trade are presumed to be unrestricted and thus overlapping, the
likelihood of confusion is apparent, and it therefore bars the unsupported laches, estoppel,
acquiescence, and unclean hands defenses raised by Applicant.
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D. Opposer Has Not Abandoned Its “PANDA TRAVEL” Mark.

Section 2(d) of the Lanham Act allows for registration of a mark except where it
so resembles a mark or trade name “previously used in the United States by another and not
abandoned”, as to be likely to cause confusion when used. 15 U.S.C. § 1052(d). A mark is

deemed to be “abandoned” when “its use has been discontinued with intent not to resume such

use.” 15 U.S.C. § 1127 (emphasis added).

In this case, Applicant cannot establish its prima facie case under this standard.
Opposer has used its “PANDA TRAVEL” mark since before Applicant’s admitted date of first
use (February 29, 1984) and continuously through 2008. Tsui Depo. at 23-25. As confirmed by
the Declaration of Valarie Yanagihara, Opposer has placed advertisements advertising its travel
agency services under its “PANDA TRAVEL” mark since February 1983 through April 2008.

Yanagihara Dec. at § 4, Opposer’s Exhs. 1-103, 116-120. See also Exhibit “B” attached hereto.

Moreover, Applicant can present no evidence of Opposer’s intent “not to resume
such use”. This is partly because Opposer has not discontinued its use of “PANDA TRAVEL”,
and so there is no “resumption” possible. In addition, it is quite apparent that Opposer has every
intention to continue its use of “PANDA TRAVEL” for its travel agency services. Not only has
Opposer continued to place its newspaper advertisements, using the “PANDA TRAVEL” mark.
Opposer has also invested substantially, spending $10,000 a month to promote its business.
Opposer has not discontinued its use of “PANDA TRAVEL” for travel agency services, and no
intention “not to resume such use” can be inferred under the facts presented here. Accordingly,

Applicant’s defense of abandonment is unsupported.
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V. CONCLUSION.

For the foregoing reasons, Opposer requests that judgment be entered in its favor,
sustaining this opposition against Applicant’s U.S. Trademark Application Serial Nos.
78/639,462 and 78/640,690 for the marks “PANDA TRAVEL” and “PANDA TRAVEL” (with a

panda design).

DATED: Honolulu, Hawaii, April 7, 2009.

/Z/‘C’" <, (OL"—\.,

Martin E. Hsia, Reg. No. 32,471
CADES SCHUTTE LLP

P.O. Box 939

Honolulu, Hawaii 96808

Tel. (808) 521-9200

Attorneys for Opposer
PANDA TRAVEL, INC.
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APPENDIX I

Opposer PANDA TRAVEL, INC. (“Opposer”) objects to the following proposed
evidence relied upon by Applicant RESORT OPTION ENTERPRISES, INC. (“Applicant”),

and moves to strike the same.

OPPOSER’S OBJECTION NO. 1: Applicant’s Notice of Reliance, Exhibit 2

(handwritten dates on certain documents). Opposer objects to the submission of the handwritten

dates which were added to the newspaper advertisements listed below, as lacking in foundation
and/or because the handwritten dates constitute inadmissible hearsay:

Applicant’s Notice of Reliance, Exhibit 2, documents bates-stamped nos.

000 005; 000 007; 000 008; 000 010-15; 000 018; 000 025; 000 028; 000

030-032; 000 034-39; 000 041-48; 000 050-61; 000 064-67; 000 070-71;

000 073-74; 000 076-84; 000 091-97; 000 099-115; 000 117-122; 000

124-128; 000 130-139.

The copies of these advertisements themselves do not indicate the publication
dates. According to Mr. Torgerson, a third party copied the advertisements from microfiche and
wrote in the dates of publication for several of the ads. See Torgerson Depo. at 35-38, 77-82.
During his deposition, Mr. Torgerson attempted to introduce the dates of the ads based on the
handwriting — in other words, he testified that the dates of the ads were as asserted in the
handwriting of a third party. As Mr. Torgerson has no personal knowledge relating to the actual
dates of the advertisements upon which to base his attempted introduction of the dates and the
handwritten dates are not corroborated by the ads themselves, the handwritten dates may only be
introduced through timely testimony of the third party that obtained the ads and wrote in the

dates. FRE 802, 901. However, the third party did not submit any testimony during Applicant’s

testimony period.



In addition, Opposer objects to the following advertisements contained in
Applicant’s Exhibit 9 to the Torgerson Depo. for the same reasons stated above:

Applicant’s Exhibit 9, documents bates-stamped nos. 000 005; 000 007;
000 092.

OPPOSER’S OBJECTION NO. 2: Errata Sheet to Torgerson Testimony

Deposition (Page 33, Lines 9-10). Mr. Torgerson’s deposition transcript reads as follows:

Q. [By Opposer’s Counsel] The Arizona Republic, do you run ads
approximately once a month, once a week, once a year?

A. [By Mr. Torgerson] 52 weeks when we were selling tickets; and
every other week, pretty much, since then as a whole.

Applicant’s Errata Sheet dated January 12, 2009, replaces Mr. Torgerson’s

answer to the question with the following:

A. We started out advertising in the paper approximately October of
1984, and very soon thereafter began running ads each and every
week, which we did for years, Since approximately 2000, we have
reduced the advertising slightly to run in the paper two or three
times per month.

Applicant’s purported rationale for the change is that Mr. Torgerson recalls

additional information to clarify the response.

This is an improper submission of additional testimony, not a correction. In

addition, Applicant’s submission of additional testimony was made without providing Opposer’s
counsel an opportunity to cross-examine the witness and it was untimely submitted after the
December 23, 2008, close of Applicant’s testimony period. Moreover, portions of the additional
testimony are not responsive to the question. The witness was asked whether he runs newspaper
ads and if so, with what frequency. The additional testimony submitted under the guise of an
“Errata Sheet”, belatedly attempts to introduce evidence as to when Applicant started running

the newspaper advertisements because most of Applicant’s newspaper advertisements



themselves do not indicate the dates of publication and the handwritten dates are inadmissible

(see above).

OPPOSER’S OBJECTION NO. 3: FErrata Sheet to Torgerson Testimonial

Deposition (Page 87, Lines 20-23). Mr. Torgerson’s deposition transcript reads as follows:

Q. [By Opposer’s Counsel] From June 1, 1984, you were accredited
by ATC to issue tickets directly from your travel agency office; is
that correct?

A. [By Mr. Torgerson] That’s correct. We had a ticketing machine
and the whole bit, and an ARC number which we still have today,
showing Resort Option Enterprises, Inc. dba Panda Travel.

Applicant’s Errata Sheet replaces this answer with the following :

A. [By Mr. Torgerson] Early in 1984 we begin negotiating with
American Airlines to lease their reservation system, called Sabre.
We signed up, but then we were approached by United Airlines,
who offered us a better deal. United paid to buy out our American
Airlines contract, and we have been with United, but Galileo
(Appollo) GDS (Global Distribution System) ever since, which
was originally offered by United, but is owned by Travelport.
During the spring of 1984, we applied for ATC accreditation to
become a full-service travel agency. We leased retail space in May
of 1984, and opened the doors in June of 1984. For the first few
months we were able to sell tickets but we had to go to the airport
to purchase them because we were not yet accredited to write them
ourselves. We kept track of sales, and applied for retroactive
commissions after our appointment by ATC was approved in
September of 1984.

This, again, constitutes an improper and untimely submission of additional
testimony, not a correction, without providing Opposer an opportunity to cross-examine the
witness. In addition, the proposed additional testimony is not responsive to the question, which

only asked whether Applicant was accredited by ATC as of June 1, 1984.
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PANDA TRAVEL, INC,,

Opposer,
Opposition No.: 91174767 (parent)
Opposition No.: 91174768
Application Serial Nos. 78/639,462 &
78/640,690

V.
RESORT OPTION ENTERPRISES, INC,,

Applicant.
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I HEREBY CERTIFY that true and correct copies of the foregoing were mailed

this 7th day of April , 2009 to: Erik M. Pelton, Esq., P.O. Box 100637, Arlington, VA 22210-

3637.

DATED: Honolulu, Hawaii, April 7, 2009.
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Tel: (808) 521-9200
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