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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PANDA TRAVEL, INC,,

Opposer,
Opposition No.: 91174767 (parent)

Opposition No.: 91174768
Application Serial Nos. 78/639,462 &
78/640,690

V.
RESORT OPTION ENTERPRISES, INC.,

Applicant.

OPPOSER’S MEMORANDUM IN OPPOSITION TO
APPLICANT’S CROSS-MOTION FOR SUMMARY JUDGMENT

I. INTRODUCTION.

Opposer PANDA TRAVEL, INC. (“Opposer”) submits this memorandum in
opposition to the cross-motion for summary judgment filed on December 1 1, 2007 (the “Cross-
Motion”) by Applicant RESORT OPTION ENTERPRISES, INC. (“Applicant™).

As set forth more fully below, the Cross-Motion must be denied because: (a) it
was untimely filed; and (b) because the undisputable facts presented in this case show that
Opposer has clear priority of use, and Applicant’s marks so resemble Opposer’s “PANDA
TRAVEL”, “PANDA TRAVEL HAWAII”, and panda design trademark, in connection with
identical travel agency services, that there exists a likelihood of confusion which precludes
registration of Applicant’s marks under Section 2(d) of the Lanham Act.

IL. ARGUMENT.

A. Applicant’s Cross-Motion is Untimely.

On December 11, 2007, Applicant’s Cross-Motion was filed under its pleading

entitled “Applicant’s Response To Opposer’s Motion For Summary Judgment & Cross-Motion



For Summary Judgment” (“Opposition” or “Opp.”). However, pursuant to Applicant’s Motion
For Extension of Discovery or Trial Periods With Consent, filed on August 7, 2007, the closing
of the 30-day testimony period for the party in position of plaintiff (Opposer) was rescheduled
for “12/07/2007”. See Opposer’s Exhibit “HH” attached hereto. The Board granted Applicant’s
motion to extend on August 7, 2007. See Opposer’s Exhibit “II”” attached hereto. Accordingly,
the commencement of the first testimony period was reset for November 7, 2007, so that the
deadline to file any summary judgment motion was November 6, 2007. TBMP § 528.02
(“Moreover, the motion for summary judgment should be filed before the opening of the first
testimony period, as originally set or reset). If a summary judgment motion is filed after that
date, the motion should be denied as untimely. Id.

A motion for summary judgment, if filed, should be filed prior to the

commencement of the first testimony period, as originally set or reset,

and the Board, in its discretion, may deny as untimely any motion for
summary judgment filed thereafter.

37 CFR § 2.127(e)(1).

Here, Applicant filed its Cross-Motion, together with its Opposition to Opposer’s
Motion, on December 13, 2007 — 37 days after the deadline for filing summary judgment
motions. Applicant’s Cross-Motion offers no explanation for its long delay in filing its motion.
Nor did Opposer agree that Applicant could file a summary j udgment motion after the deadline.
See attached Dec. of Counsel. Under these circumstances, the Board should exercise its

discretion and deny the Cross-Motion on the grounds of untimeliness. See e.g. Rainbow Carpet,

Inc. v. Rainbow International Carpet Dyeing & Cleaning, Co., 226 USPQ 718 (TTAB 1985)
(applicant’s summary judgment motion denied on grounds of untimeliness, where filed after
close of its testimony period). For these same reasons, the Board should also decline

consideration of any reply memorandum submitted by Applicant in support of the Cross-Motion.



B. Opposer Should Prevail on Its Motion For Summary
Judgment, As Opposer Has Clear Priority and the
Identity of Marks Demonstrates A Likelihood of Confusion.

If the Board nevertheless considers Applicant’s Cross-Motion despite its
untimeliness, the Board should enter summary judgment in favor of Opposer, for the reasons set
forth in Opposer’s Motion For Summary Judgment filed on November 6, 2007 (the “Motion™),
and in its Reply Memorandum In Support of Opposer’s Motion For Summary Judgment filed on
December 28, 2007, the substance of which are incorporated herein by reference. Opposer’s
exhibits indisputably show its prior use of its “PANDA TRAVEL” and “PANDA TRAVEL
HAWAII” and panda design trademarks, as well as its “PANDA TRAVEL HAWAIIL, INC.”
trade name (collectively, the “PANDA TRAVEL Marks™) in Hawaii in connection with travel
agency services, since at least as early as 1981 — several years before Applicant’s admitted first
use of its mark in 1984. Compare Tsui Dec at §32; Opposer’s Exhibits “B” — “BB” (newspaper
ads for the years 1981 - 2006 showing Opposer’s use of its PANDA TRAVEL Marks in
connection with travel agency services; Opposer’s Exhibit “CC” (Oahu White Pages and Oahu
Yellow Pages Listings for the years 1981 - 1992 showing Opposer’s use of the PANDA
TRAVEL HAWALIIL, INC. trade name); with Applicant’s Exhibits “AA” — “EE” (showing
Applicant’s first use of its marks in 1984). Opposer’s trade name use is more than sufficient to
establish Opposer’s priority for purposes of opposing Applicant’s application to register
“PANDA TRAVEL” and “PANDA TRAVEL” (with a panda design) — Application Serial Nos.

78/639,462 and 78/640,690 (the “Applications”). See West Florida Seafood., Inc. v. Jet

Restaurants, Inc., 31 F.3d 1122, 1128 (Fed. Cir. 1994) (“Nothing more than trade name use is

required to bar the registration of a mark.”).
With regard to whether there exists a likelihood of confusion between the marks,

it is apparent that the marks are identical in view of the identity of their dominant word portions



— “PANDA” — because “PANDA” is the initial term, and the “HAWAII” portion of the marks is
descriptive of the travel agency services offered by Opposer in Hawaii or its Hawaii offices. See

Wella Corp. v. California Concept Corp., 558 F.2d 1019, 194 USPQ 419 (CCPA 1977)

(CALIFORNIA CONCEPT with design held confusingly similar to CONCEPT for hair care
products).

Applicant attempts to distinguish itself from Opposer by characterizing Opposer’s
channels of trade as restricted to “persons in Hawaii in need of travel agency services”. See
Applicant’s Opposition at 13. This is inconsistent with Applicant’s earlier statement that the
travel agency industry “inherently involves travel and destination spread across the United
States”. Opp at 8. Moreover, even if Opposer’s services were offered only to Hawaii residents,
that fact alone fails to raise a genuine issue of material fact because “[r]estricted channels of
distribution not reflected in the application or registration are regarded as irrelevant.” 3
McCarthy on Trademarks and Unfair Competition § 20:15 at 20-37 (4™ ed. 2007).

The issue in an opposition is the right of an applicant to register the mark

depicted in the application for the goods identified therein. The authority

1s legion that the questions of registrability of an applicant’s mark must

be decided on the basis of the identification of goods set forth in the

application regardless of what the record may reveal as to the particular

nature of an applicant’s goods, the particular channels of trade or class of
purchasers to which sales of the goods are directed.

Octocom Systems, Inc. v. Houston Computer Services, Inc., 918 F.2d 937,942, 16 USPQ2d

1783 (Fed Cir. 1990) (emphasis added; citations omitted); see also In re Continental Graphics

Corp., 52 USPQ2d 1374, 1377 (TTAB 1999) (“Because no trade channel limitations have been
included in either applicant’s recitation of services nor in the registration’s recitation of services,
we must presume that applicant and registrant are entitled to offer their services in all normal

trade channels for such services and to all normal classes of customers for such services.”).



Here, neither of Applicant’s trademark applications contains any restrictions as to
the channels of trade or purchasers. Under these circumstances, Applicant’s services must be
deemed to move in all normal channels of trade, and thus must be presumed to be available to all
potential customers, including Opposer’s potential customers. Confusion is still likely.

In light of the identical dominant feature of the marks and the identical nature of
the services, there is no genuine issue -- confusion is likely and summary judgment must be

granted in favor of Opposer, not Applicant. See In re J.M. Originals, Inc., 6 USPQ2d 1393

(TTAB 1987) (“If two marks share the same dominant feature and the marks, when viewed in
their entireties, create a similar overall commercial impression, then confusion is likely.”).

Applicant contends in its Cross-Motion that “it is not disputed that the parties
have coexisted for more than twenty years.” Cross-Motion at 18. Applicant concludes that this
“failure to demonstrate any real actual confusion” bars a finding of a likelihood of confusion
under the Du Pont factors analysis, and that Opposer is precluded from asserting its senior
trademark rights “by the doctrines of laches, estoppel and unclean hands.” Id.

However, “[i]t is well settled that the relevant test is likelihood of confusion, not
actual confusion. It is unnecessary to show actual confusion to establish likelihood of

confusion”. See TMEP §1207(d)(ii) (5™ ed., 2007); See e.g. Weiss Associates Inc. v. HRL

Associates Inc., 902 F.2d 1546, 1549, 14 USPQ2d 1840, 1842-43 (Fed. Cir. 1990) (affirming

TTAB decision sustaining opposition based on similarity of marks, goods and trade channels,
even though no evidence of actual confusion was presented). Given the indisputable similarity
of the marks, Applicant’s admission that the services are identical, and the presumed intersection
of trade channels, the alleged absence of evidence of actual confusion does not bar Opposer’s

claim. Indeed, summary judgment should be entered in favor of Opposer, not Applicant.




Opposer’s claims of laches, estoppel and unclean hands are also inapplicable
under the circumstances presented. Any applicable laches in an opposition or cancellation
proceeding begins to run from knowledge of the application for registration, not knowledge of
use. Thus, any applicable laches starts to run from the first time when petitioner could object to
the registration — viz. the date when the registrant’s application for registration was published for
opposition.

In 1991, the Federal Circuit, in a case involving registration of an “ACE”
award for movies and television, put an end to the Trademark Board’s
attempts to incorporate a laches defense in opposition proceedings. . . .
In a cancellation proceeding, the court definitively held that since the
registration rights that a petitioner objects to come into being as a result
of the registration process, not from use alone, laches can only start
running from the first time when petitioner could object to registration:
the date when the registrant’s application for registration was published
for opposition. Thus, this rule effectively eliminates the defense of
laches from an opposition proceeding.

3 McCarthy on Trademarks and Unfair Competition § 20:35 at 20-86 (4" ed. 2007) (citing

National Cable Ass’n, Inc. v. American Cinema Editors, Inc., 937 F.2d 1572, 1581 (Fed. Cir.

1991)). Therefore, Applicant’s assertion of a 20 year delay is based upon an incorrect
understanding of the laches defense in inter partes proceedings. Applicant’s ‘462 and ‘690
applications were published for opposition on October 24, 2006, and September 26, 2006,
respectively, and Opposer timely filed its Oppositions only two months later, on December 15,
2006."' See Opposer’s Exhibits “DD” and “EE” (showing the dates of publication). Opposer,
not Applicant, is entitled to summary judgment, as Applicant cannot prove unreasonable delay or
prejudice sufficient to establish laches in this opposition proceeding, nor has Applicant specified

any particular prejudice that it suffered during the relevant time period — from October 2006 to

1

Opposer’s Reply Memorandum in Support of Opposer’s Motion For Summary Judgment, filed on
December 28, 2007, inadvertently misstated this date as “December 15, 2007”. As shown by the record,
Opposer filed its Notice of Opposition on December 15, 2006.



December 2006. See e.g. DAK Industries Inc. v. Daiichi Kosho Co. Ltd., 25 USPQ2d 1622,

1624-26 (TTAB 1992) (Board granted opposer’s motion for summary judgment against
applicant’s laches defense, where opposer filed Notice of Opposition after application was
published for opposition and before expiration of opposition period).

Nor has Applicant demonstrated any basis for its assertion of acquiescence or

estoppel as defenses in its Cross-Motion. “Acquiescence and estoppel require some affirmative
act by opposer which led applicant to reasonably believe that opposer would not oppose

applicant’s registration of its mark.” DAK Industries Inc., supra, at 1625 (TTAB 1992)

(emphasis added). Here, though, Applicant has failed to specify any particular “affirmative act”
by Opposer, which reasonably would have led Applicant to conclude that Opposer would not
oppose the subject Applications. Applicant alleges, instead, that the absence of evidence of
actual confusion and the more than 20 years of coexistence, bar Opposer under the doctrines of
estoppel and unclean hands. But the opposer’s silence is not a basis for the applicant’s defenses
of acquiescence or estoppel. Because there must be some “affirmative act” to support these
defenses, and because Applicant here has not specified one, Opposer, not Applicant, is entitled to
summary judgment on the defenses of estoppel and acquiescence, pursuant to Opposer’s Motion.

See DAK Industries Inc., supra (granting opposer’s motion for summary judgment on asserted

defenses of estoppel and acquiescence).

Nor does Applicant’s claim for additional discovery justify denying Opposer
summary judgment pursuant to its Motion or Applicant’s Cross-Motion. Such discovery would
only be relevant to the extent it disclosed acts by Opposer which were known by Applicant and
which reasonably led Applicant to believe Opposer had decided not to object to the Applications.

But if there exist such affirmative acts, additional discovery would be unnecessary because the



acts would already be known by Applicant; if they were not known, the acts would not constitute

a basis for reasonably believing Opposer would not oppose.

Applicant’s assertion that it requires discovery prior to resolution of
opposer’s motion for summary judgment is without merit. Facts as to
opposer’s intent, knowledge and awareness of applicant’s activities
during the period preceding the institution of these opposition
proceedings could not possibly have any bearing on whether or not
applicant had any reason to conclude that opposer’s actions
demonstrated opposer’s consent to applicant’s use and registration of
applicant’s mark. Any facts conceming opposer’s acts which were
interpreted by applicant in this way would necessarily be known to
applicant, or else it could not have used them as the basis for concluding
that opposer had decided not to object to applicant’s registration of its
mark.

DAK Industries Inc., supra, at 1625.

Furthermore, evidence of laches, estoppel and acquiescence is a factor in an

opposition only where likelihood of confusion is reasonably in doubt. Richdel, Inc. v. Matthews
Co., 190 USPQ 37, 41 (TTAB 1997) (emphasis added).

A significant limitation on the laches defense is the rule that where the
competing marks are closely similar and used on closely related goods,
laches even if proven, will not prevent the opposition from being
sustained. That is, where likelihood of confusion is clearly shown,
laches is no defense. The reason for this exception is that where the
applicant is clearly not entitled to registration, the protection of the
public from confusion dominates over any injury to applicant caused by
opposer’s delay.

3 McCarthy on Trademarks and Unfair Competition § 20:36 at 20-86 to 87 (emphasis added).

Here, where the marks or the dominant portions thereof are identical, the services
are identical, and the channels of trade are presumed to be unrestricted and thus overlapping, the
likelihood of confusion is apparent, and it therefore bars the unsupported laches, estoppel,

acquiescence, and unclean hands defenses raised by Applicant.



HI. CONCLUSION.

For the reasons set forth above and in its Motion, Opposer respectfully submits
that Applicant’s Cross-Motion must be denied, and that Opposer’s Motion For Summary
Judgment must be granted instead, sustaining this opposition against the subject Applications
Serial Nos. 78/639,462 and 78/640,690.

DATED: Honolulu, Hawaii, January 15, 2008.

oo S

Martin E. Hsia, Reg. No. 32,471
CADES SCHUTTE LLP

P.O. Box 939

Honolulu, Hawaii 96808

Tel. (808) 521-9200

Attorney for Opposer




IN THE UNITED STATES PATENT & TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
PANDA TRAVEL, INC.,

Opposer,
Opposition No.: 91174767 (parent)
Opposition No.: 91174768
Application Serial Nos. 78/639.462 &
78/640,690

v.
RESORT OPTION ENTERPRISES, INC.,

Applicant.

i i e A N N

DECLARATION OF COUNSEL; EXHIBITS “HH” —“II”

I, MARTIN E. HSIA, hereby declare as follows:

1. I am a partner of Cades Schutte A Limited Liability Law Partnership LLP,
counsel of record in this proceeding for Opposer, and am duly authorized to make this
declaration, which is based upon my personal knowledge and information unless otherwise
stated.

2. Attached hereto as Exhibit “HH” is a true and correct copy of Applicant’s
Motion For An Extension of Discovery or Trial Periods With Consent, filed on August 7, 2007.

3. Attached hereto as Exhibit “I” is a true and correct copy of the Board’s
Order granting Motion to Extend, filed on August 7, 2007.

4. Applicant filed its Cross-Motion on December 13, 2007 — 37 days after
the deadline for filing summary judgment motions. Applicant’s Cross-Motion offers no
explanation for its long delay in filing its motion. Nor did Opposer agree that Applicant could
file a summary judgment motion after the deadline.

The undersigned being warned that willful false statements and the like are

punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false



statements and the like may jeopardize the validity of the application or document or any
registration resulting therefrom, declares that all statements made of his own knowledge are true;
and all statements made on information and belief are believed to be true.

DATED: Honolulu, Hawaii, January 15, 2008.

I o, A

MARTIN E. HSIA, Reg. No. 32,471
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Trademark Trial and Appeal Board Electronic Filing System. http./jestta.uspto.gov
ESTTA Tracking number: ESTTA155372

Filing date: 08/07/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding. 91174767
Applicant Defendant

Resort Option Enterprises, Inc.
Other Party Plaintiff

Panda Travel, Inc.

Motion for an Extension of Discovery or Trial Periods With Consent

The Close of Discovery is currently set to close on 08/09/2007. Resort Option Enterprises, Inc. requests that
such date be extended for 30 days, or until 09/08/2007, and that all subsequent dates be reset accordingly.

Discovery Period to Close : 09/08/2007
Thirty-day testimony period for party in position of  12/07/2007
plaintiff to close : .

Thirty-day testimony period for party in position of  02/05/2008
defendant to close :

Fifteen-day rebuttal testimony period to close : 03/21/2008

The grounds for this request are as follows:

Parties are unable to complete discoveryltestimony during assigned period
Resort Option Enterprises, Inc. has secured the express consent of all other parties to this proceeding for the
extension requested herein.

Resort Option Enterprises, Inc. has provided an e-mail address herewith for itself and for the opposing party
so that any order on this motion may be issued electronically by the Board.

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Respectfully submitted,

/ErikMPelton/

Erik M. Pelton

emp@tm4smailbiz.com

mhsia@cades.com, cmiwa@cades.com

08/07/2007

EXHIBIT HH



EXHIBIT “II”



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

August 7, 2007

PROCEEDING NO. 91174767
Panda Travel, Inc.

V.

Resort Option Enterprises, Inc.

MOTION TO EXTEND GRANTED

By the Board:

Resort Option Enterprises, Inc.’s consent motion to extend,

filed Aug 07, 2007, is granted. Dates are reset as set out in

the motion.

.000.

EXHIBIT II



IN THE UNITED STATES PATENT & TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PANDA TRAVEL, INC., )
)
Opposer, )
) Opposition No.: 91174767 (parent)
) Opposition No.: 91174768
v. ) Application Serial Nos. 78/639,462 &
) 78/640,690
RESORT OPTION ENTERPRISES, INC., )
)
Applicant. )
)
CERTIFICATE OF SERVICE

I HEREBY CERTIFY that true and correct copies of the foregoing was mailed by
U.S. First Class mail on January 15, 2008 to: Erik M. Pelton, Esq., P.O. Box 100637, Arlington,
VA 22210-3637.

DATED: Honolulu, Hawaii, J anuary 15, 2008.

A a

Martin E. Hsia, Reg. No. 32,471
CADES SCHUTTE LLP

A Limited Liability Law Partnership
1000 Bishop Street, Suite 1200
Honolulu, HI 96813

Tel: (808) 521-9200

Attorneys for PANDA TRAVEL, INC.

ImanageDB:819057.1



