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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Vanilla Box, Inc.
Entity Corporation Citizenship Massachusetts
Address 500 Commonwealth Avenue
Boston, MA 02215
UNITED STATES
Attorney Michael P. Boudett
information Foley Hoag LLP

155 Seaport Boulevard

Boston, MA 02210

UNITED STATES

mboudett@foleyhoag.com, mquina@foleyhoag.com,
gmaclellan@foleyhoag.com Phone:617-832-1000

Applicant Information

Application No 78728092 Publication date 11/21/2006
Opposition Filing 12/21/2006 Opposition 12/21/2006
Date Period Ends

Applicant

House of Blues Brands Corp.

6255 Sunset Boulevard, 16th Floor
Hollywood, CA 90028

UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 1994/06/00 First Use In Commerce: 1994/06/00
All goods and sevices in the class are opposed, namely: Providing facilities for business meetings

Applicant Information

Application No 78728201 Publication date 11/21/2006
Opposition Filing | 12/21/2006 Opposition 12/21/2006
Date Period Ends

Applicant

House of Blues Brands Corp.

6255 Sunset Boulevard, 16th Floor
Hollywood, CA 90028

UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 1994/06/00 First Use In Commerce: 1994/06/00

All goods and sevices in the class are opposed, namely: Nightclub services featuring live and
recorded musical entertainment; nightclub services featuring a membership program entitling the
participants to exclusive access to live entertainment events and other special events, and to



http://estta.uspto.gov

| discounts on merchandise, travel and leisure

Applicant Information

Application No 78728306 Publication date 11/21/2006
Opposition Filing 12/21/2006 Opposition 12/21/2006
Date Period Ends

Applicant

House of Blues Brands Corp.

6255 Sunset Boulevard, 16th Floor

Hollywood, CA 90028
UNITED STATES

Goods/Services Affected by Opposition

Class 043. First Use: 1994/06/00 First Use In Commerce: 1994/06/00
All goods and sevices in the class are opposed, nhamely: Restaurant and bar services; providing
banquet and social function facilities for special occasions

Attachments opposition.pdf ( 4 pages )(177784 bytes )
Signature /michaelpboudett/

Name Michael P. Boudett

Date 12/21/2006




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

VANILLA BOX, INC,, Opposition No.

Opposer,

v Application Serial Numbers
' 78728092

78728201
HOUSE OF BLUES BRANDS CORP., 78728306

Applicant.

CONSOLIDATED NOTICE OF OPPOSITION

VANILLA BOX, INC., (hereinafter “Opposer”), a Massachusetts Corporation with
offices at 500 Commonwealth Ave., Boston, MA, believes that it will be damaged by registration
of the mark FOUNDATION ROOM, which mark is the subject of Application Serial Nos.
78728092, 78728201, and 78728306, filed by House of Blues Brands Corp. of Hollywood,
California (hereinafter “Applicant”). The application was published for Opposition in the
Official Gazette of November 21, 2006.

The grounds for this opposition are as follows:

1. Applicant, in Application Serial Number 78728092, seeks to register the mark
FOUNDATION ROOM for provision of facilities for business meetings in international class 35.

2. Applicant, in Application Serial Number 78728201, seeks to register the mark
FOUNDATION ROOM for provision of nightclub services featuring live and recorded musical
entertainment and the provision of nightclub services featuring a membership program entitling
the participants to live entertainment events and other special events, and to discounts on
merchandise, travel, and leisure, in international class 41.

3. Applicant, in Application Serial Number 78728306, seeks to register the mark




FOUNDATION ROOM for restaurant and bar services and provision of banquet and social
function facilities for special occasions, in international class 43.

4. The opposed Applications were filed on October 6, 2005 based upon an alleged
first use in commerce of June 1994.

5. From a date prior to Applicant’s filing date, Opposer has been using the mark
FOUNDATION LOUNGE in Massachusetts in connection with restaurant, lounge, and pub
services, banquet and social functions, nightclub services featuring live and recorded musical
entertainment, and the provision of meeting and social space. Opposer is the owner of
Massachusetts Trademark Registration No. 65542 for the mark FOUNDATION LOUNGE for
restaurant, lounge, and pub services, which issued on March 28, 2005. Opposer has also
acquired common law rights to the mark FOUNDATION LOUNGE in Massachusetts.

6. The FOUNDATION ROOM mark as used by Applicant is primarily merely
descriptive.

7. Applicant uses FOUNDATION ROOM for services involving provision of a
private club or room for use by persons who have purchased memberships in support of a
charitable foundation.

8. In Applicant’s provision of services and in advertising related to FOUNDATION
ROOM, Applicant extensively and prominently promotes the connection between its
FOUNDATION ROOM mark and the International House of Blues Foundation, a not-for-profit
501(c)(3) charity affiliated with Applicant.

9. A significant portion of Applicant’s FOUNDATION ROOM membership sales
goes to the International House of Blues Foundation. This fact is displayed on the International

House of Blues Foundation website as well as in Applicant’s marketing material used to solicit




new FOUNDATION ROOM members. Applicant advertises that this portion of its
FOUNDATION ROOM membership fee is tax deductible through the International House of
Blues Foundation. The connection between the International House of Blues Foundation and
FOUNDATION ROOM is also prominently displayed in Applicant’s Foundation Room
establishments and on the website of each House of Blues location with a Foundation Room.

10.  Inits promotion of FOUNDATION ROOM, Applicant emphasizes that its
FOUNDATION ROOM members are “socially conscious” due to their support of education of
young people through the International House of Blues Foundation while “simultaneously
supporting an upscale, full service membership club” .

11.  This charitable connection with the International House of Blues Foundation
underlies all of the services provided by Applicant in connection with FOUNDATION ROOM
and the marketing philosophy behind Applicant’s promotion of FOUNDATION ROOM.

12.  Numerous other organizations and individuals other than Applicant have used the
word “Foundation” along with the word “Room” (or other similar words indicating a defined
space or area) to denote a room, space, or other area which is associated with, connected to, or
named after charitable activities or a charitable foundation.

13.  Applicant’s proposed FOUNDATION ROOM mark has not achieved acquired
distinctiveness or secondary meaning.

14.  In December 2005, Applicant and HOB Entertainment, Inc. brought an action
against Opposer and other defendants in the Federal District Court for the District of
Massachusetts claiming infringement of alleged common law and state trademark rights and
trademark dilution (“the Civil Action”).

15.  Applicant claims in the Civil Action that there is a likelihood of confusion




between Applicant’s claimed FOUNDATION ROOM mark and Opposer’s FOUNDATION
LOUNGE mark. Opposer denies this claim.

16.  Applicant does not currently operate and has never operated a Foundation Room
in Massachusetts, where Opposer’s establishment is located.

17.  To the extent it is determined in the Civil Action or by the Board that Applicant’s
FOUNDATION ROOM mark is valid and that there is a likelihood of confusion between
Applicant’s mark and Opposer’s mark, Opposer has priority of use in commerce in
Massachusetts, and the application should be denied on this basis. This argument is presented as
an alternative basis of Opposition, independent of the descriptiveness objection set forth above.

18.  The filing fee required in connection with this opposition should be charged to
deposit account number 06-1446.

WHEREFORE, Opposer believes that it will be damaged by registration of said mark and
prays that this Opposition be sustained, that Application Serial Nos. 78728092, 78728201, and
78728306 be rejected, and that the mark applied for therein be refused registration.

Respectfully submitted,
VANILLA BOX, INC.

By its attorneys,

“Michael P. Boudeft™
Marco J. Quina

Foley Hoag LLP

155 Seaport Boulevard
Boston, MA 02210
(617) 832-1000

Dated: December 21, 2006




