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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BAUSCH & LOMB INCORPORATED, )
)
Opposer, ) Opposition No. 91174518
)
v. ) Mark: STORZ THE WORLD OF
) ENDOSCOPY
KARL STORZ GMBH & CO. KG, )
) Application Serial No.
Applicant. ) 78/692,415

STIPULATED/CONSENT MOTION FOR LEAVE TO FILE
OVERLENGTH REPLY BRIEF INSTANTER

Opposer B&I hereby seeks leave to file the attached OPPOSER'S REPLY IN SUPPORT OF ITS
MOTION FOR SUMMARY JUDGMENT instanter. In support of this motion, Opposer states as
follows:

1. On October 4, 2007, Opposer filed a motion for summary judgment in its favor in this
Opposition proceeding on the three grounds that the STORZ THE WORLD OF ENDOSCOPY mark

depicted in Application Serial No. 78/692,415 (the “Application”) by Applicant, Karl Storz GmbH & Co.
KG (“Applicant™), is likely to be confused with B&L’s STORZ marks in U.S. Registration Nos. 1181498,
1850627, 1862412, 2268862, 2378031, 2621606, and 2925184 in violation of § 2(d) of the Lanham Act,
15 U.S.C. §1052(d); that Applicant is not entitled to registration because it committed fraud on the United

States Patent and Trademark Office; and that Applicant does not and did not at the time of its Application
have a bona fide intention to use the STORZ THE WORLD OF ENDOSCOPY mark in commerce on

or in connection with the identified goods or services, in violation of 15 U.S.C. §1126(e).

2. On November 15, 2007, Applicant filed its Opposition to Opposer's Motion for Summary
Judgment, which raised three new issues: (i) contractual estoppel, (ii) equitable estoppel, and (iii) res
judicata.

3. On November 19, 2007, Applicant agreed to an extension of time to December 12, 2007

for Opposer to file its Reply, and Opposer filed a Stipulated/Consent Motion to Extend Time.



4. Opposer cannot adequately respond to the three new issues Applicant raised in its
Opposition to the Motion in addition to replying to Applicant's arguments with respect to the three
grounds on which Opposer seeks summary judgment within the 10 page limit.

5. Opposer used over 5 pages of its Reply brief responding to the new issues raised by
Applicant, and seeks leave to file the attached 15 page Reply.

6. Opposer consulted with Applicant’s counsel, Andy Corea, prior to filing this motion, and
Applicant has indicated its consent.

WHEREFORE, opposer Bausch & Lomb Incorporated respectfully requests that this Board grant

it leave to file a 15-page brief in support of its motion for summary judgment.

Dated: December 12, 2007 Respectfully submitted,

By
One of the Attorneys\for Bausch & Lomb
Incorporated

Floyd A. Mandell

Jenny Louise Johnson

Cathay Y. N. Smith

KATTEN MUCHIN ROSENMAN LLP
525 West Monroe Street

Chicago, IL 60661-3693

(312) 902-5200



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BAUSCH & LOMB INCORPORATED, )
)
Opposer, ) Opposition No. 91174518
)
V. ) Mark: STORZ THE WORLD OF
) ENDOSCOPY
KARL STORZ GMBH & CO. KG, )
) Application Serial No.
Applicant. ) 78/692,415

OPPOSER’S REPLY IN SUPPORT OF ITS MOTION FOR SUMMARY JUDGMENT

Opposer, Bausch & Lomb Incorporated (“B&L”), submits this reply in support of its motion for
summary judgment in its favor on the grounds that the STORZ THE WORLD OF ENDOSCOPY mark

depicted in Application Serial No. 78/692,415 (the “Application”) by Applicant, Karl Storz GmbH & Co.
KG (“Applicant”), is likely to be confused with B&L’s STORZ marks in U.S. Registration Nos. 1181498,
1850627, 1862412, 2268862, 2378031, 2621606, and 2925184 (hereinafter, collectively, “B&L’s STORZ
Marks”), in violation of § 2(d) of the Lanham Act, 15 U.S.C. §1052(d); that Applicant is not entitled to
registration because it committed fraud on the United States Patent and Trademark Office (“USPTO”);

and that Applicant does not and did not at the time of its Application have a bona fide intention to use the
STORZ THE WORLD OF ENDOSCOPY mark in commerce on or in connection with the identified

goods or services, in violation of 15 U.S.C. §1126(e).
INTRODUCTION
Applicant has not identified a single genuine issue of material fact to oppose B&L’s grounds for
summary judgment or to support its own baseless estoppel and res judicata arguments. Rather, Applicant
attaches exhibits that are either duplicative of those already submitted by B&L or related to other marks
that are materially different frém the STORZ, THE WORLD OF ENDOSCOPY mark at issue in this

proceeding. Applicant’s convoluted and untenable interpretation of the 1982 Agreement between the

parties neither estops B&L from opposing the STORZ THE WORLD OF ENDOSCOPY mark nor



excuses Applicant’s material misrepresentations to the USPTO. Moreover, Applicant points to no facts to

counter the voluminous evidence demonstrating likelihood of confusion, or to disavow the testimony of
its own witness that it does not intend to use the STORZ THE WORLD OF ENDOSCOPY in

commerce. B&L is, therefore, entitled to summary judgment on each of the grounds identified in its
Motion.

ARGUMENT
L Applicant Has Not Raised Any Genuine Issues of Material Fact.

Applicant claims that it has raised factual issues regarding likelihood of confusion, fraud, and its
intention to use the STORZ, THE WORLD OF ENDOSCOPY mark, but then fails to identify any

factual disputes, much less a genuine issue of material fact. (Resp. at 6.) As explained in the opening
brief, a fact is material only if it “may affect the decision, whereby the finding of that fact is relevant and
necessary to the proceedings.” General Mills, Inc. v. Hunt-Wesson, Inc., 103 F.3d 978, 41 USPQ2d 1440
(Fed. Cir. 1997) (granting summary judgment because no genuine issue of material fact existed).
Moreover, a dispute as to a material fact is genuine only if a reasonable fact finder viewing the entire
record could resolve the dispute in favor of the nonmoving party. Sinclair Oil Corp. v. Sumatra
Kendrick, 2007 WL 1653584, at *3 (TTAB 2007) (granting summary judgment because there was no
dispute as to material fact).

For purposes of this motion, B&L does not contest Applicant’s recitation of the correspondence

exchanged between the parties, other than the unsupported conclusion that B&L was silent for almost 20
years.! (Resp. at 3, 12-14.) Applicant admits that B&L raised an objection to the STORZ THE

WORLD OF ENDOSCOPY mark in 1989, and does not claim that B&L ever withdrew that objection.

! B&L attached to its motion, and Applicant does not dispute, letters objecting to or referencing

B&L’s ongoing objection to the STORZ THE WORLD OF ENDOSCOPY mark in 1989 and
again in 2003. Not only is that time period significantly less than the 20 years claimed by
Applicant, but there is no evidence that B&L could or should have known that Applicant was
using the mark during that time period. (See Deposition of Ali Amiri, attached hereto as Exhibit
A, at 78:25; 79:1-12; 113:20-25; 114:1-4; see also, Deposition of Jack Frydrych, attached hereto
as Exhibit B, at 137:24-25; 138:1-15.)



(Resp. at 3.) Rather, Applicant alleges that an attorney for Karl StOrz responded to that objection by

“asserting the reasons why the use was permitted under the [1982] Agreement” and that B&L’s failure to
complain again gave Applicant “the impression that B&L had acquiesced to its use.” (Resp. at 3.)

Neither B&L’s alleged failure to respond to the 1989 letter nor Applicant’s resulting impression
are in any way material to the issues raised in the motion for summary judgment. Any impression of
acquiescence could not survive the repeated objections raised by B&L in the years, months and weeks

preceding both the Application and Applicant’s fraudulent April 25, 2006 Response to Official Action.
Notably, Applicant does not dispute that B&L consistently objected to use of the STORZ THE

WORLD OF ENDOSCOPY mark worldwide during that period of time, that B&L sent a letter to Wesley

Whitmyer, Applicant’s attorney, on December 18, 2003 referencing B&L’s continuing objection to the
STORZ THE WORLD OF ENDOSCOPY mark, or that business representatives and counsel for both
parties participated in a series of meetings in the fall of 2005 in an effort to resolve disputes that included

the STORZ THE WORLD OF ENDOSCOPY mark. (Motion at 7-8.) There is, therefore, no genuine

dispute regarding the fact that both Applicant and Mr. Whitmyer, who signed the Response, were aware
that B&L objected rather than consented to Applicant’s use of the STORZ THE WORLD OF

ENDOSCOPY mark at the time they submitted the fraudulent Response.

In the next few paragraphs of its “Factual Background” section, Applicant attempts to excuse the
fraudulent Response by quoting from the Response, noting that the Response attached the 1982
Agreement, and asserting the conclusion that “there is no false or misleading statement made to induce
the Examining Attorney to approve the application.” (Resp. at 3-4.) None of these allegations raise a
genuine issue of material fact. The Board has the Response and can draw its own conclusion about
whether or not it is misleading given the undisputed facts about the preceding interactions between the

parties.



Next, Applicant asserts that: (i) it “has been placing the Opposed mark on its catalogs and catalog
extract continuously since 1988,” (ii) it “displayed the catalogs at tradeshows,” and (ii1) the “catalogs and
catalog extracts bearing the Opposed Mark have been distributed to customers throughout the time
period.” (Resp. at 4.) These allegations are not inconsistent with B&L’s description of Applicant’s use of
the mark, and both are based on the deposition testimony from the same witness designated by Applicant

under Rule 30(b)(6), Ali Amiri. There is, therefore, no genuine issue of material fact with respect to
Applicant’s prior or intended use of the STORZ THE WORLD OF ENDOSCOPY mark.

Finally, Applicant cites to two other opposition proceedings in which B&L withdrew its
objections to another mark that Applicant sought to register. (Resp. at 5.) B&L’s withdrawal of its
oppositions to a mark that included the word “Karl” is wholly irrelevant to B&L’s current opposition to a
materially different mark that does not include the word “Karl” or otherwise comply with the 1982
Agreement.

1. Applicant’s Interpretation of the 1982 Agreement is Incorrect and Unfounded.

Applicant claims that STORZ THE WORLD OF ENDOSCOPY is a “supplemented STORZ

ENDOSKOP mark” permitted by the 1982 Agreement. That assertion, however, is directly contrary to
the language of the Agreement. According to paragraph 3 of the 1982 Agreement, Applicant is permitted
to use only the following STORZ trademarks: KARL STORZ GERMANY; STORZ-GERMANY; KARL
STORZ; KARL STORZ USA; KARL STORZ ENDOSCOPY-AMERICA; KARL STORZ-
ENDOSCOPY; STORZ ENDOSKOP; KARL STORZ ENDOSKOP; KS STORZ; and the initial “K”
may be substituted for “KARL” in any of the foregoing. Although the parties may “supplement” those
marks with “additional trademark formatives,” the Agreement does not allow Karl Storz to translate a
German word to English and move it from its location immediately adjacent to the word STORZ to the
end of a tagline printed in a much smaller font.

The list of trademarks included in the Agreement is telling. The Agreement gives Storz

Instruments the right to use STORZ-USA and Karl Storz the right to use STORZ-GERMANY.



Whenever Karl Storz is allowed to use the English word ENDOSCOPY, it is also required to use the
word KARL. The Agreement provides only two instances where Karl Storz may use STORZ without
KARL or K — STORZ-GERMANY and STORZ ENDOSKOP. Each of those formatives reduce the
likelihood of confusion between the U.S. company, Storz Instruments, and the German company, Karl
Storz, by identifying the user of the mark as the German company, either directly or through use of the
German language. If the Agreement permitted Karl Storz to change the German word Endoskop in its
STORZ ENDOSKOP mark to the English word Endoscopy, there would be no reason to list KARL
STORZ — ENDOSCOPY as a separate mark that could be used by Karl Storz. The Agreement cannot be
interpreted in a manner that makes that term superfluous. See Gardiner, Kamya & Associates, P.C. v.
Jackson, 467 F.3d 1348, 1353 (Fed. Cir. 2006) (stating that the court “must interpret [a contract] as a
whole and in a manner which gives reasonable meaning to all its parts and avoids conflict or surplusage
of its provisions.”); see also, Lockheed Martin IR Imaging Systems, Inc. v. West, 108 F.3d 319, 322 (Fed.
Cir. 1997) (stating that “various contract provisions must be read as part of an organic whole, according
reasonable meaning to all of the contract terms.”)

Moreover, Applicant’s tortured explanation of how STORZ ENDOSKOP is supplemented to

achieve STORZ, THE WORLD OF ENDOSCOPY (Resp. at 7-8.) fails to explain the disappearance of

the K in ENDOSKOP or the separation of the two words. The agreement allows the parties to
supplement — or add to — the agreed words, not translate the words, drop existing letters, and separate the
critical modifier from the word STORZ and move it to the end of tagline printed in a much smaller font.
Under Applicant’s reasoning, a mark that read STORZ INSTRUMENTS FOR OPHTHALMIC
SURGERY AND ENDOSCOPY inside a large picture of an eye would be a “supplemented STORZ
ENDOSKOP” mark that Karl Storz would be permitted to use. Applicant’s interpretation of the

Agreement would deprive it of any meaning and is simply untenable.
Any interpretation of the 1982 Agreement that would allow Applicant’s STORZ THE

WORLD OF ENDOSCOPY mark would undermine the very reason for the 1982 Agreement, as set forth



in the Agreement itself — “to avoid any likelihood of confusion between [the parties’] respective marks
and goods.” To avoid such confusion, the parties agreed that they would use the word STORZ in a
trademark “only as specified” in the list of permitted uses. (Motion, Exhibit 8 (1982 Agreement) at 94.)

Those permitted uses do not allow for Applicant’s twisted machinations to turn STORZ ENDOSKOP into

STORZ THE WORLD OF ENDOSCOPY. It is clear from the plain language of the contract that the

parties intended to require Karl Storz to use KARL whenever it also used the English word
ENDOSCOPY. The Board’s interpretation of the Agreement must respect the parties’ intent to avoid
confusion by limiting the ways in which each could use the word STORZ in trademarks. See Greco v.
Department of the Army, 852 F.2d 558, 560 (Fed. Cir. 1988) (stating that in construing contracts, “[a
court’s] task is to determine the intent of the parties at the time they contracted, as evidenced by the
contract itself”); see also Winstar Corp. v. U.S., 64 F.3d 1531, 1540 (Fed. Cir. 1995) (finding that “[a]
principal objective in deciding what contractual language means is to discern the parties' intent at the time

the contract was signed.”)
This Court should, therefore, find that the STORZ THE WORLD OF ENDOSCOPY mark is

not allowed by the 1982 Agreement and grant summary judgment in B&L’s favor.
1L Applicant’s Equitable Estoppel Argument Fails as a Matter of Law.

Applicant acknowledges that, to establish equitable estoppel, it would need to show (i)
misleading conduct by B&L, (ii) reliance upon B&L’s conduct, and (ii1) due to this reliance, material
prejudice to Karl Storz if the delayed assertion of such rights is permitted. (Resp. at 10.) Applicant has
not raised a genuine issue of material fact with respect to any of those three showings.

The allegedly misleading conduct identified by Applicant is B&L entering into the 1982
Agreement, consenting to Applicant’s use of other marks in the 1980s, and failing to re-assert the
objection it did make to the Opposed Mark in 1989. As a matter of law, none of this conduct that pre-
dates the Application can support an equitable estoppel argument. Lincoln Logs Ltd. v. Lincoln Pre-Cut

Log Homes, Inc., 971 ¥.2d 732, 734 (Fed. Cir. 1992) (affirming the TTAB’s grant of summary judgment



sustaining the Opposition and finding that inasmuch as Opposer has acted at its first opportunity to object
to registration of Applicant’s current LINCOLN mark and made no representation to Applicant that it
would not so oppose, Applicant would appear to have no basis for either a laches or estoppel defense
against Opposer respecting the application in issue.) According to this Board, “[t]he Federal Circuit has
clearly stated that the time for alleging estoppel by laches or by acquiescence does not begin until the

mark was published for opposition.” Workman Publishing Co., Inc. v. Lanard Toys, Ltd, 2007 WL

878352, *1, n. 1 (TTAB 2007). It is undisputed that B&L’s opposition to registration of the STORZ

THE WORLD OF ENDOSCOPY mark was timely, and Applicant alleges no misleading conduct
subsequent to its Application for registration.

Moreover, even if the law did not prohibit consideration of allegedly misleading conduct that pre-
dates the Application, the facts asserted by Applicant do not demonstrate any misleading conduct by

B&L. For the reasons described above, the 1982 Agreement does not allow Applicant to use the
STORZ THE WORLD OF ENDOSCOPY mark and could not have misled Applicant into believing

that B&L would not challenge that mark. Applicant’s distorted interpretation of the 1982 Agreement
does not create a genuine issue of material fact because the interpretation of that contract is a legal issue.
Moreover, B&L’s consent to other marks proposed by Applicant that do include either KARL or
the German ENDOSKOP is not conduct that could reasonably mislead Applicant to believe that B&L
would also allow it to use the STORZ THE WORLD OF ENDOSCOPY mark. The marks allegedly
approved by B&L are STORZ ENDOSKOPIE and STORZ KARL STORZ ENDOSKOPE. Unlike

STORZ THE WORLD OF ENDOSCOPY, those marks actually do constitute supplemented STORZ

ENDOSKOP marks that maintain the German language and add one or two letters without separating the
critical ENDOSKOP modifier from STORZ. Applicant does not suggest that B&L ever consented to an
amendment or addendum to the 1982 Agreement that could have expanded Applicant’s right to use

STORZ marks that do not comply with the 1982 Agreement.



Finally, although Applicant admits that it received B&L’s objection to the STORZ THE

WORLD OF ENDOSCOPY mark in 1989, it claims that B&L’s failuré to continue asserting its objection
after receiving a response from Applicant’s counsel constitutes misleading conduct. There is no dispute
that B&L made its objection known in 1989, never withdrew that objection, repeatedly re-asserted its
objection in the years immediately preceding the Application, and timely filed its Opposition after
receiving notice of the Application. There is also no dispute that Applicant limited its use of the mark to
a catalog insert, and has no information that anyone from B&L ever saw it. (See Exhibit A at 72:3-25;
73:1-10; 138:23-25; see also, Exhibit B at 137:24-25; 138:1-15.) It cannot be misleading conduct for
B&L to fail to re-assert an objection to a mark that it does not even know is being used. Any potential
prejudice to Applicant resulted from Applicant’s own inaction in: (i) not requesting B&L’s consent in the
first place, as it had with STORZ ENDOSKOPIE and STORZ KARL STORZ ENDOSKOPE, (ii) not
following up with B&L to determine whether the objections B&L did raise were satisfied, and (iii) not
filing an earlier Application for registration.

Applicant asserts reliance and material prejudice in its brief, but does not cite to a single
evidentiary fact to support those assertions. Moreover, Applicant’s unsupported claim that it was
prejudiced by “years of investing human and monetary resources [to] establish its marks” and “further
resources to file and prosecute the two pending applications” is insufficient as a matter of law. (Resp. at
12.) Equitable estoppel requires that the actor commits himself to act, and indeed acts, as a direct
consequence of another's affirmative conduct. Stickle v. Heublein, Inc., 716 F.2d 1550, 1559, 219 USPQ
377, 383 (Fed. Cir. 1983). Applicant presents no evidence that its action of spending resources to

establish its marks in general was a direct consequence of B&L’s allegedly misleading conduct with
respect to the STORZ THE WORLD OF ENDOSCOPY mark, or that the amounts it spent to establish
its marks in general were somehow wasted because it cannot register this particular mark. Moreover, it 1s

uncontested that Applicant was repeatedly put on notice of B&L’s objections before it spent any

resources filing the Application on August 15, 2005. A party claiming equitable estoppel must show that,



in fact, it substantially relied on the misleading conduct of the other party in connection with taking some
action. A.C. Aukerman Co. v. R.L. Chaides Const. Co., 960 F.2d 1020, 1042 -1043 (Fed. Cir. 1992)
(reversing lower court’s grant of summary judgment holding that Auckerman was equitably estopped
from asserting infringement). Applicant has made no such showing, and cannot use equitable estoppel to
eliminate B&L’s right to summary judgment in this Opposition.
Iv. Applicant’s Res Judicata Argument Fails as a Matter of Law.

Applicant argues that there is both claim preclusion and issue preclusion as a result of B&L

withdrawing its Notices of Opposition to other marks that include the phrase KARL STORZ

ENDOSKOPE. As discussed previously, those marks are unlike the STORZ THE WORLD OF

ENDOSCOPY mark in that they maintain the German language, do not eliminate any portion of the
formative agreed to in the 1982 Agreement, and do not separate the critical ENDOSKOP modifier from
the STORZ.

Claim preclusion applies only when the second claim is based on the same set of facts as the first.
Jet, Inc. v. Sewage Aeration Systems, 223 F.3d 1360, 1362-63 (Fed. Cir. 2000) (finding that claim
preclusion cannot serve to bar a petition for cancellation based on an earlier infringement proceeding with
respect to the same mark). B&L’s Opposition in this proceeding is not even related to the same mark as
the prior notices of opposition. A withdrawn Notice of Opposition related to one mark cannot preclude a
later Notice of Opposition to a materially different mark.

Issue preclusion requires four factors: (1) identity of the issues in a prior proceedings; (2) the
issues were actually litigated; (3) the determination of the issues was necessary to the resulting judgment;
and, (4) the party defending against preclusion had a full and fair opportunity to litigate the issues. Jet,

223 F.3d at 1366. Here, there is no identity of the issues because the marks opposed in the prior
proceeding are materially different from the STORZ THE WORLD OF ENDOSCOPY mark, and the

issues were not litigated in a manner that would allow anyone to determine what was necessarily decided

in a resulting judgment because the notices of opposition were voluntarily withdrawn.



Applicant cannot, as a matter of law, use claim preclusion or issue preclusion to prevent a finding
of summary judgment in B&L’s favor.

V. B&L Is Entitled to Summary Judgment that Applicant Committed Fraud on the USPTO
By Misrepresenting B&L’s Consent to the Opposed Mark.

Applicant claims that it made no material misrepresentation regarding B&L’s consent to the
STORZ THE WORLD OF ENDOSCOPY mark in its Response to Official Action because it attached

a copy of the 1982 Agreement and the “Examining Attorney was free to question and disagree with
Applicant’s interpretation.” (Resp. at 18.) Applicant does not even attempt to dispute that both Applicant

and the attorney who signed the Response to Official Action were well aware of the fact that B&L
objected to the STORZ THE WORLD OF ENDOSCOPY mark, or that B&L’s purported consent was

material to the Examining Attorney. The only disputed issue is, therefore, whether the statements in the
Response to Official Action are misleading.

Applicant’s Response to Official Action tells the Examining Attorney that there is a “consent
agreement” that “should be accepted” because “the Office should not substitute its judgment concerning
likelihood or confusion for the judgment of the real parties in interest.” (See Applicant’s Response to
Official Action for Serial Number 78/692,415, dated April 25, 2006, at p. 4.) These statements

communicate the message that B&L, as one of the real parties in interest, had exercised its judgment to

consent to the STORZ THE WORLD OF ENDOSCOPY mark. Applicant and Mr. Whitmyer knew

full well, however, that B&L had repeatedly objected to the STORZ THE WORLD OF ENDOSCOPY

mark because it was not consistent with the 1982 Agreement. Failing to disclose such material
information is fraud on the USPTO. First International Services Corp. v. Chuckles Inc., 1988 WL
252292, *7 (TTAB 1988) (sustaining opposition on grounds of fraud and likelihood of confusion);
Physicians Formula Cosmetics, Inc. v. Cosmed, Inc., 2005 WL 847442 (TTAB 2005) (granting partial

summary judgment on fraud).

10



If Applicant wished to express its position to the Examining Attorney without making materially
misleading statements, it could have alerted the Examining Attorney to the difference of opinion between
Applicant and B&L and urged acceptance of its interpretation of the 1982 Agreement. It did not do so.

Rather than being straightforward with the Examining Attorney about the real state of affairs, Applicant
withheld material information and falsely implied B&L’s consent to the STORZ THE WORLD OF

ENDOSCOPY mark. Such misleading conduct constitutes fraud.

VI B&L Is Entitled to Summary Judgment That There is a Likelihood of Confusion Between
the Opposed Mark and B&L’s STORZ Marks.

Applicant has failed to raise any genuine issue of material fact to prevent the entry of summary
judgment in favor of B&L with respect to likelihood of confusion.

A. The Marks are Similar in Appearance, Sound, Connotation and Commercial
Impression.

Applicant claims that there are visual and phonetic differences between STORZ THE WORLD

OF ENDOSCOPY and B&L’s STORZ Marks because the Opposed mark contains a globe design and the
phrase “the world of endoscopy.” (Resp. at 19.) Neither a globe, which is a widely used design element,

nor the tagline below the dominant word STORZ create a distinct appearance, sound, connotation or
commercial impression. The Board need only look at the STORZ THE WORLD OF ENDOSCOPY
mark depicted on the first page of Applicant’s Response to see that the visual and commercial impression
of the mark is dominated by one word — STORZ. Viewing the STORZ THE WORLD OF

ENDOSCOPY mark adjacent to one of B&L’s STORZ Marks confirms the likelihood of confusion.

11



B. There is No Genuine Issue of Material Fact with Respect Whether the Parties are
Competitors.

Applicant claims that a factual dispute exists with respect to the degree to which Applicant and
Opposer overlap in their channels of trade because Ali Amiri, Applicant’s Vice President of Marketing
and Product Development, testified that he does not recognize B&L as a competitor, and B&L does not
constitute a significant volume of sales of surgical products in the disciplines in which Karl Storz is
active. (Resp. at 20.) For purposes of this motion, however, B&L does not dispute Mr. Amiri’s
testimony. The degree of overlap admitted by Mr. Amiri is more than sufficient to support a finding of
likelihood of confusion. When asked if he recognizes Storz Instruments (B&L) as a competitor in any
product category, Mr. Amiri testified that “they have been in the business of surgical instruments for the
fields of ophthalmology and ENT” and that Karl Storz is “certainly in the ENT business, for surgical
instruments and endoscopy and related products.” (Exhibit A at 39:7-23.)

Given Applicant’s admission that both parties sell surgical instruments for the ENT field, the
precise degree of overlap in the channels of trade is not a material fact. As explained in the Motion, even
if the goods are not identical or directly competitive, they are certainly related and likely to be
encountered by the same purchasers under circumstances that could give rise to the mistaken belief that
the goods come from a common source. See On-line Caterline Inc. v. America Online Inc., 229 F.3d
1080, 56 USPQ2d 1471 (Fed. Cir. 2000). Moreover, when, as in this case, there are no limitations in the
applicant’s application or the registrant’s registration as to channels of trade, it must be presumed that the
services of each would be offered in all the normal channels of trade for services of this nature and to the
normal class of purchasers. Warner Bros. Entertainment, Inc. v. Roger Campo et. al., 2006 WL 2850871,
at *6 (TTAB 2006); Canadian Imperial Bank v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1814 (Fed.
Cir. 1987). The normal channels of trade and normal class of purchasers for Applicant’s surgical
instruments are the same as the normal channels of trade and normal class of purchasers for B&L’s

surgical instruments.
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C. The Alleged Sophistication of the Buyers of Medical Equipment Does Not Create a
Genuine Issue of Material Fact.

Applicant claims that the consumers of medical apparatus are highly sophisticated and less prone
to confusion, citing an inapposite case that found that purchasers of local anesthetic preparations,
cardiovascular medicines, and pre-filled syringes are distinct enough from purchasers of computerized
blood analysis machines that confusion is unlikely. (Resp. at 20, citing Astra Pharmaceutical Products,
Inc. v. Beckman Instrument, Inc., 220 USPQ 786 (1* Cir. 1983).) Here, it is undisputed that both
Applicant and Opposer sell the same types of medical supplies — surgical instruments — and both are
marketed through trade shows and in-person visits. (Resp. at 21; Deposition of Henry Tung, attached
hereto as Exhibit C, at 28:8-17.)

Both the facts of this case and legal precedent demonstrate that even sophisticated purchasers are
subject to confusion. Applicant found the need to prevent confusion among these customers significant
enough to enter into the 1982 Agreement, and has admitted that actual confusion between Karl Storz and
Storz Instruments persisted after the Agreement. (See Exhibit B at 47:16-19; 48:8-14; 67:5-10.)
Applicant does not dispute the many examples of actual confusion described in the opening brief,
including misdirected requests for price quotes and even confusion in medical journals. (Motion at 14.)
Moreover, the Board has repeatedly recognized that even sophisticated purchasers are subject to
confusion. In re Buzz Off Insect Shield, LLC, 006 WL 2860219, *5 (TTAB 2006) (affirming the
examining attorney’s denial of certain trademarks registrations and stating that “even sophisticated
purchasers are subject to confusion.”); In re Total Quality Group Inc., 1999 WL 588248, *4 (TTAB
1999) (“In any event, even careful purchasers are not immune from source confusion. We find this to be
especially the case here where the marks are substantially identical and the goods are related.”); In re
United Coatings, 2003 WL 21509846, *3 (TTAB 2003) (“Even if we assume that the purchasers for
these products are sophisticated, they are still subject to being confused when virtually identical marks are
used on roofing insulation and roofing membranes.”) Applicant, therefore, has not presented any material

facts to dispute the likelihood of confusion.
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D. The Actual Confusion Cited by B&L is Relevant.
Applicant faults B&L for its failure to demonstrate actual confusion connected to the STORZ

THE WORLD OF ENDOSCOPY mark itself. As described both in the opening brief and below,
however, Karl Storz has never used the Opposed Mark on or near a product that would allow B&L to
track examples of actual confusion directly caused by the mark. Rather, B&L reasonably recognizes that
a mark dominated by the word STORZ, that does not include any of the critical modifiers listed in the
1982 Agreement, is likely to exacerbate the existing confusion between the two companies. The
existence of that actual confusion is undisputed and relevant to finding a likelithood of confusion in this
case.

VII. B&L Is Entitled to Summary Judgment that Applicant Does Not Have a Bona Fide
Intention to Use the mark in Commerce.

Applicant, through the witness designated to speak on its behalf, admitted that it has no intention

to use the STORZ THE WORLD OF ENDOSCOPY mark in any way other than its present use, which

does not, as a matter of law, qualify as use in commerce under Section 1126(e). (See Exhibit A at 148:1-
3.) Applicant argues that B&L is not entitled to summary judgment on this ground because B&L did not
plead it in the Notice of Opposition. B&L, however, only became aware of this additional ground for
opposing the Application during discovery. Pursuant to Rule 15(b) of the Federal Rules of Civil
Procedure, the Board should allow B&L to amend the pleadings to conform to the evidence and conserve
judicial resources by ruling on the substantive issue now rather than requiring additional motion practice.
With respect to the substantive argument, Applicant’s assertions that it has applied the Opposed
Mark to catalogs distributed to customers and that those catalogs are available at trade shows misses the
point entirely. The mark does not appear on any goods, or on any page of the catalog where goods are
listed. (See Motion, Exhibit 14; see also, Exhibit A at 138:23-25, 139:1-5.)  Although Applicant
criticizes B&L for making the “leap of reasoning” that the inadequacy of its current use equates to lack of
a bona fide intent to use the mark in commerce, (Resp. at 22.), Applicant’s own Rule 30(b)(6) witness

testified that Applicant has no intention to use the mark in any other manner. (See Exhibit A at 148:1-3

14



(“Q: Is there a present intent to expand upon the use of this mark? A: Not that I am aware of.”).)
Applicant, therefore, does not have the required intention to use the mark in commerce.
CONCLUSION
B&L respectfully requests summary judgment sustaining the Opposition because, as a matter of

law, Applicant is not entitled to registration due to likelihood of confusion between Applicant’s
STORZ THE WORLD OF ENDOSCOPY mark and B&L’s STORZ Marks, Applicant’s fraud on the

USPTO, and Applicant’s lack of intention to use the mark in commerce. Despite the classic non-
monvant’s gambit of raising multiple issues and submitting numerous documents, Applicant has failed to
raise a single issue of material fact that is sufficient to defeat B&L's motion or sustain the meritless claims

of estoppel and res judicata.

Dated: December 12, 2007 Respectfully submitted,

BYQMNQA N\’A’\d

One of the Attoﬁeys for Bausch & Lomb
Incorporated

Floyd A. Mandell

Jenny Louise Johnson

Cathay Y. N. Smith

KATTEN MUCHIN ROSENMAN LLP
525 West Monroe Street

Chicago, IL 60661-3693

(312) 902-5200
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matter is a U.S. Trademark Opposition.

THE WITNESS: And to the point, since I came
to the U.S. just now eight years, I have had no |
visibility on international activities, nor am
interested in it.

BY MR. MANDELL:

Q. And do you regard STORZ INSTRUMENT as
a competitor in any product category whatsocever, that
you are aware of?

A. As I said, they have been in the
business of surgical instruments for the fields of
ophthalmology and ENT, to my knowledge.

To which extent they're still active
in the market or not, or are pursuing business, I do
not know.

Q. Do you know if KARL STORZ or any of
its subsidiaries sell ophthalmology instruments?

A, We are not selling any ophthalmology
instruments, to my knowledge.

Q. And what about ENT instruments?

A. We are certainly in the ENT business,
for surgical instruments and endoscopy and related
products.

MR. MANDELL: This would be a good time for me

to get that copied.

39

KIMBERLY COURT REPORTERS - 818.789.8960




1 any of our products or its packaging.
2 BY MR. MANDELL:

3 Q. Is the only page that this mark is on

4 Just the cover of the catalog or extract of catalog?

5 A, Yes, that is my understanding.

6 Q. Are you aware of the "STORZ The World
7 of Endoscopy" mark being used anywhere by your

8 company -- when I say "your company..." I better § ﬁ
9 start over. It's so mixed up, because your company

10 is the American one.

11 Are you aware of this mark "STORZ The ;T

12 World of Endoscopy" being used by KARL STORZ or any ai

13 of its subsidiaries, in any way other than on the

14 cover of an extract of catalog, in this fashion?

15 A, No. Off the top of my mind, no, I'm ,

16 not. m;
]

17 Q. So you are not aware of it being used u

18 on mail—o:@er—type documents where a customer sees 1
19 this mark next to a product you can buy and the price 1
20 of the product? ’;
21 a. No, I'm not. L

22 Q. Is there any intent on the part of

23 your company to use the mark in that fashion -- i

24 present intent? ‘ |

25 When I say "your company,” I'm talking
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1 about KARL STORZ and its subsidiaries.

2 A. Well, let me restate your question so

3 that I understand it.

4 Is the question if we intend to put

5 "STORZ The World of Endoscopy" on a product --

6 physical product?

7 . Q. That wasn't the question, but you can
8 answer that one, too. 1;

9 A. I'm not aware of any intention to do h

10 so 3 1&
i
11 Q. And are you aware of your using the l

12 mark "STORZ The World of Endoscopy" on any sales
13 material where it appears next to a product that's

14 being offered together with a price?

15 A. Well, you know, we could have a %ﬂ
16 catalog extract together with a quote of a subset of'
17 those products sent to a customer, if that's what

18 they have required.

19 ' Q! But that's not the question. Let me

20 give you an example.

21 Why don't you look at Page 463.
22 A. 463. ..
23 MR. COREA: For the record, when you're giving

24 a page number --

25 MR. MANDELL: ©Oh, I'm sorry.
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1 THE WITNESS: In the U.S.?
2 Over the last 18 years, we have

3 probably circulated catalogs and catalog extracts of

4 well over 30 -- 40,000. Probably more.

5 BY MR. MANDELL:

6 Q. To how many individuals, who are not
7 duplicative?

8 If you send it to me today and you

9 send it to me next week, I would count that as one.
10 A, The way that catalogs are utilized,
11 sir, is that they are typically, within hospitals,
12 accessible to many different individuals being in the
13 purchasing organization, being in the clinical care
14 environment, meaning nurses, potentially doctors'
15 offices.
16 So there is really no means for me to
17 know, if I'm sending a catalog to the UCLA personnel
18 department, is it going to be one person or 50

19 persons looking at it, at any given time.

20 Q. Or no one, right?
21 A, Or if you're not lucky, no one, yeah.
22 I mean, it just ends up in the trash.
23 Q. You get mailings that you don't look

24 at; is that correct?

25 A, We do. But provided that this is
78
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actually a very-expensive piece of literature, we

don't just send it away unsolicited.

So before we send that out... The

last one, we had a reprint, we actually sent out a

mailer to our customers, asking them if they are

interested in receiving an update. And if they
responded "Yes," then we provided them with those
catalogs that they were interested in.

And even though I am not a conduit, we
provide them to our sales reps, who can hand it in
person, those catalogs, to give to those customers
who are interested.

Q. Okay.

MR. COREA: Can I go off for just a second?
(DISCUSSION HELD OFF THE RECORD)

MR. MANDELL: Let the record reflect that
Counsel was kind enough to tell me, anticipating my
next question, that they have brought a mailer.

And I'm also going to ask for the
Bates numbers of any documents which depict the
customers or potential customers to whom these
brochures were sold or sent. So we can see and
verify that they were really reviewed.

So I don't know if you've produced

that. ..
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.When I'm saying "you," you're
testifying in two ways. You as Mr. Amiri, and you're
also testifying as the German company.

A. Please clarify which "you."
Q. So I will clarify "you." That's a
good point. So let me clarify that question.

You, wearing the hat of the Applicant
in this case, the German entity, keep records of
people who register on the website; is that correct?

A. Yes, we do.
Q. Are you aware of the fact that if I
enter into my computer WWW.STORZ.BIZ that I'l1 get

the KARL STORZ website?

A, Um, no, I'm not.

Q. Does it surprise you?

A. No.

Q. Do people have to pay for the shipping
costs?

A. No, they don't.

Q. But you just don't send it to

everybody, right?

I mean, if Floyd Mandell wants
these —-- and I'm not a friend of yours. Say you
don't know me -- I can't get them. I mean, if I'm

not like a qualified physician or potential customer?
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A. If you are not a qualified customer as
the person receiving the information would request,
we would flag you as an unqualified customer, then
you may not receive a catalog.

Q. You see a number ofvcategories on the
second page of this mailer.

Are there any extracts of catalog in
other subject matters now, that weren't around in
20037

A. Any extracts...

Q. Yes. Do you see what I'm saying?
There is a bunch of different...

A. What you see here, sir, are a listing
of the catalogs that were available at the time.

Again, the definition between the

catalog and the catalog extract is an extract can be

a paper bound --

Q. Okay .
A, -- subspecialty, and specialty-related
information. The catalog is all-encompassing.

are not referenced here.
inquire of customers that are interested in receiving

a complete either paper or CD-ROM catalog at the

time.

So there are certainly extracts that

But this was a mailer to
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business®?

A. So your question is if we have
examples of those stored at our company?

Q. What I'm locking for, we have
requested usage of "STORZ World of Endoscopy."

What you have, other than what we've
pProduced already, is what we were given.

First of all, can you confirm for me
that those are documents that came from either the
parent company or your company"?

A. Yes.

Q. And those are documents that you
believe were distribﬁted in some fashion that we will |
yet determine how many and to whom, but that they
were distributed in the United States?

A. Yes.

Q. And Counsel is going to look to see if

there are others or there are more updated copies.

But at least with respect to those,

those documents accurately show all the other uses of §

"STORZ The World of Endoscopy"? f
A, Yes. |
Q. And "STORZ The World of Endoscopy" has

never been used in the United States, other than as

you've described today, correct?
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A. Not to my knowledge.

Q. And as a designated representative
appointed to talk about use, if it was used in
another way, you would know about it, correct?

A. Yes.

Q. Okay. So do you know who created the
mark that we're fighting about today?

MR. COREA: You can go ahead and answer the
question. I would like to take a break soon.

MR. MANDELL: That's fine.

MR. COREA: If you want the question answered
now.

MR. MANDELL: No. You don't have to. Just
remind me to ask that question again.

MR. COREA: I just think it's a good time for
a break.

MR. MANDELL: That's fine.

(BRIEF RECESS)

MR. MANDELL: Let's go on.

There was a question pending when we
broke, but I would like to withdraw that and hit him
with it later, just in case he comes up with a
really-good answer for whg designed the mark.

Q. ' You indicated that the first use of

the mark in dispute was in 1988. And I'm wondering
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Q. Is there a present intent to expand
upon the use of this mark?

A. Not that I'm aware of.

Q. As the head person of marketing at
your company, were you evef concerned about dominant
use of "STORZ" without "KARIL" causing confusion with
STORZ INSTRUMENT?

A, No, I was not.

Q. There has been no advertising on your
behalf of this mark in the United States; is that
correct?

A, Define for me what is your
understanding of "advertising."

Q. I define "advertising”" as use in trade
journals, print ads in magazines, radio, TV...

A, No.

Q. KARL STORZ does advertise in the

United States, though, does it not?

A. Yes.

Q. Have you asked your sales reps to
document any instances of confusion with
Bausch & Lomb or STORZ INSTRUMENT?

A, No.

Q. Are you aware of any consumer

inquiries that ask about Bausch & Lomb or STORZ
148
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MR. MANDELL: Well, just to address this
relevance, and you can have a continuing objection.

It's our position that if there was
confusion in the past and a mark is being introduced
that's going to exacerbate or increase confusion, it
causes us even more damage. It also goes to intent,
and it's not only directly relevant, but it's
certainly relevant pursuant to Rule 26.

But I understand that you believe that
any questions that are not exactly in regard to the
mark in issue you feel is irrelevant, and that's
noted.

I think the question is --

THE WITNESS: I don't need it repeated.

MR. MANDELL: Okay.

THE WITNESS: I believe there has been and may
continue to be confusion due to the corporate names
or the trademark of STORZ INSTRUMENT and the
corporate name of KARL STORZ, but I'm not aware of
any confusion related to trademark.

BY MR. MANDELL:

Q. Can you embellish on that answer a
little? I mean, I know, as a trademark expert, the
difference between a corporate trade name and a

trademark, but again, would you stress more what you
47
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1 mean.

2 I would like you to Jjust embellish on
.3 what specifically you're saying.

4 A. STORZ INSTRUMENT has the name "STORZ"

5 in it. KARL STORZ has the name "STORZ" in it. There

6 was a relationship, back in the '70s and '80s, where

7 STORZ INSTRUMENT sold KARL STORZ products.

8 People have confused whether or not

9 those two companies are the same because of that
10 name. I've had instances where I have introduced
11 myself as being associated with KARL STORZ. On

12 occasions, somebody will be confused whether or not

13 that is related and, in some way, similar to STORZ

14 INSTRUMENT.

15 I've also had the situation where in fl

16 Europe, people sometimes wonder from America when

17 they go to Europe if Storz Candies and Chocolates and
18 Storz Road Paving is, in some way, related, and they
19 make that confusion because of the company name

20 Storz.

21 Q. You haven't had the confusion that you

22 mentioned with respect to the candy and the other

23 products in the United States, correct?

24 A. Only on occasion when people from here

travel over there.
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THE WITNESS: I don't recall.

BY MR. MANDELL:

Q. Do you interact with customers at all?
A, On occasion.
Q. Have any customers, at any time,

manifested confusion as to some association between

STORZ INSTRUMENT and KARL STORZ to you?

A, Yes.

Q. When is the last time that happened?

A. Within the last two years.

Q. Do you recall the circumstances?

A. Vaguely.

Q. First of all, can you identify the
customer?

A, No.

Q. Can you identify where this

conversation took piace?

A, No.

Q. To the best of your recollection, what
did the customer say to you and what did you say to
the customer, on this occasion in the last two years,

on the subject of confusion?

A. I think he asked if we were based in
St. Louis.
Q. And what did you say?
67
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or an extract of catalog sent only to selected
customers of KARL STORZ?

A. Are you asking me what he testified
to?

I don't know.

Q. You're not aware of the catalog that
contains the mark in dispute ever being sent to
Bausch & Lomb, American Cyanamid, STORZ INSTRUMENT,
or anyone associated with Bausch & Lomb, are you?

A. I don't know whether they received the
catalogs or not.

Q. Well, someone can't object to
something that they have a problem with if they don't

know about it, can they?

A. Is that an argument?
Q. I'm asking you: Can they?
A. Your question assumes that the only

way somebody becomes informed is from a catalog.

Q. No. Through observing the use -

A, How about in a congress, on a banner,
does that not count? When your client is also at the
same congﬁess and their employees and representatives
wander around?

Q. Are you aware of the name of a singlé

individual connected with Bausch & Lomb or any of its
137
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1 related companies or predecessors-in-interest, who
2 you can testify, under ocath today, saw your use of
3 the mark that we are sitting here disputing today?
4 A. Other than the objection that was

5 referenced in one of these exhibits by Mr. Boothe?
6 Q. Other than the objection by

7 Mr. Boothe? o
8 A, Well, he didn't see it. Someone elsé |
9 saw it. But I don't know who saw that.
10 Q. Oﬁher than that objection, are you
11 aware of any knowledge anyone at Bausch & Lomb or its
12 predecessors or related companies that you know for a
13 fact had knowledge that the mark was continued to be
14 used notwithstanding the objection?

15 A. No. .

16 But you had a longer question at the

17 beginning. And there is another document that

18 follows this one. So you keep asking me is there

19 anything else besides this.
20 Q. Well, I want to see that document.
21 We'll see if it's in the group I have. But if it's

22 not, I'm hoping Andy has a copy of it.

23 A. Yes, you have. ‘ﬁ
24 Q. Oh, okay. Let me just keep with

25 Exhibit 24, though, first. That's the Meyer-Hauser
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Page 28

HENRY C. TUNG, M.D. - BY MR. COREA

I'm sorry. I may not understand what

you mean by eyepiece.

Q. The chunkier portion of that image, is
that a portion of an instrument that you would look
through?

A. No.

Q. How does Bausch & Lomb sell its surgical
instruments?

A. Through catalogs, through salespersons,
and showing and demonstrating the product to
surgeons both at trade shows and in the operating
rooms, through internet sites, websites, through
i physicians that promote our products or talk about
our products at conferences. I'm sure there are
also mailing advertisements to hospitals and
{ surgeons.

Q. Did how many catalogs does Bausch & Lomb
| distribute annually?

MR.'MANDELL: How many different types

L of catalogs are you saying, or how many, you know,

| Pexr customer?

MR. COREA: That's a good point. Thank

| you.

Q. How many different types of catalogs
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