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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BAUSCH & LOMB INCORPORATED,

Opposer,
Opposition No. 91174518
V. : Application Serial No.
78/692,415
KARL STORZ GMBH & CO. KG,
Applicant.
APPLICANT’S OPPOSITION TO

OPPOSER’S MOTION FOR SUMMARY JUDGMENT

Applicant, Karl Storz GmbH & Co. KG (“Karl Storz” or “Applicant”), pursuant to Rule
56 of the Federal Rules of Civil Procedure, hereby opposes Opposer, Bausch & Lomb
Incorporated’s (‘B&L" or “Opposer”) Motion for Summary Judgment (“Motion”).

In support of its opposition to the Motion, Applicant submits the Declaration of Andy

Corea (“Corea Declaration”) dated November 15, 2007 with accompanying Exhibits.

INTRODUCTION

Applicant seeks to register the following trademark:

for use on and in connection with “surgical, medical and veterinary instruments and
apparatus, namely surgical and medical apparatus and instruments for use in general

and endoscopic surgery; artificial limbs, eyes and teeth; orthopedic articles, namely,



suture materials.” Opposer asserts in its Motion that the Opposed Mark is likely to
cause confusion with Opposer's prior registered STORZ marks under 15 U.S.C. §
1052(d), that Applicant has committed fraud in the prosecution of the application to
register the Opposed Mark, and that Applicant does not have a bona fide intent to use
the Opposed Mark within the meaning of 15 U.S.C. § 1126(e).

The Motion should be denied because it substantially fails to establish that
confusion is likely as a result of Applicant’s use and registration of the Opposed Mark or
that Applicant has committed fraud or lacks a bona fide intention to use the Opposed
Mark in commerce. Moreover, Opposer's Motion misconstrues the impact of the prior
agreement between the parties with respect to marks featuring the term STORZ and
does not address the historical conduct of the parties in interpreting that agreement. At
the very least, Applicant's defenses of estoppel and acquiescence raise genuine
disputes as to material facts making summary judgment inappropriate in this case.

FACTUAL BACKGROUND

This Opposition is one more chapter in a long dispute between Applicant and
Opposer (and Opposer’s predecessors in interest) regarding use of the term STORZ.
Both parties to this Opposition are engaged in the design, manufacture, sale,
distribution and servicing of medical instruments. [Opposer's Statement of Undisputed
Facts pp 1-2] Both parties use the term STORZ and each has multiple trademark
registrations featuring the wording STORZ. [Opposer’s Statement of Undisputed Facts
p 2; Corea Declaration Ex. 1]

In 1982, the parties entered into an Agreement (“The 1982 Agreement”) that set

out the manner in which each party could use the term STORZ. [Corea Declaration Ex.



2] This Agreement is in full force and effect, and Opposer pleaded it in the Notice of
Opposition. [Notice of Opposition Ex. 3] The 1982 Agreement does not provide an
exhaustive list of permitted uses. [Corea Declaration Ex. 2] Instead it lists various
permitted uses and further allows that such permitted uses may be supplemented “with
additional trademark formatives, whether by way of letters, numbers, words, syllable, or
designs.” [Corea Declaration Ex. 2, page 5]

Subsequent to execution of the 1982 Agreement, the parties exchanged various
letters concerning proposed logos and variations. [Corea Declaration Ex. 3] B&L,
through its predecessor in interest, specifically approved a mark that featured the term
STORZ emphasized in size and placement. [Corea Declaration Ex. 3, Bates No. KS
0411-0412] B&L did raise an objection to the mark STORZ THE WORLD OF
ENDOSCOPY in 1989 [Corea Declaration Ex. 3, Bates Nos. KS 0420-0422]. However,
an attorney for Karl Storz responded in writing asserting the reasons why the use was
permitted under the Agreement. [Corea Declaration Ex. 3, Bates No. 0425-0427] B&L
never responded to the letter, nor did it follow up its original complaint with subsequent
correspondence, leaving Karl Storz under the impression that B&L had acquiesced to its
use of the STORZ THE WORLD OF ENDOSCOPY trademark. Karl Storz has relied on
that 1982 Agreement and its interpretation of the Agreement in prosecuting numerous
trademark applications in the United States. [Corea Declaration Ex. 1]

When relying on the 1982 Agreement in prosecution trademark applications,
Applicant always provides the entire text of the Agreement, along with its arguments as
to why the 1982 Agreement supports registration of the mark in question. This is

exactly the procedure followed in the prosecution of the Opposed Mark. [Corea



Declaration Ex. 6] Conspicuously absent from Opposer's description of the alleged
fraud is any reference to the body of the response in question. The Response to Office
Action states “Applicant and Registration (through a predecessor in interest) have
reached a consent agreement regarding use and registration of marks featuring the
term STORZ.” [Corea Declaration Ex. 6, p 1] The Response goes on to argue that
Paragraphs 2 and 3 of the 1982 Agreement give Applicant unrestricted rights to use and
register the mark STORZ ENDOSKOP and any mark derived by supplementing STORZ
ENDOSKOP with words, letters, or designs. [Corea Declaration Ex. 6, p 2] The
Response concludes that “the mark at issue in this application, STORZ THE WORLD
OF ENDOSCOPY, is a supplemented STORZ ENDOSKOP mark in accordance with
the Agreement. [Id.] Opposer may disagree with Applicant’s interpretation of the 1982
Agreement, but there is no false or misleading statement made to induce the Examining
Attorney to approve the application. The Examining Attorney was free to view the text
of the 1982 Agreement and come to a different conclusion.

Almost twenty (20) years after making its initial objection, B&L filed this Notice of
Opposition. This despite the fact that Karl Storz has been placing the Opposed Mark on
its catalogs and catalog extract continuously since 1988 [Corea Declaration Ex. 4, p 85,
line 7] and displayed the catalogs at tradeshows. [Corea Declaration Ex. 4, p142, lines
16-23] The catalogs and catalog extracts bearing the Opposed Mark have been
distributed to customers throughout this time period. [Corea Declaration Ex. 4, pp 85-
88]

Notwithstanding almost twenty (20) years of distribution of catalogs featuring the

Opposed Mark on catalogs and catalog extracts, Opposer can point to no instance of



actual confusion resulting from use of the Opposed Mark. Instead, Opposer relies upon

asserted confusion between the company trade names and other trademarks — but not
the mark that is at issue in this proceeding. [Opposer's Statement of Undisputed Facts
p 4]

In 2004, Opposer filed Notices of Opposition against 2 applications to register the

mark:

STORZ

KARL STORZ— ENDOSKOPE

[Corea Declaration Ex. 5] In each case (Opposition Nos. 91160344 & 91160957), In each
case, B&L asserted that the mark was likely to cause confusion with its prior STORZ
registrations and the mark at issue violated the 1982 Agreement. In each case, B&L
withdrew its baseless opposition with prejudice, resulting in judgment in favor of Karl Storz.
[Corea Declaration Ex. 5]

Opposer's Motion must fail because it does not establish as a matter of law that
confusion that (a) confusion as to the source of the parties’ respective goods or services is
likely as a result of Applicant's use of the Opposed Mark; (b) Applicant has made any
fraudulent statement in the prosecution of the underlying application to register the
Opposed Mark; or (c) Applicant’s placement of the Opposed Mark on catalog and catalog
extracts fails to establish its intent to use the mark under 15 U.S.C. § 1126(e).

ARGUMENT
L. Legal Standard for Summary Judgment Before the TTAB

Opposer correctly notes in its Motion that summary judgment may be granted in

cases where there are no genuine issues of material fact. However, Opposer fails to

address two important points that are relevant to the standard applied by the Board.



First, the function of the Board in deciding a motion for summary judgment is not to
make findings of fact relevant to an assertion of a likelihood of confusion under Section
2(d). Rather the Board must determine whether genuine issues of material fact exist. The
non-movant need only come forward with sufficient evidence to show an evidentiary
conflict as to any material fact. TBMP § 528.

Second, all reasonable inferences from the facts asserted are drawn in favor of the
non-movant (Applicant in this case). In addition, the non-movant receives the benefit of
the doubt even on the basic question of whether a genuine issue of material fact exists at
all. TBMP § 528.01.

In this case, Applicant demonstrates that genuine issues of material facts sufficient
to overcome Motion. Applicant has raised factual issues regarding likelihood of confusion,
fraud, and its intention to use the Opposed Mark.

L. B&L IS CONTRACTUALLY ESTOPPED FROM CONTESTING

REGISTRATION OF MARKS TO WHICH B&L EXPRESSLY CONSENTED IN

THE 1982 AGREEMENT

The parties entered into an Agreement in 1982 that clearly defined their
respective rights to use and register marks including the word STORZ. [Corea
Declaration Ex. 2] The 1982 Agreement gives Karl Storz unrestricted, worldwide rights
to use the mark STORZ ENDOSKOP and any mark derived by supplementing STORZ
ENDOSKOP with words, letters or designs. The Opposed Mark is merely a
supplemented STORZ ENDOSKOP mark in accordance with the 1982 Agreement.

B&L expressly agreed not to raise any objection to registration of supplemented
STORZ ENDOSKOP marks and is estopped from maintaining the present opposition to

Karl Storz’s use and registration of the Opposed Mark.



A. The Legal Standard

Agreements between the parties are important to this Board’s determination of
issues. See M-5 Steel Mfg. Inc. v. O’Hagin’s Inc., 61 U.S.P.Q.2d 1086, 1095 (TTAB
2001) (agreement may be relevant and must be considered in Board proceedings).
This Board considers an agreement, its construction, or its validity where needed to
decide the issues before it, such as estoppel. See Selva & Sons, Inc. v. Nina Footwear,
Inc., 217 U.S.P.Q. 641, 647 (Fed. Cir. 1983). Furthermore, an agreement that clearly
dictates the parties’ rights with respect to the marks at issue can be dispositive in
addressing the substance of an opposition. See Danskin, Inc. v. Dan River, Inc., 182
U.S.P.Q. 370, 371-72 (C.C.P.A. 1974); Fed. R. Civ. P. 56(c).

B. B&L Agreed in the 1982 Agreement That Karl Storz Could Use and

Register the Marks At Issue

The Opposed Mark falls squarely within the scope of permitted marks under the
Agreement. The 1982 Agreement grants to Karl Storz the right to use STORZ
ENDOSKOP and authorizes Karl Storz to supplement STORZ ENDOSKOP with
additional formatives. [Corea Declaration Ex. 2] Words, letters and designs are among
the permitted formatives.

The Mark at issue:

is formed by supplementing STORZ ENDOSKOP with approved formatives.
First, Applicant has added a globe design to the center “O" in STORZ

ENDOSKOP. This provides distinct visual impression. Second, Applicant has added to



STORZ ENDOSKOP the wording “THE WORLD OF.” Finally, Applicant has added the
suffix “opy.”

The result is a distinctive mark that Karl Storz has been placing on catalogs
distributed to customers in commerce in the United States after entering into the 1982
Agreement since at least 1988. [Corea Declaration Ex. 4, p 85]

B&L agreed in the Agreement that Karl Storz has full use of STORZ ENDOSKOP
marks, as supplemented with word, letter and design formatives. Indeed, B&L could not
have consented to broader rights than to agree, as B&L did, that Karl Storz had full use
of STORZ ENDOSKOP, especially where Karl Storz’s business is and always has been
focused primarily on endoscopes (hence the word “endoskop”). [Corea Declaration Ex.
2]

The Agreement acknowledges Karl Storz's rights to use the word STORZ
throughout all aspects of Karl Storz’s business, as long as the word ENDOSKOP (which
could be supplemented) also was used.

B&L placed no limitation on Karl Storz’s use of supplemented STORZ
ENDOSKOP marks such as the STORZ THE WORD OF ENDOSCOPY marks at issue,
although B&L could have done so. In agreeing that Karl Storz had rights to use
supplemented STORZ ENDOSKOP marks; B&L did not place any field of use limitation
on Karl Storz. Karl Storz is free to use the marks for all goods and all services. B&L did
not limit Karl Storz’s rights to use supplemented STORZ ENDOSKOP marks under the
Agreement to particular geographies; the Agreement is “worldwide in scope” and Karl

Storz's is free to use its supplemented STORZ ENDOSKOP marks in all countries,



counties and cities throughout the world. B&L did not seek to inject any time limitation
into the Agreement.

Most tellingly, B&L never placed in the Agreement any restriction on the relative
size or the style or appearance of the words STORZ and ENDOSKOP and the
permitted supplementing word, letter and design formatives. B&L agreed that Karl Storz

could use the words STORZ and ENDOSKOP and supplements thereto in any size,

style or font.
C. B&L Agreed In The 1982 Agreement Not To Oppose Karl Storz’s
Application to Register The Marks

The Agreement expressly prohibits B&L from objecting to Karl Storz’s attempts to
register marks covered by the Agreement. The language is unequivocal: B&L agreed
“not to raise any objection in any manner if KARL STORZ uses any of the marks
specified for its use in paragraph 3, above, in any country of the world or applies for
registration of any of such marks . . . .” [Corea Declaration Ex. 2, Agreement para. 8
(emphasis added)]. The requirement that B&L “not raise any objection . . . if Karl Storz .
. . applies for registration” clearly includes oppositions.

B&L expressly gave up any right it may have had to object to or oppose the
supplemented STORZ ENDOSKOP marks at issue when B&L agreed to the terms of
the Agreement. B&L cannot go back on that agreement now. There is no dispute that
the Agreement is in full force and effect because B&L relies on the Agreement in its
Notice of Opposition.

In freely entering the 1982 Agreement, B&L acknowledged Karl Storz’s rights to

use supplemented STORZ ENDOSKOP marks and agreed not to object to Karl Storz's



efforts to register such marks. Thus, the Agreement governs the parties’ rights in marks
relevant to this motion. B&L’s enforceable promise not to object to registration controls
B&L's ability to oppose Karl Storz’s applications.

D. B&L Is Estopped Because Of The 1982 Agreement From Opposing Karl

Storz’s Applications to Register

B&L is contractually estopped by the Agreement from opposing Karl Storz’s
application for the STORZ THE WORLD OF ENDOSCOPY Mark. B&L cannot
selectively discard portions of the Agreement it does not like. B&L is bound by its
Agreement not to oppose the present application and to permit Karl Storz to use the
marks at issue. B&L cannot renege on its Agreement and avoid the conclusion, evident

from the four corners of the Agreement, that Karl Storz is permitted to use and register

its two marks.

ll. B&L IS EQUITABLY ESTOPPED FROM CONTESTING REGISTRATION OF
MARKS TO WHICH B&L EXPRESSLY CONSENTED IN THE 1982
AGREEMENT

Principles of equitable estoppel also warrant dismissal of B&L’s oppositions. To
establish equitable estoppel barring B&L's claims, Karl Storz needs to show (1)
misleading conduct by B&L, which may include not only statements and action but
silence and inaction, leading Karl Storz to reasonably infer that rights will not be
asserted against it; (2) reliance upon B&L’s conduct; and (3) due to this reliance,
material prejudice to Karl Storz if the delayed assertion of such rights is permitted.

Lincoln Logs Ltd. v. Lincoln Pre-Cut Log Homes Inc., 23 USPQ2d 1701, 1703 (Fed. Cir.
1992).

10



At the very least, Applicant has established factual issues with respect to each
element of equitable estoppel — misleading conduct, reliance and material prejudice,
making summary judgment in light of Applicant’s affirmative defense inappropriate.

A. Equitable Estoppel Based On The Parties’ Agreement Bars B&L From

Maintaining Its Oppositions

B&L acted affirmatively, and omitted to act where it should have, with the result
of misleading Karl Storz to its detriment. B&L misled Karl Storz by entering into an
Agreement whereby B&L expressly consented to Karl Storz's use and registration of
supplemented STORZ ENDOSKOP marks, only to ignore that consent and promise in
the present opposition.

Where B&L expressly agreed in the parties’ Agreement that Karl Storz could use
and register, without objection from B&L, supplemented STORZ ENDOSKOP marks
according to paragraph 3 of the Agreement (see discussion above), it was objectively
reasonable for Karl Storz to understand that B&L would honor its obligations under the
Agreement. Karl Storz had no evidence demonstrating that B&L would disregard the
Agreement and oppose applications to register marks covered by the Agreement. Karl
Storz relied upon B&L's representations and duties under the Agreement in developing,
adopting and applying to register the supplemented STORZ ENDOSKOP mark at issue.

As a result, Karl Storz suffered material prejudice because, in light of B&L’s
conduct in agreeing to the Agreement permitting Karl Storz to use supplemented
STORZ ENDOSKOP marks, Karl Storz engaged in extensive efforts to establish its

marks as unique identifiers of its goods and services. Karl Storz places the Opposed

11



Mark on the front page of its catalogs and catalog extracts. [Corea Declaration Ex. 4, p
85-86]

After years of investing human and monetary resources establish its marks, Karl
Storz expended further resources to file and prosecute the two pending applications.

In sum, Karl Storz was misled by B&L into thinking that B&L would honor its
obligations under the Agreement and refrain from challenging Karl Storz’s right to use
and register marks permitted under the Agreement. Karl Storz's reliance was
reasonable, but Karl Storz has suffered material prejudice because of B&L’s failure to
perform its obligations and respect Karl Storz’s rights under the Agreement.

As a matter of equity, B&L should be estopped from opposing the applications to
register marks covered by the parties’ Agreement.

B. B&L’s Consent That Karl Storz May Use Similar Marks Virtually Identical

To The Marks At Issue Is Additional Evidence That B&L Is Equitably
Estopped From Maintaining Its Opposition

The conduct of the parties, demonstrated by their historical correspondence
further supports Applicant’'s defenses of equitable estoppel and acquiescence.

Karl Storz and B&L, acting through its predecessor-in-interest, Storz Instrument
Company, exchanged letters after they executed the Agreement regarding marks
permitted under the Agreement. In a letter dated June 18, 2005, Karl Storz sent to
B&L’s predecessor a sample STORZ ENDOSKPIE logo, asking whether B&L had any

objection. The letter stated:

The purpose of this letter is to be certain that changes which
Karl Storz companies want to make in their logo do not offend
the letter or the spirit of the agreement between the companies,
and even more importantly, do not offend your company’s sense
of fairness.

12



[Corea Declaration Ex. 3, Bates No. KS 0408-0410]

The proposed logo was:

QAL

ST
See also id. Like the marks at issue herein, it was a supplemented STORZ
ENDOSKOP mark in accordance with the Agreement, in which the supplementing
formatives were a bull’'s-eye design in the letter “0” in STORZ and the added letters “ie”
at the end of ENDOSKOP.

B&L’s response six days later stated in no uncertain terms B&L'’s view that the
sample logo was covered by the Agreement:

The proposed logo in no way offend the letter or spirit of

our Agreement on trademarks.
[Corea Declaration Ex. 3, Bates Nos. KS 0411-0412, (6/24/85 letter from B&L
predecessor)] B&L did not object to the relative size of STORZ and ENDOSKOPIE, or
to the inclusion of a bull's-eye design and additional letters. See id.

Karl Storz revised its sample logo further to include the Karl Storz name and a
bul’'s-eye design, but to add only the letter “e” to the end of ENDOSKOP. [Corea
Declaration Ex. 3, Bates Nos. KS 0414-0416 (7/22/85 letter from Karl Storz)]

Karl Storz provided the revised logo to B&L's predecessor in a letter dated July
22, 1985, seeking B&L's opinion about the revised logo. /d.; see image below.

STER

KARL STORZ — ENDOSKOPE

13



Karl Storz advised B&L that the revised logo was developed “[tjo even more clearly
distinguish ourselves from your company . ..." /d.

This time, B&L did not provide a letter in response, presumably because the
newer logo was even further removed from any mark B&L was permitted to use under
the Agreement than the logo B&L already had admitted does not offend the Agreement.
See id. Once again, B&L failed to assert that the relative size or emphasis of the term
STORZ violated the 1982 Agreement.

Karl Storz relied upon B&L’s implicit consent and acquiescence in going forward
with its logos and marks. Karl Storz's reliance was reasonable because the revised
logo was another supplemented STORZ ENDOSKOP mark permitted under the
Agreement and because it differed from B&L’'s permitted marks even more drastically
than the STORZ ENDOSKOPIE logo B&L already had found “in no way” offends the
letter of spirit of the Agreement. It is clear that B&L'’s “silence and inaction” may embody
the misleading conduct upon which a holding of equitable estoppel applies. See Lincoln
Logs, 23 U.S.P.Q.2d at 1703 (setting forth elements of equitable estoppel).

Finally, in 1989, B&L wrote to Karl Storz objecting to use of the STORZ THE
WORLD OF ENDOSCOPY Mark. [Corea Declaration Ex. 3, Bates Nos. KS 0420-0423,
(2/23/89 letter from American Cyanimid)] On December 8, 1989 an attorney for Karl
Storz sent B&L a response asserting that the mark at issue was permitted under the
1982 Agreement. [Corea Declaration Ex. 3, Bates Nos. KS 0424-0427, 12/8/89 letter
from Don Mon)] B&L has not asserted that it responded to this letter or that it followed
up its original complaint. Its silence in response to Karl Storz's assertion of its rights to

use the Opposed Mark for a period of almost 20 years gives rise to a presumption of

14



acquiescence, and it Opposer should now be estopped from asserting rights that it
could have raised in 1989 simply by responding to a letter.

The conclusion that B&L is estopped by the parties’ Agreement from objecting to
Karl Storz’s use and registration of the marks at issue is supported by B&L’s consent to

Karl Storz’s use of prior logos that were identical in all material respects to the marks at

issue herein.

IV. OPPOSER IS PRECLUDED FROM OBJECTING TO APPLICANT’S MARKS

UNDER THE DOCTRINE OF RES JUDICATA

Res Judicata (or claim preclusion) operates to prevent the same dispute from
being re-litigated. Under the Federal Rules, the cause of action includes all legal
questions arises out of the same transaction or occurrence. Friedenthal Miller & Kane,
Civil Procedure § 14.4. Collateral Estoppel (or Issue Preclusion) prevents the re-
litigation of decided issues in future disputes. Friedenthal et al. § 14.9. The issues
being asserted must be identical in both issues to apply collateral estoppel. Friedenthal
at al. § 14.11. In addition, the issue must have been actually litigated and decided in
the prior action, and it must have been necessary to the prior decision. See U.S.
Olympic Commiftee v. Bata Shoe Company, 225 USPQ 340, 342 (TTAB 1984)
(applicant abandoned application when opposition was filed so judgment did not result
in issue preclusion because no issues were actually litigated); U.S. Soil, Inc. v. Colovic,
214 USPQ 471 (TTAB 1982).

A valid, final judgment on the merits will preclude litigation of the same claims in

the future. Friedenthal et al. § 14.7. In this case, there is no question of the validity or

15



finality of the judgment. The TTAB has jurisdiction to determine questions of
registrability under the Lanham Act § 17, 15 U.S.C. § 1067. The TTAB issues a final
decision upon withdrawal of an opposition with prejudice. 37 CFR § 2.106.

A withdrawal of the opposition with prejudice and the TTAB’s subsequent entry of
judgment against the Opposer, with prejudice constitute judgment on the merits as to
the claims that were raised or could have been raised in the Notice of Opposition.
Friedenthal et al. § 14.7. Bass Anglers Sportsman Society of America v. Bass Pro
Lures, Inc., 200 USPQ 819, 822 (TTAB 1978) (a judgment sustaining an opposition
under Rule 2.135 is in the nature of a default judgment which has the same effect as a
judgment on the merits); Johnson & Johnson v. Bio-Medical Sciences, Inc., 179 USPQ
765 (TTAB 1973) (withdrawal of counterclaim petition to cancel with prejudice resulted
in claim preclusion preventing assertion of the same grounds in subsequent cancellation
proceeding between the same parties); U.S. Olympic Committee v. Bata Shoe
Company, 225 USPQ 340 (TTAB 1984) (claim preclusion does not apply where the
marks in the subsequent proceeding are different from those in the original proceeding,
even if they include common elements and those common elements are the source of
dispute);

In 2004, B&L filed oppositions (Nos. 91160344 & 91160957) against the KS

applications to register the following marks:

SIORL.  STORT

KARL STORZ—

[Corea Declaration Exhibit 5] The Notices of Opposition claimed likelihood of confusion
under Section 2(d) and relied upon the 1982 Agreement. After answers were filed and

discovery was taken, B&L withdrew each with prejudice. [Corea Declaration Ex. 5]

16



Therefore, to the extent that the claims in the pending opposition overlap with the
claims in the withdrawn oppositions, those claims should be barred under the doctrines
of res judicata and issue preclusion. Specifically, since the marks at issue in the prior
oppositions featured an emphasized STORZ portion, B&L should now be precluded
from asserting that emphasis as either a source of confusion or breach of the 1982

Agreement.

V. APPLICANT’S SUBMISSION OF THE 1982 AGREEMENT ALONG WITH ITS
INTERPRETATION OF THAT AGREEMENT DOES NOT CONSITUTE FRAUD
IN THE PROSECUTION OF THE TRADEMARK
A. Legal Standard
Fraud in the prosecution of a trademark application occurs when the applicant or
registrant makes a false material representation that the applicant knew or should have
known was false. Torres v. Cantine Torresela S.R.L., 1 USPQ2d 1483, 1484 (Fed. Cir.

1986). The false statement must concern a material fact relevant to the trademark

prosecution. United Phosphorus Ltd., v. Midland Fumigant, Inc., 53 USPQ2d 1929 (10"
Cir. 2000).

B. Applicant’s Made no Material Misrepresentation of Fact to the
Examining Attorney

Opposer's argument that Applicant's use of the 1982 Agreement in the

prosecution of the underlying application constitutes fraud fails the first element of the

fraud test. As noted above, Applicant’'s Response to Office Action when prosecuting the

underlying application made the following representations:
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o Applicant and Registration (through a predecessor in interest) have
reached a consent agreement regarding use and registration of marks
featuring the term STORZ.” [Corea Declaration Ex. 6, p 1]

e Paragraphs 2 and 3 of the 1982 Agreement give Applicant unrestricted
rights to use and register the mark STORZ ENDOSKOP and any mark
derived by supplementing STORZ ENDOSKOP with words, letters, or
designs. [Corea Declaration Ex. 6, p 2]

e The mark at issue in this application, STORZ THE WORLD OF
ENDOSCOPY, is a supplemented STORZ ENDOSKOP mark in
accordance with the Agreement. [Id.]

Moreover, a full copy of the 1982 Agreement was submitted with the Response
to Office Action. The Examining Attorney was free to question and disagree with
Applicant’s interpretation of the 1982 Agreement. [Corea Declaration Ex. 6]

Opposer has made no showing of a material misrepresentation of fact in

connection with the Response to Office Action. As such its claim of fraud must fail.

VI. OPPOSER IS NOT ENTITLED TO JUDGMENT WITH REGARD TO
CONFUSION

A. Legal Standard

The Board determines likelihood of confusion based on its analysis of a number
of factors. Specifically, the Board considers the following factors, when relevant:
Similarity of the marks;
Similarity of the Goods/Services;

Similarity of the Channels of Trade;
Fame of the registered mark;

SN =
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5 Conditions of Purchase;

6. Third Party Usage of similar marks for similar goods;
7. Instances of Actual Confusion;

8 Concurrent use of marks without Actual Confusion;

9 Range of goods on which Registrant uses mark;

10.  Market Interface between Applicant and Registrant;
11.  Applicant’s right to exclude other from use of the mark;
12.  Extent of potential confusion; and,

13.  Any other established probative fact.

In re E.I. Du Pont de Nemours & Co., 177 USPQ 563 (CCPA 1973). Opposer’s

Motion must fail because there are genuine factual disputes as to many of the factors

under Dupont.

B. The Marks are Sufficiently Dissimilar to Avoid Confusion (Dupont
Factor 1)

Applicant does not dispute that its mark:

features the term STORZ or that Opposer is the owner of several registrations featuring
the term STORZ. However, Opposer grossly overstates the similarity of the marks in
question by failing to take into account the clear visual differences and phonetic
differences between the marks.

First, the Opposed Mark contains a distinct globe design element that is absent
from any mark asserted by Opposer. Opposer has not asserted any use of a similar
design. In addition, the Opposed Mark features a phrase that is already the subject of
multiple trademark registrations owned by Applicant — THE WORLD OF ENDOSCOPY.

[Corea Declaration Ex. 1] Likewise, Opposer has asserted no prior use of a similar

phrase.
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C. The Parties Are Not Competitors as Defined by Applicant (Dupont
Factor 3)

A factual dispute exists with respect to the degree to which Applicant and
Opposer overlap in their channels of trade. Applicant’s Vice President of Marketing and
Product Development testified that he does not recognize B&L as a competitor to Karl
Storz in the marketplace. [Corea Declaration Ex. 4, p 133] Moreover, he testified that
B&L does not constitute a significant volume of sales of surgical products in the
disciplines in which Karl Storz is active. [Corea Declaration Ex. 4, p 48]

D. The Buyers of Medical Equipment are Highly Sophisticated and

Unlikely to Make Impulse Purchases (Dupont Factor 5)

Both parties market and distribute products and services within the broad
medical field. However, there is dispute as to the degree to which the parties overlap in
marketing to consumers. Those consumers are highly sophisticated and less prone to
confusion. The nature of the products — medical apparatus — requires careful
consideration and deliberation, all of which reduces the likelihood of confusion. Astra
Pharmaceutical Products, Inc. v. Beckman Instruments, Inc., 220 USPQ 786 (1% Cir.
1983) (holding that purchasers of local anesthetic preparations, cardiovascular
medicines, and pre-filled syringes on one hand, and purchasers of computerized blood
analysis machines, on the other hand, are distinct professionals and unlikely to be
confused.); See also Electronic Design & Sales Inc., 21 USPQ2d 1388, 1392 (Fed. Cir.
1992).

Applicant’s reliance on the heightened protection against confusion with respect

to pharmaceuticals is misplaced in this case because the goods are highly
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sophisticated, technically advanced products that are marketed through trade shows

and in-person visits [Corea Declaration Ex. 4, p 48, 141-142] unlike pharmaceuticals.

F. Actual Confusion (Dupont Factor 7)
As noted above, Opposer has demonstrated no instances of actual confusion
related to the Opposed Mark. Opposer asserts instances of actual confusion but fails to

demonstrate that the confusion has any connection to the Opposed Mark.

G. Concurrent Use Without Confusion (Dupont Factor 8)
As noted above, Karl Storz has distributed catalogs and catalog extracts

featuring the Opposed Mark since 1988. Opposer is unable to demonstrate any

resulting confusion related to the Opposed Mark.

H. The Prior Agreement Between the Parties Permits Use and
Registration of the Opposed Mark (Dupont Factor 10)

As discussed above, the 1982 Agreement between the parties establishes that
Karl Storz may use and register supplemented forms of the mark STORZ ENDOSKOP.
The Opposed Mark is such a supplemented form.

Opposer's Motion must fail with regard to likelihood of confusion under Section

2(d) because it fails to establish that Opposer is entitled to judgment as a matter of law.

VI. OPPOSER HAS NOT ESTABLISHED THAT APPLICANT HAS NO BONA FIDE
INTENT TO USE THE MARK IN COMMERCE

Opposer’s final ground for summary judgment in its Motion asserts that Applicant
lacks the requisite intent to use the Opposed Mark in Commerce under Section 1126(e)

and is therefore not entitled to registration. As an initial matter, Applicant notes that
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Opposer did not plead this ground in the Notice of Opposition. The Motion contains the
first reference to this ground in any pleading. Therefore, if Opposer wishes to assert the
lack of bona fide intent to use the mark in commerce as a ground for Opposition, it
should amend its Notice of Opposition to plead it specifically. Fed. R. Civ. P. 8 & 9.

In addition to the procedural deficiency, the Motion must fail with respect to the
substance of this claim.

The evidence establishes that Applicant has applied the Opposed Mark to
catalogs distributed to customers since 1988. [Corea Declaration Ex. 4, p 85-86] the
evidence further establishes that the catalogs are available at trade shows [Corea
Declaration Ex. 4, p 142-143] and that sales are made at trade shows. [ld.]

A catalog can serve as point-of sale display. See Lands’ End Inc. v. Manbeck,
24 USPQ2d 1314 (E.D. Va. 1992). Even if Applicant’s use does not qualify as a point-of
sale display under Land’s End, this does not mean that Applicant lacks a bona fide
intent to use the mark in commerce. Opposer cites no authority to support this leap of

reasoning. The rejection of specimens as insufficient does not establish a lack of intent

{o use the mark.

Conclusion
Opposer’'s Motion should be denied. At this stage, Opposer has at most shown
that the Opposed Mark shares an identical element to Opposer’s prior registrations and
there is some overlap in the type of goods each party produces. The prior agreement
between the parties, the lack of actual confusion related to the Opposed Mark, the years
of concurrent use without actual confusion, and the sophistication of the parties

establish material issues that are in dispute. Moreover, in light of Applicant’s defenses
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of estoppel and acquiescence, Opposer has fallen well short of establishing entitiement

to judgment as a matter of law.

Opposer’'s attempt to assign fraud and a lack of bona fide intent to use the

Opposed Mark must likewise fail. Opposer has failed to provide any facts to support its

claims with regard to these issues.
For the foregoing reasons, the Motion should be denied.

Respectfully submitted,

y
November 15, 2007 /;43?041/’ £l

Wesley W. Whitmyer, Jr.

Andy |. Corea

St.Onge Steward Johnston & Reens LLC
986 Bedford Street

Stamford, CT 06905-5619

Phone: (203) 324-6155

Facsimile: (203) 327-1096

Email: litigation@ssijr.com
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CERTIFICATE OF SERVICE

This is to certify that a true and correct copy of the foregoing is being served on
the attorneys of record for Opposer on this day, by depositing the same as first class
mail, postage prepaid, in an envelope addressed as follows:

Floyd A. Mandell
Cathay Smith
Katten Muchin Rosenman LLP
525 West Monroe Street
Chicago, IL 60661-3693

Dated: November 15, 2007 ,’% o
Jo "nﬁ. Burnett
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BAUSCH & LOMB INCORPORATED,

Opposer,
Opposition No. 91174518
Application Serial No.
78/692,415

KARL STORZ GMBH & CO. KG,

Applicant.

DECLARATION OF ANDY COREA IN SUPPORT OF
APPLICANT’S OPPOSITION TO
OPPOSER’S MOTION FOR SUMMARY JUDGMENT

Andy |. Corea, being duly sworn in and based on his personal knowledge states

as follows:

1.

| am duly admitted to practice law in the State of Connecticut and am a member

with the firm St. Onge, Steward, Johnston & Reens, LLC, counsel for Opposer, in
this action.

Attached collectively hereto as Exhibit 1are copies of U.S. Trademark

Registrations owned by Karl Storz GmbH & Co, KG from the online USPTO
TESS database.

Attached hereto as Exhibit 2 is a copy of the 1982 Agreement between Karl Storz
GmbH & Co. KG and Storz Instrument Company.

Attached collective hereto as Exhibit 3 are copies of correspondence between

Karl Storz GmbH & Co. KG and Storz Instrument Company (and its successors
in interest).

Attached hereto as Exhibit 4 is a copy of the deposition of Ali Amiri taken in this
matter.

Attached collectively hereto as Exhibit 5 are copies of the Notices of Oppositions
for proceedings 91160344 and 91160957 filed by Bausch & Lomb Incorporated
as well as the TTAB order dismissing the Oppositions with prejudice.



7. Attached hereto as Exhibit 6 is a copy of the Response to Office Action filed in
the underlying application to register the mark at issue in this Opposition
proceeding.

Respectfully submitted,

/
November 15, 2007 /4}5@/&/ % -

Andy |. Cdrea
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Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office

Home | Site Index|Search | FAQ | Glossary | Guides | Contacis | eBusiness | eBiz alerts |News | Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Nov 14 04:06:53 EST 2007

sucrurep |Fres Foru] Browst oicr

Please logout when you are done to release system resources allocated for you.

List At: OR | Jump | to record: Record 14 out of 14

J assion status § | RMEESESM ( Use the "Back” button of the Internet
Browser to return to TESS)

Typed Drawing

Word Mark KARL STORZ-THE WORLD OF ENDOSCOPY

Goods and IC 010. US 026 039 044. G & S: Surgical instruments, namely, endoscopes and illuminators and their

Services power supplies for use with endoscopes, cannulas and trocars, and surgical instruments, namely,
scissors, scalpels, forceps, blades and staplers; instruments for use in high-frequency surgery;
namely, elevators, needles and needle holders, coagulators and suction instruments; apparatus for
use in performing lithotripsy; instruments and apparatus for use in ear, nose and throat medicine,
namely, scalpels, blades and trocars; medical apparatus and instruments in the nature of respirators,
sphygmomanometers, laryngoscopes, intubation instruments, CCD-Cameras for use in endoscopic
procedures; microscopes for medical use; digital image processors; optical telecopes and optical
lenses for use in performing medical procedures; dental instruments, namely, picks, burrs and mirrors;
veterinary apparatus in the nature of heart monitors for use with domestic animals, orthopedic articles,
namely, orthopedic soles, braces and joint implants; suture materials, namely, sutures; medical and
surgical test and check installation devices for use in determining the accuracy of patient readings by
testing and checking the aforementioned instruments and apparatus; and sterile transport receptacles
for use in storing surgical, medical, dental and veterinary apparatus and instruments

Mark

Drawing (1) TYPED DRAWING
Code

Serial

Number 75768000
Filing Date  August 3, 1999
Current

Filing Basis 44E

Original .

Filing Basis 18;44D
Published

for April 29, 2003
Opposition

Registration

Number 2739408

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.14 11/14/2007



Trademark Electronic Search System (TESS) Page 2 of 2

Registration
Date July 22, 2003

Owner (REGISTRANT) Karl Storz GmbH & Co. KG. CORPORATION FED REP GERMANY Mittelstrasse 8 D-
78532 Tuttlingen FED REP GERMANY

Assignment
Recorded ASSIGNMENT RECORDED

Attorney of
Record

Priority Date February 13, 1999

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ENDOSCOPY" APART FROM THE
MARK AS SHOWN

Type of Mark TRADEMARK
Register PRINCIPAL

Other Data The name "KARL STORZ" does not identify a living individual.

Live/Dead
Indicator LIVE

WESLEY W. WHITMYER, JR

| . HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.14 11/14/2007



Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office

Home|Site Index|Search | FAQ | Glossary | Guides | Contacis | eBusiness | eBiz aleris | News | Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Nov 14 04:06:53 EST 2007

Please logout when you are done to release system resources allocated for you.

Start | List At: OR to record: Record 1 3 Out Of 1 4

| TARR Status [ ASSIGH Status | | TT4B Status

Browser to return to TESS)

| ( Use the "Back” button of the Internet

Typed Drawing

Word Mark KARL STORZ-THE WORLD OF ENDOSCOPY

Goods and IC 009. US 021 023 026 036 038. G & S: ENDOSCOPES FOR SCIENTIFIC AND INDUSTRIAL

Services PURPOSES, NAMELY, FOR SCIENTIFIC AND INDUSTRIAL APPLICATIONS, AND ACCESSORIES
THEREFOR AND PARTS THEREOF; ENDOSCOPIC PROBES FOR TECHNICIANS; ILLUMINATION
AND LIGHTING INSTALLATION FOR USE IN PERFORMING SCIENTIFIC AND INDUSTRIAL
ENDOSCOPIC PROCEDURES; EDUCATIONAL COMPUTER SOFTWARE IN THE FIELD OF
ENDOSCOPY AND ENDOSCOPIC APPARATUS FOR USE IN TRAINING, TEACHING AND
INSTRUCTING TECHNICIANS ON INSTALLATION AND USE OF ENDOSCOPIC APPARATUS;
COMPUTERS FOR USE IN DATA PROCESSING OF DATA OBTAINED FROM ENDOSCOPIC
EQUIPMENT; TRANSPORT CONTAINERS FOR SCIENTIFIC AND INDUSTRIAL PURPOSES,
NAMELY, ENDOSCOPES FOR SCIENTIFIC AND INDUSTRIAL APPLICATIONS AND
ACCESSORIES THEREFOR; CCD-CAMERAS FOR USE IN SCIENTIFIC AND INDUSTRIAL
APPLICATIONS; MICROSCOPES; ADAPTERS AND CABLES FOR CONNECTING CAMERAS TO
ENDOSCOPES FOR USE IN NON-MEDICAL PROCEDURES; PICTURE REPRODUCTION AND
PICTURE RECORDING APPARATUS, IN PARTICULAR FOR SCIENTIFIC AND INDUSTRIAL
ENDOSCOPIC PROCEDURES

Mark

Drawing (1) TYPED DRAWING
Code

Serial 75768001
Number

Filing Date  August 3, 1999
Current

Filing Basis 4F

Original .

Filing Basis 18:44D
Published

for July 22, 2003
Opposition

Registration 5544410

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.13 11/14/2007



Trademark Electronic Search System (TESS) Page 2 of 2

Number

Registration

Date February 17, 2004

Owner (REGISTRANT) Karl Storz GmbH, & Co. LTD LIAB CO FED REP GERMANY Mittelstrasse 8 D-78532
Tuttlingen FED REP GERMANY

Assignment

Recorded  ASSIGNMENT RECORDED

Attorney of

Record WESLEY W. WHITMYER, JR.

Priority Date February 13, 1999

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ENDOSCOPY" APART FROM THE
MARK AS SHOWN

Type of Mark TRADEMARK
Register PRINCIPAL

Live/Dead
Indicator LIVE

oo

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.13 11/14/2007
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United States Patent and Trademark Office

Home ] Site Index|Search | FAQ | Glossary | Guides| Contacts | eBusiness | eBiz alerts | News | Help
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TESS was last updated on Wed Nov 14 04:06:53 EST 2007

Logout | Please logout when you are done to release system resources allocated for you.

Start | List At: ~ OR| Jump | to record: Record 12 out of 14

TARR Status | ASSIGH Status | | TTAB Status

Browser to return to TESS)

| ( Use the "Back” button of the Internet

Typed Drawing
Word Mark KARL STORZ-THE WORLD OF ENDOSCOPY

Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: PRINTED MATTER, NAMELY,

Services INSTRUCTIONAL AND TEACHING MANUALS IN THE FIELD OF ENDOSCOPY; BROCHURES
AND CATALOGS FEATURING ENDOSCOPIC PROCEDURES AND MEDICAL AND SURGICAL
INSTRUMENTS; BOOK-BINDING MATERIAL; AND UNMOUNTED PHOTOGRAPHS

Mark Drawing

Cone (1) TYPED DRAWING

Serial Number 75768480
Filing Date August 4, 1999
Current Filing

Basis 44k
Original Filing 1B:44D
Basis ’
Published for
Opposition February 4, 2003
ﬁegistration 2710321
umber
Registration .
Date April 29, 2003
Owner (REGISTRANT) KARL STORZ GMBH & CO. KG. CORPORATION FED REP GERMANY
MITTELSTRASSE 8 D-78532 TUTTLINGEN FED REP GERMANY
Assignment g GNMENT RECORDED
Recorded
Attorney of  \yeq| Ev W WHITMYER, JR
Record

Priority Date  February 13, 1999

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ENDOSCOPY" APART FROM THE
MARK AS SHOWN

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.12 11/14/2007
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Typed Drawing

Word Mark
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Mark Drawing
Code
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Filing Date
Current Filing
Basis

Original Filing
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Published for
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Registration
Number

Registration
Date

Owner

Attorney of
Record

Type of Mark
Register
Other Data

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.11

KARL STORZ

IC 009. US 021 023 026 036 038. G & S: VIDEO CAMERAS FOR USE IN PERFORMING
SCIENTIFIC AND INDUSTRIAL LABORATORY PROCEDURES. FIRST USE: 19830000. FIRST
USE IN COMMERCE: 19830000

IC 010. US 026 039 044. G & S: VIDEO CAMERAS FOR USE IN PERFORMING MEDICAL
ENDOSCOPIC PROCEDURES. FIRST USE: 19830000. FIRST USE IN COMMERCE: 19830000
(1) TYPED DRAWING

75872005
December 15, 1999

1A

1A

October 15, 2002
2670809

January 7, 2003

(REGISTRANT) Karl Storz GmbH & Co KG Kommanditgeselischaft LIMITED PARTNERSHIP
FED REP GERMANY D-78532 Tuttlingen FED REP GERMANY

Stephen P. McNamara,

TRADEMARK
PRINCIPAL
The name "KARL STORZ" does not identify a living individual.
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TARR Status [ ASSIGH Status RUEEESEM ( Use the "Back” button of the Internet

Browser to return to TESS)

Word Mark KARL STORZ IS QUALITY ... AND QUALITY IS NOT DISPOSABLE

Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: PRINTED MATTER, NAMELY,

Services INSTRUCTIONAL AND TEACHING MANUALS IN THE FIELD OF ENDOSCOPY; BROCHURES
AND CATALOGS FEATURING ENDOSCOPIC PROCEDURES AND MEDICAL AND SURGICAL
INSTRUMENTS; BOOKBINDING MATERIALS; AND UNMOUNTED PHOTOGRAPHS. FIRST USE:
19980901. FIRST USE IN COMMERCE: 19980901

Mark Drawing

Code (1) TYPED DRAWING

Serial Number 75982904
Filing Date October 10, 2000
Current Filing

Basis 1A;44E

Original Filing .

Basis 1B44E

Published for

Opposition March 18, 2003

Registration

Number 2825463

Registration

Date March 23, 2004

Owner (REGISTRANT) Karl Storz GmbH & Co LIMITED PARTERSHIP FED REP GERMANY Mittelstrasse
8 D-78532 Tuttlingen FED REP GERMANY

Attorney of .

Record Wesley W Whitmyer Jr

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead

Indicator LIVE
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Typed Drawing

Word Mark KARL STORZ OR-1

Goods and  IC 010. US 026 039 044. G & S: MEDICAL INSTRUMENTS, NAMELY, ENDOSCOPES AND

Services SURGICAL INSTRUMENTS FOR USE IN ENDOSCOPIC SURGERY, NAMELY, CONTROLLERS
FOR HIGH-FREQUENCY ENDOSCOPIC INSTRUMENTS, COAGULATORS, SUCTION PUMPS,
RINSING INSTRUMENTS, ULTRASONIC INSTRUMENTS, LASER APPARATUS, PATIENT
TABLES, LIGHTS, CAMERAS AND COMMUNICATORS, DATA AND PATIENT IMAGE
ARCHIVERS, HIGH-RESOLUTION MONITORS, AND CONNECTORS BETWEEN THE
ARCHIVERS, MONITORS, RECORDERS AND CONTROLLERS, ALL FOR USE IN MEDICAL AND
SURGICAL PROCEDURES

gg;';maw‘"g (1) TYPED DRAWING
Serial
Serial 75898434

Filing Date  January 18, 2000
Current Filing 44E

Basis

Original .

Filing Basis 1B;44D

Published for

Opposition February 25, 2003

Registration

Number 3245700

Registration

Date May 29, 2007

Owner (REGISTRANT) KARL STORZ GmbH & CO. KG COMPANY FED REP GERMANY Mittelstrasse 9 D-
78532 Tuttlingen FED REP GERMANY

Attorney of .

Record Wesley W Whitmyer Jr

Priority Date September 4, 1999
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Mark Drawing 4y TvpED DRAWING

Code

Serial Number 75872004
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Current Filing

Basis 1A

Original Filing
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Registration

Number 2539069

Registration Date February 19, 2002
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Record Wesley W. Whitmyer, Jr.
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Typed Drawing

Word Mark  KARL STORZ IS QUALITY ... AND QUALITY IS NOT DISPOSABLE

Goods and  IC 009. US 021 023 026 036 038. G & S: ENDOSCOPES NOT FOR MEDICAL PURPOSES;
Services ULTRASONIC SUPPLIES, NAMELY, ELECTROMECHANICAL AND ELECTRO-ACOUSTIC
SOURCES AND TRANSFORMERS AS PIEZO-LOUDSPEAKERS

IC 010. US 026 039 044. G & S: SURGICAL INSTRUMENTS, NAMELY, ENDOSCOPES AND
PARTS THEREOF; MEDICAL INSTRUMENTS AND APPARATUS FOR USE IN HIGH-FREQUENCY
SURGERY, NAMELY, HIGH-FREQUENCY VOLTAGE ELECTRICAL POWER SUPPLIES, NAMELY,
ELECTROMAGNETIC SOURCES AND TRANSFORMERS FOR USE IN PERFORMING SURGICAL
ENDOSCOPIC PROCEDURES; ELEVATORS, COAGULATORS, TISSUE RESECTING AND
DISSECTING TOOLS; ULTRASONIC AND LASER INSTRUMENTS AND APPARATUS FOR USE IN
MEDICAL PROCEDURES, EXAMINATION AND DIAGNOSIS; DENTAL INSTRUMENTS, NAMELY,
PICKS, BURRS AND MIRRORS
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http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.6

KARL STORZ IMAGE WORLD

IC 016. US 002 005 022 023 029 037 038 050. G & S: PRINTED MATTER, NAMELY,
NEWSLETTERS AND NEWSPAPERS ON THE SUBJECT OF MEDICAL ENGINEERING,
MEDICAL TECHNOLOGY AND MEDICAL INSTRUMENTS, ESPECIALLY ENDOSCOPES

(1) TYPED DRAWING

76361051
January 18, 2002

44E

1B;44D

March 30, 2004
2855514

June 22, 2004

(REGISTRANT) Karl Storz GmbH & Co. KG CORPORATION FED REP GERMANY Mittelstrasse
8 D-78532 Tuttlingen FED REP GERMANY

Wesley W. Whitmyer, Jr.

August 10, 2001

TRADEMARK

PRINCIPAL

The name KARL STORZ does not represent a living individual.

LIVE

11/14/2007
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Typed Drawing

Word Mark KARL STORZ AIDA

Goods and IC 009. US 021 023 026 036 038. G & S: endoscopes for use in non-medical procedures, namely,

Services endoscopes for scientific and industrial use, probes for use in performing non-medical endoscopic
procedures; lighting equipment and implements for use in non-medical endoscopic procedures;
cameras, namely, ccd-cameras for use in non-medical endoscopic procedures; microscopes;
adapters and cables for connecting the cameras to the endoscopes; digital image processors and
image recording and reproduction apparatus; data processors; computer software and computer
hardware used for data entry in the field of endoscopes for scientific and industrial use; data carriers;
document storers and sorters for information and data relating to endoscopic procedures; educational
and teaching tools used in the technical and non-medical endoscopic industry, namely, prerecorded
videotapes and computer software to enable handheld computer users to research non-medical
endoscopic procedures

IC 010. US 026 039 044. G & S: MEDICAL INSTRUMENTS AND APPARATUS, NAMELY,
ENDOSCOPES FOR MEDICAL AND SURGICAL USE, SCALPELS, BLADES AND STAPLERS

IC 042. US 100 101. G & S: DATA PROCESSING SERVICES

IC 016. US 002 005 022 023 029 037 038 050. G & S: educational and teaching tools, namely,
brochures and pamphlets in the area of endoscopes that are for scientific and industrial use
Mark Drawing

Code (1) TYPED DRAWING

Serial Number 76167798
Filing Date November 17, 2000

Current Filing
Basis 44E

Original Filing 1B:44D
Basis

Published for

Opposition June 7, 2005

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.5 11/14/2007
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Registration

Number 3089007

Registration

Date May 9, 2006

Owner (REGISTRANT) Karl Storz GmbH & Co. KG CORPORATION FED REP GERMANY Mittelstrasse 8
Tuttlingen FED REP GERMANY D78532

Attorney of .

Recor dy Wesley W. Whitmyer

Priority Date May 18, 2000

Prior .
Registrations 2539069;AND OTHERS

Type of Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL
Live/Dead
Indicator LIVE
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KARL STORZ EMNDQSCOPY

Word Mark  OR1 KARL STORZ ENDOSCOPY

Goods and  IC 009. US 021 023 026 036 038. G & S: DATA PROCESSORS; COMPUTER HARDWARE AND

Services SOFTWARE FOR TRAINING, TEACHING AND INSTRUCTING PERSONS IN THE FIELD OF
ENDOSCOPIC EXAMINATION AND TREATMENT; ADAPTERS AND CABLES FOR CONNECTING
ENDOSCOPIC APPARATUS AND INSTRUMENTS, NAMELY, ELECTRICAL AND FIBER OPTIC
CABLE; ENDOSCOPES FOR SCIENTIFIC AND INDUSTRIAL APPLICATIONS AND PARTS
THEREOF, NAMELY PROBES, ENDOSCOPIC LAMPS, LINE-INDEPENDENT ENERGY SUPPLY
DEVICES, APPARATUS FOR THE REPRODUCTION AND RECORDING OF IMAGES; TEST
EQUIPMENT AND DEVICES, NAMELY, TEST AND CHECK DEVICES FOR EXAMINING, TESTING
AND CHECKING THE AFOREMENTIONED NON-MEDICAL INSTRUMENTS AND APPARATUS
FOR PROPER FUNCTION MECHANICALLY, OPTICALLY, MAGNETO-ELECTRICALLY, AND FOR
POLARIZATION AND FREQUENCY; STORAGE AND TRANSPORTATION RECEPTACLES
SPECIALLY ADAPTED FOR NON-MEDICAL ENDOSCOPES AND PARTS AND ACCESSORIES;
CAMERAS, IN PARTICULAR CHARGE-COUPLED DEVICE (CCD) CAMERAS FOR NON-MEDICAL
ENDOSCOPY; MICROSCOPES; ADAPTERS AND CABLES FOR CONNECTING CAMERAS TO
ENDOSCOPES, COMPUTER HARDWARE; COMPUTER SOFTWARE, NAMELY, A PROGRAM
FOR INTERCONNECTING THE EXAMINATION DEVICES AND APPARATUS WITH THE
AFOREMENTIONED GOODS; DATA ARCHIVERS FOR STORING AND SORTING DATA FROM
NON-MEDICAL ENDOSCOPIC PROCEDURES; REMOTE CONTROLS FOR OPERATING NON-
MEDICAL ENDOSCOPES. FIRST USE: 20051011. FIRST USE IN COMMERCE: 20051011

1C 010. US 026 039 044. G & S: MEDICAL INSTRUMENTS, NAMELY, ENDOSCOPES AND
SURGICAL INSTRUMENTS FOR USE IN ENDOSCOPIC SURGERY AND GENERAL SURGERY,
NAMELY, CONTROLLERS FOR HIGH-FREQUENCY ENDOSCOPIC INSTRUMENTS,
COAGULATORS, SUCTION PUMPS, RINSING INSTRUMENTS, ULTRASONIC DIAGNOSTIC AND
SURGICAL INSTRUMENTS, LASER APPARATUS PATIENT TABLES, SURGICAL LIGHTS,

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.4 11/14/2007
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CAMERAS AND COMMUNICATORS, DATA AND PATIENT IMAGE ARCHIVERS, HIGH-
RESOLUTION MONITORS, AND CONNECTORS BETWEEN THE ARCHIVERS, MONITORS,
RECORDERS AND CONTROLLERS; SURGICAL PROBES FOR USE IN ENDOSCOPY;
NETWORKED SYSTEM OF INSTRUMENTS FOR ENDOSCOPIC SURGERY, ALL FOR USE IN
MEDICAL ENDOSCOPIC AND SURGICAL ENDOSCOPIC PROCEDURES; SURGICAL
INSTRUMENTS, NAMELY, SCISSORS, SCALPELS, FORCEPS, BLASES, STAPLERS, CANNULAS
AND TROCARS, ELEVATORS, EXTRACTORS, SHAVERS, AND MEDICAL SCREWDRIVERS;
COMPUTER HARDWARE AND SOFTWARE PROVIDED AS AN INTEGRAL COMPONENT TO
MEDICAL AND SURGICAL APPARATUS USED TO REGULATE AND CONTROL SURGICAL AND
MEDICAL ENDOSCOPIC INSTRUMENTS; COMMUNICATION DEVICES PROVIDED AS A
COMPONENT OF MEDICAL AND SURGICAL APPARATUS, NAMELY, MICROPHONES,
TELEPHONES, AND REMOTE OR TELECONTROLLERS FOR TRANSMITTING INFORMATION
AND REMOTELY CONTROLLING SURGICAL INSTRUMENTS; STATIONARY AND MOBILE
HOLDING AND POSITIONING DEVICES FOR THE MEDICAL INSTRUMENTS, DEVICES, AND
APPARATUS LISTED ABOVE; CAMERAS, IN PARTICULAR CHARGE-COUPLED DEVICE (CCD)
CAMERAS FOR MEDICAL ENDOSCOPY; STORAGE AND TRANSPORTATION RECEPTACLES
SPECIALLY ADAPTED FOR MEDICAL ENDOSCOPES AND PARTS AND ACCESSORIES; TEST
EQUIPMENT AND DEVICES, NAMELY, TEST AND CHECK DEVICES FOR EXAMINING, TESTING
AND CHECKING THE AFOREMENTIONED MEDICAL INSTRUMENTS AND APPARATUS FOR
PROPER FUNCTION MECHANICALLY, OPTICALLY, MAGNETO-ELECTRICALLY, AND FOR

POLARIZATION AND FREQUENCY. FIRST USE: 20051011. FIRST USE IN COMMERCE:
20051011

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

26.11.21 - Rectangles that are completely or partially shaded

78776273
December 19, 2005
1A

1A
January 2, 2007
3219732

March 20, 2007

(REGISTRANT) Karl Storz GmbH & Co. KG LIMITED PARTNERSHIP FED REP GERMANY
Mittelstrasse 8 Tuttlingen FED REP GERMANY D-78532

Wesiley W. Whitmyer, Jr.

2813349;2814410;2831084;AND OTHERS
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ENDOSCOPY" APART FROM THE
MARK AS SHOWN

The mark consists of a rectangle containing the stylized characters OR1 positioned above the words
KARL STORZ ENDOSCOPY.

TRADEMARK
PRINCIPAL

"The name(s), portrait(s), and/or signature(s) shown in the mark does not identify a particular living
individual.”

LIVE

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.4 11/14/2007
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KARL STORZ—VIDEOENI

Word Mark STORZ KARL STORZ-VIDEOENDOSKOPIE

Goods and IC 010. US 026 039 044. G & S: medical instruments and apparatus, in particular, surgical
Services apparatus, namely, medical endoscopes, surgical instruments, namely, scissors, scalpels, forceps,
blades, staplers, cannulas and trocars, elevators, extractors, shavers, medical screwdrivers,
medical endoscopic systems comprising video cameras, data and image processors, computer
hardwear and software for operating endoscopic equipment and storing the resulting medical data
Mark Drawing

Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 21.03.12 - Dart boards; Targets without crosshairs or alignment guides
Code

Trademark

Search Facilit ART-21.03 Sporting articles; merry-go-rounds
Classificationy NOTATION-SYMBOLS Notation Symbols such as Non-Latin characters,punctuation and

Code mathematical signs,zodiac signs,prescription marks
Serial Number 78519990
Filing Date November 19, 2004
Cun:ent Filing 44E
Basis
griqinal Filing 1B:44D
asis
Published for
Opposition September 12, 2006

Registration 3290282

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.3 11/14/2007
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Number

Registration g tomber 11, 2007

Date ’

Owner (REGISTRANT) Karl Storz GmbH & Co. KG kg LIMITED PARTNERSHIP FED REP GERMANY
Mittelstrasse 8 Tuttlingen FED REP GERMANY D-78532

Attorney of .

Record Wesley W. Whitmyer, Jr.

Priority Date June 3, 2004

Prior

Registrations 2818628;2824267,;2839390;AND OTHERS
Type of Mark TRADEMARK

Register PRINCIPAL

Other Data The name KARL STORZ identifies the name of an individual who is deceased.
Live/Dead

Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=jab6d0.2.3 11/14/2007



EXHIBIT 2



;
37

_FiMimLmae00 4B ar

A ) Dl g Urn. MO .
.‘~ . X ‘ 140 WUO GIuUe e A
. . B . » .

.

EXRT A

AGREEMENT

THIS AGREEMENT between Storz Instrument Company, 3

corporation of the State of Missouri and having its principal

place of business at 3365 Tree Court Industrial Boulevard,

st. Louis, Missouri 63122 (hereinafter "STORZ INSTRUMENT"},

and Katl Storz bmhﬂ*f-ee~7—a-co:pnxAtian of the Federal Republic

of Germany and having its principal place of pusiness ac

Mittelstrasse 3, postfach 4752, D-7200 Tuttlingen, Germany

{hereinafter *KARL STORi‘).

WITNESSETH THAT:

WHEREASASTORZ INSTRUMENT is the owner of: (1) Ge:ﬁan
Regigtration 809,015 for the tradematk =STORZ® in a stylized
form, which was registered on Augusc 31, 1965 for certain sur=

R ‘gical ins::urents .and accessories in Intetnational classes 9 and

~?‘1o: (2) Unxted states Registtatlon 623,625 for zhe.tradema:k
R 'STORZ' jn a stylized form, which was gegistered on Harch 20,
~;if-1 1956 for a number of medical and surgical instruments and ac=

i cessories in Internat;onal classes 9 and 10; and (3) uUnited’

Lo, States d Regiszration 1, 156 220 tor the trademark 'STORZ-STORZ‘
',Block Logo’ Desxgn, uhlch was reg;steted on June 2, 1981 for a -
,'number of medical and sargical instruments and accessories in

4

Incexnatxonal Classes 9, 10 and 15. and : ) ._."ﬁ

T
1




o |
« @

i t WHEREAS STORZ INSTRUMENT has filed applic;tions 1]
register tradamarks and se;vicemarks in a number of countrics
throughout tﬁe warld; and

WHEREAS STORZ INSTRUMENT is currently marketing*its
products and sexvices underx the above-identified trademarks

and servicemarks in numerous countries.throughout the world

—  and-desiresto continue to do sO and also desires to rugister

and use :hcse nradenazks.and servicemarks in all countries of
the world; and '
" WHEREAS KARL STORZ has filed application St 12 l189/10wWz
to register the trademark *KARL STOR2® in Germany, such applxca—
tion being filed on February 15, 1980 for surgical, medic&l and
vaeterinary iqatruments and apparatus in International Class 10;
and .
WHEREAS KARL STORZ has further obtained International
Trademark registration 451, 893 for the tradem&:k *“XARL STORZ"®
1n certain countxies of the world, including most European
countrxes. and has also fxled add;;gbnal applications forx regisT'
tration for such ma:k in other countrxes. including the United
5 States (application Se:;al No. 274,168, filed on August 13.'
1980); and. ]

A HHERSAS KARL "sTORZ is currently marketing its products

and services under the.above-identifiud trademarks and service

-20 .
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S . .
marks in various countries of the world and desires to continue
to do so and also desires to register and use said trademarks
and service marks in such countz;es. and )

WHEREAS STORZ INSTRUMENT has Exled an opposition pro-
ceeding in Germany against the above-identified GCerman applica-

tion of KARL STORZ, and no final decision has been rendered to

—_——dater—a 3
v na

wnanshs the parties hereto wish to resolve the dif-
ferences between them as to the registration and use of their
respective marks in all countries of the world, and to settle
the above-identified opposition proceeding;

NOW, THEREFORE, for the reasons and consxderatxons
above stated, the parties hereto agree as Eollows.

‘ 1. I; addition to marks which include or consist of
the word “Storz', poth STORZ IHS‘I‘RUHBN'I’ and KARL STORT have
used, and are using, other tradema:ks and setvxce marks, an&

‘may in the future use addxtxonal other trademarks and servxce

marks thae do not include or c0nsxst of the word. 's;orz . Such

otherx marks are not the conce:n of this Agreement, and nothing

,,herexn af:ecca the respectiva :;ghts of sroaz INSTRUMENT oX -

PO
-’

: ; iﬁﬂb STORZ the:ein.' R ; " QJ’ e

25 2. The primary pu:pese of this Agreement is to de-

fine the uays in which the wora 'Storz can be used as a ‘trodemark

-

-3




. L —
or service mark’ . as part of a trademark “a sexvice mark:

by STORZ INSTRUMENT or by KARL STORZ, such as on their res-
pectxve goods, on displays associated with their respectxve

goods, in catalogs and in advertxsement, as examples of

" typical ‘trademark and service mark usages. Company names

. and their usages are not the primary concern of this Agree-

.

ment, and the word "Storz" can continue to be used as part
of the company names of STORZ INSTRUMENT or of KARL STORZ

or of any of their distributors presently in existence,

including the existing company names, for the purpose of

. identifying the’ comoany. However, it is agreed éhat, in any

company name that includes the word “Storz ., Only KARL STORZ
may use any of the following words. “Endoskoo » "endoscopg“
“endoscopy”, the word or formative "endo", or any foreign
word or term in any language having the same meaning or.a
similar meaning to any of the foregoing. : ’

3. With the foéegcing in mind, the parties agree
that wherever they use the word "sStorz® in the trademark or’
service mark sense, it will be used alone only as specified

below; and when used Qith a formative, only as sggcified

‘below:

As to STORZ INSTRUMENT:

DI )

‘i). ~ STORZ-USA’

. i i
ii) STORZ INSTRUMENT 0. - sc. Losis, MO %
iii) STORZ INSTRUMENT CO. = usA Lo LT
jv) STORZ INSTRUMENT - USA

v) STORZ INSTRUMENT - USA - GmbH




w? "

( ' {
vi) TORZ-STORZ Block Logo Design as sh
in Bxhlbxt A hereto I own
vii)’ STORZ in stylized letter form as in
U.S. Reg. No. 623,625 (Karl Storz GmbH & Co.

agrees not to use the stylized letter £
as in U.S5. Reg. No. 623 Ezs; o

As to KARL STORZ:
i) KARL STORZ GERMANY
ii) STORZ-GERMANY
1ii) KARL STORZ

or service mark by KARL STORZ.

iv) KARL STORZ USA
v) KARL STORZ ENDOSCOPY-AMERICA
vi} KARL STORZ-ENDOSCOPY
vii) STORZ ENDOSKOP
viii) KARL STORZ ENDOSKOP
ix) KS STORZ

x) The initial "X" may be substituted foé
"kARL* in any of the foregoing

As to both parties, they may supplement any of the

above éxamples with additional trademark formatives, whether

by way of letters, numbers. words, syllable, or designs.
STORZ INSTRUMENT w;ll—;;t object to the use of KS

alone or as a formative with other mater;al as a trademark

»

4. It is the intention of both parties that thxs

. settlement between them shall be worldw;de xn scope, and shall

result in respective tradename, trademark and service mark

-




positions vhich will

properly be enforceable not only as
between the parties, but also against all other entities.
Nothing herein shall be construed to constitute any limita-

tion on the right or power of either party to sue any other

person or entity for infringement on its rights, or to prevént

regisiration by any other partf of the same or of confusingly
“““~—--s£m&&af—mafks—e£~aamesr——ﬂé;sons—o;_eatiLié3_dealing_in_gnhds______“_
of the.reSQeccive parties may use names and marks in accor-
dance with the terms of this Agreement in selling the goods
and rendering the services of the respective pa:ty.' ﬁoth
parties agree. to use their best efforts to cause persons under
.  .their control and direction to use the names and marks chat
are the subject of this Agreement only as specxfxed herein.

5. It is acknowledged that both parties have substan—
tial inventories ot goods, catalogs, and tﬁe like. which bear
marks :hat may not be in compliance with the terms of this
‘Agrgement. Nlso, publxcatxons may ‘have been arranged fbt; which
cannot as a practical matter be terminated immediately. It is
the object of this hgreemént that both parties continue in

_ their respective businesses with raximum dignity and convenience,’

.am

while diligently changing their tradename, t:ademark ‘and service
SR N mark pzacticgs to comply with.thlg Ag:eement,ﬂ Neithg: party
) _ shall b; required to destroy broducts,'packaqing; or adver~
tlsxng uhich has been manufactured or otherwise prepared -
in good taith before orx during the course of changing {ts

—6'
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%actices. Houevf .e parties agree that /’.t‘::c:w:';a‘:s S
' should be sufficient for the purposé, and that it would be.
an unusual and isolated situation that cailad for non-complying
use beyond that time, except for reparred iastruments. ‘
- 6. STORZ INSTRUMENT agrees to .u.t:.“'aw the opgosigign‘
filed against German application st 12 139/10wz for the

trademark “KARL STORZ"™.
7. STORZ INSTRUMENT agrees not &S attack or contest

———-~¥n_any_ha¥_*hg_;;§§§ma:k to be registerad on the basis of

German applxcatxon St 12 18%/10wWz {3&:0 aot beuauae of
lacking uée). STORZ INSTRUMENT alsc agrees not to assxst any
third parties in any contests or attacks of any kind acainst
such mark. '

8. STORZ INSTRUMENT agreas-not to raise any objec-
tions in any manner if KARL STORZ uses any o2 the marks
specified for its use in paragrash 3, above, in any country
cE the world or applies for registration of 3nyloE such marks
in any countxy of the world. .STORZ INSTRUNINT also agrzes not
to assist any third parties in any attacks or contests of any
kind against use or registration of any of such aagks in any

country. ' . ' |
9. KARL STORZ agrees not to contest or attack in any -

way any of thé‘currently registered trademarks or any of the

ERR R

above-identified pendxng applications of STORZ INSTRUMENT in

any country. " RARL' STORZ also agrees not to assist any third pa_r'ti.&s'v




‘o

in any conces-s or attack

s of any kind against any of such
marks and applicatiomns. |

10. KARL STORZ agrees not to ralise any objections in

any manner if STORZ INSTRUMENT uses any of the marks specilied

for its use in paragraph 3. above, in any country, OF applies

for registration of any of such marks iR any country of th2

world. KARL STORZ also agrees not to assist any third parties

in any attacks of contasts of any kind against gse or regis

tration of any of such marks in any country of the world.

11. Both partxes will take all reasonable steps in

all countries to avoid any lxkelxhood of confusion between their

respective marks and qoodé. This will be done, for example, bY
the aqreed upon use of the tradenames and marks set forth in

pa:agraph 3, above, and also by maintaining distinct differences’ -

in the packaging, crade dress, jabeling, ©oOlor, advgrtising and

p:omotidn of the pa:ties‘ respective marks and product#. 1f
any instances of confusion are found to exist, the parties will-
‘vake .whatever reasonable ;te#s a:g_pppropriate in an attempt

to resolve’ the problen.

..

12. Thxs Ag:eemen: shall be binding upon'and inure to

H T
. r
RT4 "\

.l
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(. k.‘

the benefit of affiliates and subsidiaries of the parties

T A A

and their successors.

) Dated: STORZ INSTRUMENT COMPANY .

Signed: St. Louis, Missouri,
UoSvo By z . * ;
Witnessed: Title: ’
5/4“5 2¢ Ysp L
Dated: KARL STORZ GmbH & Co.
Siéned: Tuttlingen, .. -
’ W. Germany By S AN W

g
.




N . . —— Pp—
" ¢ . . i
. D e " L S SR . - TT Swae) eve  mm. — Ly—"
+£1125:7518 MRRTMANN & MEYER UL e Felle T-213 2314 2L sr g
o 9 {_a.‘:)
- .

rie

> cemew  sess

ADDENOUM Ty APRIL 26, lsaz
ASREEMENT BETHEZEN sToRz INSTRUMENT CO,
ANG KARL STORZ GmbH & Co.

Phis—te—an—wddardun to the agreement dazed Apeil) 16, 1982

(N

bexwesn Stor: Instrument Co., & ecrporacion of the :3rzte of

Missouri and having f{tg Priacipal place of business at 3353 Tree
Court Industrial Boulevard, sg, Louis, Misscuri 63122 :i~sropg
IRSTRUMENT®) and xar} Storz GmbH s Co., 8 Corporacion of the
federal Repudblic of Germany ang faving Lts principas ..:acs of
business at Mittelstrasse 8, Posufach 4782, p-724p Tunilingen,
Gormany ("XARSL STORZ*), .
WHEREAS, certain CONEroversies have aripen volative tO the

 Parties’ rogistration and uee ©f their respective murke in

varicus countries, and the Perties wish o add cfucriner Prorisiong
to their basic undecutanding in order’ to rasolve them, '

NOW, THEREFORE, for the reasons and conside:'atlc.ns' s4atad
erein, 8s well as the reasons and considerations set rforth g(n
the Apcil 25, 1982 Agreement between the parties, the tucas,
»onditions and considerdtion of which are {ncorporated herein oy
t2ference, the varties further agree-4s follows:

.

1.  Kamu STORZ agraes’ that 1t will use its best uté&}_g_ to
Prevang anir of its assoclates, ‘aia::wutors, dealgia., and the
like in any countyy from reatricting, Sttempeing to restrice or

dtharvise taking any steps to prevent STORS INSTRUMENT Lrom

. mpoxting'. 8elling, marketing or uaing any of its produces in

such"country, such ptoducts uasing any of the names of norks
listed in Paragraph 3 of the April 26, 1382 Agreenent, In zhis
regard, KARL sTopz Bgrees to include the following provision in a
all of itg agreements, “contracts and undergtandings with itg
2ssociates, diastributors, dealers, and the like in all countries,

The (dealer, distributor, ass0ciate, etc.) states thas it
has read and understanas tha Agreement entered into by Xarl
Storz GmbR and Stora Instrusent Co. on April 26, 1982 apd
dgreeB to abide by all of iem terea LoFTLTLIV Giny R
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garciculat Lhat Agreement statas that -arl 5tozz Cmbd and
Scorz instrument Co. lave entered into ar agreament whaereby
cach is allowed without hinderance or obstructlon by the
otlier pagty toO utilize certain names .and macks in verious
pagts of the world. The {desler, 4igtribuzos, ossosliuts,
etc,) agcees that it will not take any .ateps or accion,
glzher otrectly or indireetiy, 1in violation of the ternms of
wrnif Agzeement, 7This obligation by the i3ecalez., ¢istributor,
asiov:ate, etc,) is binding on all of (i3 neirs, succassore
ané assigns, whether of all or only 3 puartisl ghace of the
pusiness.

2. STOR? INSTRUMENT agrees that it witl une {ty hest

efforts to prevent any of ita asscciates, ATICCIDIEDT Y, JeaTETSy

" and

tha like in any country £rom restricting, atiempting 20

cestrict or ctherwise taring any stups to prevent XMRI STORT from
impocting, selling, marketing or using any of lts procacts in

.

. aseh countey, such products using any of the names 0T WARKS

1isted in Pazagraph 3 of the april 25, 1382 Agreement. in this
.sgerd, BSTORZ INSTROMENT agrees o include Fhe Foliowing

prevision in all of ite agresmenta, contracts and onderatandlings

<ith its assccistes, distributors, dealets, and the like :n 3ll
countries: )

.

The {dealer, diskgibutor, 2ssoclate, ote.) gtates that it
nas reud and undetrstands the Agr=ement antered inte by Rael
3torz -GmbB and Stogz Inetrucent Co. on Apcll 26, 1332 Wnd.

sgrees %o abide by 211l of its terms and cendltlons. in -

phrticular that hgreemont 9tatas that Kaxl Stors GebH  ond
Stoxg Inagrument Co. have enteced into an -agraoement whazredy
epch is allowed without hinderance or -obatrugrlon by ihe
other party teo utilize ceztain nemes and macks ia vatlous
parts ©f the world, The {dealer, distrloucor, assvelate,
e=c.) agrees that it will not ctake any staps oOF scrlon,
eitner directly or indirectly, ia viclation ©f the teras of
<hst Agreenant. This obligation DY i {Zearlar,
distributor, assoclate, etc.) is bindlng on all of its haircs,
successors and asaignsy whethar of all ©f only 2 packlal
ghace ot the. business.

3. KARL STORZ and STORZ INSTRUMENT sgree that they will use

their Dast sfforka to prsvent any of thelr tespective assdclates,
Jistributogs, dealers, and the 1i{ke ac zny country from filing or
securing protection in the name of such associate, distributor,
Jealex, atc., for "STORZ" or any of the names or narks ilsted in

-2
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Pazagraph 3 of the April 26, 1%B2 Aqreamant. In this regara,
KARL 370Xz and STORZ INSTRUMENT agree to inciude tha.. Following
provision in  all of their agreemonts, coniracts and
Understandinge with their aseociates, disktriburars, dealers and
the like in all countriesi :

. The {(dealer, diatributor, assoclate, a%e,) urcdarstands
that all righks, title and interest in and Lo the names aand
marks “STORZ" and those listed in 2aragraph 3 of the aApril

Instrument Co. and that the (dealer, dlstributor; ussociate,
eec,) nas no cights . f{a such nemes and mazks and has no rights
to use them apart from this 329rfeement. The {dealer,
distributor, associate, etc,) agrees that (Lt will not sesk
protuction or reglstzation for any of such names and .varks in.
any country. .. .

4. in some countsles, the disttibutors, dealars, associatea
and the like of the parties have previously secured or are
presently attempting to sgcurp trademark pretection for *STORZ®
or onw of the marka listed In Paragraph 3 of tho April 26, 1582

Agreemsnt, In those instances, the partles sach sgrée that ihey

-will use their best efforts t0 decure 3assignment Of tha mark,

zegk:;:aczon and other rights to either themselves or the other

party (whichever is appropriste under the circumstances).

(
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ri Storz C. 10111 W._ JetlersonBoulevard ~ ToliFree 800 421 0837
doscopy--Americs, Inc. Culver City, Cailomnia 90232 Within California 800 252 2008
: Phone 213558 1500 . :

Ref. to: - o 18 June 1985
-85-137-NS ~ . L

Storz Instrument Company A
3365 Tree Court ‘Industrial Blvd.

st. Louis, MO 631223‘ '
Attn: Robert H. Blankemeyer
: Senior Vice President

Sales and Marketing

Dear Bob:

The management at the Karl Storz companies values the
cooperation with your company relating to the continued
usages of the marks of our two companies. The purpose of
this letter is to be certain that changes which the Karl
Storz companies.want to make in their logo do not offend the
letter or the spirit of the agreement between the companies,
and even more importantly, do not offend your company's sense
of fairness. . B

"The Karl Storz companies have become increésingly dissatified
with their basic logo, and have gone to a Eurcopean designer

. to prepare a new and more attractive one. We have kept in
mind our obligation not to use "Storz" without additional
formatives,

Also, we have kept in mind the stylized form of -
your mark, which the Karl Storz companies. have agreed not to

Attached to:this.letter‘is a copy of a logo which the Karl

Storz companies propose to adopt within the next few months.
It is intended to be used world-wide, and will always include
some form of "endoscope" or of "endoscopy”. : The logo will be -
used in a total size that depends on where it is displayed.

On letter-heads and cards it will be smaller, and on posters
and wall displays it will be larger, ‘-but the relative
proportions of the formatives .will remain the same, ‘the
proportions having been determined by aesthetic :
considerations. g ' ‘

Should you have any adverse comments, or suggestions about

the enclosure, please advise me at once. Otherwise we will
assume that you have no objection. o

CONFIDENTIAL
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85-136-NS Page 2
Storz Instrument Company - : .

Obviously we hope.there will be no objection, because great

care was taken in the design to be fully consiferate of your
position and of our contractual obligations with you.

Sincerely,

Norman Silbertrust
Executive Vice President

NS/ssc

Enclosures

“bee: G. & R. Koller
J. Frydrych

CONFIDENTIAL
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ROBERT H. BLANKEMEYER

SENIOR VICE PRESIDENT
SALES AND MARKETING

RECEIVED
June 24; 1985 o ’ ' JUL O3 1985

‘Norman Silbeitrust
Karl Storz

10111 West Jefferson Boulevard '
Culver City, CA 90232

Dear Norman:

In regard to our . recent discussion regardlng the Karl
Storz logo changes, I would like to offer the following:

e The proposed logo in no way offend the letter or Splrlt
of our Agreement on trademarks.

I feel you =hou1d avoid utilizing the color comblnatlons
of blue, white or silver.

. According to your.letter of June 18, you would intend
to &always wuse this logo with the words "endoscope”
or "endoscopy", and I am sure that would be practical
on literature, posters and- even business cards, but
I wonder if it- is practical to set it on instruments
themselves? 1 am sure. you recall the instruments them-
Selves can no longer say "Storz" and I would appre-

-ciate knowing how you are going to 1dent1fy endoscopic
1nstruments.

I would .also appreciate’ know;ng what _your 1ntent10ns
.are. in regard to surgical instruments (such as ear,
nose and throat instruments). What form of logo do
you intend to -use on 1nstrument catalogs, posters,

etc.? Obv1ously it is not your ‘intention to use the
new logo format for these purposes.

In summary, we have no objections to your proceeding
as planned. We do, however, have a concern as to what
you will do concerning surgical instruments, and would

STORZ® INSTRUMENT COMPANY, 3365 Tree Court industrial Bivd., St. Louis, MO 63122 '» (314) 2255051  Telex 209896
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~ June 24, 1985
Page qu

gppreciate your response to these guestions.

.

We are all hopeful we will enjoy géod‘bUSiness relation-
=h1ps on arthroscopic power equ1pment and 1 will be
in contact with you very soon in’ thls regard.

Slncerely,

oot f3 o

/Robert H. Blankeggyer’
) : Senior Vice President

 RHB:vjf
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KarlStorz

Cari Storz

10117 W. Jetlerson Boulevard ToliFree-800421 0837
Indoscopy- America, Inc. Culver City. Calilornia 90232 . Within California 800 252 2008
Phone 213 558 1500
Ref. to: ' ' . 22 July 1985
85-180-NS ' o o
Storz'Instrument Company . - .
3365 Tree Court Industrial Blvd. '
St. Louis, MO 63122 .
Attn: Robert H. Elankeheyer . ' - CoTe
N Senior Vice President .

Sales and Marketing

Dear Bob:

Thank you very much for your response to my letter concerning .
our new ‘logo design. In order to even more clearly distinguish

ourselves from your company, we have now developed a new
version of our future logo.

This one points out the "Karl Storz" in addition to."Storz .
Endoscopy". We are sure that you will-like this version even
better than the other orie presented to you in my letter of

18 June 1985. We would be pleased to know your opinion.

“Karl Storz in Tuttlingen has informed us that they will use

"Karl Storz Germany” on their instruments in the future, if at
21l possible. Where this is not the case, the name on the )

instruments will certainly be according to our agreement.

Sincerely,

Norman Silbertrust
Executive Vice President

NS/kc
bre: G. & R, Koller

J. Frydrych
D. Mon

CONFIDENTIAL
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Telefax No. GOB2S tn K&RA NAte: Tuly 12, 19RS o

Attn. Norman Silbertrust,

Pls. send the following letter to Bob Blankemeyer:

"As already discussed in myAletter to you of June 18, 1985, we are
working on & new logo. In ordexr to clearly dlstlngulsh ourselves

from your cocmpany, we now came up with one monzversion of our futureLOgo.

This mne printe At +ha "Karl Qears® in aaA<+san e YCenre Frdmconpy®

we are sure that you will like this version even better than the

other one presented to you in.my letter of‘June 18, 1985
Pls. let us know your opinion.

S

Karl Storz in Tuttlingen informed us that they probably will use T

3“xarl Storz Germany' on the instruments in future, but anyhow a
name according to our agreement."”

Of course, if my,English should not be ¢orrect, you always can make
the necessary changes. However, we:would like to make it clear that
the second version of the logo .is even more dlffEIEnt than the
first one.

Best Regards
G. Koller- Storz, KST TUT

CONFIDENTIAL
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CYANAMID
- RECEIVED
Amérioan Cyanamid Company

One Cyanamid Plaza A : A . FEB 2 & 1989

- Wayne.NJ 07470

February 23, 1989

Karl Storz Endoscopy - America, Inc.

. 10111 West Jefferson Boulevard

Tuttlingen, West Germany,

WW'-
e Q(M&L'
- D Y, 1S
o USEA

s of Sy
2{4' '

.respective companies,
‘remedied as qulckly as p0551ble.

Cuilver city, California 90230

Attention: Mr. Norman Silbertrust
Executive Vice President

Dear Mr. Silbertrust:

You may be aware that on April 26, 1982 Karl Storz GmbH & Co. -of

-entered into an agreement with Storz
Instrument Company, now a- sub51dlary of American Cyanamid
Company, 1ntended to resolve various problems each: company had
vwith reference to the use of the STORZ name worldw1de.

It has recently come to our " attention ° that - some of your
literature .and . your dlcplay at the . American AAcademy of
Otolaryngology Trade Show ~ in Washington, D. C. violates this

agreement. Since the agreement was intended to 'avoid -confusion
between our respectlve companies and “the products of our

I would hope that this 51tuatlon can be

Specifically, 1t wvas agreed by Paragraph 3 that Karl Storz would
use the name STORZ only in ‘conjunction with additional letters or
words to create phrases such as KARL STORZ, KS STORZ or STORZ -
GERMANY. It was intended that the name STORZ would not be used
all by itself. Nevertheless, that is what appears at the top of
the cover of your brochure entitled, "STORZ (in large type) The
World of Endoscopy." The same usage of STORZ standlng’ alone

appears at the upper rlght ~hand ‘corner of the remalnlng pages of
‘this brochure. , -

Likewise, the 51gu at the American Academy of Otolaryngology uses‘
the name STORZ standing alone followed in the same 51gn Ain much®
smaller type by the phrase "The World of Endoscopy "

In addltlon, we note that much of your -labelling- and packaglng
material "is now printed in the blue color with white background

that has been used by our company for many Years. This usage

also is likely to confuse doctors and other professronals who are
customers for our respectlve products,

CONFIDENTIAL
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February 23, 1989
‘Page Two

Please investigate this situation and let us have your assurances
that these violations of the agreement will not occur again in
the future. i '

GCB:cv
0912

cc:  B. Buttermore'

Ga¥land C.

rily yours,

Boothel Jr.
Mahager of the Trademark.and

Copyright Law Department
201-831-2733 '
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