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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

JEFF P. NEWTON, Opposition No. 91174441

Opposer, Serial No. 78/796,689
Opposed Mark: ZORLAC

DAVID H. BROWN,

LD LD L LD LN O LR O L

Applicant.

OPPOSER’S REPLY IN SUPPORT OF MOTION TO EXTEND

Opposer Jeff P.Newton files this Reply in Support of Motion to Extend, and shows the Board the
following:

1. This case has been litigated by counsel on both sides for three and a half years; Applicant
now requests a dismissal or default judgment because Opposer’s counsel (allegedly) had “an extra week
or so to work on his trial brief.” Applicant cites no “pattern of delay,” prejudice or previous history of
flouting orders by Opposer.

2. Opposer’s counsel honestly believed (and believes) the due date for Opposer’s trial brief
to be Tuesday, ‘June 8, 2010. Opposer’s counsel acknowledges Applicant’s reading of the March 31,
2010 Order, but took the Order to mean no other witnesses could be deposed and no other trial deadlines
would be extended. Applicant asserts “[t]he only remaining dates were the trial brief due dates” (App.’s
Br., p. 2), but the Order could also have been referring to the dates for taking other witness’ testimony and
confirming that these dates were not being extended. See March 16, 2010 email from M. Meyer
(“Would we just be extending her or every one?”). (Ex. A to Opposer’s Motion to Extend).

3. Opposer’s counsel believed the Order implemented the parties’ stipulation. Applicant
doesn’t dispute the parties’ discussions or that the March 19, 2010 “Stipulation Regarding Rebuttal

Testimony Period” states that the parties “hereby stipulate that Opposer[‘s] rebuttal testimony period may
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be extended to the limited period that Opposer may take the testimonial deposition ...” (Emphasis
added). The whole focus of the parties’ discussion was the trial dates — Applicant’s counsel was
concerned that no other witness’ would be extended — nothing was said that the briefing schedule would
not also be extended. The March 31 docket entry [#66] on the TTAB website states “Extension of Time
Granted.”

4, Applicant attempts to trump up a case of “bad faith™ asserting that “the scheduling of Ms.
Chrisman’s deposition” was “in bad faith.” (App.’s Br., p. 2). Applicant’s allegations are absurd and
unfounded. Applicant doesn’t dispute that the deposition was originally scheduled for Friday, March
19, 2010, but was rescheduled at the request of Applicant’s counsel. (See March 11-16 emails attached
to Opposer’s Opposition to Motion to Dismiss and Motion to Extend). (Applicant’s weak claim that
Opposer “was the first to suggest a date outside the rebuttal testimony period” (App.’s Br., 2) is
disingenuous; the parties first agreed to March 18, but the witness couldn’t make it; Applicant’s counsel
then proposed the week of March 22, but that was the week Opposer took the San Diego depositions in
this case; Applicant’s counsel then advised she couldn’t do it the week of March 29 but could do it the
week of April 5. These facts are all undisputed. (See March 11-16 emails)). The parties would not even
be before the Board on Applicant’s motion if Opposer’s counsel had not agreed to accommodate
Applicant’s counsel.

5. Despite alleging “bad faith,” Applicant does not dispute the reason for the cancellation,
only asserting that “Plaintiff’s counsel (not paralegal or friend of the Plaintiff) never talked to the witness
until right before the scheduled taking of the testimony” (App.’s Br., 2). Applicant cites no authority for
such a requirement and fails to explain how such facts, if true, would establish “bad faith.” (To explain,
Ms. Chrisman is an elderly lady, and Opposer’s counsel believed his paralegal (Lisa Zimmerman) had
developed a rapport with her; counsel did not believe it prudent to disturb her more than absolutely

necessary). Ms. Zimmerman spoke to the witness on several occasions; the last time was on
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April 5,2010. (Opposer’s counsel reiterates that he would be glad to provide further detail if the Board
requests).

6. Applicant argues the “excusable neglect” standard is not met under Fed. R. Civ. P. 6(b).
See TBMP Sec. 509.01(b). In Pioneer Investment Services Company v. Brunswick Associates Limited
Partership, 507 U.S. 380, 395 (1993), and as discussed by the Board in Pumpkin, Ltd. v. The Seed
Corps., 43 USPQ2d 1582 (TTAB 1997), the U.S. Supreme Court set forth factors to be considered in
determining excusable neglect. Those factors include: 1) the danger of prejudice to the nonmovant; 2)
the length of the delay and its potential impact on judicial proceedings; 3) the reason for the delay,
including whether it was within the reasonable control of the movant; and 4) whether the movant acted in
good faith.

7. Applicant asserts the delay was within the movant’s control, citing Baron Philippe de
Rothschild S.A. v. Styl-Rite Optical, 55 USPQ2d 1848 (TTAB 2000), but that case is distinguishable for
many reasons. In that case the Board based its ruling on several factors, including: “Applicant’s overall
pattern of delay ... has caused extreme prejudice to opposers ...”; the Board had to issue a prior order
compelling discovery against Applicant; Applicant had also been warned by the Board in the order
compelling discovery that applicant’s failure to comply might result in judgment being entered against it.
None of these factors is present in the case at bar. There is no “overall pattern of delay,” “extreme
prejudice” or prior flouting of orders by Opposer. See also Gilyard v. Northlake Foods, Inc., 367
F.Supp.2d 1008 (E.D. Va. 2005) (“The only factor which undermines Plaintiffs’ motion is that the delay
was fully within their control. To allow this factor to triumph under these circumstances would divorce
‘excusable’ from ‘neglect.” Before a person can be negligent, the ability to do the act must have been
within their control. For ‘excusable’ to have meaning, there must be a circumstance where failure to do
that which was within one’s control is later allowed by a court.”); Lee v. Amerisist Assisted Living, 2006

WL 1701341 (W.D. Va. 2006) (the court found excusable neglect because although the delay was within
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the defendants’ control, it appeared they had not acted in bad faith, and there was “small danger of
prejudice to the opposing party, and the delay occasioned by the entry of default ha[d] been minimal.”).

8. The Supreme Court has determined that the term “excusable neglect” should be
interpreted flexibly. Pioneer Servs. Co. v. Brunswick Assocs. Ltd. P’ship, 507 U.S. 380, 389, 113 S.Ct.
1489 (1993); Jackson v. Norman, 264 Fed.Appx. 17 (1* Cir. 2008). The determination of whether neglect
is “excusable” is an equitable one, taking into account all of the relevant circumstances surrounding a
party’s omission. Lee v. Amerisist Assisted Living, 2006 WL 1701341 (W.D. Va. 2006).

9. A finding of excusable neglect will depend, among other considerations, on the
importance of the matter at issue and whether any prejudice to the opposing party will result from the
extension. 1 Moore’s Federal Practice Sec. 6.06[3][b] (3d ed. 2009). Excusable neglect comprises both
a demonstration of good faith by the moving party and a reasonable basis for noncompliance within the
specified time period. Id. Whether neglect is excusable, so as to allow an extension of time, is essentially
an equitable determination. Id. The court should take into account all relevant circumstances, including
the following: the danger of prejudice to the opposing party; the length of the delay and its potential
impact on judicial proceedings; the reason for the delay, including whether it was within the reasonable
control of the moving party; and whether the moving party acted in good faith. Id  See also
Georgopolous v. International Bhd. of Teamsters, AFL-CIO, 164 F.R.D. 22, 22-3 (S.D.N.Y. 1995)
(excusable neglect shown where defense counsel failed to timely file answer because of good-faith
reliance on stipulation between parties for extension that never was submitted to court); Lewis v. School
Dist. No. 70, 523 F.3d 730, 740 (7" Cir. 2008) (plausible misinterpretation of ambiguous procedural rule
constituted excusable neglect, so that district court had discretion to permit late filing).

10. Court decisions emphasize the importance of good faith on the part of the movant and a
lack of prejudice to the opposing parties. 4B Wright & Miller, Federal Practice and Procedure Sec.

1165 (3d ed. 2002). Particularly when the alternative would be entrance of a default judgment, which
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should be done only in an extreme situation, courts should be flexible in applying the “excusable neglect”
standard. Jackson v. Norman, 264 Fed.Appx. 17 (1™ Cir. 2008) (district court did not abuse its discretion
in determining to be excusable neglect defendant’s claim that absence of pertinent entry in office’s case
management system caused defense counsel to miss deadline to file answer). See also EEOC v. Mother’s
Work, Inc., 2005 WL 465400 (W.D. Tex. 2005) (failure to file in timely fashion due to good faith belief
that deadline was extended by agreement between parties is likely excusable); Meredith Corp. v.
O’Brien, 2005 WL 425305 (D.Iowa 2005) (neglect necessarily includes negligent conduct; whether that
conduct is excusable is a matter of degree; whereas intentional delay or disregard for deadlines render a
party blameworthy and therefore less deserving of an extension of time, “marginal failures,”” whether or
not they could have been avoided, should be looked upon more favorably); Morgan v. Gandalf, Ltd., 165
Fed.Appx. 425 (6" Cir. 2006) (defendants’ counsel overlooked the fact that the answer had not been filed;
he characterized his error as “strictly an oversight” and disavowed any intent to delay filing the answer
until after the close of discovery; there was no evidence of bad faith and defendants’ counsel worked to
correct their error as soon as they discovered if).

11. See also Crue v. Aiken, 370 F.3d 668 (7" Cir. 2004) (when attorney miscalculated period
by one day court found excusable neglect because attorney acted in good faith and error did not prejudice
opposing party); Parks v. Doan, 2007 WL 757649 (N.D. Ga. 2007) (mistake of fact, such as confusing
the due date, does not preclude excusable neglect, while mistake of law does preclude showing); Mairs v.
Advanced Realty Sys., Inc., 2006 WL 1627601 (W.D. Mich. 2006) (noncompliance with court order that
was “accidental” and “due to inadvertence” constitutes excusable neglect); Gilyard v. Northlake Foods,
Inc., 367 F.Supp.2d 1008 (E.D. Va. 2005) (in calculating an eleven-day time period, plaintiff’s counsel
did not count the intermediate legal holiday of Washington’s birthday; court found excusable neglect and
allowed counsel to file, noting how quickly plaintiff’s counsel notified the court of and rectified his

mistake; although recognizing that the delay was under the control of plaintiff’s counsel, to allow this one
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factor to triumph when the totality of the circumstances weighed in favor of granting an extension “would
divorce ‘excusable’ from ‘neglect.””); Perry v. Wolaver, 2006 WL 1071888 (D. Me. 2006) (court found
excusable neglect because there was no contention defendants acted in bad faith, they acted promptly to
correct the error, a week’s delay could cause little impact on the proceedings and minimal prejudice to
the plaintiffs; further, the case had “otherwise been dutifully litigated by counsel on both sides” and there
was “nothing to indicate that counsel’s error [was] attributable to disregard for the importance of such
notifications or for counsel’s obligations to the Court.”); Yesudian ex rel. U.S. v. Howard Univ., 270 F.3d
969 (D.C. Cir. 2001) (defendant’s untimely response was accepted because plaintiff was not prejudiced,
delay was brief and did not affect judicial proceedings, and defendant, in good faith, mistakenly relied on
D.C. Superior Court rules instead of those of District Court for District of Columbia).

12. Here, Applicant did not suffer any prejudice; there is no “pattern of delay” or previous
history of flouting orders by Opposer; Opposer’s counsel honestly believed the due date for Opposer’s
trial brief to be June 8, 2010; and there is no evidence Opposer acted in bad faith.

WHEREFORE, Opposer requests that Opposer’s Motion to Extend be granted (if necessary), and

for such other and further relief to which Opposer may be entitled.

DATED: June 10, 2010. Respectfully submitted,

By: /s/ David L. Joers
John F. Booth, Texas Bar No. 02650000
David L. Joers, Texas Bar No. 10669800
BOOTH ALBANESI SCHROEDER LLC
Thanksgiving Tower
1601 Elm Street, Suite 1950
Dallas, Texas 75201-4744
Phone: (214) 220-0444
Fax:  (214) 220-0445

ATTORNEYS FOR OPPOSER
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CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the foregoing document was served via fi

rst class mail on
this 10™ day of June, 2010, to the following counsel of record:

Susan Meyer

John L. Haller

GORDON & REES, LLP

101 W. Broadway

Suite 2000

San Diego, California 92101-8217

/s/ David L. Joers
DAVID L. JOERS
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