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NEWJ-19206
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
JEFF P. NEWTON, Opposition No. 91174441
Opposer, Serial No. 78/796,689
Opposed Mark: ZORLAC
DAVID H. BROWN,

Applicant.
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OPPOSER’S REPLY IN SUPPORT OF MOTION TO SUSPEND

Opposer Jett P. Newton submits this Reply in Support of Motion to Suspend Proceedings

in View of Pending Civil Action, and shows the Board the following:

A. Applicant’s Arguments Are Unfounded

1. Trademark Rule 2.117 (37 CFR § 2.117) provides for the suspension of proceedings upon
motion when a party or parties t a case pending before the Board are involved in a civil action
which may have a bearing on the Board case. TBMP § 510.02; see 37 CFR § 2.117(a).
Ordinarily, the Board will suspend proceedings in the case before it if the final determination of
the other proceeding will have a bearing on the issues before the Board. TBMP § 510.02; see
also Argo & Co. v. Carpetsheen Manufacturing, Inc., 187 USPQ 366 (TTAB 1975) (state court

action to determine ownership of applicant’s mark and authority of applicant to file application).

2. TBMP § 510.02(a) provides that: “If there is pending, at the time when the question of
suspension of proceedings before the Board is raised, a motion which is potentially dispositive of
the case, the potentially dispositive motion may be decided before the question of suspension is
considered.” “However, the Board, in its discretion, may elect to suspend without first deciding

the potentially dispositive motion.” /d.
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3. In opposition to the motion to suspend, Applicant accuses Opposer of “gamesmanship”
and dilatory motive, arguing that “Newton is simply trying to stop consideration of his own
motion [for Summary Judgment] now that he has seen Brown’s exceptionally good evidence
... “After all of this effort, Newton wants the Board to suspend consideration of his motion.”

(Opp., p. 2). Applicant’s arguments are silly and unfounded.

4, Applicant completely fails to explain how the interests of judicial economy and avoiding
unnecessary duplication of effort would be served by denying the motion to suspend. See
Tuvache, Inc. v. Emilio Pucci Perfumes International, 263 F. Supp. 104, 152 USPQ 574
(S.D.N.Y. 1967) (setting forth the interests of judicial economy and avoiding unnecessary
duplication of effort); Toro Co. v. Hardigg Industries, Inc., 187 USPQ 689, 692 (TTAB 1975)
(“[W]hile the decision of the Federal District Court would be binding upon the Patent and
Trademark Office, a decision by the Board would not be binding or res judicata as to the issues
before the court.”). See also 18 Moore’s Federal Practice § 132.01[3] (3d ed. 2008) (discussing
the purpose of collateral estoppel, or issue preclusion; the doctrine of issue preclusion “prevents
inconsistent decisions, encourages reliance on adjudication by minimizing the possibility of
inconsistent decisions, and conserves judicial resources. It therefore promotes judicial economy

by preventing needless litigation.”).

5. Applicant refers to the TBMP’s statements about the reasoning behind 37 CFR §
2.117(b), i.e., “to prevent a party against whom a dispositive motion is filed from filing a civil
action and moving to suspend to prevent decision on the dispositive motion.” (Opp., p. 3). See
TBMP § 510.02(a). However, this reasoning simply does not apply in the present situation —
Opposer is the “dispositive motion-filer” — not the party attempting to escape a potentially
dispositive ruling (that ends the litigation in his opponent’s favor). See Brown Opp., p. 4 (“After
the summary judgment motion is decided, either Newton will have succeeded and this case ends
or the case will continue.”). Compare Boyds Collection, Ltd. v. Herrington & Co., 65 USPQ2d
2017 (TTAB 2003) (declining to suspend proceedings where trial before the Board had ended
and there was a potentially dispositive motion pending against the party moving to suspend:
“Petitioner should not be allowed to delay the outcome of this proceeding when there would be

little or nothing to resume upon conclusion of petitioner’s civil suit.”).
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6. (Applicant claims that “in order to respond [to the Summary Judgment Motion], Brown
needed to take further discovery, including a deposition in Texas.” (Opp., p.2). In fact, Opposer
was put to the task of responding to some 34 Special Interrogatories (First and Second Sets)
propounded by Applicant , 29 Special Requests for Production of Documents (First and Second
Sets) and 9 Special Requests for Admission, and giving a deposition. But Applicant only
utilized a few sentences from the deposition transcript in responding to Newton’s summary
judgment motion. (Applicant Brown disingenuously asserted that “Newton admitted that, after
the agreement between the parties in 1987, he had no intellectual property rights related to
Newtron Enterprises ...~ (Brown Opposition to Motion for Summary Judgment, p. 6). See

Opposer’s Reply in Support of Motion for Summary Judgment, p. 4).

B. The Pending Litigation Does Have a Bearing on the Summary Judement Motion

1. Applicant asserts that “[t]he state court case has no bearing on the issues of priority and
abandonment or intent to use” (Opp., p.4). Applicant also claims that Newton’s summary
Judgment argument based on priority of use is somehow limited to “priority of use based on

abandonment” (Opp., p. 4). However, these assertions are incorrect.

2. Opposer’s Motion for Summary Judgment argues, infer alia, that Applicant lacks

ownership of the ZORLAC mark, and was not the senior user thereof:

An ITU applicant is entitled to rely upon actual use prior to the constructive use
date of the intent-to-use application. However, in this case, Applicant is an
individual and has not used the ZORLAC mark in commerce on his own, and
never acquired any rights on his own in the mark ZORLAC. See also El
Sombrero Corp. v. Bolivar, 106 1ll. App. 3d 925, 62 I11. Dec. 707, 436 N.E.2d
733,218 USPQ 668 (4th Dist. 1982) (a trademark used in the business of a
corporation does not belong to its shareholders).

(Opposer’s Motion for Summary Judgment, p. 5) (emphasis added) (citations omitted).

sl

3. Applicant’s response to Newton’s summary judgment motion also recognized the
trademark ownership issue, e.g., arguing that Applicant should be treated as the owner of the
ZORLAC mark because he was the owner of the corporation (Lambourne Industries) or, in the

alternative, based on the related companies doctrine. (In response to the Summary Judgment
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Motion, Applicant did not dispute that he never used the ZORLAC mark in his own behalf.
Rather, Brown asserted that “Applicant’s wholly owned company Lambourne Industries, Inc.
purchased the entire company Newtron Enterprises ...” (Brown Opposition to Motion for
Summary Judgment, p. 2). Applicant argued alternatively that the Board should reco gnize him
as having trademark rights because he approved the use of the ZORLAC mark by wholly-owned
companies and controlled the nature and quality of the goods designated by the ZORLAC mark.
(Id., pp. 6-8)).

4. Applicant’s current arguments are nonsensical:

Brown, in his Opposition to Summary Judgment, has shown that the companies
have used the mark before Newton’s 2005 first use date, with no abandonment,
through the present time. ... In particular, Syndrome Distribution has used the
mark from that time. As such, Syndrome’s use has priority and shows intent to
use. The issue of who is a shareholder of Syndrome Distribution is not relevant

(Opp., p. 4) (emphasis added). (Of course, Syndrome Distribution is not the applicant herein —
David H. Brown as an individual is the applicant in this intent-to-use (ITU) application to

register the mark ZORLAC).

5. The applicant must be the owner of the mark. TMEP § 1201.02(b). This rule applies to
both use-based and Intent to Use applications. 3 McCarthy on Trademarks and Unfair
Competition § 19:53(4" ed. 2008) (hereafter “McCarthy”). See American Forests v. Barbara
Saunders, 54 USPQ2d 1860 (TTAB 1999) (“[I]f a corporation or partnership which has the bona
fide intention to use a particular mark, and yet the intent-to-use application is filed in the name of

an individual, then said application will be deemed to be void ab initio.”).

6. Trademark ownership is required for Brown’s priority of use claim. Carpenteri v.

Marini, 2006 WL 2349586, at *5 (D. Conn. 2006).

7. The owner of a business conducted by a corporation is the corporation; a trademark used
in the business of a corporation does not belong to its shareholders. 3 Callmann on Unfair
Competition, Trademarks and Monopolies § 20:19 (4™ ed. 2004). See EI Sombrero Corp. v.
Bolivar, 106 1l App. 3d 925, 62 1ll. Dec. 707, 436 N.E.2d 733, 218 USPQ 668 (4" Dist. 1982)
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(held that a substantial shareholder in a corporation is not the owner of a mark used by the

corporation. Illinois state service mark registration cancelled for lack of ownership).

8. (Applicant represents that “[d]iscovery is complete” (Opp., p.4), but Brown has failed to
fully comply with Opposer’s discovery requests, e.g., claiming that responsive documents “may
or may not still be available, and may or may not be in storage at various locations in San Diego,
California area, Utah, Arizona, and Oregon and [are] presently the subject of an exhaustive
search.” (Answer to Interrogatory No. 5). Opposer’s Reply in Support of Motion for Summary
Judgment, pp. 3, 7. See Alstom Power Inc. v. Schwing America Inc., 235 FR.D. 148 (D. Conn.
2006) (order compelling production of specified types of documents or oath there were no

further responsive documents)).

9. Applicant falsely accuses Opposer of misconduct, asserting that “Newton misrepresents
the complaint filed by Schmid,” allegedly because “[t]here is no mention of the Zorlac brand in
paragraph 15.” (Opp., p.4 n.2). Opposer admittedly summarized the language of Schmid’s

Complaint (but only put quote marks around the verbatim language taken from the Complaint),

and Applicant fails to show any misrepresentations.

10. Opposer’s Motion to Suspend (at p. 1) quoted from paragraph 15 of the Complaint filed
by Schmid as follows:

[Schmid] also asserts that ... defendant Syndrome Distribution is “the owner of
all the patents and brands of AZA” (including the Zorlac skateboard brand).

Opposer also attached a copy of Schmid’s Complaint to the Motion to Suspend.

11. The Complaint filed by Schmid provides in 9 12 as follows: “The business name was
then changed from ‘Lambourne Industries’ to ‘Airbourne Zorlac’; Zorlac was a skateboard brand
well known in the industry and which had been acquired by Lambourne because of SCHMID’s
key industry relationship with its founder; ‘ Airbourne Zorlac’ eventually became abbreviated to
‘AZA’” (Complaint, 9 12) (emphasis added). Paragraph 15 then provides: “Defendant
SYNDROME ... became the owner of all the patents and brands of AZA, which had been

developed or sourced by SCHMID ...” (Complaint, § 15) (emphasis added). Applicant fails to

explain how Opposer’s summarization of the Complaint is inaccurate.
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WHEREFORE, Opposer requests that his Motion to Suspend Proceedings in View of

Pending Civil Action be granted and for such other and further relief to which Opposer may be

entitled.

DATED: January 27, 2009

Respectfully submitted,

By: % ;W“

John F. Booth, Texas Bar No. 02650000
David L. Joers, Texas Bar No. 10669800
BOOTH = ALBANESI = SCHROEDER LLc
Thanksgiving Tower

1601 Elm Street, Suite 1950

Dallas, Texas 75201-4744

Phone: (214) 220-0444

Fax: (214)220-0445

Attorneys for Opposer

CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the foregoing OPPOSER’S REPLY IN
SUPPORT OF MOTION TO SUSPEND was served by first-class mail, postage prepaid, on this
27th day of January, 2009 to the following:

Mr. John Haller

Ms. Susan B. Meyer

Gordon & Rees LLP

101 West Broadway, Ste. 2000
San Diego, CA 92101

8 - - rd ‘;‘ /?
David L. Joers ¢
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