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TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
) Opposition No. 91174441
JEFF P. NEWTON )
Opposer, ) Serial No. 78/796,689
v. )

) Opposed Mark: ZORLAC
DAVID H. BROWN

Applicant.

R

OPPOSITION TO MOTION FOR SUMMARY JUDGMENT

Applicant David Brown herein provides his opposition to the motion for summary
judgment. In support of this motion are the Affidavits of John L. Haller and David H.
Brown, submitted concurrently.

1. Introduction and Factual Background

On January 23, 2006, Applicant David Brown filed this Intent-to-Use application
for the mark ZORLAC for Classes 025 and 028 goods. This application was allowed and
proceeded to publication on November 14, 2006. On July 21, 2006, Opposer Jeff P.
Newton filed his application for the mark ZORLAC for Classes 05 and 028 goods. On
December 7, 2006, Jeff P. Newton brought this Opposition. After propounding some
discovery and receiving responses from Applicant, Opposer Jeff Newton filed a motion
for summary judgment seeking a determination of the case based on Section 2(d) (prior
use of identical mark) and that Applicant Brown did not have a bona fide intent to use the
mark as of the filing date. Newton’s motion was mainly based on “deemed admissions”

because of Brown’s late responses to discovery. In response, Brown filed a Rule 56(f)



motion for limited-scope discovery on Newton’s date of first use and prior and
continuing use of the ZORLAC mark. Applicant Brown also filed concurrently a Motion
for Leave of Court For Acceptance of Applicant’s Late Discovery Reponses, which was
granted by the Board.

As a brief background, Applicant and Opposer have a long history. Newtron
Enterprises, a company affiliated with Opposer, began use of the ZORLAC mark in the
mid-1970’s, for skateboards, skateboard parts, and associated clothing. Applicant’s
wholly owned company Lamborne Industries, Inc. purchased the entire company
Newtron Enterprises, a skateboard manufacturer, including, but not limited to, the
trademarks, associated good will, client lists, artwork, and suppliers lists from Opposer in
1987. [Brown Dec., § 2]. Newtron Enterprises, and its intellectual property, was then
100% owned by Applicant. Through a number of his wholly-owned businesses,
Applicant used and authorized use of the mark from 1987 through the present day. His
current wholly owned business using the mark is Syndrome Distribution, Inc. [Brown
Dec., 3].

Herein Applicant will provide evidence to show he has been using the mark
continually since well before December 2005 (Opposer’s claimed first use date) and that
his intent to use was valid. As such, genuine issues of material fact remain such that
summary judgment cannot be granted.

II. Argument: Genuine Issues of Material Fact Remain Regarding Priority of
Use and Brown’s Bona Fide Intent to Use the Mark

Summary judgment is only appropriate where there are no genuine issues of
material fact in dispute, thus allowing the case to be resolved as a matter of law. Fed. R.

Civ. P. 56(c). Opposer, as the movant seeking summary judgment, bears the initial



burden of demonstrating the absence of any genuine issue of material fact. See Celotex
Corp. v. Catrett, 477 U.S. 317, 323 (1986); Sweats Fashions, Inc. v. Pannill Knitting Co.
Inc., 833 F.2d 1560, 1563, 4 USPQ2d 1793, 1796 (Fed. Cir. 1987). A factual dispute is
genuine if, on the evidence of record, a reasonable fact finder could resolve the matter in
favor of the non-moving party. See Opryland USA Inc. v. Great American Music Show
Inc., 970 F.2d 847, 850, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc.

v. Roundy's, Inc., 961 F.2d 200, 202, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992).

The evidence on summary judgment must be viewed in a light most favorable to
the non-movant, in this case applicant, and all justifiable inferences are to be drawn in
applicant's favor. Lloyd's Food Products, Inc. v. Eli's, Inc., 987 F.2d 766, 767, 25
USPQ2d 2027, 2029 (Fed. Cir. 1993); Opryland USA, supra. The Board may not resolve
issues of material fact; it may only ascertain whether issues of material fact exist. See
Lloyd's Food Products, 987 F.2d at 766, 25 USPQ2d at 2029; Olde Tyme Foods, 961

F.2d at 200, 22 USPQ2d at 1542.

A. Material Disputed Facts

MATERIAL DISPUTED FACT SOURCE

1. The Board has ruled that Brown’s late-filed | 1. See Board Order, June 27, 2008.
discovery responses are to be deemed
accepted. Thus, Newton’s argument that
Brown “admitted” lack of use and lack of bona
fide intent to use is now moot.

2. Opposer next argues that Applicant’s 2. See Opposer’s Motion for Summary
constructive use date, the ITU filing date, of Judgment, § 4, Newton Declaration, q 6.
January 23, 2006, must be used to compare to | See evidence submitted herewith by Brown
Opposer’s date of first use because Applicant | regarding continuous use of mark since
abandoned the mark in 2000 without an intent | 1987. [Brown Dec., Ex. A (invoices and

to resume use. Brown herein submits advertisements Bates Nos. 001-117)].
evidence that he has never stopped using the




mark since he purchased it, along with the
Newtron Enterprises business, in 1987.

3. Newton admitted that, after the agreement
between the parties in 1987, he had no
intellectual property rights related to Newtron
Enterprises and knew that Brown’s company
was using the mark.

3. Haller Dec., Ex. A (Newton deposition,
at47: 2- 7 and 53:1-5)

4. Newton, in fact, worked for Brown’s
companies, Lambourne Industries and
Lambourne Airbourne, selling ZORLAC
products for about five years after the 1987
agreement.

4. Brown Dec., § 7, Haller Dec., Ex. B
(Newton deposition, at 36: 5-7 and 50: 7 -
9).

5. Even if Brown had abandoned the mark at
some point (which he did not), he used the
mark in the years immediately preceding
Newton’s first use of mid-December 2005.

5. Brown Dec., Ex. B (example Syndrome
Distribution invoices 2004 through 2005,
Bates Nos. 0093, 0095, 0097).

6. Brown’s use over the past twenty years has
always been by companies wholly-owned by
Brown and the use of the ZORLAC mark by
these companies, including control over the
nature and quality of the goods, has been by
Brown.

6. Brown Dec., ¥ 8.

7. In this case, since the 1987 agreement
between the parties, Brown has controlled the
quality of goods marked ZORLAC through a
few different wholly-owned companies
including Lambourne Industries, Inc.,
Lambourne Airbourne, Lambourne Zorlac,
AZA Industries, Inc., and Syndrome
Distribution, Inc., all of which are wholly
owned either directly by Brown or are wholly
owned by companies wholly owned by Brown.

7. Brown Dec., 9.

8. The current user of the mark, Syndrome
Distribution, Inc., is wholly owned by AZA
Industries, Inc., which is wholly owned by
Brown.

8. Brown Dec., § 10.

9. Brown has always controlled the nature and
quality of the ZORLAC goods produced and
sold by his companies.

9. Brown Dec., 8.




10. Brown not only had an objective intentto | 10. See, for example, the invoices

use the mark, but was in fact using the mark. evidencing use through 2004 and 2005.
Brown Dec., Ex. B (Bates Brown 0093,
0095, 0097).

B. Newton Has Not Shown a Lack of Genuine Issues of Material
Fact Regarding Priority of Use under Lanham Act 2(d)

Opposer’s first argument for summary judgment is based on priority of use of the
ZORLAC mark. It appears Opposer is arguing his date of first use is mid-December
2005, which he argues is before Brown’s date because (1) of the “admissions” based on
Brown’s late-filed discovery responses, and (2) Brown abandoned the mark prior to 2005.

First, the Board has ruled that Brown’s late-filed discovery responses are to be
deemed accepted. See Board Order, June 27, 2008. As such, he may not rely on deeming
the Requests for Admissions as “admitted” and this argument is now irrelevant.

Second, Opposer next argues that Applicant’s constructive use date, the ITU
filing date, of January 23, 2006, must be used to compare to Opposer’s date of first use
because Applicant abandoned the mark in 2000 without an intent to resume use. See
Opposer’s Motion for Summary Judgment, § 4, Newton Declaration, § 6. Brown herein
submits evidence that he has never stopped using the mark since he purchased it, along
with the Newtron Enterprises business, in 1987.

For example, included herein as exhibits, some filed under seal, are
advertisements and invoices from Brown’s companies Syndrome Distribution and AZA
Industries, Inc. evidencing use of the mark from 1990 through 2007 [Brown Dec., Ex. A

(invoices and advertisements Bates Nos. 001-117)]. !

! AZA Industries, Inc. (“AZA”) is a California corporation wholly owned and controlled by David Brown.
Syndrome Distribution was a dba of AZA until it became a corporation and is now Syndrome Distribution,
Inc., which is wholly-owned by AZA and thus owned and controlled by David Brown. [Brown Dec.,  6].




Indeed, Newton admitted that, after the agreement between the parties in 1987, he
had no intellectual property rights related to Newtron Enterprises and knew that Brown’s
company was using the mark. [Haller Dec., Ex. A (Newton deposition, at 47: 2- 7 and
53:1-5)]. Newton, in fact, worked for Brown’s companies, Lambourne Industries and
Lambourne Airbourne, selling ZORLAC products for about five years after the 1987
agreement. [Brown Dec., § 7, Haller Dec., Ex. B (Newton deposition, at 36: 5-7 and 50:
7-9)].

Importantly, even if Brown had abandoned the mark at some point (which he did
not), he used the mark in the years immediately preceding Newton’s first use of mid-
December 2005. [Brown Dec., Ex. B (example Syndrome Distribution invoices 2004
through 2005, Bates Nos. 0093, 0095, 0097)]. Thus, Newton’s abandonment argument
fails.

Brown’s use over the past twenty years has always been by companies wholly-
owned by Brown and the use of the ZORLAC mark by these companies, including
control over the nature and quality of the goods, has been by Brown. [Brown Dec., ¥ 8].
In an application under §1 of the Trademark Act, an applicant may base its claim of
ownership of a trademark or a service mark on:(1) its own exclusive use of the mark; (2)
use of the mark solely by a related company whose use inures to the applicant’s benefit
(see TMEP §§1201.03 et seq.); or (3) use of the mark both by the applicant and by a
related company whose use inures to the applicant’s benefit. See TMEP §1201.05.

Where the mark is used by a related company, the owner is the party who controls
the nature and quality of the goods sold or services rendered under the mark. The owner

is the only proper party to apply for registration. 15 U.S.C. §1051.



Section 5 of the Trademark Act, 15 U.S.C. §1055, states, in part, as follows:

Where a registered mark or a mark sought to be registered is or may be used
legitimately by related companies, such use shall inure to the benefit of the
registrant or applicant for registration, and such use shall not affect the
validity of such mark or of its registration, provided such mark is not used in
such manner as to deceive the public.

Section 45 of the Act, 15 U.S.C. §1127, defines “related company” as follows:

The term “related company” means any person whose use of a mark is

controlled by the owner of the mark with respect to the nature and quality of
the goods or services on or in connection with which the mark is used.

Thus, §5 of the Act permits applicants for registration to rely on use of the mark
by related companies. Either a natural person or a juristic person may be a related
company. 15 U.S.C. §1127.

The essence of related-company use is the control exercised over the nature and
quality of the goods or services on or in connection with which the mark is used. When a
mark is used by a related company, use of the mark inures to the benefit of the party who
controls the nature and quality of the goods or services. This party is the owner of the
mark and, therefore, the only party who may apply to register the mark. Smith
International, Inc. v. Olin Corp., 209 USPQ 1033, 1044 (TTAB 1981).

Either an individual or a juristic entity may own a mark that is used by a wholly
owned related company. See In re Hand, 231 USPQ 487 (TTAB 1986). In In re Hand,
the applicant was an individual claiming use through another entity that was wholly
owned by applicant. The Board held that it is sufficient for an individual to claim
ownership of a mark based on use by a wholly owned related company.

In this case, since the 1987 agreement between the parties, Brown has controlled

the quality of goods marked ZORLAC through a few different wholly-owned companies



including Lambourne Industries, Inc., Lambourne Airbourne, Lambourne Zorlac, AZA
Industries, Inc., and Syndrome Distribution, Inc., all of which are wholly owned either
directly by Brown or are wholly owned by companies wholly owned by Brown. [Brown
Dec., §9]. The current user of the mark, Syndrome Distribution, Inc., is wholly owned
by AZA Industries, Inc., which is wholly owned by Brown. [Brown Dec., 110] 2 Brown
has always controlled the nature and quality of the ZORLAC goods produced and sold by
his companies. [Brown Dec., § 8].

Thus, Newton’s argument that Brown’s use through his companies is not a
sufficient or proper use also fails.

Moreover, Opposer’s alleged support for his abandonment argument is
completely contradictory. The February 28, 2000 article submitted with the Newton
Declaration, states that AZA currently included the ZORLAC products in its catalog.
[Opposer’s Newton Declaration, Ex. 1].

Therefore, because a reasonable fact finder could resolve the matter in favor or
Brown, a genuine factual dispute remains related to Newton’s allegation that Brown
abandoned the mark. See Opryland USA Inc. v. Great American Music Show Inc., 970
F.2d 847, 850, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v.
Roundy's, Inc., 961 F.2d 200, 202, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992).

C. Newton Has Not Shown a Lack of Genuine Issue of Material

Fact Regarding His Allegation that Brown Lacked a Bona Fide Intent to Use the
Mark

2 Under rule 2.38(b), if the mark is not being used by the applicant, but is being used by one or more
related companies whose use inures to the benefit of the applicant, such facts must be indicated in the
application. The party who controls the nature and quality of the goods or services on or in connection
with which the mark is used should be set forth as the applicant. In a §1(b) application, the statement that
the applicant is using the mark through a related company should be included in the amendment to allege
use under 15 U.S.C. §1051(c) or statement of use under 15 U.S.C. §1051(d) (see TMEP §§1109 et seq.).
Brown has not yet filed his statement of use, so he is not required to have complied with this requirement.



Newton’s argument that Brown lacked bona fide intent to use the mark when he
filed the application in January 2006 completely fails based on the fact that Brown not
only had an objective intent to use the mark, but was in fact using the mark. See, for
example, the invoices evidencing use through 2004 and 2005. [Brown Dec., Ex. B (Bates
Brown 0093, 0095, 0097)].

Therefore, because a reasonable fact finder could resolve the matter in favor or
Brown, a genuine factual dispute remains related to Newton’s allegation that Brown
lacked a bona fide intent to use the mark. See Opryland USA Inc. v. Great American
Music Show Inc., 970 F.2d 847, 850, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde
Tyme Foods, Inc. v. Roundy's, Inc., 961 F.2d 200, 202, 22 USPQ2d 1542, 1544 (Fed. Cir.
1992).

III.  Conclusion

Applicant Brown respectfully requests the Board refuse to grant Opposer
Newton’s motion for summary judgment because he has not carried his burden of
showing a lack of genuine issue of material fact as to either priority or Brown’s intent to
use the mark when he filed the application at issue.

Respectfully submitted,

Date: November 20, 2008 Jo}m L. Haller o
Susan B. Meyer
/7 Attorneys for Applicant

GORDON & REES LLP

101 W. Broadway, Suite 1600
San Diego, CA 92101-8217
Telephone: (619) 696-6700
FAX: (619) 696-7124
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TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
) Opposition No. 91174441
JEFF P. NEWTON )
Opposer, ) Serial No. 78/796,689
V. )

) Opposed Mark: ZORLAC
DAVID H. BROWN

Applicant.

DECLARATION OF JOHN L. HALLER IN SUPPORT OF
OPPOSITION TO MOTION FOR SUMMARY JUDGMENT

I, John L. Haller, attorney for Applicant in the above identified application,
hereby declare that all statements made herein are of my own knowledge true, and all
statements made on information and belief I believe to be true; and further, that these
statements are made with the knowledge that willful, false statements and the like so
made are punishable by fine or imprisonment or both, under Section 1001 of Title 18 of
the United States Code, and that such willful, false statements may jeopardize the validity
of the application or any registration granted on the application.

1. I am an attorney at law duly licensed to practice before all the Courts of
California and am a registered Patent Attorney before the United States Patent and
Trademark Office, in good standing. I am a resident of San Diego County and over the

age of 18 years. I am one of the attorneys of record herein for Applicant.



2. Attached as Exhibit A is a true and correct copy of the deposition of Jeff
Newton, taken in Dallas, TX on November 5, 2008, at 47: 2- 7 and at 53:1-5.
3. Attached as Exhibit B is a true and correct copy of the deposition of Jeff

Newton, taken in Dallas, TX November 5, 2008, 36: 5-7 and at 50: 7 - 9.

Dated: ,;/QG/@/

DHBRO/1047391/6136300v.1



EXHIBIT A

DECLARATION OF JOHN L. HALLER IN SUPPORT OF OPPOSITION TO
MOTION FOR SUMMARY JUDGMENT



Jeff Newton November 5, 2008

Page 1

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAI, BOARD

JEFF P. NEWTON OPPOSITION NO. 91174441

Opposer, SERIAL NO. 78/796,689

)
)
)
)
Vs ) QOPPOSED MARK: ZORLAC
)
DAVID H. BROWN )

)

Applicant.

ORAL DEPOSITION OF
JEFF P. NEWTON

NOVEMBER 5, 2008

ORAL DEPOSITION OF JEFF P. NEWTON, produced as a

witness duly sworn by me at the instance of the Applicant,
was taken in the above styled and numbered cause on the 5th
day of November, A.D., 2008, from 9:19 a.m. to 11:26 a.m.,
before Kellie L. Rowbotham, CSR in and for the State of
Texas, reported by stenographic means, at the offices of
Gordon & Rees, located at 2100 Ross Avenue, Suite 2800,
Dallas, Texas 75201, pursuant to the Rules of the

Trademark Trial and Appeal Board and the provisions stated

on the record or attached hereto.

Esquire Deéosition Services 402 West Broadway, Suite 700W San Diego, CA 92101
Phone (619) 233-0633 800-829-6159 Fax (619) 544-9901

33007a1a-5503-4c95-bbce-5e2aec84c0e2



Jeff Newton November 5, 2008

Page 47 %
1 periodically. ;
] 0 But Lambourne started using the trademark Zorlac
and selling Zorlac products after your agreement in '877?

‘ A Yes.

5 0 Did you object to Lambourne using the

i trademark?

A No.

8~' 0 In your opinion, did the Zorlac goods stop being
9 sold by Lambourne or one of Brown's companies at one point?
10 A Yes.
11 MR. JOERS: Actually, we do object to this
12 as being beyond the scope of the Board's order.
13 Q You can answer.
14 A Répeat the question.
15 0 In your opinion, did Lambourne stop selling

16 products, Zorlac products, at some point or one of Brown's
17 companies?

18 MR. JOERS: You know, correct me if I'm
19 wrong, but isn't this beyond the scope of the --
20 MS. MEYER: That's fine. You can object,
21 and he can answer.
22 MR. JOERS: Well, I'd just as soon he not
23 answer if it's not permitted by the Board.
24 MS. MEYER: Well, we can take it up with the
25 Board then.

Esire Deposition Services 402 West Broadway, Suite 700 - aiego,
Phone (619) 233-0633 800-829-6159 Fax (619) 544-9901

33007a1a-5503-4¢95-bbec-5e2aecBdcle



Jeff Newton November 5, 2008

10

11

13

14

Page 53 g

0 Did you still believe you owned its intellectual
property assets?

A When?

0 In 1987 after your agreement.

A 1987, no.

12

0 Let's talk a little bit about 2005 and getting

back into the Zorlac business. I've got a whole lot of
documents here to talk to you about. The first one --
MS. MEYER: We're on Exhibit 5.
(Exhibit 5 marked.)
o) This is labeled Bates Newton 819. This is dated
2006. You know what, actually we're going to wait on this.
I've got the wrong -- we're going to talk about that when

we talk about Zorlac. Let's talk a little bit about Gringo

15 Skateboards.

16 A Okay.

17 Q Who owns Gringo Skateboards?

18 A I do.

19 Q And no one else is an owner of Gringo

20 Skateboards?

21 A No.

22 Q Is Gringo Skateboards an assumed business name?

23 A Yes.

24 Q Does it sell any Zorlac products?

25 A Some Zorlac products were sold through Gringo

Eéquire Deposition Services 402‘We:£“§;;;dway, Suite 7;6 San Dieé;j“CA 92101
Phone (619) 233-0633 800-829-6159 Fax (619) 544-9901

33007a1a-5503-4c95-bbece-5e2aec84cle?
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Jeff P. Newton November 5, 2008

85..

CERTIFICATE
STATE OF
COUNTY/CITY OF
O0Before me, this day, personally appeared,
JEFF P. NEWTON, who, being duly sworn,
states that the foregoing transcript of his/her Deposition,
taken in the matter, on the date, and at the time and
place set out on the title page hereof, constitutes a true

and accurate trangcript of said deposition.

EFF P. NEWTON

[JSUBSCRIBED and SWORN to before me this

# | ;
nglilwday ofndﬁ;@%ﬂaﬂﬂfw . ZOf@i in the

jurisdiction aforesaid.

g”&f/éb// j%;fff%%a;/lz Zﬁ;wvc/

My Commission Expires Notary Public

*If no changes need to be made on the following two pages,

place a check here ~XL_, and return only this signed page.*

DEPOSITION SERVICES®

Toll Free: 800.300.1214

F—E Facsimile: 619.239.4117

PAULSOTN Suite 111
E S Q UIRE REPORTING & LITIGATION SERVICES, LLE 555 West Beech Street
San Diego, CA 92101

www.paulsonreporting.com




EXHIBIT B

DECLARATION OF JOHN L. HALLER IN SUPPORT OF OPPOSITION TO
MOTION FOR SUMMARY JUDGMENT



Jeff Newton November 5, 2008

Page 1

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

JEFF P. NEWTON OPPOSITION NO. 91174441

Opposer, SERIAL NO. 78/796,689

DAVID H. BROWN

)
)
)
)
Vs ) QPPOSED MARK: ZORLAC
)
)
Applicant. )

ORAL DEPOSITION OF

JEFF P. NEWTON

NOVEMBER 5, 2008

ORAL DEPOSITION OF JEFF P. NEWTON, produced as a

witness duly sworn by me at the instance of the Applicant,

was taken in the above styled and numbered cause on the 5th
day of November, A.D., 2008, from 9:19 a.m. to 11:26 a.m.,
before Kellie L. Rowbotham, CSR in and for the State of
Texas, reported by stenographic means, at the offices of
Gordon & Rees, located at 2100 Ross Avenue, Suite 2800,
Dallas, Texas 75201, pursuant to the Rules of the

Trademark Trial and Appeal Board and the provisions stated

on the record or attached hereto.

Esquire Deposition Services 402 West Broadway, Suige 700 Sanszjlgo, Ca 92101
Phone (619) 233-0633 800-829-6159 Fax (619) 544-9901

33007a1a-5503-4¢c95-bbcc-5e2aec84c0e2



Jeff Newton November 5, 2008

Page 36%

1 A Dave Brown or his company. é

2 0 After 1987 when a Zorlac product was advertised,

3 who paid for that advertising?

4 A Dave Brown or his company.

5 QA After the agreement, were you an employee of

6 Lambourne?

7 A Yes.

8 0 What was your job there?

9 A It started out as product development, team

10 coordination, the face of Zorlac.

11 Q What do you mean "face of Zorlac"?

12 A Just the representative. At a contest I would be
13 there rather than Dave Brown because no one knows who he is
14 in the skateboard industry. So I would go to events.

15 0 How long were you an employee of Lambourne?

16 A In one way or another, up until maybe '92.

17 Q So when you say in one way or another, does that

18 indicate that your job changed?

19 A Yes, dramatically.

20 0 Okay. So it started out with product develop,

21 face of Zorlac, that type of thing --

22 A Correct.

23 0 -~ team management. And then what did it change

24 to next?

25 A That was solely taken away from me until I just
Esquire Deposition Services 402 West Broadway, Suite 700 S

Phone (619) 233-0633 800-829-6159 Fax (619) 544-9901

33007a1a-5503-4c95-bbec-5e2aec84cle2



Jeff Newton November 5, 2008

Page 50 ;
1 use, but you're not -- 2
2 MS. MEYER: Do you want to go off the record
3 and have our argument?
4 (Off the record at 10:20 a.m.)
5 (Short recess.)
6 B (Back on the record at 10:22 a.m.)
7 0 When did you part ways with Mr. Brown and his

8 company?

9 A I think I've already answered that. Around 1992.
10 0 And you stated that you had -- your capacities
11 had been limited down to sales before that?

12 A Correct.

13 0 Was that one of the reasons you left?

14 A I think the biggest reason I left is the

15 distribution center that was here in Dallas was shut down.
16 0 Had they had a distribution center before 1987
17 when they went into their relationship with you?

18 A Not in Dallas.

19 0 So was this distribution center basically based
20 out of what had been Newtron Enterprises?

21 A No.

22 Q So they opened a different distribution center?
23 A Correct.

24 0 And is that the place where you worked?

25 A Yes.

Esquire Deposition Services 402 West Broadway, Suite 700 San Diego, CA 92101

Phone (619) 233-0633 800-829-6159 Fax (619) 544-9901

33007at1a-5503-4c95-bbee-5e2aec8dcle2
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CERTIFICATE
STATE OF
COUNTY/CITY OF
O00Before me, this day, personally appeared,
JEFF P. NEWTON, who, being duly sworn,
states that the foregoing transcript of his/her Deposition,
taken in the matter, on the date, and at the time and
place set out on the title page hereof, constitutes a true

and accurate trangcript of said deposition.

JSUBSCRIBED and SWORN to before me this

7

Mjgg_fé“day of__/f/fg;&wc»:f%—/v‘ , 20_{{{ in the

jurisdiction aforesaid.

5’ //6/29// ng‘f‘ M%MK? /@m

My Commission Expires Notary Public

*If no changes need to be made on the following two pages,

place a check here _K__, and return only this signed page.*

DEPOSITION SERVICES®

Toll Free: 800.300.1214

E Facsimile: 619.239.4117

PAULSON Suite 111

E S Q UIRE REPORTING & LITIGATION SERVICES, LLE 555 West Beech Street
San Diego, CA 92101

www.paulsonreporting.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
) Opposition No. 91174441
JEFF P. NEWTON )
Opposer, )} Serial No. 78/796,689
V. )

) Opposed Mark: ZORLAC
DAVID H. BROWN

Applicant.

DECLARATION OF DAVID H. BROWN IN SUPPORT OF
OPPOSITION TC MOTION FOR SUMMARY JUDGMENT

I, David H. Brown, the Applicant of the above identified application, hereby declare that
all statements made herein are of my own knowledge true, and all statements made on
information and belief I believe to be true; and further, that these statements are made with the
knowledge that willful, false statements and the like so made are punishable by fine or
imprisonment or both, under Section 1001 of Title 18 of the United States Code, and that such
willful, false statements may jeopardize the validity of the application or any registration granted
on the application.

1. I am a citizen of the United States, I am over 21 years of age, and I have personal
knowledge of the facts stated in this declaration.

2. Lamborne Industries, Inc. purchased the entire company Newtron Enterprises,
including, but not limited to, the trademarks, associated good will, client lists, artwork, and
suppliers lists from Opposer in 1987.

3. I have used and authorized use of the ZORLAC mark from 1987 through the
present day. My current wholly owned business using the mark is Syndrome Distribution, Inc.

4, Attached as Exhibit A are true and correct copies, some filed under seal, of

advertisements and invoices from my companies Syndrome Distribution and AZA Industries,



Inc. evidencing use of the mark from 1990 through 2007 (invoices and advertisements Bates
Nos. 001-117).

5. Attached as Exhibit B arce true and correct copies of invoices evidencing my use
of the mark in the years immediately preceding Opposer’s first use of mid-December 2005
(example Syndrome Distribution invoices 2004 through 2005, Bates Nos. 0093, 0095, 0097).

6. AZA Industries, Inc. (“AZA™) is a California corporation wholly owned and
controlled by David H. Brown. Syndrome Distribution was a dba of AZA until it became a
corporation and is now Syndrome Distribution, Inc., which is wholly-owned by AZA and thus
owned and controlled by me.

7. Opposer Newton worked for my companies, Lambourne Industries and Airbourne
Zorlac, Inc., selling ZORLAC products for about five years after the 1987 agreement.

8. My use of the mark over the past twenty years has always been by companies
wholly-owned by me and I have always controlled the nature and quality of the goods designated
by the ZORLAC mark.

9. Since the 1987 agreement between the parties, I have controlled the quality of
goods marked ZORLAC through a few different wholly-owned companies including Lambourne
Industries, Inc., Airbourne Zorlac, Inc. , AZA Industries, Inc., and Syndrome Distribution, Inc.,
all of which are wholly owned either directly by me or are wholly owned by companies wholly
owned by me.

10.  The current user of the mark, Syndrome Distribution, Inc., and Alliance Board

Sports, Inc. both wholly owned by AZA Industries, Inc., which is wholly owned by me.

vi H. rowy -

Dated: 5//’”/?/3008
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EXHIBIT A
DECLARATION OF DAVID H. BROWN IN SUPPORT OF OPPOSITION TO
MOTION FOR SUMMARY JUDGMENT
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