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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

) Opposition No. 91174441

JEFF P. NEWTON )
Opposer, ) Serial No. 78/796,689
V. )

) Opposed Mark: ZORLAC
DAVID H. BROWN

Applicant.

N N N N

REPLY TO OPPOSER’S OPPOSITION TO APPLICANT’S RULE 56(f) MOTION
FOR LEAVE TO PROPOUND ADDITIONAL WRITTEN DISCOVERY
AND TAKE A DEPOSITION

Applicant David Brown has moved under Federal Rule of Civil Procedure 56(f)
for refusal of the motion for summary judgment or, in the alternative, for additional
discovery. Pursuant to Rule 56(f). Opposer, Jeff P. Newton, filed a Response in
Opposition. Applicant asks the Board to consider this Reply directed toward Opposer’s
arguments.

I. Summary of Applicant’s Reply Argument

Opposer is seeking a windfall victory through procedural gamesmanship that
seeks to circumvent completely the fact-finding role of the Board and the interests of
justice. Opposer wants to take advantage of one procedural exception, the automatic
admission of late-served responses to requests for admission, yet deny applicant access to

Rule 56(f) discovery. This type of procedural gamesmanship is particularly abhorrent



when, at the time Opposer filed the motion for summary judgment based on default
admissions, he had in front of him, Applicant’s discovery responses completely
contradicting the default admissions. Thus, Opposer is asking the Board to accept
statements he knows are not true as default admissions. In contrast, though, he asks the
Board to deny Applicant the opportunity to use Rule 56(f) to obtain the further
information necessary to respond to the motion for summary judgment. Both ways, he
seeks to prevent the Board from reviewing the ultimate facts of this case.

The information sought by Applicant is not available to Applicant, nor is it in the
public domain. Applicant has specifically listed three categories of information needed
and has linked the information to possible defenses against Opposer’s arguments in
support of summary judgment. It is important to note that had Opposer acknowledged
the true facts from Applicant’s discovery responses, instead of knowingly presenting
false facts based upon the default admissions, discovery by Applicant would not have
been required. It is only because of Opposer's request that the Board to accept knowingly
false information that has required Applicant to make these motions in order to put the
truth back before the Board. Most importantly, no legally recognized prejudice will be
telt by Opposer if discovery is granted. The only possible discomfort Opposer will
encounter is the loss of his desired windfall victory based upon knowingly false default
admissions.

II. Argument: Applicant Has Met the Rule 56(f) Standards

A. Applicant has demonstrated, with particularity, the facts it hopes to obtain

by discovery and how those facts will raise a genuine issue of fact




Applicant should not be deprived of the discovery needed to place at issue
material factual questions in opposition to the motion for summary judgment. Opryland
USA, Inc. v. The Great American Music Show, Inc., 23 USPQ2d 471 (Fed. Cir. 1992).
All of the information sought is directly related to the principle issues raised by the
motion for summary judgment. Id., at 1474-75. Opposer seeks summary judgment based
on 1) Opposer’s alleged priority of use and 2) Opposer’s allegation that Applicant
lacked bona fide intent to use the mark. As explained in detail in Applicant’s moving
papers, Opposer’s allegations for both arguments are riddled with holes and assumptions
that must be further investigated. Specifically, Opposer’s summary judgment motion and
accompanying declaration leave open a variety of questions about Opposer’s claimed
ownership of his claimed mark, Opposer’s dates of first use of his claimed mark, and use
of his mark. Opposer is asking the Board to take him at his word that he owns the mark
and was the first user of the mark, all the while providing inconsistent and incomplete
evidence.

As such, in order to respond to Opposer’s submitted evidence and to place at issue
material factual questions surrounding the principle issues, Applicant must propound
discovery limited to the specified areas of inquiry. Therefore, Applicant has met the
standards requiring a showing of need and setting forth with specificity the areas of
inquiry needed. See Keebler Co. v. Murray Bakery Prods., 866 F.2d 1386, 9 USPQ2d
1736, 1739 (Fed. Cir. 1989).

The specific areas of inquiry are as follows:

a. Opposer’s former and current ownership interest in the ZORLAC

trademark.
b. Opposer’s dates of first use of the ZORLAC trademark.



c. Opposer’s alleged evidence of Applicant’s alleged abandonment of the
mark.

As discussed above, Applicant has shown the link between these areas of inquiry
and the issues in the motion for summary judgment. Thus, they meet the requirements of
demonstrating a need for discovery that is reasonably directed to obtaining facts essential
to its opposition to the motion. As such, discovery should be permitted, especially
because the information sought is wholly within the control of the party moving for
summary judgment. See TBEB § 528.06, citing Orion Group, Inc. v. Orion Insurance
Co. PLC, 12 USPQ2d 1923 (TTAB 1989)(finding the 56(f) declaration sufficient).

B. The information sought is not “readily available” or “already available” to

Applicant

Applicant’s list of areas of inquiry (above) seeks information obviously in the
hands of Opposer, and is not “readily available” or “already available” to Applicant, as
alleged by Opposer. [Response in Opposition, at 8 and { 10]. For example, only
Opposer has its dates of first use and its alleged evidence of Applicant’s alleged
abandonment of the mark. Further, Applicant has no idea what evidence, in addition to
the exceptionally thin information provided in the summary judgment motion, Opposer
has related to Applicant’s alleged abandonment of the mark. It is completely possible,
for example, that Opposer will attempt to “sand bag” Applicant with additional purported
evidence in a summary judgment reply brief to which Applicant will have no opportunity
to respond or contradict.

C. Opposer carries the burden — Applicant is not required to seek discovery

The burden of proof in an opposition proceeding rests with the opposer. Hoover

Co. v. Royal Appliance Mfg. Co., 238 F.3d 1357, 1359 (Fed. Cir. 2001). The applicant



has no obligation to seek discovery. Admittedly, Applicant’s pro se representation may
have resulted in strategic mistakes or oversights of work an attorney would have
performed. But there is no guarantee that Applicant would have, or could have,
propounded discovery that would address the issues in Opposer’s motion.

Even an attorney cannot always predict the issues that will be presented in a
motion for summary judgment. In this case, the summary judgment was brought after the
close of discovery, so Applicant had no opportunity to craft discovery directed to the
issues in the motion. This is the exact type of problem Rule 56(f) was designed to
address.

Opposer argues that successful Rule 56(f) movants must have been diligent. A
close analysis of the cases cited by Opposer, though, reveals a variety of factors
contributed to the discovery refusal in each case. For example, in Springs Window
Fashions, the Court found, the movant had not pursued its counterclaims, which had been
filed late in the case, and had provided only vague assertions that further discovery would
develop genuine issues of fact. Further, the Court found “there was no reason to believe
any pending discovery would reveal evidence” needed to defeat the summary judgment
motion. Springs Window Fashions LP v. Novo Indus., L.P., 323 F.3d 989, 65 USPQ2d
1826, 1832 (Fed. Cir. 2003). In both Exigent and Grayson, the courts had extended
discovery two and four times, respectively, before the Rule 56(f) motions. Exigent Tech
v. Atrana Solutions, Inc., 442 F.3d 1301, 78 USPQ2d 1321, 1327 (Fed. Cir. 2006);
Grayson v. O’Neill, 308 F.3d 808, 816 (7th Cir. 2002). In contrast, discovery in this case
has never been extended and Applicant has sufficiently shown that it is seeking specific

information directly linked to the issues in the motion for summary judgment.



D. Opposer will suffer no prejudice, but denving Applicant’s motion will

prejudice justice in this case

The only possible prejudice to Opposer is its attempts at procedural
gamesmanship and a windfall victory will have been thwarted. Indeed, Opposer
recognizes the Board may see genuine issues of fact are present in this case and asks the
Board not to consider Applicant’s facts “for the purposes of deciding Opposer’s summary
judgment motion.” [Response in Opposition, | 5].

Any delay to the case is minor when weighed against the interests in justice in
pursuing the true facts and application of the law to the case. It is important to remember
that the only real delay in this case will be to the registration of Applicant’s mark.
Opposer’s mark is not at issue.

Interestingly, the motion for summary judgment and this resulting motion would
be unnecessary had Opposer recognized the factual statements in Applicant’s discovery
responses. In particular, the responses directly provided information relevant to
Opposer’s two summary judgment arguments, making it clear that Applicant’s date of
first use precedes Opposer’s and that Applicant has continually used the mark since it
was purchased from Opposer. [Opposer’s Motion for Summary Judgment, Ex. C
(Applicant’s answers to interrogatories, J J 2 and 10) and Ex. D (Applicant’s responses to
requests for admission, q 13)]. Opposer simply seeks to avoid its duty to provide truthful
information to the Board. See Applicant’s Reply to Opposition to Motion for Acceptance
of Late Discovery Reponses, filed concurrently herewith. It is only because of Opposer’s
disingenuous filing of the summary judgment motion that the need for further discovery

has arisen.



ITI.  Conclusion

Denying Applicant the opportunity to pursue specific, limited discovery would, in
this case, subvert the interests of justice.

Applicant has met the standard for obtaining discovery under Rule 56(f). Both of
Opposer’s arguments for summary judgment are based on incomplete or ambiguous
evidence, in Opposer’s possession or knowledge, that must be more fully developed
before Applicant can fully and sufficiently respond to this motion.

Applicant respectfully requests the Board refuse Opposer’s application for
judgment or, in the alternative, order a continuance to permit discovery and depositions
to be taken. Specifically, Applicant seeks to propound interrogatories, requests for
production of documents, and to take the deposition of Opposer on the specified areas of
inquiry outlined above.

Respectfully submitted,

/s/ John L. Haller

Date: October 29, 2007 John L. Haller
Laura M. Lloyd
Susan B. Meyer
Attorneys for Applicant

GORDON & REES LLP

101 W. Broadway, Suite 1600
San Diego, CA 92101-8217
Telephone: (619) 696-6700
FAX: (619) 696-7124
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