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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Tumbleweed Communications Corp.
Granted to Date 11/29/2006

of previous

extension

Address 700 Saginaw Drive

Redwood City, CA 94063
UNITED STATES

Attorney Bruce J. Goldner

information Skadden, Arps, Slate, Meagher &amp; Flom LLP

Four Times Square

New York, NY 10036-6522

UNITED STATES

bgoldner@skadden.com, smarquez@skadden.com, skamerow@skadden.com,
sshelden@skadden.com Phone:(212) 735-2972

Applicant Information

Application No 78763079 Publication date 08/01/2006
Opposition Filing 11/28/2006 Opposition 11/29/2006
Date Period Ends

Applicant Winkler, Robert B

658 N Windy Ridge
Bayfield, CO 81122
UNITED STATES

Goods/Services Affected by Opposition

Class 038. First Use: 2005/11/29 First Use In Commerce: 2005/11/29
All goods and sevices in the class are opposed, namely: Providing e-mail services; Providing multiple
user dial-up and dedicated access to the Internet; Wireless broadband communication services

Attachments Tumblespeed Opposition.pdf ( 3 pages )(102720 bytes )
Signature /Bruce Goldner/
Name Bruce J. Goldner

Date 11/28/2006
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

______________________________ X
TUMBLEWEED COMMUNICATIONS
CORP.,
Opposer,
Opposition No.
-against-
ROBERT B. WINKLER,
Applicant.
______________________________ x
NOTICE OF OPPOSITION

Tumbleweed Communications Corp., a Delaware corporation with its principal office at
700 Saginaw Drive, Redwood City, California (“Opposer”), believes that it would be damaged by the
registration of the mark TUMBLESPEED, shown in U.S. Trademark Application Serial Number
78/763,079 (“Applicant’s Mark”) to Robert B. Winkler (“Applicant”), and hereby opposes such
registration.

Opposer alleges upon personal knowledge for its own acts and upon information and
belief with respect to all other matters, as follows:

1. Opposer is a leading manufacturer, designer, and marketer of computer application
software and related products and services used in connection with networking and communications,
including communications via e-mail and electronic messaging, on and through the Internet, intranets, and
extranets.

2. Atall relevant times, Opposer has offered, among other products and services, its e-
mail and Internet communication products and services under names and marks consisting of or
incorporating the term “TUMBLEWEED” (the “TUMBLEWEED Marks™).

3. Since 1999, Opposer has used the TUMBLEWEED name and mark in commerce in

connection with its e-mail and Internet communications business.



4. Opposer owns federal registrations for various TUMBLEWEED Marks for use in
connection with restricting access to electronic messages, electronic transmission of data, computer
services, and computer hardware and software for use in networking and communications, including
without limitation, the following federally registered marks: TUMBLEWEED, U.S. Reg. No. 1,973,284,
TUMBLEWEED IME INTEGRATED MESSAGING EXCHANGE, U.S. Reg. No. 2,539,423, and
TUMBLEWEED VALIDATION AUTHORITY, U.S. Reg. No. 3,117,959.! Opposer has also applied for
a federal registration for TUMBLEWEED EMAIL FIREWALL, U.S. Ser. No. 78/355,113.

5. Said TUMBLEWEED Marks are distinctive as a consequence of inherent
distinctiveness as well as acquired goodwill.

6. Through extensive advertising, promotion, and sales of Internet communications
software, and related products and services, the TUMBLEWEED Marks have become associated with,
and represent enormous goodwill that belongs exclusively to, Opposer.

7. The TUMBLEWEED Marks have become famous as that term is used in Section
43(c) of the Lanham Act.

8. Applicant’s Mark is highly similar to Opposer’s TUMBLEWEED Marks.

9. The services cited by Applicant under Applicant’s Mark, specifically, “Providing e-
mail services; Providing multiple user dial-up and dedicated access to the Internet; Wireless broadband
communication services,” are closely related to the services Opposer has long offered under the
TUMBLEWEED Marks.

10.  Accordingly, Applicant’s Mark is likely to cause confusion with Opposers’

TUMBLEWEED Marks.

The highlighting in bold of the TUMBLEWEED mark indicates that such mark has reached incontestable status
under 15 U.S.C. § 1065.



11. The registration of Applicant’s Mark would grant Applicant rights to which it is not
entitled, and would be inconsistent with the prior and established rights of Opposer in its
TUMBLEWEED Marks.

12. The registration of Applicant’s Mark is likely to dilute, and cause actual dilution of,
the distinctiveness of the TUMBLEWEED Marks by blurring the considerable source-identifying power
of Opposer’s TUMBLEWEED Marks.

13. By reason of the foregoing, Opposer would be seriously damaged by the
registration of Applicant’s Mark to Applicant.

WHEREFORE, Opposer respectfully requests that the Notice of Opposition be sustained
and the registration of Applicant’s Mark to Applicant be refused.

Dated;: New York, New York

November 28, 2006

Bruce Goldner

Stephanie Kamerow

Seth Shelden

SKADDEN, ARPS, SLATE,
MEAGHER & FLOM LLP

Four Times Square

New York, NY 10036
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