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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD

Acuity Brands, Inc. )
Opposition No. 91172725
Opposer ) Opposition No. 91174816
)
V.
)
Technical Consumer Products, Inc.
)
Applicant
)

10.

APPLICANT’S ANSWER TO OPPOSITION

Applicant denies each and every matter, thing and allegation in
Opposer’s Opposition Notice and Amended Notice of Opposition.

Applicant denies likelihood of confusion §2(d).

Applicant denies deception and/or false designation of connection

§2(a).
Applicant denies all allegations of fraud.
Applicant denies any damages or dilution of opposer’s mark.
All other allegations in the Notices of Opposition are denied.
SECOND DEFENSE
The first defense is incorporated herein by reference.
That the marks in this case are not confusingly similar.
THIRD DEFENSE
The first and second defenses are incorporated herein by reference.

That the goods identified by the marks in this case are not related,
for applicant’s mark identifies lamps made in sophisticated



11.

12.

13.

14.

15.

16.

17.

18.

19.

20.

21.

22.

processes that combine forming a twisted lamp, coating the lamp
or luminescence, and connecting the lamp to a ballast or other
requency enhancing circuitry. .

FOURTH DEFENSE

The first, second and third defenses are incorporated herein by
reference.

That opposer has made no allegations of actual confusion; and
There has never been any actual consumer confusion.
FIFTH DEFENSE

The first, second, third and fourth defenses are incorporated herein
by reference.

That opposer does not have a famous mark.
SIXTH DEFENSE

The first through fifth defenses are incorporated herein by
reference.

That opposer has not alleged actual damages; and

That opposer has not sustained any actual damages.

SEVENTH DEFENSE

The first through sixth defenses are incorporated herein by
reference.

That the opposition fails to state sufficient facts or law upon which
an opposition could be granted.

EIGHTH DEFENSE

The first through seventh defenses are incorporated herein by
reference.

That the Trademark Office having expertise and charged by
Congress to decide such matters, did not find the marks in this case



23.

24.

to be confusingly similar, whereupon applicant’s mark was
published.

NINTH DEFENSE

The 1°7 through 8 ™ defenses are incorporated herein by reference
as if fully rewritten.

That the trademark office having expertise in and charged by
Congress to decide such matters, did not find the products that the
marks identify to be related goods.

In further ANSWER, applicant asserts that:

25.

26.

27.

28.

29.

30.

TENTH DEFENSE

The 1* through 9™ defenses are incorporated by reference as if
fully rewritten here.

An assignment recorded 09-20-2007 in the Assignment Branch
shows a change in ownership from Opposer to another entity, ABL
IP Holdings, whereby Opposer does not have standing to bring the
opposition.

ELEVENTH DEFENSE

The 1* through 10™ defenses are incorporated by reference as if
fully rewritten here.

Opposer cannot be damaged by the applicant’s mark since Acuity
Brands, Inc. no longer owns Reg. No. 1,701,093.

TWELFTH DEFENSE

The 1% through 11" defenses are incorporated by reference as if
fully rewritten here.

Opposer fails to state a claim upon which relief can be granted
because Acuity Brands cannot show ownership of a valid mark.



THIRTEENTH DEFENSE

31. The 1* through 12" defenses are incorporated by reference as if
fully rewritten here.

32. Opposer admitted to the Trademark Office in his letter of October
15, 1998, (copy attached), that “Applicant’s goods are electric
lighting fixtures which are installed in commercial buildings by
electrical contractors. The lighting fixtures are shipped in sections
which are joined together at the installation site to form continuous
runs of fixtures.” And, Opposer included installation instructions,
(copies attached), which demonstrates that applicant’s goods are
not related to Opposer’s goods.

FOURTEENTH DEFENSE

31. The 1* through 13" defenses are incorporated by reference as if
fully rewritten here.

32. That the former assignments 1) from registrant Peerless to NSI,
followed by 2) the assignment from NSI to Spinco, succeeded by
3) the assignment to Acuity, and 4) the current assignment 9-20-
2007, from Acuity to ABL IP Holdings, LLC, nullify the
the subject registration as a source identifier.

SINCE the opposition contains no valid grounds for denying registration
of applicant’s mark, the Board should dismiss this opposition.

Respectfully submitted,

/ Joseph H. Taddeo /
Dated: November 23, 2007

Joseph H. Taddeo

One Chagrin Highlands
2000 Auburn Dr., #200
Cleveland, OH 44122-4328

Attorney for Applicant



CERTIFICATE OF SERVICE

I certify that the foregoing ANSWER TO OPPOSITION is being served
upon Opposer Acuity Brands, Inc., Attn: Mr. Donald L. Beeson, of Beeson, Skinner
Beverly, LLP, One Kaiser Plaza, Suite 750, Oakland, CA 94612 by First Class Mail,
this 23rd day of November 2007.

/ Joseph H. Taddeo /

Joseph H. Taddeo
Attorney at Law

Joseph H. Taddeo

One Chagrin Highlands
2000 Auburn Dr., #200
Cleveland, OH 44122-4328

T: 216-382-4848
F: 216-803-2900
E-mail: Patentmark@aol.com
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