: TTAB
Merchant & Gould

An Intellectual Property Law Firm Fax 612.332.5081

www.merchanigould.com

612.336.4619

Direct Contact
broutman@merchant-gould.com

A Professional Cerporation

Honda Moter Co., Ltd.,
Opposer,

v,
Red Wing Shoe Company, Inc.,
Applicant.

Opposition No. 91172339

N Nt St S Nt et Nt

Mark: RED WINGS; RED WING & Wing Design; and RED WING SHOES & Wing Design
Serial No.: 78/607026; 78/609502; 78/609757

Docket Number: 708.2USTC Due Date: October 24, 2006
Official Gazette: April 25, 2006 Filing Date: April 15, 2005

CERTIFICATE UNDER 37 CFR L§;
1 hereby cenify that this correspondence is being deposited with the United States Postal Service as first class mail, with
sufficient postage, in an envelope addressed to: Commissioner for Trademarks, P.0O. Box 1451, Alexandnia, Virginia

22313-1451 on September 29, 2006. W
By:

Name: Teresa L. Kleven

Commissioner for Trademarks

£.0. Box 1451

Alexandria, Virginia 22313-1451

Dear Commissioner:

We are transmitting herewith the attached:
KX Retum postcard.

B Transmittal Sheet in duplicate containing Certificate Under 37 C.F.R.
BJ Other: Applicant's Answer to Notice of Opposition.

Please charge any additional fees or credit overpayment to Deposit Account No. 13-2725. A duplicate copy of this sheet

is enclosed.
By_' M

Name: Brent E. Routman
Reg. No.:

- p——

10-02-2006

U.S. Patent & TMOTS/TM Mail Riopt Dt #30

(CONTESTED MATTER)



M&G 708.2USTC

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HONDA MOTOR CO.,, LTD,,

Opposer, Opposition No. 91172339

Senal Nos. 78/607026; 78/609,502;
78/609757

Marks: RED WINGS; RED WING &
Wing Design; and RED WING SHOES
&Wing Design

V.
RED WING SHOE COMPANY, INC,,

Applicant.

L N T N T R T S

CERTIFICATE UNDER 37 CFR 2.197: The undersigned hereby certifies that this Answer to Amended Notice of
Opposition is being deposited in the United States Postal Service, as first class mail, in an envelope addressed to:

Commissioner for Trademarks, P.(. Box 1451, Alexandria, VA 22313-1451, on Sezteger 29, 2006.
- e
By: \

Name; Teresa L. Kleven'

APPLICANT'S ANSWER TO NOTICE OF OPPOSITION

The Applicant, Red Wing Shoe Company, Inc., by and through its undersigned
counsel, hereby answers the Notice of Opposition as follows:
1. Applicant is without sufficient knowledge or information to form a belief as to the
truth of the averments contained in paragraph 1, and therefore denies same.
2, Applicant admits that the official records of the USPTO indicate that the Opposer
is the listed registrant for Registration Nos. 776,896; 1,607,413; 1,607,414; 2,414,536;
2,521,087; 2,858,189; 3,055,551; and the listed applicant for Serial Nos. 76/434.493;
76/512,804; 76/643,379. Applicant is without sufficient knowledge or information to

form a belief as to the truth of the remaining averments contained in paragraph 2, and
therefore denies same.
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3. Applicant is without sufficient knowledge or information to form a belief as to the
truth of the averments contained in paragraph 3, and therefore denies same.

4. Denied.

5. Denied.

6. Applicant admits that it has pending federal applications for the marks RED
WINGS (Serial No. 78/607,026), RED WING & Wing Design (Serial No. 78/609,502),
and RED WING SHOES & Wing Design (Serial No. 78/609,757) for the goods listed in
paragraph 6 of the Notice of Opposition but denies the remainder of the averments

contained in paragraph 6.

7. Denied.
8. Denied.
0. Denied.
10. Denied.
11.  Applicant is without sufficient knowledge or information to form a belief as to the

truth of the averments contained in paragraph 11 and therefore denies same.
12. Applicant is without sufficient knowledge or information to form a belief as to the

truth of the averments contained in paragraph 12 and therefore denies same,

13.  Denied.
14. Denied.
15. Admit.

16. Denied.
17. Denied.

18. Denied.
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19. Denied.
20. Denied.
21. Denied.
AFFIRMATIVE DEFENSES
22, Applicant affirmatively states that there is no likelihood of confusion, damage, or

other injury to the Opposer that would result from the registration of Applicant's marks.
Applicant further states that Opposer cannot be damaged by registration of the
Applicant's marks as Applicant is the owner of existing registrations for the same or
substantially identical marks for the same or substantially identical goods as a number of
the goods listed in the application, namely RED WING SHOES and Wing Design,
Registration No. 2,134,068 registered on February 3, 1998, RED WING, Registration
No. 1,641,363, registered on Apnl 16, 1991; RED WINGS, Registration No. 1,517,285,
registered on December 20, 1988; RED WING and Wing Design, Registration No.
1,244,602, registered on July 5, 1983; RED WING SHOES, Registration No. 0,918,991,
registered on August 24, 1971; RED WING, Registration No. 0,913,859, registered on

June 8, 1971; Wing Design, Registration No. 1,930,073, registered on October 25, 1995,

23.  Per Opposer's Exhibit A attached to the Notice of Opposition, application Serial
No. 76/643,379 was filed on July 21, 2005, having as it's basis, an intent to use the mark
in commerce. Opposer has provided no evidence that the mark is actually being used in
commerce for the goods made the subject of the application. The filing date of the
Opposer's application is subsequent to the filing date of any of the Applicant's

applications, being opposed in this proceeding, namely, April 12, 2005, April 15, 2005,
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and April 15, 2005, and, therefore, Serial No. 76/643,379 cannot be used as a basis for
opposing Applicant's applications.

Respectfully submitted

RED WING SHOE COMPANY, INC.

By its Attorneys,

Dated: 7/5()/6 4 6"\“ «Z
Brent E. Routman
MERCHANT & GOULD P.C.
P.O. Box 2910
Minneapolis, MN 55402-0910
612.336.4781

CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing APPLICANT'S ANSWER TO NOTICE
OF OPPOSITION was served upon the following attorney for Opposer, Dyan Finguerra-
DuCharme, Wilmer Hale, 399 Park Avenue, New York, New York 10022, by depositing
a copy of same in the United States mail, postage prepaid, this 29th day of September,

' ekl

Teresa L. Kleven




