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APPLICANT’S MOTION TO COMPEL DISCOVERY
AND MEMORANDUM IN SUPPORT THEREOF

Applicant, Thomas P. Eidsmore (“Eidsmore” or “Applicant’), pursuant to 37
C.F.R. 2.120(e), moves the Trademark Trial and Appeal Board (“Board”) for an order
compelling Opposer, Master Lock Company LLC (“Master Lock” or “Opposer”’), to
respond fully to interrogatories propounded by Applicant, and to produce documents

and things requested. The grounds for this motion are more particularly set forth below.

L. Background

Applicant, Eidsmore, is seeking to register the mark MASTERHAUL in
association with “truck and sport utility vehicle accessories, namely, truck bed liners,
cargo storage bins, mechanically assisted self-contained insert dump units for pickup
trucks, body panels and tail gates.”

Master Lock has opposed registration of MASTERHAUL.




On February 23, 2007, Applicant sought discovery from Opposer and served
inter alia, Opposer’s First Request for Production of Documents.

On April 30, 2007, Opposer served Opposer's Written Response to Opposer’s
First Request for Production of Documents and Things (Requests 1-26 attached as
Exhibit A).

Subsequently, on July 10, 2007, Applicant served, inter alia, Applicant’s First Set
of Interrogatories to Opposer and Applicant's Second Request for Production of
Documents.

Opposer served Opposer’s Written Response to Applicant’s First Set of
Interrogatories (attached as Exhibit B) and Opposer's Written Response to Applicant’s
Second Request for Production of Documents and Things (Requests 27-29 attached as
Exhibit C) on August 9, 2007. Opposer relied on Fed. R. Civ. P. 33(d) in responding to
many of the interrogatories, and as a result, the production of responsive documents is
important to Applicant’s defense.

Applicant was permitted to view Opposer’s product production (Opposer's
Production Nos. ML000001-ML000027) during the week of August 13, 2007 at the
offices of Opposer’s counsel. In addition, Opposer produced a set of documents
(Opposer’s Production Nos. MLO00028-ML000622) to Applicant on August 24, 2007.

Opposer’s document production was reviewed in light of Opposer's previously
served Written Responses to Document Production Requests and Interrogatories
(Exhibits A-C). A number of documents were improperly withheld and/or simply not
produced. The interrogatory responses were not adequate, and their responses have

not been verified.




Applicant contacted opposing counsel via written correspondence on September

6, 2007 (See September 6, 2007 letter to Ms. Yanchar, Exhibit D), asking that

interrogatory responses be updated and outstanding document production issues be

addressed by Monday, September 10, 2007. This date was suggested in view of the
imminent opening of Opposer’s testimony period and the deadline for filing a motion to
compel.

Opposer’s counsel responded to the September 6, 2007 correspondence by
indicating they are working on a response but that they do not feel constrained by the
September 10, 2007 date. See September 10, 2007 e-mail from Ms. Yanchar to Ms.
Koenig, Exhibit E.

Applicant’s attorneys followed up with Opposer’s counsel by telephone on
September 11, 2007. Opposer’s counsel indicated a reply to the September 6, 2007
correspondence would be forthcoming, but counsel would have to go back to her client
regarding the substance of the letter.

This motion to compel is made to preserve its rights to obtain complete and

responsive discovery from Opposer.

. Rule 2.120 Enclosures

Pursuant to 37 C.F.R. 2.120, attached hereto as Exhibit A is a copy of Opposer's
Written Responses to Applicant’s First Request for Production of Documents. Attached
as Exhibit B is a copy of Opposers Written Response to Applicant's First Set of
Interrogatories. Attached as Exhibit C is a copy of Opposer's Written Response to

Applicant’'s Second Request for Production of Documents and Things. Attached as



Exhibit D is a copy of a September 6, 2007 communication to Georgia Yanchar, counsel
for Opposer. Attached as Exhibit E is a copy of Ms. Yanchar's reply dated September
6, 2007.

Opposer’s written statement that Opposer has made a good faith effort to resolve
the issues is included in Sections | and Iil.

ll. Argument

Each party and its attorney have a duty to make a good faith effort to satisfy the
discovery request of its opponent. Medtronic, Inc. v. Pacesetters Sys., Inc., 222
U.S.P.Q. 80, 83 (T.T.A.B. 1984). Where a party to an opposition fails to respond to an
interrogatory or fails to produce and permit the inspection and copying of any document
or thing, the other party may move the Board for an order to compel an appropriate
response to the desired discovery. 37 C.F.R. 2.120(e).

Applicant specifically requests that the Board issue an order compelling Opposer
to fully respond to all discovery requests and/or to supplement the responses,
particularly, as follows:

1. Interrogatory No. 15 seeks identification of lawsuits, oppositions,
cancellations or the like involving each of Opposer’s trademark registrations listed in the
Notice of Opposition or in any way involving a MASTER formative mark, with a request
to state the outcome of each. Master Lock objected but did not respond to this
interrogatory (see Exhibit B). The TBMP specifically states as follows:

Information concerning litigation and controversies including
settlement and other contractual agreements between a

responding party and third parties based on the responding
party’s involved mark is discoverable.




See TBMP § 414, § 10, and cases cited therein. It is requested that the Board order
this response be supplemented accordingly.

2. Similarly, Master Lock objected but did not provide a response to
Interrogatory No. 11 which requests identification of all investigations conducted on
Opposer's behalf to determine the availability of a MASTER Mark in the field of truck
and sport utility vehicle accessories or cargo storage bins (see Exhibit B). Search
reports are discoverable. See TBMP § 414, 9 6, and cases cited therein. It is
requested that the Board order this response be supplemented accordingly.

3. Master Lock’s response to Interrogatory Nos. 4, 7, 9, 10, 12, 14, 16, 19,
21 and 24 indicates that responses would be made available through documents
pursuant to Fed. R. Civ. P. 33(d). See Exhibit B. For example, the response to
Interrogatory No. 14 indicates that documents relating to uses of a MASTER-containing
mark used in the vehicle accessory field by others and known to Opposer would be
produced. Responsive documents have not been produced, or if they have, it is not
apparent which documents contain information responsive to the aforementioned
interrogatory. Moreover, Opposer’s response to Document Request No. 27 (Exhibit C)
indicates that Opposer would produce documents identified in or relating to Opposer’s
answers and/or responses to Applicant’s First Set of Interrogatories.

Applicant requests that Opposer be ordered to specify the document production
numbers that correspond to each interrogatory response in which Opposer cited Fed. R.
Civ. P. 33(d). If documents already produced do not sufficiently respond to the
respective interrogatories, it is requested that the Board order Opposer to produce

responsive documents at an early date.




4. Document Request No. 16 (Exhibit A) requests documents pertaining to
any informal or formal dispute in the United States concerning MASTER or MASTER
LOCK. Opposer objected to this request but did not state that relevant documents
would be produced. To the extent Opposer withheld certain documents on the ground
of privilege, no privilege log was provided.

Information relating to a dispute is discoverable. See TBMP § 414, 4 10, and
cases cited therein. Applicant requests the Board issue an order that Opposer provide
documents responsive to Request No. 16.

5. Document Request No. 20 requests any searches, surveys or reports
concerning a MASTER mark made by or on behalf of Opposer. The response indicates
such documents would be produced (Exhibit A), but documents fully responsive to this
request were not provided. For example, Opposer did not produce any searches in its
document production. Applicant requests the Board order Opposer to produce such
documents.

6. Finally, Applicant awaits Opposer’s verification of the Opposer's Written
Responses to Applicant’s First Set of Interrogatories as required in Fed. R. Civ. P.
33(b)(2).

Applicant has made the above issues known to Opposer via written
correspondence (Exhibit D) and a follow-up phone call five days later. Applicant has
made a good faith effort to communicate with Opposer in order to address and resolve
these issues, but as of this date, the issues remain outstanding. This motion to compel

is made in order to preserve Applicant’s rights to obtain the discovery it has requested.




IV.  Conclusion

Opposer has failed to respond fully to and/or supplement Applicant’s discovery
requests. Further, Applicant has acted in good faith in an attempt to resolve the
discovery dispute.

WHEREFORE, Applicant respectfully requests that the Board grant its Motion to
Compel Discovery and issue an order compelling Applicant to respond to and/or

supplement the discovery requests outlined above.

Dated: September 12, 2007 Respectfully submitted,

FAY SHARPE LLP

e f’

Sandra M. Koenig /

Tirothy E. Nauman

1100 Superior Avenue
Seventh Floor

Cleveland, Ohio 44114-2579
Phone: (216) 861-5582

Fax: (216) 241-1666

Attorneys for Applicant
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| hereby certify that on September 12, 2007, a copy of the foregoing
APPLICANT’S MOTION TO COMPEL DISCOVERY AND MEMORANDUM IN
SUPPORT THEREOF was filed electronically. Notice of this filing was served by first
class mail, postage prepaid, on the following attorneys for Opposer:

Raymond Rundelli, Esq.

William A. Johnston, Esaq.

Georgia E. Yanchar, Esaq.

Calfee, Halter & Griswold LLP
1400 McDonald Investment Center
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Applicant.

OPPOSER’S WRITTEN RESPONSE TO APPLICANT’S FIRST REQUEST FOR
PRODUCTION OF DOCUMENTS AND THINGS

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and 37 CFR. §2.120,
Opposer, Master Lock Company LLC (hereinafter “Opposer” or “Master Lock™), hereby
responds in writing to Applicant’s Request for Production of Documents and Things (“the

“Requests”).

General Objections to the Requests

Opposer responds to each and every of Applicant’s Requests subject to the General
Objections set forth below. These objections form a part of and are specifically incorporated into
each of Opposer’s Responses and Objections to Applicant’s First Request for Production of
Documents and Things, even though they may not be specifically referred to in each and every
response to each request. Failure to specifically refer to any of these General Objections in any

specific response should not be construed as a waiver of same.

EXHIBIT




A. Opposer objects to Applicant’s Definitions and Instructions and each and every
Request to the extent that they purport to impose any requirement to respond or other obligation
upon Opposer greater than those imposed by Federal Rule of Civil Procedure 34 and 37 C.F.R. $

2.120.

B. Opposer objects to Definition 1 to the extent that it purports to impose an
obligation on Master Lock to respond to the Requests on behalf of all of any “legal entities that
are wholly or partly owned or controlled, or are controlled by Opposer, either directly or
indirectly, and all present and future directors, owners, officers, employees, counsel (including,
but not limited to all house and outside counsel), agents, consultants, experts, representatives and
all other persons acting, or purporting to act on behalf of Opposer, its subsidiaries, affiliates,
divisions, predecessors and any other legal entities that are wholly or partly owned or controlled
by Opposer.” In responding to the Requests, Master Lock limits its responses to the Master Lock

Company LLP and information within its custody, possession or control.

C. Opposer objects to Definition 2 to the extent that it purports to broaden the scope
of the term “Document” or “Documents” beyond the scope of the Federal Rules of Civil

Procedure.

D. Opposer objects to the Requests to the extent that they seek the disclosure of

information protected by the attorney-client privilege or any other privilege.

E. Opposer objects to the Requests to the extent that they seek the disclosure of
information which is entitled to protection from disclosure under the attorney work product

doctrine.
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F. Opposer objects to the Requests to the extent that they call for information

protected from disclosure by FED.R.EVID. 408.

G. Opposer objects to the Requests to the extent that they seek information already
within Applicant’s knowledge or control, or equally or more easily available to it, on the grounds

that such Requests are unduly burdensome or oppressive.

H. Opposer objects to the Requests to the extent that they purport to require

disclosure of information not within Opposer’s possession, custody or control.

L Opposer objects to the Requests to the extent that they seek information generated

after the filing of this Opposition.

J. Opposer objects to the Requests to the extent that they seek the production of
confidential information or the identification of documents that contain confidential information

until a suitable protective order, agreed to by all of the parties, has been entered by the Board.

K. Opposer objects to each and every Request to the extent they fail to define a
relevant time period or limit themselves to information regarding activities within the United

States.

L. In providing these responses to the Requests, Opposer does not waive or intend to

waive, but to the contrary, preserves and intends to preserve:

(1) all questions as to competency, relevancy, materiality,
privilege, immunity and admissibility as evidence for any
purpose of the responses or subject matter thereof, in any

subsequent proceeding in the trial or any other action;
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(i)  the right to object further on any ground to this or any further

discovery request in this proceeding;

(iii)  the right to object on any ground to the use of the responses,
or the subject matter thereof, in any subsequent proceeding in

the trial of this or any other action; and

(iv)  the right to object on any ground at any time to other requests

or other discovery procedures involving or relating to the

subject matter of these requests.

M. The following responses contain the information reasonably available to Opposer
at this time. Opposer reserves its right to amend or supplement its responses to the requests, as
additional discovery and investigations continue, in the event that additional information is

disclosed, or the event of error, inadvertent mistake or omission.
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Opposer’s Specific Responses and Objections to Applicant’s Requests

DOCUMENT REQUEST NO. 1:

All documents identified in or relating to Opposer’s answers and/or responses to

Applicant’s First Set of Interrogatories to Opposer.

RESPONSE:

No response is being made at this time because Applicant has withdrawn its First Set of

Interrogatories.

DOCUMENT REQUEST NO. 2:

All documents related to the marketing, advertising, offer of sale, use, and/or promotion
of the MASTER Marks by or on behalf of Opposer, including, but not limited to, representative
promotional materials for each calendar year since Opposer’s first use of a MASTER Mark for

all goods of Opposer that are associated with a MASTER Mark.

RESPONSE:

Objection. To the extent that this request seeks “all” documents, Opposer objects to this
request as being overly broad, unduly burdensome, and not reasonably calculated to lead to the
discovery of admissible evidence. Opposer’s first use of “a MASTER Mark” dates back until at
least 1926, which is the filing date of U.S. Reg. No. 230,311. Since then, one or more of the
Master Marks have appeared on thousands of different products. As a result, the scope of the
request likely extends to thousands upon thousands of potentially responsive documents.

Without waiving the General Objections set forth above, Opposer will produce

responsive, non-privileged representative documents concerning use of the MASTER Marks
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with the goods identified in paragraphs 2 and 3 of the Notice of Opposition, to the extent such

documents exist and are in its possession, custody or control.

DOCUMENT REQUEST NO. 3:

All documents that show past and present use for the goods and services specified in each
of Opposer’s MASTER Marks, including, but not limited to, packaging, labeling, invoices, and

the like.

RESPONSE:

Objection. See response to Document Request No. 2.

Without waiving the General Objections set forth above, Opposer will produce
responsive, non-privileged representative documents concerning use of the MASTER Marks
with the goods identified in paragraphs 2 and 3 of the Notice of Opposition, to the extent such

documents exist and are in its possession, custody or control.

DOCUMENT REQUEST NO. 4:

All documents relating to the prosecution of any state or federal registrations or
applications for registration of any trademarks, service marks, or trade names containing the term

MASTER or MASTER LOCK, including but not limited to, Opposer’s MASTER Marks.

RESPONSE:

Objection. See response to Document Request No. 2. Opposer also objects to the extent
that this request seeks documents protected from disclosure by the attorney-client privilege, the
work-product doctrine, or both.

Without waiving the General Objections set forth above, Opposer will produce

responsive, non-privileged documents concerning use of the MASTER Marks with the goods
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identified in paragraphs 2 and 3 of the Notice of Opposition, to the extent such documents exist

and are in its possession, custody or control.

DOCUMENT REQUEST NO. 5:

Any opinions of any counsel relating to the validity, infringement, or enforcement of any

of Opposer’s MASTER Marks.

RESPONSE:

Objection. Opposer objects to this request as it is not relevant to these proceedings, nor is
it reasonably calculated to lead to the discovery of admissible evidence. Opposer also objects
because this request seeks documents protected from disclosure by the attorney-client privilege,

the work-product doctrine, or both.

DOCUMENT REQUEST NO 6:

All documents that relate to or reference Applicant.

RESPONSE:

Objection. To the extent that this request seeks “all” documents, Opposer objects to this
request as being overly broad, unduly burdensome, and not reasonably calculated to lead to the
discovery of admissible evidence. Opposer objects to the extent that this request seeks
documents protected from disclosure by the attorney-client privilege, the work-product doctrine,
or both.

Without waiving the General Objections set forth above, Opposer will produce
responsive, non-privileged documents concerning the application that is the subject of this
Opposition, to the extent such documents exist and are in its possession, custody or control, and

to the extent that such documents concern the mark that is the subject of this proceeding.
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DOCUMENT REQUEST NO. 7:

All documents related to the origination, adoption, conception, selection, design,

development, or creation of any MASTER Mark by Opposer.

RESPONSE:

Objection. See response to Document Request No. 2. Opposer also objects to the extent
that this request seeks documents protected from disclosure by the attorney-client privilege, the
work-product doctrine, or both. Opposer further objects to this Request to the extent that it seeks
the production of confidential information or the identification of documents that contain
confidential information.

Without waiving the General Objections set forth above, Opposer will produce
responsive, non-confidential, non-privileged representative documents concerning use of the
MASTER Marks with the goods identified in paragraphs 2 and 3 of the Notice of Opposition, to

the extent such documents exist and are in its possession, custody or control.

DOCUMENT REQUEST NO. §8:

All documents related to the use of a MASTER Mark with any of the Opposer’s

Products.

RESPONSE:
Objection. Opposer objects to this request as being duplicative of Document Request
No.s 2 and 3, and asserts the same objections made in Opposer’s responses to those requests.
Without waiving the General Objections set forth above, Opposer will produce

responsive, non-privileged representative documents concerning use of the MASTER Marks
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