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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name W.W. Grainger, Inc.
Granted to Date 07/26/2006

of previous

extension

Address 100 Grainger Parkway

Lake Forest, IL 60045-5201
UNITED STATES

Attorney Monica L. Thompson/Linda Urbanik Johnson
information DLA Piper Rudnick Gray Cary US LLP

PO Box 64807

Chicago, IL 60664-0807

UNITED STATES

ch.tm@dlapiper.com Phone:312-368-4000

Applicant Information

Application No 76598993 Publication date 03/28/2006
Opposition Filing 07/26/2006 Opposition 07/26/2006
Date Period Ends

Applicant Grangers International Ltd.

Grange Close Clover Nook Industrial Park, Alfreton
Derbyshire, DE55 4QT
UNITED KINGDOM

Goods/Services Affected by Opposition

Class 001. First Use: 2001/04/01 First Use In Commerce: 2001/04/01

All goods and sevices in the class are opposed, namely: waterproofing chemical compositions for
articles of leather, imitation leather, suede, fabric, clothing, luggage, tents and paper; adhesives for
use in the repair of fabric, plastic, vinyl and PVC

Class 003. First Use: 2001/04/01 First Use In Commerce: 2001/04/01

All goods and sevices in the class are opposed, namely: cleaning preparations, polishing
preparations and wax waterproofing preparations, all for use on articles of leather, imitation leather,
suede, fabric, clothing, luggage and tents; cream for use on articles of leather; preservative
preparations for leather and imitation leather in the nature of polish or wax

Attachments NOTICEOPP.pdf ( 5 pages )(591519 bytes )
Signature /Linda Urbanik Johnson/
Name Monica L. Thompson/Linda Urbanik Johnson

Date 07/26/2006
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

nre Serial No. 76/59809%

Mark: GRANGER™S and Design
Fablished: Margh 28, 20006

Page No. TM 28, Vol. 1304, No. 4

W.W, GRAINGER, INC.,
Opposition No.
Opposer,
Mark: GRANGER’S and Diesign
v

GRANGERS INTERNATIONAL LTI,

Applicant.

NOTICE OF OPPOSITION

Commissioner for Trademarks
PO Box 1451
Alexandria VA 223[(3-1451

W.W. GRAINGER, INC., an Hhneis corporation, located at 100 Grainger Parleway, Lake
Forest [L 60045 (hereinafter "Opposer™), believes that it would be damaged by registraiion of the
mark shown in Application Serial No. 76/598993, filed June 23, 2004, by Grangers International
Ltd. {hereipalter "Applicat™), published on Page TM 28 of the Official Gazette of the United

States Patent and Trademark Office on March 28, 2006, and hereby opposes the registration of

such marle
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The grounds for the opposition are as follows:

1. Opposer was incorporated as W.W. Ciramnger, Ine, o 1928,
2. Opposcr has used 1ts GRAINGER mark since al least as-early as 1928,
3 Opposer has continuously used and continues to use s GRAINGER mark, amd

marks that incorporate GRAINGER, in conmection with distributorships, catalogs, catalog
sarvices, wholesale outlet store services, and procwrement services, in connection with industrial,
institutional, commercial and janitorial supplics, and services relating to maintenance, repair and
operations equipment and supplies

4. Through Opposer’s long-standing use of its GRAINGER mark, Opposer’s
GRAINGER mark is distinetive of 118 goods and services.

5. Opposer is the owner of numercus U8, trademark registrations and applications

that consist of or contain the mark GRAINGER, including but not limited to:

Reg. No, Reg, Date
GRAINGER 1558199 October 3, 1989
GRAINGER 2039641 February 25, 1997
GRAINGER 2128519 January 13, 1998
GRAINGER.COM 2194903 Octeber 13, 1998
GRAINGER INDUSTRIAL
SUPPLY 2360132 June 20, 2000
GRAINGER EXPRESS 2419839 Tanuary 9, 2001
GRAINGER PARTS 2433255 March 6, 2001

GRAINGER CUSTOM
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clothing, legeage and tents, cream for use on articles of leather, preservative preparations for
leather and fmtitation leather in the nature of polish or wax in Iatl. Class 3.

9 Opposer's use and regisiration ol its mark GRAINGER pre-dates the {iling date of
Applicant's apphication and Applicant’s first use dates,

1. One of Opposer’s pending U.S, Applications, No. 784359079, filed on luly 29,
2004, for the mark GRAINGER and Desigi. for “compaet disks containing a catalog and related
product, availability, and supply information in the field of industiial, Institutional, commercial
and janiterial equipment and supplies”™ has been suspended by the LS. Trademark Office due ta
Applicant’s Apphn. No. 76/398993 for the mark GRANGER™S and Design opposed hergin.

Tt The grant of a registration to Applicant for the mark GRANGER'S and Design as
sought in application Serial No. 767598993, should be denied on the grounds of Opposer's prior
use and registration of Opposer’s mark GRAINGER and marks thatincorporate GRAINGER for
related or similar goods/services, The muwk sought to he regisiered by Applicant is conlusigly
similar to Opposer's mark GRAINGER and marks that contamn GRAINGER, the respective
voods/services are similar and/or related, and the use of the mark by Applhicant is likely to cause
confusion or mistake in the minds of the public and to lead the public and prospective purchasers
io believe that Applicant's goods are those of Opposer or are endorsed, sponsored or otherwise
alfiliated or connected with Opposer. or that Opposer’s goodsiservices are assogiated with
Applicant, all to the damage and injury of the purchasing public and to the damage and injury of

Opposer.
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WHEREFORE, Qpposer files this Notice of Opposition and prays that the aforesaid
application of Grangers International Ltd., herein opposed, be rejected: that o registration be
issued thereon to Applicant; and for such other and further relief as may be deemed just and
PIoper.

Filing foes to cover this notice of opposition for two classes are submitted herewith,
Please charge any additional fees to Deposit Account No. 18-2284, and address all
correspondence regarding this opposition (o:

Montea L. Thotmpson

Linda Urbanik Jehnson

DILA PIPER RUDNICK GRAY CARY US LLP
P.O. Bax 64807

Chicago, Hlinais 60664-G507

{3123 368-2000
chiméndlapiper.com

Respectfully subwitted,
W.W. GRAINGER, INC.

Montea L. Thompson
Linda Urhantk Johnson
DLA PIPER RUDNICK GRAY CARY US
LLP
P.O. Box 64807
Chicago, Hinets 00664-0807
{312} 368-4000
cham@udlapiper.com
{Trademark Office correspondence only)
Attorneys for Opposer

Dated; Juby 26, 2006
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