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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Black Pearl Technologies, LLC
Entity Limited Liability Company Citizenship Utah
Address 2056 South 1100 East
Salt Lake City, UT 84106
UNITED STATES
Attorney Randall B. Bateman
information BATEMAN IP LAW GROUP

8 E. Broadway, Suite 550 P.O. Box 1319

Salt Lake City, UT 84110

UNITED STATES

rbb@utah-ip.com, psc@utah-ip.com, mail@utah-ip.com Phone:(801) 533-0320

Applicant Information

Application No 76634156 Publication date 06/20/2006
Opposition Filing 07/06/2006 Opposition 07/20/2006
Date Period Ends

International NONE International NONE
Registration No. Registration Date

Applicant

3502031 Canada Inc carrying business under the firm name and style of K
&amp; L Cable Reg.

2300 Victoria Lachine

Province of Quebec, H8S 173,

CANADA

Goods/Services Affected by Opposition

Class 009. First Use: 2003/03/01 First Use In Commerce: 2003/03/01

All goods and sevices in the class are opposed, namely: Components for electric subfloor heating
systems, namely thermostats, heat sensors, temperature probes and structural and replacement
electric parts therefore

Class 011. First Use: 2003/03/01 First Use In Commerce: 2003/03/01
All goods and sevices in the class are opposed, namely: Electrical heating cables and electric radiant
subfloor heaters for residential use

Related
Proceedings

Black Pearl Technologies, LLC v. 3502031 CANADA Inc., Case Number:
2:06CVv00285 DAK, United States District Court for the District of Utah

Attachments

33680p-07-06-06 Notice of Opposition.pdf ( 6 pages )(83786 bytes )
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of 1.8, Trademark Application Serial No. 76634156
For the mark WARM ZONE
Published in the Official Gazette on June 20, 2006

Black Pear] Technologies, LLC, j Opposition No.
A Utah limited liability company ) Serial No. 76634156
) Mark: WARM ZONE
Crpposer, } Filing Date: March 23, 2003
}
Vs, ]
)
3502031 CANADA INC., a Canadian )
corperation carrying business under the )
firm name K & L CABLE )
)
Applicant. )
)
NOTICE OF OFPOSITION

Cpposer, Black Pear] Technologies, LLC, a Utah limited liability company having a
principal place of business at 2056 Scuth 1100 East, Salt Lake City, Utah 84106 (*Opposer™ or
“Black Pearl™), believes it will be damaged by the registration of the mark, published in the
(Oificial Gazette on JTune 20, 2006, for “eomponents for electric subfloor heating systems, namely
thermostats, heat sensors, temperature probes and structural and replacement electric parts
therefore™ (in International class 11), and hereby opposes the same. As grounds for the

Cpposition, it is alleged that:



1. | Opposer is the owner by assignment of the tradermarks WARMZONE,
WARMZONE.COM, and WARMZONE PREMIER RADIANT HEATING. Black Pear] and its
predecessors-in-interest of the trademarks at issue herein are soretimes collectively referred to
herein as “Black Pearl”.

2. Black Pearl specializes in the business of radiant heating systems.

3. 3502031 CANADA INC., a Canadian corporation carryving business under the
firm name and style of K & L CABLE {“Applicant” or “K&L Cable™} is in the business of
radiant heating systems.

4, Black Pear] and Respondent compete for sales and are competitors throughout the
United States,

3. Radiant heating systems heat homes, offices, living spaces ete. by emitting ot
radiating heat, as opposed to providing heat via forced air. Radiant heating systems waork by the
transter of radiant energy from the swiface of warmer objects ta cooler objects.

& Radiant heating systems include both hydronic and electric systems. Hydronic
gystems commonly work by ranning heated water through radiators mounted on the hase of walls
or under floors. Electric radiant heating systems work in 2 similar manner, except the heating
surfaces mounted under floors, ot on walls or within walls, use electricity to produce the radiant
heat energy,

7. The “corponents for electric subfloor heating systems™ described in Applicants”
U5, Trademark Application Serial No. 76634156 (“the *156 Application”) are radiant heating
SYSteIn CoTponents.

8. Cn December 20, 2002, Black Pearl registerad the domain name warmzone.com.



8. At least as early as December 31, 2002, Black Pearl began selling radiant heating
systems and related radiant heating products under the marks WARMZONE and
WARMZONE.COM in interstate commerce. Since December 31, 2002, Black Pear] has
continuously used its WARMZONE marks in interstate commerce in connection with the sale of
radiant heating systems and related products.

10. Black Pearl has expended a great deal of time, effort, and money developing its
intellectual property rights in connection with its WARMZONE marks.

1T, Black Pearl’s WARMZONE trade names and marks have become distinctive and
famous, and have acquired secondary meaning in the minds of consumers.

12 On June 10, 2005, Black Pearl filed a trademark registration application, now
Application Serial No. 78648396 (*the 536 Application™), for the mark WARMZONE.COM
with the U.S. Patent & Trademark Office for “on-line retailing of radiant heating systems and
snow melt systems™ in International Class 42, now pending before the USPTO.

13, On Janoary 23, 2006, Black Pear] filed a trademark registration application, now
Application Senal No. 78797472 ("the *472 Application™), for the mark WARMZONE
PREMIER RADIANT HEATING with the U.S. Patent & Trademark Office for “on-line retailing
of radiant heating systems and snow melt systems” in International Class 35, now pending before
the USPTO.

14, OCn information and belief, K & L sought to register the domain name
waimzone.com sometime around the beginmng of February, 2005, Because warmzone.coim was
already registered by Black Peal, K & L registered warmzone.net instead.

15, K & L markets and sells electric radiant heating systems and related products in



the United States via its interactive website located at warmzone.net under the mark
WARMZONE. K & L began marketing and selling radiant heating systems in the United States
usider the mark WARMZONE only after Black Pearl first began marketing and selling radiant
heating systems under its WARMZONE marls.

16.  Black Pearl’s first use of the marks WARMZONE and WARMZONE.COM in
connection with the sale of radiant heating systems and related products was prior to any use by
K & L of the mark WARMZONE in connection with K & L’s sale of radiant heating systems and
related products, including the radiant heating products described in *156 Application, within the
Umited States.

17. The WARMZONE mark that Applicant seeks to register is confusingly similar to
Black Pearl’s WARMZONE marks. .

18.  Applicant’s WARMZONE mark and Black Pearl’s WARMZONE marks look the
same.

19 Applicant’s WARMZONE mark and Black Pearl’s WARMZONE marks sound
the same.

20, Appheant’s’ WARMZONE mark and Black Pearl’s WARMZONE marks give the
same commerclal impression.

21.  Black Peat! sells radiant heating systems on-line via its website located at
Warnzone.com.,

22, K & L sells radiant heating svstems and/or radiant heating related products on #ts
interactive website located at warmzane.net.

23, Consequently, hoth the radiant heating products sold by Black Pear] under its



WARMZONE marks and the radiant heating products sold by K & L under the mark
WARMZONE are sold through the exact same channels of trade and under the same or similar
matlks,

24.  On information and belief, K & L began marketing and seliing radiant heating
systems m the United States under the mark WARMZONE only after it already knew that Black
Pearl was marketing and selling radiant heating systems under its WARMZONE marks.

25.  Applicant markets its radiant heating systems through, among other avenues, its
“home page,” domain name www.warmzone.net, which links to numerous web pages that
provide information concerning radiant heat and radiant heating systems.

26.  Black Pearl’s use of its WARM ZONE marks for the sale of radiant heating
systems was well prior to Applicant’s filing of the ‘156 Application and use of its mark for the
goods described in the 156 Application,

27, On information and belief, Applicant’s mark, when applied to Applicant’s goods,
is likely to cause confusion in the marketplace with Opposer’s WARMZONE marks. Confugion
is believed to be likely because Applicant’s goods appear to be similar and related goods to those
marketed under the Opposer’s WARMZONE marks.

28.  Oninformation and belief, Registraot knew of the Opposer’s WARMZONE
marks prior to adopting the mark WARM ZONE for the goods described in the *156 Application
and prior to filing the 156 Application. Consequently, Applicant should have known that it was
not entitled to registration of its mark at the time it exccuted its application, under oath, claiming
it believed itself entitled to registration of the marl.

29, Opposer, Black Pearl, will be damaged by the registration sought by Applicant



becanse such registration will support and assist Applicant in the confusing and misleading use
of Applicant’s mark sought to be registered, and will give color and exclusive statutory right to
Applicant in viclation and derogation of prior and superior rights or Opposer.

WHEREFORE, Opposer, Black Pearl, hereby pravs that U.S. Trademark Application
senal No, 76634156 be refused registration.

DATED this {7 day of July, 2006,

ndall B. Bateman
erry 5. Clegg
BATEMAN IF LAW GRQUP
§ East Broadway, Suite 550
P.O. Box 1519

Salt Lake City, Utah 84110
Telephone: (8013} 533-0320
Fax: (8013 333-0323

Attorneys for Oppaser



