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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

HYDRAMEDIA CORPORATION, 

Opposer,

v.

HYDRA MEDIA GROUP, INC., 

Applicant.
______________________________________

)
)
)
) 
)
)
)
)
)
)
)

OPPOSITION NO.  91171198

Serial No. 78/688605

RESPONSE TO TTAB ORDER
REQUESTING BRIEFS FROM THE
APPEAL IN THE RELATED CIVIL
ACTION

Pursuant to the Order mailed on March 30, 2010, Opposer hereby submits the briefs from

the appeal of the related civil action between the parties to this proceeding, HYDRAMEDIA

CORPORATION vs. HYDRA MEDIA GROUP, LLC,  United States District Court, Central

District of California, Case No. CV 06-5293.  See Exhibits A - C submitted herewith.  As

previously noted, the foregoing case was resolved by Judgment entered on January 15, 2009,

which confirmed that Applicant’s use of “Hydramedia” infringed Opposer’s HYDRAMEDIA

CORPORATION mark and entered an injunction against Applicant prohibiting the use of

Opposer’s HYDRAMEDIA mark.  As can be seen from the accompanying briefs on appeal,

although the foregoing Judgment is currently on appeal, the appeal does not concern the finding

of infringement nor the injunction issued against Applicant prohibiting use of the

HYDRAMEDIA mark.  



Therefore, the Opposition should be sustained and the application of Hydra Media

Group, Inc., should be denied.  

Dated: April 30, 2010 THE SONI LAW FIRM

By:    /s/ M. Danton Richardson               
   Surjit P. Soni
   Ronald E. Perez
   M. Danton Richardson
   
   Attorneys for Opposer,
   HYDRAMEDIA CORPORATION
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1

I. INTRODUCTION

  The uncontroverted evidence shows that Defendant did not adopt or use

HYDRAMEDIA, HYDRA OR HYDRA NETWORK as trademarks or service

marks in 2003.  It initially only used the “Hydra Media Group” name as its

corporate name and the “hydramediagroup.com” as a domain name.  It did not use

either of these marks, or any other HYDRA formative marks, in connection with

any products and services presented to the public.  During this time, Defendant’s

online affiliate advertising services was conducted under the name “LynxTrack”

and through the domain name “lynxtrack.com.”  It was not until 2005 that

Defendant re-branded its services under the “HYDRAMEDIA” mark.  It was only

then that Defendant began using HYDRAMEDIA in connection with any actual

services, such as its online affiliate marketing services which overlap with the

online services offered by Plaintiff.  Defendant learned of Plaintiff’s senior rights

prior to the re-branding but Defendant proceeded anyway recklessly disregarding

Plaintiff’s rights, failing to retain qualified counsel to evaluate the infringement

risk and baselessly concluding that there was no likelihood of confusion.

The District Court found infringement by Defendant’s use of the

HYDRAMEDIA mark and also found that use of the mark’s dominant word,

HYDRA, would likely lead to confusion as to all HYDRA formative marks

Case: 09-55237     04/07/2010     Page: 9 of 53      ID: 7293702     DktEntry: 25-1



2

particularly in view of the similarity of goods and services.  These findings and

conclusions do not support the Court’s refusal to enjoin the Defendant from using

the HYDRA formative marks.

The evidence supports a conclusion that Defendant’s infringement was

willful as a matter of law.  Defendant’s re-branding, after notice of Plaintiff’s

senior rights, brought it closer to rather than further from Plaintiff’s trademark and

service mark uses.  Defendant willfully acted and recklessly disregarded Plaintiff’s

rights.  Defendant is a significantly larger market dominant junior user of the mark

which sought to usurp Plaintiff’s mark.  This is a the type of willful conduct that

the doctrine of reverse confusion is designed to address.  No intent to usurp

goodwill is needed to establish willful infringement in reverse confusion cases.  

II. THE DISTRICT COURT ERRED IN FINDING DEFENDANT DI D
NOT ACT WILLFULLY IN RE-BRANDING ITSELF WITH
HYDRAMEDIA’S REGISTERED MARK    

A. Defendant Knowingly Re-Branded Itself with Plaintiff’s
HYDRAMEDIA Mark

It is undisputed Defendant knew of Plaintiff’s Registration for

HYDRAMEDIA CORPORATION as well as Plaintiff’s use of the

“hydramedia.net” domain name prior to Defendant’s 2005 re-branding which

included the adoption of the “hydramedia.com” domain name.  Prior to that time,

Case: 09-55237     04/07/2010     Page: 10 of 53      ID: 7293702     DktEntry: 25-1



1Defendant claims it “used variations of HYDRA marks since at least 2004”
but fails to cite any evidence in the record supporting that claim.  

3

Defendant had used “Hydra Media Group” as the name of a diversified holding

company which offered services and products under various other names and

marks such as LynxTrack.  It was not until the 2005 re-branding that any of

Defendant’s actual services were presented to the public under the mark

HYDRAMEDIA. [Compare ER 1314 with ER 1327] 

Throughout this case, Defendant has falsely claimed that it adopted

“hydramedia” - one word - in 2003.  That is not the case.  Defendant continues its

misrepresentations before this Court.  Defendant’s Brief at 27.1  Defendant

initially adopted and only used “Hydra Media Group;” never with goods or

services. [ER 1314]  Defendant offered its internet-based affiliate advertising

services at issue under the mark “LynxTrack” and domain name lynxtrack.com

until the 2005 re-branding. [ER 1710-11; 1327]

The District Court erred in assuming, without evidence, that Defendant’s

pre-2005 uses were as source identifying marks for goods and/or services.  The

likelihood of confusion analysis must be conducted between competing uses of

trademarks and service marks in connection with particular goods or services (in

addition to the other factors, such as channels of trade, etc.).  AMF Inc. v.
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Infringement Order.  [ER 1525-26, 1593-94] 

3Defendant initially denied knowledge of Plaintiff’s trademark rights but
after the Infringement Order, and on the eve of the first trial setting, changed its
position and claimed that it not only knew of Plaintiff’s rights but had obtained
advice of counsel.  See Opening Brief at p. 10.  The District Court failed to take
into account the bad faith of Defendant in initially denying knowledge of
Plaintiff’s rights when considering whether the Defendant acted willfully. 
Defendant’s contradictory positions are matters that, at the very least, should have
been allowed to go to a jury.  

4

Sleekcraft Boats, 599 F.2d 341, 352 (9th Cir. 1979).  Defendant never used

HYDRAMEDIA or any other HYDRA formative marks as trademarks or service

marks before 2005 which is long after Plaintiff’s adoption and use of the

HYDRAMEDIA service mark.

Defendant’s 2005 decision to use HYDRAMEDIA as its operating name

and “hydramedia.com” as its internet domain name2 was made without any

meaningful investigation into the likelihood of confusion it might cause. 

Defendant admits3 it was aware of Plaintiff’s trademark rights when it made its

decision to re-brand.  Defendant gave no consideration to Plaintiff’s rights or the

obvious damage likely to be suffered by Plaintiff from concurrent use of

“hydramedia.net” and “hydramedia.com.”  None of this has been disputed by

Defendant.  These facts support a finding of willful infringement.  The onus

should be on the junior user, knowing of the Plaintiff’s rights, to select a mark
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which does not infringe or suffer the consequences.  See Plough, Inc. v. Kreis

Labs., 314 F.2d 635, 639 (9th Cir. 1963) (“An infringer must keep a fair distance

from the “margin line.”)

B. Defendant’s Conduct in Re-Branding Itself and Using Plaintiff’s
HYDRAMEDIA Mark in Connection with Similar Internet  Based
Services Must be the Focus In Evaluating Defendant’s Bad Faith

Throughout this litigation Defendant has repeatedly attempted to shift the

focus from its conduct at the time of the re-branding to its initial use of “Hydra

Media Group” as its company name to argue it adopted its infringing mark in good

faith: “Defendant’s ‘good faith in adopting and initially using their mark is not

impugned by any knowledge which they might have subsequently received of’

Plaintiff’s mark.”  Defendant’s Brief at 28, citing Avon Shoe Co. v. David Crystal,

Inc., 279 F.2d 607, 610-11 (2d Cir. 1960).  However, prior to the re-branding,

Defendant had not used any form of “HYDRAMEDIA” as a mark to identify the

source of services that overlapped with those of Plaintiff.  Defendant is falsely

claiming it adopted and initially used the HYDRAMEDIA and other HYDRA

formative words as trademarks and/or service marks prior to 2005. 

The relevant time frame for determining Defendant’s good faith is when it

adopted a potentially confusing trademark or service mark not its adoption of a

name for its holding company, or such holding company’s domain name.  Viewed
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in that context, Defendant’s conduct was willful; Defendant had knowledge of

Plaintiff’s senior rights; failed to conduct any meaningful investigation as to

likelihood of confusion; failed to obtain advice from a qualified counsel; and

recklessly disregarded Plaintiff’s rights.

C. Despite Knowledge of Plaintiff’s Rights Defendant Did Not Seek
or Obtain Any Opinion from Qualified Trademark Coun sel

Defendant falsely claims that it sought an opinion from a qualified

trademark counsel.  Defendant’s Brief at 32.  Defendant does not provide any

record cite for its claim. 

Defendant actually admits “[b]ased on in-house counsel’s conversation with

a trademark specialist, a review of Defendant’s affiliate marketing services versus

Plaintiff’s services as stated in its federal registration and as shown by a review of

Plaintiff’s website, Defendant concluded it did not infringe Plaintiff’s mark.” 

Defendant’s Brief at 32.  Defendant seeks to mislead the Court by failing to

disclose that the so-called “conversation” with a “trademark specialist” was no

more than an informal conversation between former law school classmates. 

Defendant fails to disclose that no opinion was sought or given.  [ER 942-945]  

The “outside counsel” was deposed and testified under oath that: (1) she was never

hired to provide any legal advise regarding Defendant’s intent to use the
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HYDRAMEDIA name, and (2) no such legal counsel was ever provided to

Defendant.  The specific testimony was as follows:

Q Okay.  Were you asked to conduct any type
of infringement Analysis regarding the Senior Users [sic]
use of the Hydra Media mark versus what use was being
made or intended to be made by Mr. Gordon's
[Defendant’s in house counsel] company?

A No.

Q Were you hired to provide any type of legal
advice or opinion as to whether or not Mr. Gordon’s
company Hydra Media Group, their use of the name
Hydra Media in anyway infringe the right of the - my
client HydraMedia Corporation?

A No.

Q These conversations that you had with Mr.
Gordon, the one or two times on the telephone, did you
ever bill Mr. Gordon for you time in that regard?

A No.

Q Was there any type of retainer agreement
ever entered into between you or whatever firm you may
have been working for, and Mr. Gordon's company?

A No.

[ER 1050-1057 (Steiner Depo., pp. 20:25 - 21:20, 26:11 - 27:6, 28:2 - 29:11,

34:22 - 35:6)]  The District Court acknowledged as much: “Plaintiff also points to

the deposition of outside counsel Steiner, who stated that she was not retained by
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1036 (Gordon Depo, pp. 13:19-21:25; 41:17-21)] 

8

Defendant or Gordon to give a legal opinion, did not conduct any type of

infringement analysis as to HYDRAMEDIA, and did not analyze any facts

regarding Hydramedia.”  [ER 46] 

Defendant’s self serving “conclusion” of no likelihood of confusion4 was

not based on analysis or even a consideration of all of the relevant factors, let

alone the issue of reverse confusion.”5  The only factor Defendant cited in support

of its erroneous conclusion there was “little likelihood of confusion” was there

was no “relationship between the parties’ services.”  The District Court never

evaluated whether considering but one factor of the numerous factors relevant to

an infringement analysis - especially where in-house counsel was put on notice

that various factors are to be considered under the Sleekcraft case - was

objectively reckless.  [ER 1024-25, 1036].

The District Court stated “even assuming an inference of negligence here,

objective recklessness requires more than mere carelessness by counsel in a
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trademark inquiry.”  [ER 48 at lines 9-11]  The District Court failed to make the

correct inquiry into whether Defendant’s alleged reliance was reasonable.  It was

not objectively reasonable to rely on a casual conversation with non-retained

counsel who was never apprised of all the facts and conducted no analysis or

investigation.  SRI Int'l, Inc. v. Advanced Tech. Labs., 127 F.3d 1462, 1465 (Fed.

Cir. 1997) (“The court will determine whether the advice of noninfringement . . .

could have reasonably been relied on, and whether, on the totality of the

circumstances, exculpatory factors avert a finding of willful infringement.”

[emphasis added]). The focus must be on the reasonableness of Defendant’s

alleged reliance, not the quality of any claimed legal advice.  SRI Int'l, 127 F.3d at

1465.  Advice of counsel that is incompetent cannot serve to negate a finding of

willfulness.  See Chiron Corp. v. Genentech, Inc.,  268 F. Supp. 2d 1117, 1121

(E.D. Cal. 2002) citing Comark Comm., Inc. v. Harris Corp., 156 F.3d 1182, 1191

(Fed. Cir. 1998). 

Defendant argues “the District Court accepted that seeking advice of

counsel entered into the totality of circumstances regarding willfulness.” 

Defendant’s Brief at 32-33.  Plaintiff agrees it can but Defendant did not seek such

advice, did not retain counsel and did not obtain any advice.  In fact, failing to

follow through and obtaining an actual opinion after having an informal telephone
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conference with trademark counsel gives rise to an inference that such opinion

would not have been favorable.  If the failure to obtain an actual opinion in the

face of knowledge of Plaintiff’s rights and the potential for infringement was not

enough to find willful infringement as a matter of law then, at the very least, the

issue should have been presented to a jury.  

Having  knowledge of Plaintiff’s senior trademark rights; knowing enough

to know that specialized knowledge and experience is necessary to evaluate

infringement risk and failing to retain such counsel or to obtain an opinion; and an

admitted recognition by its in-house counsel that there was at least some

likelihood of confusion; and then choosing to willfully re-brand itself to use the

very mark Plaintiff uses and had objected to, as well as several other confusingly

similar marks, all support a finding of Defendant’s willfulness as a matter of law.

D. Willful Infringement Does Not Depend on a Finding of  “Benefit”
to the Infringer

Defendant argues “Nothing in the record indicates Defendant acted in a

deliberate, false, misleading, or fraudulent manner such that it received any

benefit from Plaintiff’s prior use of the HYDRAMEDIA mark.”  Defendant’s

Brief at 27 (emphasis added).  However, no such benefit to the infringer is

required: “[T]he fact that Terabyte did not profit from the sale of infringing goods,
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if it be a fact, did not preclude the district court from awarding damages.”  Intel

Corp. v. Terabyte Intern., Inc., 6 F.3d 614, 621 (9th Cir. 1993). 

In a reverse confusion case, such as here, there is no need to find intent to

trade off of the goodwill of the senior user in order to find willful infringement,

because intent to palm off is not an issue.

In a reverse infringement case, like ours, there is no
question of palming off, since neither junior nor senior
user wishes to siphon off the other’s goodwill. The
question in such cases is whether consumers doing
business with the senior user might mistakenly believe
that they are dealing with the junior user.

 

Dreamwerks Production Group, Inc. v. SKG Studio, 142 F.3d 1127, 1130 (9th Cir.

1998).  As this Court noted in the Dreamwerks case:

Absence of malice is no defense to trademark
infringement: In “Through the Looking Glass” we are
told the walrus shed copious tears as he devoured the
innocent oysters who had accepted his invitation to stroll
along the beach.  He meant them no harm, of course. He
merely wished to eat them. 3 J. Thomas McCarthy,
McCarthy on Trademarks and Unfair Competition §
23:124 (4th ed.1997) (quoting Laundry Operating Co. v.
Spalding Laundry & Dry Cleaning Co., 383 S.W.2d 364,
366 (Ky.1964)).

 

Id. at 1132.  Since intent to trade on goodwill or palm off is not an element of

reverse confusion cases, it is also not an element for willful infringement.
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There is always harm to the trademark owner whether it is measurable in

benefit to the infringer or not.

It seems scarcely equitable . . . for an infringer to
reap the benefits of a trademark he has stolen,
force the registrant to the expense of litigation,
and then escape payment of damages on the
theory that the registrant suffered no loss. To
impose on the infringer nothing more serious
than an injunction when he is caught is tacit
invitation to other infringement.

N.Y. State Soc'y of CPA's v. Eric Louis Assoc., 79 F.Supp.2d 331, 356 (S.D.N.Y.

1999) (internal citation omitted, emphasis added); see also Playboy Enterprises,

Inc. v. Baccarat Clothing Co., 692 F.2d 1272, 1274-75 (9th Cir. 1982) (“where

trademark infringement is deliberate and willful both the trademark owner and the

buying public are slighted if a court provides no greater remedy than an injunction

... the trial court’s primary function should center on making any violations of the

Lanham Act unprofitable to the infringing party”).

III. DEFENDANT’S CONDUCT WAS OBJECTIVELY RECKLESS

Ignoring the many issues, arguments and facts raised in the Opening

Briefing, Defendant argues “Numerous facts in the record support the District

Court’s conclusion that Defendant did not willfully infringe under the ‘objectively
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reckless’ standard.”  Defendant’s Brief at 29.  However, Defendant’s recitation of

those facts is out of context and the record establishes Defendant’s infringement

was willful.  

For example, Defendant claims good faith because of its prior and

concurrent, similar uses which it claims were never objected to by Plaintiff.

Defendant’s Brief at 29.  However, the record demonstrates that Defendant had

not made “trademark uses” of any of those similar marks.  

Defendant’s good faith or objective recklessness must be measured at the

time of its adoption and use of the at-issue marks as “trademarks” regarding the

internet based services in common between the parties.  Willful infringement

occurs whenever the defendant adopts an infringing trademark with actual

knowledge of the other’s mark, even if the infringing mark was independently

made.  Big O Tire Dealers, Inc. v. Goodyear Tire and Rubber Co., 561 F.2d 1365

(10th Cir. 1977), cert. dismissed, 434 U.S. 1052 (1978).  In this case that would be

when Defendant re-branded its “day to day operations” including its internet based

services from LynxTrack to Plaintiff’s HYDRAMEDIA mark in 2005.  

Plaintiff was a senior user with a Federal Registration for HYDRAMEDIA

CORPORATION which described the services covered thereby as follows:
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Computer consultation for individuals and businesses on
how to access and use a global computer network for
personal and business use; computer software design
for others, in the nature of developing and customizing
computer software for accessing, providing information
to, and obtaining information from a global computer
network; design of computers for others; hosting the
web sites of others on a computer server for a global
computer network. [emphasis added]

Defendant does not and cannot deny its use of a computer network and software to

match up advertisers with web sites on the Internet is a form of accessing and

using “a global computer network for personal and business use” as well as

“accessing, providing information to, and obtaining information from a global

computer network” - the only difference is that the specific “information”

provided by Defendant was in the nature of advertising copy and “links” to other

web sites.  

The District Court never addressed whether it was reasonable for Defendant

to conclude its services were different than Plaintiff, let alone whether it was

reasonable for Defendant to address only one of the Sleekcraft factors even though

Defendant’s in-house counsel admittedly knew there were other factors to be

considered.  [ER 942-43]  SRI Int'l, 127 F.3d at 1465. 

Defendant further argues it did not act with willful blindness because it

investigated “upon learning of the existence of Plaintiff and its registration.” 
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Defendant’s Brief at 33.  That investigation clearly raised questions as to whether

there was a likelihood of confusion and Defendant’s counsel admits he concluded

that there was at least some risk of confusion. [ER 943, 1040]  Defendant

nonetheless did NOT evaluate fully that risk and it did not obtain any actual

opinion from qualified counsel after full disclosure which showed the appropriate

consideration was given to all the facts, factors and issues concluding there was no

likelihood of confusion.  That was reckless disregard of Plaintiff’s rights, if not

willful blindness.  In fact, there is a strong inference that having informally talked

to an outside counsel, the only reason Defendant did not follow through and get an

actual opinion of counsel was that it did not like what that opinion would be.  

Willfulness can be established by evidence of knowing
conduct or by evidence that the defendant acted with “an
aura of indifference to plaintiff's rights”-in other words,
that the defendant willfully blinded himself to facts that
would put him on notice that he was infringing another's
trademarks, having cause to suspect it. Philip Morris
USA Inc. v. Banh, 2005 U.S. Dist. LEXIS 43113, at *20
(C.D.Cal.2005); see also Louis Vuitton S.A. v. Lee, 875
F.2d 584, 590 (7th Cir.1989) (“[I]t is enough ... that the
defendant failed to inquire ... because he was afraid of
what the inquiry would yield.”). “To be willfully blind, a
person must suspect wrongdoing and deliberately fail to
investigate.” Hard Rock Café Lic. Corp. v. Concession
Servs., 955 F.2d 1143, 1149 (7th Cir.1992).

Philip Morris USA Inc. v. Liu, 489 F.Supp.2d 1119, 1123 (C.D. Cal. 2007).  
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The District Court accepted Defendant’s arguments in the abstract and never

conducted a proper analysis regarding the Sleekcraft factors other than as to the

HYDRAMEDIA mark.  Worse still, the District Court’s conclusion that

“[Defendant] could not have anticipated that this [HYDRAMEDIA] mark, by

itself, was infringing, in light of [Defendant’s] prior and concurrent, similar uses”

was not an argument ever raised by Defendant but instead was an argument

thought up and foisted upon Defendant by the District Court.  [Opening Brief at

23-28] The District Court should not have joined the defense team.

IV. THERE IS NO REQUIREMENT THAT A TRADEMARK
PLAINTIFF MUST MOVE FOR A PRELIMINARY INJUNCTION
OR RELINQUISH ANY CLAIM OF WILLFUL INFRINGEMENT 

Defendant claims exoneration because of Plaintiff’s failure to seek a

preliminary injunction as supporting a finding Defendant did not act objectively

reckless.  There is no legal basis for such an argument and none is cited.  The

focus for a willfulness determination is when Defendant, knowing of Plaintiff’s

trademark rights, re-branded its internet based services to HYDRAMEDIA in

2005, not after the litigation began.  Thus, whether Defendant moved for a

preliminary injunction after the Infringement Order is totally irrelevant to
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Defendant’s willful infringement prior to that time.  It also should have no bearing

on Defendant’s continued use of the enjoined mark as its domain and internet

address after it had be judicially determined that such use was infringing.    

The District Court erred in penalizing Plaintiff for not seeking a preliminary

injunction.  Preliminary injunctions require a posting of a bond; something not all

plaintiffs can afford.  Preliminary injunctions are permissive, not mandatory

remedies.  Whether or not Plaintiff moved for a preliminary injunction has

absolutely nothing to do with Defendant’s good faith.  Defendant clearly knew

Plaintiff objected to its use of the HYDRAMEDIA mark (and should have known

that included any confusingly similar marks as well) and that Plaintiff had sued

and was vigorously prosecuting the action for infringement.  

Defendant’s continued use of the mark after the District Court’s finding of

infringement is especially specious and supports a finding of willful infringement.6 

The willfulness of Defendant’s conduct after the Infringement Order should have
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 been weighed on its own terms, and not by the timing of when Plaintiff sought an

injunction.  

Defendant’s reliance on the Seagate case is misguided.7  Seagate recognizes

that provisional remedies are permissive and not required.  Sweetheart Cup Co.,

Inc. v. Buchberg Investment Holdings, Inc., 2005 WL 1515405, *5  (S.D. N.Y.

June 23, 2005), confirms that “Nothing in the law requires that a party seeking a

permanent injunction also seek a preliminary injunction.”  Seagate merely

recognized that the amount of damages plaintiff is entitled to may be impacted by

whether it sought a preliminary injunction to cause cessation of the wrongful

conduct.  There is simply no basis to read Seagate to mean that a Defendant is

entitled to continue the wrongful conduct because Plaintiff did not seek a

preliminary injunction.

There is certainly no colorable argument Defendant can make for continuing

its infringing conduct after the District Court has expressly found infringement.   
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V. PLAINTIFF TIMELY OBJECTED TO OTHER HYDRA
FORMATIVE MARKS WHEN DEFENDANT ADOPTED THOSE AS
MARKS TO REPLACE HYDRAMEDIA 

Defendant argues Plaintiff failed to timely object to Defendant’s use of

HYDRA and HYDRA NETWORK.8  Defendant has not cited one piece of

evidence showing it ever used HYDRA to identify the source of goods or services

(as opposed to simply a short hand way of referring to Hydra Media Group in

describing itself in a company profile).  Nor has Defendant cited any evidence

reflecting any use of HYDRA NETWORK prior to the 2005 re-branding of

Defendant’s operations under the HYDRAMEDIA mark.    

The only evidence before the District Court regarding any earlier use of

these names was the self-serving conclusory declaration of Zac Brandenberg,

which Plaintiff objected to [ER 1655-1666], and what appear to be archived pages

from its company website.  No advertising materials, press releases nor any other

marketing or other materials directed to consumers were presented showing any

actual use of “Hydra” by itself as a service mark (at least not until the second re-

branding addressed below).  In fact, it is clear from the pages presented that no
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services were being directly offered, but that they are instead merely a company

profile for a holding company.  [ER 1312]  As reflected by the dates of the archive

pages making up Exhibit A [ER 1309-1319], from the inception of the company

through the re-branding in May of 2005, the internet-based affiliate marketing was

done under the “LynxTrack” service mark.  Defendant still has not cited any actual

evidence showing HYDRA was ever separately used in a trademark since prior to

the second re-branding in late 2007.  

Between Defendant’s re-branding its operations as HYDRAMEDIA in 2005

and its second re-branding after the Infringement Order when Defendant shortened

its operating name to HYDRA toward the end of 2007, Defendant did use

“HYDRA NETWORK” but its internet based services were still promoted and

marketed to the public under the HYDRAMEDIA mark, not as  “HYDRA

NETWORK.”   [ER 1544-46, 1712-1747]  HYDRA was sometimes used as a short

hand reference to HYDRAMEDIA, and was not used as a trademark or service

mark (at least not until the second re-branding).  Defendant has not cited to even a

single document that reflects that it ever publicly used HYDRA NETWORK to

advertise its services; rather, all advertising was under the HYDRAMEDIA mark

and HYDRAMEDIA.COM and all the evidence before the Court reflected that

HYDRAMEDIA was the name that was presented to the public in connection with
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the internet advertising services at issue. [ER 1712-1747]  Put simply, the public

face of Defendant’s “affiliate marketing” services was HYDRAMEDIA and those

services were offered through its HYDRAMEDIA.COM Internet domain name.

[ER 1326-27] 

It was not until the second re-branding at the end of 2007 that Defendant

first used HYDRA to identify its services to the public. [ER 1768]  Defendant

simply shortened its public face from HYDRAMEDIA to HYDRA.  This was not

a safe distance from Plaintiff’s mark and shows Defendant’s bad faith.  An

infringer must keep a fair distance from the “margin line.”  See Plough, Inc. v.

Kreis Labs., 314 F.2d 635, 639 (9th Cir. 1963).  In any event, Plaintiff contested

Defendant’s use of HYDRA after the second re-branding immediately upon

learning of it.  

Defendant also makes much of the fact the Complaint did not specifically

allege infringement by HYDRA and HYDRA NETWORK.  That is because

neither appeared as being used as a trademark or service mark; HYDRAMEDIA

was the name, and hydramedia.com was the domain name, through which

Defendant conducted its infringing activities at the time this suit was filed. Again,

until the second re-branding at the end of 2007, Defendant has not shown that
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“HYDRA” was ever separately used in promoting any goods or services to the

public. 

Nevertheless, a party is not limited to the allegations of its complaint, as

amendment will be allowed to conform to proof.  Fed.R.Civ.P. 15(b); Dunn v.

Trans World Airlines, Inc., 589 F.2d 408, 412 (9th Cir. 1978) (“Under Rule 15(b),

which permits amendments to be made to pleadings to conform to the evidence

adduced at trial, an amendment may be made at any time on the motion of any

party, even at the appellate level.”).  

Plaintiff included exhibits regarding Defendant’s name change from

HYDRAMEDIA to HYDRA as part of the Joint Exhibit List submitted to the

Court on February 18, 2008.  [ER 1673-79]  One of those Exhibits was the late

2007 announcement of the name change Defendant sent out to its customers

expressly stating Defendant was merely shortening its “name to just plain Hydra”

which evidences Defendant was attempting to continue an association with the

previously used HYDRAMEDIA mark.  [ER 1768]   Plaintiff also conducted

discovery regarding Defendant’s activities and revenues regarding the new

HYDRA name after the District Court had continued the trial date, without
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 objection by Defendant.   [ER 1769-84]   Additionally, Plaintiff’s expert report

addressed Defendant’s sales under the HYDRA mark.  

Defendant’s argument it was denied the opportunity to conduct discovery

regarding the HYDRA and HYDRA NETWORK marks is belied by the fact that

Plaintiff served discovery and expert reports regarding those marks without

objection from Defendant.  Defendant did litigate these issues in connection with

Plaintiff’s Motion for Summary Judgment regarding Defendant’s Continuing

Infringement as well and the Motion For Preliminary Injunction.  [ER 39-65;

1117-18; 1120-87; 1305-07; 1328-29; 1494-1501; 1502-1519; 1818-60]  

Thus, contrary to the findings of the District Court and the arguments by

Defendant, Plaintiff squarely placed HYDRA and HYDRA NETWORK in issue

shortly after learning of Defendant’s second re-branding to the shortened HYDRA

mark.9  Defendant has not shown any delay by Plaintiff in specifically placing

these marks in issue, or any prejudice therefrom, such that Plaintiff’s claims
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should be barred.  Courts have recognized two chief forms of prejudice in the

laches context-evidentiary and expectations-based.  Evidentiary prejudice includes

such things as lost, stale, or degraded evidence, or witnesses whose memories

have faded or who have died.  Jackson v. Axton, 25 F.3d 884, 889-90 (9th Cir.

1994); Trs. for Alaska Laborers-Constr. Indus. Health & Sec. Fund v. Ferrell, 812

F.2d 512, 518 (9th Cir. 1987).  A defendant may also demonstrate prejudice by

showing that it took actions or suffered consequences that it would not have, had

the plaintiff brought suit promptly.  Jackson, supra, 25 F.3d at 889.  There can be

no prejudice here, because Defendant re-branded with full knowledge of

Plaintiff’s rights.  Moreover, Defendant did not cease using the infringing marks

despite receiving a cease and desist letter from Plaintiff.  There is no indication

Defendant would have acted any differently if Plaintiff had expressly asserted its

claims for infringement as to HYDRA and/or HYDRA NETWORK any sooner

than it did.

Neither the District Court nor Defendant has ever conducted an analysis

addressing laches or estoppel. 
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VI. THE DISTRICT COURT’S FINDING REGARDING PLAINTIFF ’S
REVERSE CONFUSION ARGUMENT WAS ERROR

Defendant falsely claims that Plaintiff first brought up a claim of reverse

confusion in its second summary judgment motion.  Reverse confusion was raised

in Plaintiff’s first Motion for Partial Summary Judgment well over a year prior to

the second round of summary judgment motions:

Defendant boasts that it “is one of the fastest growing
companies in the country.”  Opp at 3:25.  However, that
serves to underscore the great harm that Defendant’s
adoption and use of Plaintiff’s HYDRAMEDIA mark
has caused to Plaintiff.  Even though HYDRAMEDIA
was first to adopt and use the mark, given the
commercial success the Defendant has been able to gain
using Plaintiff’s mark, Plaintiff may now very well be
viewed as the infringer by anyone seeing Plaintiff’s use
of its mark.  Thus, in addition to forward confusion, the
Defendant has also committed reverse confusion and
has totally destroyed the value of Plaintiff’s mark and
its Federal Registration as a source identifier for
Plaintiff’s services.  

[ER 466-67 ]

 Plaintiff also raised the issue of reverse confusion in its initial

Memorandum of Contentions of Fact and Law dated February 18, 2008 at page

4:1-6, submitted in conjunction with Plaintiff’s preparation for the March 2008

trial date.  [ER 693].  This evidence and Plaintiff’s assertion of “reverse

confusion” was cited to the District Court in Plaintiff’s October 13, 2008, Reply
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Memorandum of Points and Authorities in Support of Motion for Partial Summary

Judgment re Continuing Infringement, Willful Infringement and No Advice of

Counsel [ER 1226-27].  The District Court committed clear error by ignoring the

foregoing evidence and ruling Plaintiff’s reverse confusion argument was not

timely raised.   

Defendant also argues the District Court found “Plaintiff has not presented

evidence that its market has been overwhelmed or ‘swamped’ by competition from

Defendant’s product.”  That is also not true.  The District Court previously made

the express finding that “Defendant’s infringement of the mark Hydramedia

harmed Plaintiff by destroying its good will and reputation.”  [ER 54; Order at

16:11-13]  Plaintiff had submitted evidence that it had be over-run by Defendant’s

use and advertising and that he was unable to make any headway because of the

rampant confusion he was suffering in the marketplace. Paul Salzman, one of

Plaintiff’s founders testified about the confusion he was experiencing in the

market place and how his company was forced to suspend its efforts to directly

enter the “affiliate marketing” business as a prime vendor rather than as a

consultant regarding those services. See, Salzman Decls. in support of first and

second summary judgment and preliminary injunction. [ER 89-92; 947-49; 1457-

1461]
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Moreover, it must be remembered that the District Court’s ruling was made

in the context of Plaintiff seeking summary judgment that Defendant willfully

infringed Plaintiff’s mark, and reverse confusion provided as one basis for the

infringement claim.  In the context of Plaintiff’s motion, even if Plaintiff’s

evidence had been lacking, that should have merely resulted in a denial of

summary judgment to Plaintiff, not a grant of summary judgment in favor of

Defendant.  

Put simply, the District Court committed clear error by not applying the

doctrine of reverse confusion to find Defendant willfully infringed Plaintiff’s

HYDRAMEDIA mark or, at the very least, allowing those issues to be decided at

trial.

VII. PLAINTIFF WAS NOT GRANTED COMPLETE RELIEF

Defendant asserts the District Court’s order enjoining Defendant’s use of

only the HYDRAMEDIA mark while allowing Defendant to continue using

HYDRA and HYDRA NETWORK afforded Plaintiff complete relief.  This is akin

to enjoining an infringer’s use of “Disneyland” while allowing the infringer to use

“Disney” and “Disney World.”
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Defendant claims the District Court could not have enjoined all “colorable

imitations” of the HYDRAMEDIA mark because such an “open ended and ill-

defined injunction would run afoul of Federal Rule of Civil Procedure 58.” 

Defendants Brief at 49.  Defendant is simply wrong on the law.  In cases where the

infringing use is for a similar service, as here, broad injunctions are especially

appropriate.  Century 21 Real Estate Corp. v. Sandlin, 846 F.2d , 1175, 1180-81

(9th Cir 1988).  Moreover, courts regularly enjoin the use of “colorable imitations”

of a trademark.

The district court enjoined Shilon from using “any
counterfeit, copy, or colorable imitations of the
trademarks of Plaintiff Levi Strauss & Co. that is likely
to cause confusion.”. . . The district court acted well
within its discretion in granting injunctive relief.

Levi Strauss & Co. v. Shilon, 121 F.3d 1309, 1314 (9th Cir. 1997) (emphasis

added).  See also S. C. Johnson & Son, Inc. v. Drop Dead Co., 210 F.Supp. 816,

821 (S.D. Cal. 1962) (enjoining use of “colorable imitation” of marks).  In fact, the

Lanham Act itself prohibits the use of “colorable imitations” of a registered mark. 

See 15 U.S.C.A. § 1114(1) (prohibiting use in commerce of any colorable

imitation of a registered mark).
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Such protection is needed, because likelihood of confusion “is not limited

only to confusions as to the source or origin of goods. Rather, the appropriate

inquiry is whether the average purchaser would be likely to believe that the

infringer’s product has ‘some connection’ with the trademark owner.”  Grey v.

Campbell Soup Co., 650 F.Supp. 1166, 1173 (C.D. Cal. 1986), aff’d 830 F.2d 197

(9th Cir. 1987).

A trademark plaintiff is “entitled to effective relief; and any doubt in respect

of the extent thereof must be resolved in [the plaintiff’s] favor as the innocent

producer and against the [defendant], which has shown by its conduct that it is not

to be trusted.”  William R. Warner & Co. v. Eli Lilly & Co., 265 U.S. 526, 532, 44

S.Ct. 615, 617, 68 L.Ed. 1161 (1924).  Plaintiff was not afforded effective relief,

because the District Court allowed Defendant to continue to use colorable

imitations of Plaintiff’s registered trademark after finding Defendant to be in

infringer.

Once there has been a finding of infringement, as here, the Defendant has a

duty to keep a “fair distance” from the registered mark which it has infringed. 

Wolfard Glassblowing Co. v. Vanbragt, 118 F.3d 1320, 1322 -1323 (9th Cir.

1997); Plough, Inc. v. Kreis Labs., 314 F.2d 635, 639 (9th Cir. 1963) (An infringer
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must keep a fair distance from the “margin line.”).  Adopting an abbreviation of

the infringed mark is not a fair distance.  As professor McCarthy notes, there is a

modern tendency to abbreviate marks:

Abbreviating Terms. The common propensity to
abbreviate terms can contribute to a finding of likely
confusion when parties drop qualifying words, leaving
only the confusingly similar root terms.  For example,
senior user Schering Corporation was abbreviated to
“Schering” and junior user Schering AG was abbreviated
to “Schering.”  “The names Schering and Schering AG in
effect are the same; the addition of the geographic
designation has no effect.”

4 J. Thomas McCarthy, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION

(4th ed.) §23:50 (Citing Schering Corp. v. Schering Aktiengesellschaft, 667 F.

Supp. 175, 4 U.S.P.Q.2d 1596 (D. N.J. 1987), remanded without op., 870 F.2d 652

(3d Cir. 1988), on remand, 709 F. Supp. 529 (D. N.J. 1988).). 

Defendant claims “the District Court could not fashion relief regarding

HYDRA and HYDRA NETWORK service marks because ‘the parties did not

brief or present evidence as to whether there is a likelihood of confusion as to

Hydramedia versus the mark Hydra, Hydra Network, and the other hydra

variations.”  Defendant’s Brief at 50.  Nothing could be further from the truth. 
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Once there is a finding of infringement there does not need to be the same

infringement analysis for newly adopted marks by the Defendant.

The question is no longer trademark infringement; it is
whether Zodiac's new lamp is a “colorable imitation” of
Wolfard’s lamp.  We thus conclude that Wolfard, in
order to establish a violation of this consent decree, need
not prove a likelihood of consumer confusion in the
same manner that we would require in a trademark
infringement case.

Wolfard Glassblowing Co. v. Vanbragt, 118 F.3d 1320, 1322 (9th Cir. 1997).

Zodiac admitted in the consent judgment that its original Virgo Lamps infringed

Wolfard’s trademark.  Zodiac should not then be able to make minimal changes in

its product in order to test the outer boundaries of that judgment; Zodiac had a

duty to stay well away from Wolfard’s trademark:

[A trademark infringer] should have its conduct carefully
scrutinized in future use and should not be allowed to
claim the same leniency accorded a good faith user who
starts use of the mark which the enjoined defendant has
shifted to.  Otherwise, the enjoined defendant could
simply make a tiny change and start a new trademark
contest all over again in the context of the contempt
hearing as to the use of the “new” format.

MCCARTHY ON TRADEMARKS § 30.13[1] (1996); see also Eskay Drugs, Inc. v.

Smith, Kline & French Labs., 188 F.2d 430, 432 (5th Cir. 1951). 
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Defendant continued to infringe by simply shortening its infringing

HYDRAMEDIA name to HYDRA.  Defendant did not even hide its true intent,

boasting on its new website that it had simply “shortened our name to just plain

Hydra.”  [ER 1768]10  In doing so, Defendant changed the public face of its

“affiliate marketing” services from HYDRAMEDIA to HYDRA NETWORK and

its Internet domain from HYDRAMEDIA.COM to HYDRANETWORK.COM.

Defendant’s re-branding was not a “fair distance” from Plaintiff’s registered

mark.11  

Defendant’s “affiliate marketing” services were offered as HYDRAMEDIA

and those services were offered through its HYDRAMEDIA.COM Internet

domain name.  Defendant did not present one document into evidence that
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established that it ever publicly used HYDRA NETWORK to advertise its

services; rather, all advertising was under the HYDRAMEDIA mark and

HYDRAMEDIA.COM. [ER 1712-1747] 

Furthermore, an appropriate injunction is required here to protect the public. 

An essential objective of the Lanham Act is to protect the public so it may be

confident that, in purchasing a product bearing a particular trade-mark which it

favorably knows, it will get the product which it asks for and wants to get. 

Secondly, where the owner of a trademark has spent energy, time, and money in

presenting to the public the product, he is protected in his investment from its

misappropriation by pirates and cheats.  S.Rep. No. 1333, 79th Cong., 2d Sess.,

reprinted in 1946 U.S.Code Cong.Serv. 1274.  See also Int’l Order of Job’s

Daughters v. Lindeburg and Co., 633 F.2d 912, 918-19 (9th Cir. 1980);

Springfield Fire & Marine Ins. Co. v. Founders’ Fire & Marine Ins. Co., 115

F.Supp. 787, 792 (N.D. Cal. 1953).

The District Court’s injunction was too narrow to afford Plaintiff effective

relief and to protect the public from confusion over the source of Plaintiff’s and

Defendant’s services.  The failure to enjoin Defendant’s use of HYDRA and

HYDRA NETWORK was, therefore, an abuse of the District Court’s discretion.
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VIII. AS A MATTER OF EQUITY PLAINTIFF IS ENTITLED TO  AN
AWARD OF DEFENDANT’S PROFITS AS A MEASURE OF
PLAINTIFF’S DAMAGES

A. The District Court Did Not Need to Find this Case Exceptional in
Order to Award Defendant’s Profits as a Measure of Plaintiff’s
Damages

Willful infringement is not a prerequisite to an accounting of a defendant’s

profits as a measure of a plaintiff’s damages. This Court has cautioned against

such a requirement.  Adray v. Adry-Mart, Inc., 76 f.3d 984, 988 (9th Cir. 1995)

(“An instruction that willful infringement is a prerequisite to an award of

defendant’s profits may be in error in some circumstances (as when plaintiff seeks

the defendant's profits as measure of his own damage)”).  Even Lindy Pen Co. v.

Bic Pen Corp., 982 F.2d 1400 (9th Cir. 1993), did not so hold.  Lindy Pen

acknowledged that the intent of the infringer was a relevant factor for

consideration; not that it was sine qua non for an accounting of profits.  

Even if willfulness was a prerequisite, Defendant’s conduct satisfies that

requirement.  Defendant knew of Plaintiff’s rights and deliberately adopted an

identical HYDRAMEDIA mark and virtually identical domain name for related

internet-based services.  Therefore, Defendant willfully infringed Plaintiff’s

HYDRAMEDIA mark.  
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B. The District Court Abused its Discretion by Failing to Award
Defendant’s Profits as a Measure of Plaintiff’s Damages

As discussed above, Defendant’s infringement was willful.  Yet the District

Court denied Plaintiff any damages altogether.  By not awarding damages, the

District Court is allowing Defendant to profit from its unlawful conduct and

encouraging infringement by others defeating to the purposes of the Lanham Act. 

It would seem fairly evident that the purposes of the
Lanham Act can be accomplished by making acts of
deliberate trade-mark infringement unprofitable.  In the
case where there is direct competition between the
parties, this can be accomplished by an accounting of
profits based on the rationale of a returning of diverted
profits.

Maier Brewing Co. v. Fleischmann Distilling Corp., 390 F.2d 117, 123 (9th Cir.

1968).  The District Court should have awarded the “diverted profits” to

compensate Plaintiff for having to sue to vindicate its rights and discourage others

from engaging in infringement.

Defendant asserts “Plaintiff’s CEO testified that Plaintiff suffered no harm.” 

Defendant’s Brief at 45.  The record cite referred to by Defendant actually states

the exact opposite.  Irrespective of whether Plaintiff suffered damage, there is no

excuse to allow Defendant to avoid the consequences of its deliberate infringing
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conduct.  In N.Y. State Soc'y of CPA's v. Eric Louis Assoc., 79 F.Supp.2d 331, 356

(S.D.N.Y. 1999), for example, where the infringer had agreed to a permanent

injunction, the Court noted:

It seems scarcely equitable ... for an infringer to reap
the benefits of a trademark he has stolen, force the
registrant to the expense of litigation, and then escape
payment of damages on the theory that the registrant
suffered no loss.  To impose on the infringer nothing
more serious than an injunction when he is caught is tacit
invitation to other infringement.

Id. (internal citation omitted); see also Playboy Enterprises, Inc. v. Baccarat

Clothing Co., 692 F.2d 1272, 1274-75 (9th Cir.1982) (“where trademark

infringement is deliberate and willful both the trademark owner and the buying

public are slighted if a court provides no greater remedy than an injunction ... the

trial court’s primary function should center on making any violations of the

Lanham Act unprofitable to the infringing party”) (emphasis added).

C. Defendant’s Unclean Hands Claim Is No Defense To Its Liability
For Disgorgement of Its Ill Gotten Gains

Defendant asserts that it should be excused from having to disgorge its ill

gotten profits because Plaintiff used the statutory ® symbol on its

HYDRAMEDIA mark when it had a registration only for HYDRAMEDIA
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GROUP.  Defendant’s Brief at 47.  An unclean hands defense may only be based

on bad acts relating to the very claims at issue in the litigation.  Fuddruckers, Inc.

v. Doc's B.R. Others, Inc., 826 F.2d 837, 847 (9th Cir. 1987) (“To prevail, the

defendant must demonstrate that the plaintiff’s conduct is inequitable and that the

conduct relates to the subject matter of its claims.”) (citing CIBA-GEIGY Corp. v.

Bolar Pharmaceutical, 747 F.2d 844, 855 (3d Cir.1984), cert. denied, 417 U.S.

1137, 105 S.Ct. 2678, 86 L.Ed.2d 696 (1985)); Ellenburg v. Brockway, Inc., 763

F.2d 1091, 1097 (9th Cir. 1985) (emphasis added).  That is not the case here.

Plaintiff’s inadvertent use of the registration symbol ® on its website

occurred after the District Court granted summary judgment to Plaintiff against

Defendant’s use of the HYDRAMEDIA mark.  Defendant’s acts giving rise to the

infringement claims at issue in this action obviously had occurred prior to that

time.  The Court had already ruled upon Plaintiff’s infringement claim.  Thus, by

its very nature, the doctrine of unclean hands does not apply here.  Defendant was

never misled by Plaintiff’s use and Defendant can make no claim of any damage or

injury by it.  Even if it did, such defense was never timely or properly raised by

Defendant.  Since the unclean hands issue was never properly before the District

Court, it could not have barred any relief otherwise due Plaintiff. 
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IX. DISMISSAL OF THIS APPEAL IS NOT WARRANTED

Defendant accuses Plaintiff of misstating the record.  Ironically, it is

Defendant which has deliberately sought to confuse the District Court throughout

this case, and now this Court.  Defendant repeatedly asserted it chose the

HYDRAMEDIA mark in 2003, before it ever heard of Plaintiff.  However, the

record belies Defendant’s claims.  Defendant chose “HYDRA MEDIA GROUP”

as the name for a holding company, not as a trademark or a service mark. 

Defendant did not use the HYDRAMEDIA mark to provide any goods or services

to the public until 2005 when it ceased using the mark “LynxTrack.”    

In an attempt to avoid a finding of willfulness, Defendant originally falsely

denied all knowledge of Plaintiff’s trademark registration in 2005.  After summary

judgment of infringement was entered against it, Defendant suddenly remembered

that it came across Plaintiff’s registration when it was making its decision to re-

brand its services to HYDRAMEDIA from LynxTrack in 2005.  Even more

conveniently, Defendant then asserted it had obtained advice of counsel and

concluded there was no likelihood of confusion.  Inquiry into those claims

established that Defendant never obtained advice from any qualified counsel and

in fact never even retained counsel to perform an infringement analysis. 

Case: 09-55237     04/07/2010     Page: 46 of 53      ID: 7293702     DktEntry: 25-1



39

Moreover, the evidence shows that Defendant’s own in house counsel also

concluded that there was some likelihood of confusion, even though Defendant

swore that it had concluded otherwise.  

Defendant seeks the harsh remedy of dismissal of the appeal for the

inadvertent use of the statutory symbol and alleged misrepresentations of the

record.  Dismissal of an appeal “for the misdeeds of counsel is an extremely harsh

penalty.”  People of Territory of Guam v. Reyes, 800 F.2d 940, 943 (9th Cir. 1986).

In the context of a civil rights proceeding, we stated
“[b]ecause dismissal is so harsh a penalty, it should be
imposed only in extreme circumstances.” Raiford v.
Pounds, 640 F.2d 944, 945 (9th Cir. 1981) (citing
Industrial Building Materials, Inc. v. Interchemical
Corp., 437 F.2d 1336 (9th Cir. 1970)). 

Reyes, supra, 800 F.2d at 943-44.  

In DCD Programs, Ltd. v. Leighton, 846 F.2d 526, 528 (9th Cir. 1988), cited

by Defendant to support dismissal, the Court did not even discuss dismissal of the

appeal, but instead suspended the attorney from practice before the Court for two

months.  This is not such an extreme case as to warrant the harsh remedy of

dismissal.
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Defendant also asks the Court to dismiss the appeal because Plaintiff’s

violations of the Federal Rules of Appellate Procedure and the Court’s local rules,

citing In re O’Brien, 312 F.3d 1135, 1136-37 (9th Cir. 2002).   Defendant objects

that Plaintiff’s Opening Brief failed to contain a Summary of Argument (FRAP

28(a)(8)), failed to provide the Standards of Review (FRAP 28(a)(9)(B) and

Circuit Rule 28-2.5), and the Excerpts of Record contain superfluous documents in

violation of Circuit Rules 30-1.1 and 30-1.5.  

The failure to include the Summary of Argument and Standards of review

was inadvertent and apparently not noticed by the Clerk of the Court or not a basis

for rejection of the brief.  In In re O’Brien, in addition to the two omissions here,

the appellant’s brief did not contain a corporate disclosure statement (FRAP

28(a)(1)), an appropriate jurisdictional statement (FRAP 28(a)(4)), or appropriate

references to the record (FRAP 28(a)(7) & FRAP 28(e)), and the Excerpts of

Record did not contain several key documents, including the notice of appeal

(Circuit Rule 30-1.3(a)(I)), a completed docket from the bankruptcy court and the

BAP (Circuit Rule 30-1.3(a)(ii)), or relevant excerpts of the trial transcript (or any

part of the trial transcript for that matter) (Circuit Rule 30-1.3(a)(iv), (a)(vii)).  In

re O’Brien, 312 F.3d at 1136.  In fact, the appellant in that case did not even

include the order appealed from in violation of Circuit Rule 30-1.3(a)(iii).  Id.  The
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In re O’Brien court went on to state that “many of the documents that are included

in the excerpts, like the plan of confirmation, are unintelligible” and “[o]ther

documents are so poorly copied as to be incomplete, with bits and pieces missing

here and there.”  In re O’Brien, 312 F.3d at 1137.  

The facts in this case do not even closely resemble those of In re O’Brien. 

If the missing summary of argument and standards of review are critical to a

proper review by the Court, then it would be less harsh, and more appropriate, to

require that Plaintiff’s brief be rewritten to add the missing sections rather than

dismiss the appeal.

While the court would be fully justified in affirming the
judgment or dismissing the appeal where the appellant
has failed to specify errors in his brief in accordance with
our rules, it would be less harsh to require the briefs to
be rewritten, if a consideration of the briefs indicates
there is any probability that the appeal is meritorious.

Sampsell v. Anches,  108 F.2d 945, 949 (9th Cir. 1939).  See also Independent Iron

Works, Inc. v. U.S. Steel Corp., 322 F.2d 656, 679 n.19 (9th Cir. 1963) (addressing

an issue raised by appellant even though appellant did not provide relevant

documents in record).
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Defendant also claims that Plaintiff included superfluous documents in the

Excerpts of Record.  This case was decided on summary judgment.  It is

impossible to argue this appeal without the entire pleadings and evidence relied

on.  This invariably results in certain documents being included in the Excerpts

more than once.  Counsel would be doing a disservice to the Court if the record

were not complete.

This Court in David v. U.S., 820 F.2d 1038, 1044 (9th Cir. 1987) and Dela

Rosa v. Scottsdale Memorial Health Systems, Inc., 136 F.3d 1241, 1243 (9th Cir.

1998), cited by Defendant, declined to even issue sanctions and did not dismiss the

appeals.  The Court likewise should not dismiss this appeal, or issue sanctions

herein.

X. CONCLUSION

For the foregoing reasons, Appellant HydraMedia Corporation asks the

Court to reverse the December 29, 2008  Order and find that willfulness was

established as a matter of law.  Alternatively, if factual questions require

resolution, the case should be presented to a jury for determination.  This case

should also be remanded to the District Court with instructions to enjoin the junior
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user from providing its related services under any other confusingly similar marks

and for an accounting of the junior user’s profits to compensate for the destruction

of the Plaintiff’s good will and reputation.
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sealed envelope addressed as follows:

Edward R. Schartz
CHRISTIE, PARKER & HALE, LLP

350 West Colorado Blvd., Suite 500
Pasadena, CA 91105

Phone: (626) 795-3300
Fax:(626) 577-8800

Edward.Schwartz@cph.com

[  ] (BY MAIL ) I am "readily familiar" with the firm’s practice of collection and processing
correspondence for mailing.  Under that practice, it would be deposited with the U.S.
postal service on that same day, with postage thereon fully prepaid at Pasadena,
California, in the ordinary course of business.  I am aware that on motion of the party
served, service is presumed invalid if postal cancellation date or postage meter date is
more than one day after date of deposit for mailing in affidavit.

[  ] (PERSONAL SERVICE) I caused the above referenced document to be personally served
by hand on the addressees listed above

[X] (ELECTRONIC MAIL) I caused the attached document to be transmitted to:  the above
addressees 

I declare under penalty of perjury that the foregoing is true and correct.

Executed on April 7, 2010, at Pasadena, California.

       /s/ Teresa Tsai                    
Teresa Tsai 
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CERTIFICATE OF SERVICE

STATE OF CALIFORNIA, COUNTY OF LOS ANGELES

I am employed in the County of Los Angeles, State of California.  I am over the age of
18, and not a party to the within action; my business address is 35 N. Lake Avenue, Suite 720,
Pasadena, California 91101.

On April 30, 2010, I served the foregoing document described as RESPONSE TO
TTAB ORDER REQUESTING BRIEFS FROM THE APPEAL IN THE  RELATED
CIVIL ACTION the interested parties in this action by placing a true copy thereof, enclosed in a
sealed envelope addressed as follows:

Adam Walker
Hydra Media Group, Inc.

8800 Wilshire Blvd., Floor 2
Beverly Hills, CA 90211-2606

[X] ( BY MAIL ) I am "readily familiar" with the firm’s practice of collection and processing
correspondence for mailing.  Under that practice, it would be deposited with the U.S.
postal service on that same day, with postage thereon fully prepaid at Pasadena,
California, in the ordinary course of business.  I am aware that on motion of the party
served, service is presumed invalid if postal cancellation date or postage meter date is
more than one day after date of deposit for mailing in affidavit.

[  ] (PERSONAL SERVICE) I caused the above referenced document to be personally served
by hand on the addressees listed above

[  ] (ELECTRONIC MAIL) I caused the attached document to be transmitted to:  the above
addressees 

I declare under penalty of perjury that the foregoing is true and correct.

Executed on April 30, 2010, at Pasadena, California.

                        /s/ Teresa Tsai                               
TERESA TSAI


