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COMMISSIONER FOR TRADEMARKS
ATTN: Trademark Trial and Appeal Board
PO Box 1451

Alexandria, VA 22313-1451

Re: American Airlines v. DVS Shoe Co., Inc.
Notice of Opposition
Serial Nos. 76/642,345 and 76/642,346
Our File Nos. 12901/2744 and 12901/2745
Dear Sir/Madam:

Enclosed for filing are the following documents:

1. Notice of Opposition (5p/in dup);

2. Exhibit A (1p);

3. Check for $600 for the filing fee; and
4. Return Receipt Postcard.

The Commissioner is hereby authorized to charge payment of any additional filing fees
required to Deposit Account No. 23-1925. A duplicate copy of this sheet is enclosed.

If you have any questions, please contact the undersigned at the above telephone number.
05/10/2006 SHILSOH1 00000008 76642345

01 FCz6402 300.00 0P Sincerely,
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300.00 OP
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Michael K. Hendershot
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I hereby certify that this correspondence is being deposited
with the United States Postal Service, with sufficient
postage, as first class mail in an envelope addressed to:
Commissioner for Trademarks, Trademark Trial & Appeal
Board
P.O. Box 1451
Alexandria, VA 22313-1451
on May 1, 2006

Date of Deposit

Michael K. Hendershot

Name of applicant, assignee or
Registered Representative

A

Signature

May 1, 2006

Date of Signature

TRADEMARK
Case Nos. 12901/2744; 12901/2745

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

American Airlines, Inc.,
Opposer,
V.

DVS Shoe Co., Inc.,

Applicant.

Cancellation No.:

U.S. Serial Nos.: 76/642,345
76/642,346

COMMISSIONER FOR TRADEMARKS
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

NOTICE OF OPPOSITION

Opposer American Airlines, Inc. (“American” or “Opposer”), a corporation duly
organized and existing under the laws of the State of Delaware, with its principal place of

business in Fort Worth, TX, believes that it will be damaged by registration of the marks which
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are the subjects of United States trademark application serial nos. 76/642,345 and 76/642,346
(collectively, the “Opposed Marks™), both in the name of DVS Shoe Co., Inc. “DVS” or
“Applicant”). Opposer believes that it will be damaged by registration of the Opposed Marks,
and therefore hereby opposes such registrations pursuant to 15 U.S.C. §1063. In support of its
opposition, Opposer states as follows:

1. Applicant is the owner of U.S. trademark application serial no. 76/642,345 for the
mark AA (and Design) for use in connection with “travel bags, carry-on bags, garment bags for
travel, all purpose sports bags, purses, clutch purses and wallets” in Class 18. Applicant also is
the owner of U.S. trademark application serial no. 76/642,346 for the identical mark AA (and
Design) for use in connection with “clothing, namely, shirts, t-shirts, tank tops, tops, sweaters,
jackets, sweat shirts, coats, socks, booties, belts, hats, caps, visors, jeans, sweat pants, shorts,

board shorts, skirts, underwear, belts, swimwear and headwear” in Class 25. The AA (and

Design) mark, which features a pictorial representation of an eagle, is pictured below:

"

2. Opposer has been, and now is, extensively engaged in the business of marketing
and selling various goods and services in interstate commerce. In connection with such
marketing and sales, Opposer extensively has used the following trademarks and/or service
marks, all of which feature pictorial representations of an eagle (the “Eagle Design Marks”), in

connection with the following goods and services, as well as related goods and services:




Class 18: Canvas tote bags, leather passport, plane ticket and credit card
cases; umbrellas; key cases; briefcase portfolio; travel wallet, business
card cases, luggage

Class 18: Canvas tote bags

Class 25: Men's, women's and children's clothing; namely, hats, caps,
shirts and T-shirts

Class 39: Air transport of passengers and freight

Class 18: Canvas tote bags

Class 25: Clothing, namely, T-Shirts, jackets, leather jackets, caps, hats,
sweat shirts, sweat pants, short, skirts, socks, sweaters, sweat suits and
wind jackets

A} A
. Class 39: Transportation of passengers by air
YA
SR
/B E’r_ix
3. Opposer’s use in interstate commerce of the Eagle Design Marks in connection

with the above-specified goods and services predates Applicant’s filing of the above-referenced

intent-to-use applications for the Opposed Marks.

4, Opposer is the owner of the United States registrations listed in Exhibit A

attached hereto. All of these registrations are valid, subsisting and in full force and effect.




5. Opposer’s Eagle Design Marks are strong and distinctive. Opposer’s goods and
services offered in association with the Eagle Design Marks have been, and continue to be,
extensively marketed and sold in United States commerce. Further, Opposer has extensively
promoted its goods and services in association with the Eagle Design Marks in the United States.
By reason of such advertising, promotion and sale of Opposer’s goods and services under the
- Eagle Design Marks, Opposer has developed substantial goodwill in connection with the Eagle
Design Marks.

6. Notwithstanding Opposer’s prior rights in and to the Eagle Design Marks,
Applicant filed, on July 5, 2005, applications to register the Opposed Marks.

7. The Opposed Marks are confusingly similar to Opposer’s Eagle Design Marks,
and the registration and use of the Opposed Marks by Applicant in association with the claimed
goods is likely to cause confusion as to the source or origin of Applicant’s goods, and is likely to
mislead consumers, all to Opposer’s damage. Opposer’s Eagle Design Marks and the Opposed
Marks are strikingly similar in appearance and commercial impression. Further, the goods and
services of Opposer and Applicant are closely related and are offered to the same or overlapping
classes of purchasers.

8. The Opposed Marks, as used in connection with the claimed goods, are likely to
cause confusion in the minds of the public, and are likely to deceive purchasers. The public,
upon seeing the Opposed Marks in connection with Applicant’s goods, would believe that such
goods originate with, or have some connection with, Opposer. Accordingly, registration of the
Opposed Marks would seriously damage Opposer, and registration therefore should be refused

pursuant to 15 U.S.C. §1052.




WHEREFORE, Opposer believes that it will be damaged by registration of the marks
which are the subjects of United States trademark application serial nos. 76/642,345 and

76/642,346, and therefore respectfully requests that such registrations be refused on the grounds

of likelihood of confusion.

The filing fee for this opposition proceeding in the amount of $600 is enclosed. The
Director hereby is authorized to charge any additional fees to Deposit Account No. 23-1925.

This Notice of Opposition is submitted in duplicate.

Respectfully submitted,

AMERICAN AIRLINES, INC.

Dated: 5..06 By: %//—{/2‘4

J effgry A. Han{elman

Nicholas G. de la Torre

Michael K. Hendershot

BRINKS HOFER GILSON & LIONE
P.O. Box 10395

Chicago, IL 60610

(312) 321-4200

Attorneys for Opposer




EXHIBIT A

Opposer’s Registrations for Eagle Design Marks

Mark Registration Registration Goods and Services
Number Date
2,328,546 March 14,2000 | IC 018: leather passport, plane ticket
\’ and credit card cases; umbrellas; key
A A cases; briefcase portfolio; travel wallet
\‘ 2,311,307 January 25,2000 | IC 018: Canvas tote bags
2,311,306 January 25,2000 | IC 018: Canvas tote bags
1,889,949 April 18, 1995 IC 025: Men's, women's and children's
clothing; namely, hats, caps, shirts and
T-shirts
2,825,387 March 23,2004 | IC 025: Clothing, namely, T-Shirts,
jackets, leather jackets, caps, hats,
sweat shirts, sweat pants, short, skirts,
socks, sweaters, sweat suits and wind
jackets
_ 893,040 June 16, 1970 IC 039: Transportation of passengers
AL by air
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