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CERTIFICATE OF MAILING

I hereby certify that this correspondence is
being deposited in the United States Postal
Service as first class mail in an envelope
addressed to: Commissioner for Trademarks,
PO BOX 1451, Alexandria, Virginia 22313-1451
Attn: Trademark Trial and Appeal Board

on April 25, 2005.

Erica D. Klem
ame of ¢

Annl 25, 2005
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Commissioner for Trademarks
PO Box 1451
Alexandria, Virginia 22313-1451

Re:  Notice of Opposition to Registration of
Application Serial No. 76/342,985
for the Mark CONSUL
Our File No.: 002876/00009

Dear Sir:

Enclosed (in duplicate) please find a Notice of Opposition to the application for registration of Application
Serial No. 76/342,985 for the mark CONSUL, filed on November 29, 2001 by Chiquita Brands, L.L.C. and
published for opposition on October 26, 2004. Requests for extension of time to file this Notice have been
granted by the TTAB until April 24, 2005, which such date is extended to April 25, 2005 pursuant to 37
CFR §1.7.

Also enclosed is a check in the amount of $300 to cover the requisite filing fee. Please charge any additional
fees or credit any overpayment to Deposit Account 50-0540.
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Please acknowledge receipt on the enclosed postcard.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. : 76/342,985
Mark : CONSUL
International Class : 31
Applicant : Chiquita Brands, L.L.C.
Filed : November 29, 2001
Published : October 26, 2004
X
Vega Trading Co., Inc.,
Opposer,
v. : Opposition No.'
Chiquita Brands, L.L.C.,
Applicant.
X

CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited in the
United States Postal Service as first class mail in an envelope
addressed to: Commissioner for Trademarks :
PO BOX 1451, Alexandria, Virginia 22313-1451,

Attn: Trademark Trial and Appeal Board

on April 25, 200S.

Erica D. Klein

nf, Assjgnee or Representative
Signatu

April 25, 2005
Date of Signature

NOTICE OF OPPOSITION

Vega Trading Co., Inc., a corporation organized under the laws of the State of
New York, located and doing business at 71 West 23" Street, New York, New York 10010
(hereinafter “Opposer”) believes that it would be damaged by the grant of a registration to

Chiquita Brands, L.L.C., having its principal place of business at 250 East Fifth Street,
. G5/03/2005 HPHANL 00000026 76342985
KL3 2409386.3 01 FC:6402 - 300,00 0P




Cincinnati, Ohio 45202 (hereinafter “Applicant”) on Application Serial No. 76/342,985 for the
mark CONSUL for fresh fruits filed in International Class 31 on Novelﬁber 29, 2001 and
published for opposition on October 26, 2004 (hereinafter the “2001 Chiquita Application”), and
hereby opposes said Application.

The grounds for opposition are:

OPPOSER'’S PRIOR RIGHTS

1. Opposer was the owner of Federal Registration No. 865,068 for the mark
CONSUL issued February 18, 1969 for canned fruits, dried fruits, canned vegetables, canned
fish, dried fish, canned seafood and canned pate de foie (“Opposer’s Class 29 Registration”) in
International Class 29, which Registration was cancelled in 2003 based on a petition filed by
Applicant, as detailed in paragraph§ 15 et seq hereof. Opposer’s Class 29 Registration claimed a
date of first use at least as early as 1950 and a date of first use in commerce at least as early as
1950. A true copy of Opposer’s Class 29 Registration is attached as Exhibit A.

2. Opposer is the owner of Federal Registration No. 2,040,047 for the mark
CONSUL issued February 25, 1997 for spices in International Class 30. This Registration
claims a date of first use at least as early as February 1995 and a date of first use in commerce at
least as early as February 1995 (hereinafter “Opposer’s Class 30 Registration”, and collectively
with Opposer’s Class 29 Registration referred to hereinafter as “Opposer’s Consul Mark™). A

true copy of Opposer’s Class 30 Registration is attached as Exhibit B.

3. Opposer’s Consul Mark has been in continuous use on a variety of food products
for over fifty (50) years.
4. The products under Opposer’s Consul Mark are sold to the food service, retail and

industrial trade.
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5. As aresult of its long term use and the high quality of Opposer’s products,
consumers have come to recognize Opposer as the source of CONSUL food products, and
Opposer’s Consul Mark has acquired enormous value and good will.

CHIQUITA’S ATTEMPTS TO REGISTER CONSUL

6. Th;: 2001 Chiquita Application seeks registration of the mark CONSUL for fresh
Sfruit in intemational Class 31.

7. The mark CONSUL which is the subject of the 2001 Chiquita Application is
identical to Opposer’s Consul Mark.

8. The 2001 Chiquité Application is the sixth application filed by Chiquita for the
mark CONSUL. As described more fully below, four of these applications were abandoned, a
fifth application is currently suspended, and the 2001 Chiquita Application was passed to
publication following the cancellation action described in paragraphs 15 ef seq below.

9. In 1989, Applicant filed Application Serial No. 73/797,579 based on use of the
mark CONSUL for fresh fruit (thé “1989 Chiquita Consul Application™). The 1989 Chiquita
Consul Application was rejected over Oppéser’s Class 29 Registration and was abandoned by
Applicant.

10.  In 1989, Applicant filed Application Serial No. 73/800,381 based on use of the
mark CONSUL & Design for fresh fruit (the “1989 Chiquita Consul Design Application”). The
1989 Chiquita Consul Design Application was rejected over Opposer’s Class 29 Registration gnd
was abandoned by Applicant.

11.  In 2000, Applicant filed Application Serial No. 76/042,992 based on an intent to
use the mark CONSUL for frresh fruits and vegetables (the “2000 Chiquita Consul Application™).
The 2000 Chiquita Consul Application was rejected over Opposer’s Class 29 Registration and

was abandoned by Applicant.
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12.  In 2000, Applicant filed Application Serial No. 76/042,978 based on an intent to
use the mark Consul & Design for fresh fruits and vegetables (the “2000 Chiquita Consul Design
Application”). The 2000 Chiqﬁifa Consul Design Application was rejected over Opposer’s Class
29 Registration and was abandoned by Applicant.

13.  In 2001, Applicant filed Application No. 76/342,984 based on use of the mark
Consul & Design for fresh fruits and vegetables (the “2001 Chiquita Consul Design
Application™). The 2001 Chiquita Consul Design Application was rejected over Opposer’s
Class 29 Registration. The 2001 Chiquita Consul Design Application is currently suspended.

14.  In 2001, Applicant filed Application No. 76/342,985 based on use of the mark
CONSUL for fresh fruits and vegetables (the “2001 Chiquita Consul Application”). The 2001
Chiquita Consul Application was initially rejected over Opposet’s Class 29 Registration.
Attached as Exhibit C are true copies of the 2001 Chiquita Consul Application and the Official
Action issued by the PTO rejecting the same based on a likelihood of confusion with Opposer’s
Class 29 Registration. This application is the subject of the instant opposition proceeding.}

APPLICANT’S CANCELLATION ACTION

15.  To avoid the fate of final rejection met by Applicant’s trademark applications
referenced in paragraphs 9 to 12 above, in September 2002, Applicant filed Cancellation No.
92041031 (the “Cancellation Action”) against Opposer’s Class 29 Registration. Attached as
Exhibit D is a true éopy of the Petition for Cancellation (the “Petition”) filed by Applicant to
initiate the Cancellation Action.

1.6. The Pgtition identified Opposer’s address as 18 Hudson Street, New York, New
York, which was Opp?)ser’s address of record in Opposer’s Class 29 Registration which issued in
1969. Opposer’s current address, 71 West 23" Street, New York, New York, was known to
Applicant, since it is identified in Opposer’s Class 30 Registration. Moreover, in 1990
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Applicant’s counsel wrote to Opposer at that address and offered to buy Opposer’s Clasé 29
Registration to remove it as an obstructioﬂ to the registration of Applicant’s applications to
register CONSUL. Attached as Exhibit E is a true copy of the letter from counsel for Applicant
to Opposer, at Opposer’s proper address. |

17.  Inthe communications which followed Applicant’s offer, counsel for Opposer
advised that Opposer was unwilling to sell Opposer’s Class 29 Registration to Applicant and that
Opposer intended to continue its use of the mark CONSUL. Attached as Exhibit F is a true copy
of a letter from Opposer’s counsel to Applicant’s counsel advising of the foregoing.

18.  The TTAB served the Petition on Opposer at 18 Hudson Street, New York, New
York, which address was no longer a valid address for Opposer.

19.  Applicant never advised Opposer or its counsel that it had filed the Cancellation
Action, and did not advise the TTAB that it had previously contacted-Opposer at a different
address than that identified for Opposer in the Petition.

20.  As aresult of the misdirection of the Petition, Opposer was unaware that the
Cancellation Action had been filed until 2004, when it learned that the 2001 Chiquita
Application had been passed to publication. Attached as Exhibit G is a true copy of the TTAB
Notice acknowledging that service of the Petition on Opposer was not effected.

21.  Because of Applicant’s willful or negligent failure to provide the USPTO with the
address at which it had lasti communicated with Opposer, the Petition was not served on
Opposer, Opposer never answered the Petition, and a default judgment was entered against .
Opposer in the Cancellation Action. Attached as Exhibit H are true copies of the TTAB Notices
evidening the cancellation of Opposer’s Class 29 Régistration by reason of Opposer’s default.

22.  With Opposer’s Class 29 Registration removed from the Federal Register, the
2001 Chiquita Application passed to publication.

5

K1.3:2409386.3




23.  Applicant’s actions in association with the Cancellation Action, as aforedescribed,
constitute inequitable conduct or fraud on the United States Patent and Trademark Office.

LIKELIHOOD OF CONFUSION

24.  Asseveral Examining Attorneys have held, there is a strong likelihood that
consumers viewing the mark CONSUL in respect of fresh fruits are likely to believe that such
goods derive from the same source as the products in Class 29 sold under Opposer’s mark
CONSUL, and/or that Applicant’s goods are affiliated, connected, associated, sponsored,
approved or authorized by Opposer, whereby registration of the CONSUL mark to Applicant
would seriously damage Opposer in that it would be likely to cause confusion, deception or

mistake among consumers and dilute the distinctiveness of Opposer’s Consul Mark.
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RELIEF REQUESTED

WHEREFORE, Opposer prays that this opposition be sustained and that
Application Serial No. 76/342,985 for the proposed mark CONSUL be refused registration.

This Notice is being filed in duplicate and a check in the amount of $300.00 is
enclosed herewith to cover the requisite filing fee. Please charge any additional fees and/or
credit any overpayments to Deposit Account No. 50-0540.

Please direct all communications regarding this Opposition procéeding to
Opposer’s counsel at the address shown below. ‘

KRAMER LEVIN NAFTALIS & FRANKEL LLP
Attorneys for Opposer

Date: April 25, 2005 By)

Nicholas L. Coch, Esq.

Erica D. Klein, Esq.

1177 Avenue of the Americas
New York, New York 10036
(212) 715-9205 (telephone)
(212) 715-8000 (fax)
eklein@kramerlevin.com

KL3-2409386.3




~ EXHIBIT A




Int. Cl.: 29

Prior U.S. Cl.: 46
Reg. No. 865,068

United States Patent and Trademark Office. Registered Feb. 18, 1969
Renewal ’ OG Date Jan. 31, 1989
: TRADEMARK
PRINCIPAL REGISTER
CONSUL

VEGA TRADING CO,, INC. (NEW YORK CANNED FRUITS; CANNED VEGETA-

CORPORATION) BLES; DRIED FISH; AND DRIED
71 W.23RD ST. FRUITS, IN CLASS 46 (INT. CL. 29).
NEW YORK, NY 10010 FIRST USE 0-0-1950; IN COMMERCE

0-0-1950.

FOR: CANNED FISH; CANNED SEA- :

FOOD; CANNED PATE DE FOIE; SER. NO. 292,643, FILED 3-6-1968.

In testimony whereof 1 have hereunto set my hand
and caused the seal of The Patent and Trademark
Office to be affixed .on Jan. 31, 1989.




EXHIBIT B




Int. Cl.: 30

i S.Cl: 4
Prior U.S. Cl.: 46 - Reg. No. 2,040,047
United States Patent and Trademark Office  Registeres Feb. 25, 1997

TRADEMARK
PRINCIPAL REGISTER

CONSUL
VEGA TRADING CO., INC. (NEW YORK COR. FIRST USE 2-0-1995; IN COMMERCE
PORATION) 2-0-1995.

71 WEST 23RD STREET

NEW YORK, NY 10010 SER. NO. 75-013.294. FILED 11-1-1995.

FOR: SPICES, IN CLASS 30 (U.S. CL. 46). LINDA M. DWYER, EXAMINING ATTORNEY
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TRADEMARK/SERVICE MARK APPLICATION
(15 US.C. §§ 1051, 1126(d) & (¢))

To the Assisum Comumissioner for Tradexrsrks

<APPLICANT INFORMATION>

<Nsme> Chiquiwa Brands, lac. - Drs .

<Streer> 200 East Fifth Sweet b L T L ere e ool
<Ciry> Cinciznat umn-n--mnnnmnha—-mwu
<Suwx> Ohio

<Couguy> US.A.

<Zip/Fosul Code> 45202

<Telephone Number>

<Fax Number>

<¢-mai} Address>

_ <APPLICATION ENTITY INFORMATION> _ Select only ONE
<Individua): Country of Citizenship>

<Corporation: Sue/Country of Incorporstion> Delaware corporation
<Parmcrship: State/Country undes which Organized>

<Name(s) of General Partoer(s) &

Citizenship/Incorporstion>

<Other Entity Type: Specilfic Nature of Entiry>

<Sta1e/Country under which Organized>

<TRADEMARK/SERVICT MARK INFORMATION>
Mwk> CONSUL

ﬂyped Fovm>-Enter Yes, if approprioie~ YES

~DISPLAY THE MARK thet you wans 10 reglsier ou 8 separase picce of poper fevan {f simply & word(y)). Plesse s ndiRsonel NELP

_<BASJS FOR FILING AND GOODS/SERVICES INFORMATION>

[<Use in Comomerce: Section l(lPan‘thh ”m iow wish the below Woed goatts anver
services (13 USC. § 105 1tap).~

<intemational Class Number(s)> 31

<Listing of Goods sad/ov Sav-uv-ahh.nuaq--uuuwm Piease so¢ sompic b HELP imstrocdons.~*

Fresh fruits and vegetsbles

<Date o Firm Use Anywhere> Al 27, 1989
<Date of Firss Use in Commerce>  April 27, 1989
Sabmps ame (1) SPECIMEN for each insernssionnl clesi showing he merk a3 wed in commerce.~

YO Form 1470 { Ree ¥99) U.$ DEPARTMENT OF COMM ERCE/Poum sud Tradowart Offins
OMB Conwnl Na. 043 | -0009 (Exp. V31/2001) There is aa recyiremani 19 Wapond © this coliccons of isforrsnen
Uniena o covemly velis OMB suber is dupliysd




3 1o Use: Sestion 1(b)> Acans has & bons fide usenrion 10 usT She mark in COmMErce om e in CONRECIION nith e brie
itemeified goots endier services (15 USC. § 103104~

<kternstions! Class Number(s)>

<Listing of Goods and/or Services> ~List in ascending numerical class erder. Please see sample in HELP
Instructions.~

<Ford|n Prierity: Scction 44{8)>~appiicest Mes @ bons fds inseanon 10 us¢ the mart in cowmerce sa oe in connecrOn wirh the
bolom-identified goods

andier 2ervices wnd axserss s cleim of prioviey dased upon @ Joresga epplicetson in srveniance wih IJL'.S.(' 1 1100ed; ~ l

<imernational Class Number(s)>
<Listing of Goods and/or SEIvices> ~List in axvading anmericsl clasy orér. Pisose see sempie in HELP iwsvocrions.~

<Country of Foreign Filing>
<Forsign Application Number>
<Dare of Fureiga Filing>

<Foreigm Registration: Section 44(e)> ~aspiicens Aas @ bous fide buenrion i 53 she mark in commercr on 87 bn connection wih the
Oeierv-identifted goeds andior Jevvicss based on regisiration of she mark in Sppiiteens’s couniry of origia.~
<Interoational Class Number(s)>

<Lisimg of Goods and/or Services> ~Lisi in sscading nowericel claxs wréer. Plense sv somple in NELP tnsrucrions.~

<Country of Foreign Regismtion>

<Foreign Registration Number>

<Foreign Registation Date>

<Forrign Registation Renewal Date>

<Foreign Regisvauon Expiation Dar>

~Sebms forvign reglssration ccnm:nu-udmm-/mm-m Mo accordancy with 13 U.5C. §1128ep




<FEL INFORMATION>
1 $325.00 x <Number of Classes> 1 = <Total Filing Fec Paid> $325.00

<SIGNATURE INFORMATION>
{pplicent regocn reg of iby mbove- (el merk in Shr Unirad Siares Paseni and Tredemari Office om s Principe! Reguier M
enablished by Act of My 3. 1996 (i3 U.S.C § 1031 o suy.) for ihe ebove-idenclfind gooks ondror service.

The undersigned, being bereby warned that willful false sutements sod the like 30 made sre pumushable by fine or
impriscument, of both, tnder 18 U.S.C. § 1005, and thet such willful false smicments ey jeopardize the validiny of
the spphication or any resuhing fegistration, declares that he/she is properly authorized 10 cxecuic this applicaton on
behalf of the spplicant; he/she believes the spplicant 10 be tbe owner of the Tadema vservice mark sought 10 be
registered, o1, if the apphication is being fied under 15 U.S.C. § 1053(b), 1126(d) ov 1126¢), besshe believes
applicam 10 be entitled to use such mark in conznere; 1o the best of bis/her knowledge and belief no other person,
fmcm-ﬁnwmch&nh:hﬁmmwwmthm.mkr‘muidrminllomltnwfuin
such ness resemblance thereto 53 10 be likely, when used on or in conneetion with the goods/services of such other
pum,nmcmﬁuim.mlomn‘mk.undecﬁw;nﬂlhullmkmmmd:olhiwnbowkdseut .
truc; and that al) starements made on information and betief are belicved 10 be Tue.~

~Signanare~
Due> Nt 38, 3004
<Name> Barbars M. Howland
<Titke> Assistant Secetary
_<CONTACT INFORMATION>
[ <Name> Louis K. Ebling
<Company/Finn Name> Frost Browo Todd LLC
<Strect> 2200 PNC Cemuer, 201 East Fifih Sveet
<City> Cincinnati )
<S> Ohio
<Country> United Suies of America
<Zip/Posu) Code>’ 452024182
<Telephone Numder> (513) 651-6752
<Fax Number> (513) 651-6981
<e-Mail Address> Lebling@fttlaw.com
CTNWbrary/112301 4.1

Yhu.-m.-anunmmm-m-amm-n-,umdn-wummmmﬁm.—h
nl--'k—nchhdw-nhbdu-twmn-i-a-ulhun-m-n.muﬁmhm—lm-*uh
Semh of 2 wgi e Primcige » Raguart. 13 U.SC. 11031 9t soy o6 37 CF.R pam 2. AN information callbcmd wilt bu madk public.
Guthevag and providag e bon will Fegeits In » Toenty-SUte mmavE. Phase Suvrs conumms on e e aevded 0 cacupints the
l-uud-mﬁ-h*ﬁ.ﬁh&--hhﬁnﬂ.—-m&;r—mYnﬂMt.usw—-.dc-—-.v”
D.C. 30231 Pienas wow thpt B PTO may A samiuc) o IPSnics 8 FOlieTtien on wing » farm the ot Bizpley & velié OME conmel mmbes. (Sas
otow ik side of this fovw).
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dON

VON

FILING DATE
November 29, 2001

ORIGINAL APPLICANT
Chiquita Brands, Inc

GOODS/SERVICES (CLASS 032)
fresh fruits and vegetables

FILING BASIS
USE

ORIGINAL CORRESPONDENT
LOUIS K. EBLING

ATTORNEY ADVISOR:

76-342985

CONSUL

CONSUL
PRINCIPAL
'LAW OFFICE 101

76-342985
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Applicant. Chiquits Brands, Inc.
Applicant’s Address: 250 East Fifth Street
Cincinnati, Ohio 45202
Class: 32
Goods: Fresh fruits and vegetables
CONSUL

—

11-29-2001

“,,M.qu—mm




SPECIMEN

11-29-2001

UL Punen & THORSTM Mep A1 O 170

76342985

CLASS 31
- R iy
Specimen anteched 10 Trademark/Service Mark Application filed by Express Mail on November
29, 2001 for Applicam: Chiquitla Brands, Inc., for the Mark:

CONSUL

FROST BROWN TODD LLC
2200 PNC Center
201 Eas! Fifth Street
Cincinnati, OH 452024182
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. '.‘“' ol rar e R R A R R IR . .
RIS R D Hr F BN FATENT AND TRADEM/...K OFFICE

PAPER NO.
RIAL NO. APPL.CANT
167342888 Chiouita Rrand:.. Ine ADDRESS
RK » :
il . Commissimer for Trodemarks
TONS : 2900 Cryxts] Drive
DRESS Arlington, VA 22203-3513
:OUIS K. EBLING Acﬂonfg NO. . WYy, uspin ey
:F«:(OJETP:RONN TODD LU :;mfu--vnthud. hy mdJere Shaphl myltode
22 C CENTER . ' MAILIN ¢ Witk "l Keotesnass « Noo b * ’
?01 EAST FIFTH STREET . r'?,?:fcﬁ
—INCINNATX GHIO 45202-&1&2 : £ - Plouse provide in il correspondenss;
REF.NO, 1. Filing e, mevia) mrmber, wmek anit
. Applicant’s namy.
. 3. Muiling date ol thiz ¢ flice avhian,
APTO-1825 3-00) U.S. DEPT. 1 F COMM. & TM OFFICE kX ﬁmhlhge\im'fln:m::nd
Taw Offive moming,
4. Your ichephune aumhar and LIP vodde,

A PROPER RESPONSE TO THIS OFFICE ACTION MUST BE RECEIVED WITHIN 6
MONTHS FROM THE DATL. OF THIS ACTION IN ORDER TO AVOID ABANDONMENT.
For your convenience and 10 e1sure proper handling of your response, a label hax been enclosed
Please attach it 1o the upper right corner of your response. If the label is not enclosed, print ar type

the Trademark Law Office No., Serial No., and Mark in the upper right corner of your response.
RE: Scrial Number: 76/342985

The assigned examining attorney has revicwed the referenced application and determined the
following,

ikeli of Confusio

The examining attorney refuses registration under Tredemark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant s mark, when used on or in connection with the idemified yoods, so
resembles the mark in U.S. R:gistration No, 865068 a5 to be likely to cause confusion, 10 cause
mistake, or to deceive. TMEP section 1207, See the enclosed registration,

The examining attorney mus! analyze each case in two steps to determine whether there is a
likelihood of confusion. Firtt, the examining attorney must look at the marks themselves for
similarities in appearance, sound, connotation and commercial impression. /i re £. I. DuPont de
Nemours & Co., 476 F.2d 1352, 177 USPQ 563 (CCPA 1973).

The test of likelihood of confusion is not whether the marks can be distinguished when §ubjecte9 10
8 side-by-side comparison. 7he issuc is whether the marks create the same overall impression.
Visual Information Institute, lc. v. Vicon Industries Inc., 209 USPQ 179 (TTAB 1980). The fo_cus
is on the recollection of the aerage purchaser who normally retains a gencral 'rather than specific
impression of trademarks. Chemetron Corp. v. Morris Coupling & Clomp Co., 203 USPQ 537




: . 2. .
s Sealeid Al Clip. v Sciut Paper . 190 USPQ 108 (TTAB 1975); TMEP section
" 1207.01(b). e . ,
The merks are identical in sour d. appearance and commercial impression. The applicant’s mark is
CONSUL. The registered marl. is also CONSUL.

oo

Second, the cxamining attorney must compare the goods or services to determine if they are related

-~ or if the activities surrounding their marketing are such that confusion as 1o origin is likely. /n re
Avgust Storck KG, 218 USPQ 823 (TTAB 1983). /nn ¢ [mernational Telephone amd Telegraph
Corp., 197 USPQ 910 (TTAB 1978). Cruardian Proctucts Co., v. Scott Paper (Ca,, 200 USPQ 738
(TTAB 1978).

The goods of the partics neec not be identical or directly competitive to find a likelihood of
confusion. They need only ixe reiated in some manner, or the conditions surrounding their
marketing be such, that they could be encountered by the same purchasers under circumstances that
could give rise to the mistaken belief that the goods come from a common source. /n re Murtin's
Famuoux Pastry Shappe, Inc., 148 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984). /u re Cenving
Glass Works, 229 USPQ 65 TTAB 198S5); In re Rexel Inc., 223 USPQ 830 (TTAB 1984),
Guardian Products Co., Inc. v. Scott Paper (o., 200 USPQ 738 (TYTAB 1978); /n re liernational
Telephone & Telegraph Corp., 197 USPQ 910 (TTAB 1978).

The applicant’s goods are “fre:h fruits and vegetables™. The registrant’s goods are "CANNED
FISH; CANNED SEAFOOD; CANNED PATE DE FOIE: CANNED FRUITS: CANNED
VEGETABLES; DRIED FISH; AND DRIED FRUITS™, :

Consumers are accustomed to vesh fruits and vegetables and dried fruits and canned vegetables
originating from a common source because these items are commonly marketed under the same
trademark as canned, See the 2ttached third-panty registrations and printouts from the websites of
Mellissa’s®, Dole® and the apylicant for example. '

Because the marks are identical and the goods are highly related, the similaritics among the marks
and the goods are so great as to create a likelihood of confusion among consumers s to the source
of the goods. The examining a torney must resolve any doubt regarding a likelihood of confusion -
in favor of the prior registrant, /n re Hyper Shoppers (Ohiv), Inc., 837 F.2d 463, 6 USPQ2d 1025
(Fed. Cir., 1988).

The applicant should also note the following additional ground for refusal.

Varietal Name

The éxamining atorney refuses registration because the proposed mark is a varictal name for the
identificd goods. Trademark Act Sections 1, 2 and 45, 15 U.S.C. Sections 1051, 1052 and 1127,

Varietal (or cultivar) names are generic designations and cannot be registered ns.tmdcmnrks. See
In re Delta & Pine Land Co.. 2¢ USPQ2d 1157, 1159 n.4 (TTAB 1993), /n re Hilliop Orchards &

Nurseries, Inc., 206 USPQ 1034 (TTAB 1979); Jn re Farmer Seed & Nursery Co., 137 USPQ 231
(TTAB 1963), TMEP section 1202.05.




& . varitie e’:f '(’I‘uéa'nn;.'pcni.'cb A
" enbbage, pote , brussels sprouts and peppers. See the attached printouts from the UPOV
datebnscs of plant varieties and the USDA verieta] databases. Where a Latin name is given and no
English common name is Jisted, the examining attorney consulted with the USDA to determine the
common English name of the variety. Where appropriate the common English name is noted next
to the Latin name, . .

The applicant’s if!entit}cation f goods lists fresh fruits and vegetables, which presumably includes
all 9( the above listed items. /.ccordingly. the applicant’s mark is a varietal name and therefore not
entitled to registration, .

virgment for Informatioy

The applicant must provide the: following information to permit the examining attorney 10 reach an
informed judgment conceming the registrability of the proposed mark. The applicant must indicaie
whether CONSUL has ever bien used as a varictal name and whether a plant patent exists under
such name. 37 C.F.R Section :..61(b); TMEP section 1202.05.

Trademark Rule 2.61(b) states “The examiner may requirc the applicant to fumish such informetion
and cxhibits as may be reasorably necessary to the proper examination of the application.” The
Trademark Trial and Appeal loard has upheld a refusal of registration based on the applicant’s
failure to provide information -equested under this rule. /» re Babies Beat Inc., 13 USPQ2d 1729
(TTAB 1990) (failure to submi patent information regarding configuration).

R n jdelines

Although the examining attorn:y has refused registration, the applicant may respond 1o the refusal
to register by submitting evider ce'and arguments in suppon of registration.

If the applicant has any questions or needs assistance in responding to the Office action, please
contact the assigned examining attorney. -~

demacher
Examining Attorney
Law Office 101
(703) 308-9101 x262 (phone)
(703) 746-8101 (fax)
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IN THE UNITED STATES PATENT AND TRADEMARK OFF]
BEFORE THE TRADEMARK TRIAL AND APPEAL BOAR! 09-09-2002
LS. Pawnt & TMOK/TM Mald Ropt DL #2¢
In the Matter of: Registration No, 865,068
Date of Issue: February 18, 1969
CHIQUITA BRANDS, INC.
~ Petitioner, : Cancellation No. o 2
‘ : [
v. f?\ R
IR
VEGA TRADING CO., INC. RN
: - RS T
Registrant. - @ 2F
= =
- r .a
PE E

CHIQUITA BRANDS, INC., a corporation duly organized and existing under the laws of
the State of Delaware, having its principal place of business at 250 East Fifth Street, Cincinnati,

Ohio, 45202, believes that it is being damaged by the registration of the mark shown in

Registration No. 865,068 (hereinafter referred to as “Said Registration™) for the mark CONSUL,
registered to Vega Trading Co.,, Inc., a New York corporation, having a place of business at 18

Hudson Street, New York, New York 10013, and hereby petitions to cance! the same pursuant to

Section 14 of the Trademark Act of 1946 (15 U.S.C. § 1064).

As grounds therefor, it is alleged that:
1.

Upon information and belicf, Registrant is the owncr‘of record of Registration No.
865,068.

2.

Said Registration was issued on February 18, 1969 for *‘canned fish; canned
09/11/2002 EPIIAL  0D0O00O4] 853050
01 FLaX% Waxe de foie; canned fruits; canned vegetables; dried fish; and

\%




dried fruits” in International Class 29. A copy of the PTO TARR record for Said

Registration is attached hereto as Exhibit A.

‘Based upon information and belief, Said Registration has been abandoned; use of

the mark has been discontinued with intent not to resume, and Said Registration is '

therefore subject to cancellation under § 14(c) of the Trademark Act of 1946 (15
U.S.C. § 1064(c)).

Petitioner is the owner of record of U.S, Application Serial No. 76/342,985 filed
on November 29, 2001, for the mark CONSUL, for use with “fresh fruits” (as
amended), in Intemational Class 29; and U.S. Application Serial No. 76/342,984,
filed on November 29, 2001, for the mark CONSUL and Desig_n, also for use with
“fresh fruits” (as amended), in International Class 29 (collectively, the “CONSUL
Marks").

Petitioner has, since April 27, 1989, marketed and sold bananas under its
CONSUL mark; such date of first use being claimed in its applications for
registraﬁ(;n as referenced above. Petitioner has had a bona fide intention to sell
other fresh fruit, as well as fresh vegetables under the CONSUL Marks since on
or before November 29, 2001, the filing date 1"0r its applications to register the
CONSUL Marks,

In Office Actions dated March 5, 2002, issued in connection with Petitioner’s
pending CONSUL, Serial No. 76/342,985 and CONSUL & Design, Serial No.
76/342,984 tredemark applications, registration was denied by the U.S. Patent and
Trademark Office under Trademark Act § 2(d), 15 U.S.C. § 1052(d), based on

2




Registrant’s pre-existing CONSUL trademark registration, Registration No.
865,068.

7. Petitioner is likely to be damaged by continuance of Said Registration insofar as it
serves to limit the scope of protection afforded Petitioner’s CONSUL Marks, and
because registration has been refused in Petitioner’s pending applications for
registration of CONSUL and CONSUL and Design, under Trademark Action
§2(d), 15 U.S.C. 1052(d), based on likelihood of confusion with Said
Registration.

By reason of the foregoing, Petitioner is being damaged by Said Registration and reqﬁests

that Said registration be cancelled.

This Caz}ccllation Petition is filed in triplicate, accompanied by a check for the $300.00

filing fee, pursuant to 37 C.F.R. § 2.6(a)(16).

Respectfully submitted,

m

Louis K. Ebling, Esq.

Greenebaum Doll & McDonald PLLC
2800 Chemed Center

255 East Fifth Street

Cincinnati, Ohio 45202-4728

(513) 455-7644

lke@gdm.com

Date: Epiember S 2062




CERTIFICATE OF MAILING

I hereby certify that a copy of this correspondence is being deposited with the United
States Postal Service as first class mail in an envelope addressed to Assistant Commissioner for
Trademarks, Attn: TTAB, 2900 Crystal Drive, Arlington, Virginia 22202-3513 on September 5,
2002. 4 .
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. Latest Status Info Page 1 of 2

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 09/05/2002 10:42:59 ET
Serial Number: 72292643 ;

Registration Number: 865068

" Mark (words ouly): CONSUL

Current Status: This registration has been renewed.
- Date of Status: 1988-12-22

Filing Date: 1968-03-06

Registration Date: 1969-02-18

Law Office Assigned: Unknown

If you are the applicant or applicant's attorney and bave guestions about this flle, please contact
the Trademark Assistance Center at Trademark Assistance Center@uspto.gov ’

Current Location: 900 -Unknown

Date In Location: 2001-11-30

CURRENT APPLICANT(S)/OWNER(S)

1. VEGA TRADING CO., INC.

Address:

VEGA TRADING CO., INC.

18 HUDSON ST.

NEW YORK, NY 10013

United States

State or Couatry of Incorporation: New York
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

CANNED FISH; CANNED SEAFOOD; CANNED PATE DE FOIE; CANNED FRUITS; CANNED
VEGETABLES; DRIED FISH; AND DRIED FRUITS

U.S. Class: 046 (International Class 029)

First Use Date: 19500000

First Use in Commerce Date: 19500000

Basis: 1(a)

http:/Aarr.uspto.gov/serviet/tarr?re 9/5/02




. Latest Status Info

Page 2 of 2

ADDITIONAL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

1989-02-18 - Registration renewed - 20 year
1988-09-26 - Section 9 filed/check record for Section 8.

CONTACT INFORMATION

Correspondent (Owner)
SCHWEITZER & CORNMAN (Attomney of record)

SCHWEITZER & CORNMAN
230 PARK AVE.

NEW YORK, NY 10169
United States

http://tarr.uspto.gov/serviet/tarr?re

9/5/02
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FISH & RICHARDSON

SUITE 2800
7180 MEHARDEOR & SeEAVY ONE FINANCIAL CENTER 15 SUNNLETINUT AVSRUE, B, W
wosTON WATNINGTON, B: §, DOOBS-4008
oi-Ren BOSTON, MABSACHUSETTS 02111-2658 sou/ Ty wre
FRSOERINK A FION {000 WINTER SSWITY
850-00u [
W MEMARSSON TEEPHONT $17/842-8070 WALTHAN, MABSACHUSTYTS 08184- 1267
ones-mm - - mcwl:u-lnlua-nu 61718433878
SABLE: FISHRICH, BOSTON I
TRUIX 200180 PROVIONRCE, MG SLAKD 7908
401 1 X3-919)
2.8 50N 00
LINSOLIVILLE, MANC DS34Y
207/350-3008

November 5, 1990

CERTIFIED EXPRESS MAIL
President
Vega Trading Co., Inc.

71 West 23xrd Street
New York, RY 10010

Re: CORSUL, U.8. Trademark Reg. No. 865,068

Dear Sir/Madam:

We represent Chiquita Brands, Inc., the well-known
producer and seller of various food products, most notably
bananas and othexr fruits.

Chiguita Brands' applications to register "CONSUL®" and
»CONSUL and design® for fruits in the United States Patent and
Trademark Office stand rejected in view of Vega Trading Co.'s
Reg. No, 865,068, covering, inter plia, canned and dried fruits
and canned vegetables.

It is our understanding that the trademark "CONSUL" is
currently little used by Vega Trading, and is in fact no longer
in use in connection with several of the goods covered by Reg.
No. 865,068, most particularly canned and dried fruits and canned
vegetables, despite the fact that the registration was recently
reneved without any corresponding restriction of coveraga,
contrary to Patent and Trademark Office regquirements.

As the most amicable and efficacious way of resolving
this situation, Chiquita Brands, Inc. is interested in acguiring
all right, title, and interest in the "CONSUL™ trademark from
Vega Trading in return for appropriate monstary compsnsation.
Given that Chigquita Brands has to act against your company's
"CONSUL"® registration within the next few weeks in order to




President
Vega Trading Co.
Page 2

preserve its npplicat:lon.s, I would aﬁpmiate your giving me
call at your earliest convenience to discuss this matter further.

Very truly yours,

Tewuddl A [oomAe

Timothy A. Prench
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ANDERSON Kitt OLick & OsHINSKY, P.C.

ATTORNETE AND COUNBELLORSE AT LAW

888 THIRD AVENVE .
NICHOLAS L. COCH NEW YORK, NEW YORK {0017 ANDERSON RILL QUCK & DSHINSKY

OIRECT LINK 1213} 88S0-0743 i seo-oyoo BUITE 7900
TELECOPIER (3:3) 880-0733 000 PENNETLYANIA AVENUE, N.w.

January 8, 1991

Timotby A. French, Esq.

FPish & Richardson

Suite 2500

One Pinancial Center

Boston, Massachusetts 02111-2558

Re: CONSUL, U.8. Trademark Regq. No. 865,068

Dear Tim:

I have your letter of December 18, 1990 and find -
that perhaps we vere enjoying the lunch too much and
falled to communicate.

The bottom line was that our client would only be
villing to listen to a substantial propoul, not Jjust
any proposal, with respect to the tradamark CONSUL. The

suggestions set forth in your lstter mre so much in
contrast to our discussions that it appears there is no
need for us to discuss this further.

Our client has been using the mark for a
substantial period of time and has no interest in
parting with its rights except under circusstances which
would make it worthwhile.

Nicholas L. Coch

NiC:mp
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Trademark Trial and Appeal Board

29800 Crystal Drive

Arlington, Virginia 22202-3513

Tyson
Mailed: February 26, 2003

Cancellation No 92041031
CHIQUITA BRANDS, INC.
V.

VEGA TRADING CO., INC,

Monique Tyson, Legal Assistant

This Office has been unable to effect service of notice
of this proceeding on the respondent. Accordingly, it will be
necessary before proceeding herein to give notice by
publication in the Official Gézette, as prescribed by
Trademark Rule 2.118.

Pending such publication, proceedings herein are

suspended.
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Mailed: July 17, 2003
Cancellation No. 92041031
Registration No. 0865068
CHIQUITA BRANDS, INC.

V.

VEGA TRADING CO., INC.

No appearance having been entered in response to
service effected by publication in the Official Gazette, the
petition to cancel is granted, and the above-identified

registration will be cancelled in due course.

By the Trademark Trial
and Appeal Board
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i3 U. S. DEPARTMENT OF COMMERCE
j PATENT AND TRADEMARK OFFICE
o

CHIQUITA BRANDS, INC.
v.

VEGA TRADING CO., INC.

Cancellation No. 92041031

Louis K. Ebling of Greenbaum, Doli & McDonald for Chiquita
Brands, Inc.

Vega Trading Co., Inc, pro se.

The petition of Chiquita Brands, Inc. having been

granted on July 17, 2003, Registration No. 0865068 is hereby
cancelled.

Robert M. Anderson '

Deputy Commissioner for
Trademark Operations
AUG - 7 W




