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Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Altec Industries, Inc.

Granted to Date 03/15/2006

of previous

extension

Address 210 Inverness Center Drive
Birmingham, AL 35242
UNITED STATES

Attorney Morris Wade Richardson

information 2100 3rd Avenue NorthSte 1100

Birmingham, AL 35203

UNITED STATES

wade.richardson@arlaw.com, david.malick@arlaw.com,
joel.galanter@arlaw.com Phone:(205) 250-5043

Applicant Information

Application No 78453708 Publication date 11/15/2005
Opposition Filing | 03/13/2006 Opposition 03/15/2006
Date Period Ends

Applicant

Terex-Telelect, Inc.

500 Post Road East, Suite 320
Westport, CT 06880

UNITED STATES

Goods/Services Affected by Opposition

Class 009.

All goods and sevices in the class are opposed, namely: Electronic controls used to operate,
maneuver, and direct booms and baskets.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of: Trademark Application Serial No. 78/453,708

Filed on: July 20, 2004

For the mark: ISOCONTROL

Published in the Official Gazette of November 15, 2005 page TM 384

ALTEC INDUSTRIES, INC. )
(Opposer) )
)
V. ) Opposition No.
)
TEREX-TELELECT, INC., )
(Applicant) )

NOTICE OF OPPOSITION

This Notice of Opposition is brought in the matter of the application of
Terex-Telelect, Inc. (“Applicant”) for the mark ISOCONTROL filed July 20, 2004,
and assigned Serial No. 78/453,708.

Altec Industries, Inc. (“the Opposer”), a corporation incorporated in the
State of Alabama whose business address is 210 Inverness Center Drive,
Birmingham, Alabama 35242, believes that it will be damaged by registration of
the mark shown in Application Serial No. 78/453,708, and hereby opposes the
same under Section 13 of the Trademark Act of July 5, 1946, 15 U.S.C. §1063.
The required opposition fee accompanies the electronic filing of this Notice of
Opposition.

Applicant is a corporation incorporated in the State of Delaware whose
business address is 500 Post Road East, Suite 320, Westport, Connecticut

06880.



The Grounds for opposition are as follows:

1.

Applicant seeks to register the mark ISOCONTROL bearing Application
Serial No. 78/453,708 in connection with “[e]lectronic controls used to
operate, maneuver, and direct booms and baskets” pursuant to
International Class 009, as evidenced by publication of the mark in the
Official Gazette of November 15, 2005 (“Applicant’'s Mark”).

Pursuant to Trademark Rule 2.102, 37 C.F.R. §2.102, Opposer obtained
an extension of time for filing a Notice of Opposition against Application
Serial No. 78/453,708 to, and including, March 15, 2006.

Commencing long prior to July 20, 2004, (the filing date of Applicant’s
application for Serial No. 78/453,708), and for more than forty-eight (48)
years, Opposer has engaged, and is now engaged in manufacturing,
modifying, altering, fabricating, repairing, buying, selling, leasing, renting,
and otherwise dealing in trucks, truck bodies, frames, trailers, tractors,
motors, machinery, appliances, tools, and articles of every kind and
description to carry on a general manufacturing, design, and fabricating
business in interstate commerce.

Opposer has used, and is now using, the mark ISO-GRIP since April of
2002, and used the same in commerce since at least as early as July 2,
2004.

Opposer is the owner of U.S. Trademark Registration No. 2,909,038 for
the mark ISO-GRIP (“Opposer's Mark” or the “Registered Mark™) for
machinery pursuant to International Class 007 which was registered on

the Principal Register on December 7, 2004, for “[m]echanical grip
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controllers for use on the boom-tip of aerial machines, namely aerial lifts,
and aerial buckets, digger derricks, and other mobile hydraulic utility
equipment in the fields of electric utilities telecommunications, construction
and tree care.” Said registration was based on an application filed in the
U.S. Patent and Trademark Office on April 19, 2002.

6. Opposer's Mark is valid and subsisting and is prima facie evidence of
Opposer’s exclusive right to use said mark in commerce on the goods and
services specified in said registration.

7. Opposer's Mark is inherently distinctive and consumers have come to
associate the mark with goods and services of Opposer and thus such
mark is entitled to a broad range of protection.

8. There is no issue as to priority, as Application Serial No. 78/453,708 was
filed on an intent-to-use basis, subsequent to the publication of Opposer’'s
Mark, and after Opposer's Mark first was used in interstate commerce.
Applicant did not identify a first-use date or a first-use-in-commerce date.

9. At the time Applicant filed Application Serial No. 78/453,708, Applicant
had actual or constructive knowledge of Opposer’s rights under the
Registered Mark.

10. Applicant’'s Mark is confusingly similar to Opposer's Mark in sound,
appearance, and commercial impression.

11. Opposer’s Mark and Applicant’'s Mark are confusingly similar. The goods
covered by Opposer's Mark are related to the goods specified in
Applicant’s application for ISOCONTROL. Because the marks and the

goods are identical or closely related, Opposer's customers and the

Notice of Opposition-IsoControl (2) (3).doc Page 3of5



general public are likely to be confused, mistaken, or deceived as to the
affiliation, connection, or association of Applicant and/or its goods under
Applicant's Mark with Opposer and/or its goods under the Registered
Mark, and may be misled into believing that Applicant’'s goods under the
mark are provided, sponsored, or approved by Opposer.

12. Applicant operates in many of the same states as Opposer, providing the
same or similar products and services. Thus, use of Applicant’s Mark in
connection with identical or closely related goods is likely to confuse or
deceive the public as to the affiliation, connection, or association of
Applicant and/or its goods under Applicant’'s Mark with Opposer and/or its
goods under the Registered Mark, and may mislead the public into
believing that Applicant’s goods under the mark are provided, sponsored,
or approved by Opposer.

13. Opposer's Mark is symbolic of extensive good will and consumer
recognition built up by Opposer though substantial amounts of time and
effort in advertising and promotion through various channels of trade, with
the result that customers and the public in general have come to know and
recognize the Registered Marks and to identify and associate the
Registered Marks with Opposer.

14. In view of the substantial investment in advertising and promotion under
the Registered Mark, the Registered Mark has a valuable reputation.

15. The Registered Mark is famous within the meaning of Section 43(c) of
the Trademark Act, 15 U.S.C. §1125(c), by virtue of the mark’s inherent

distinctiveness, the long duration and wide extent of the use of the mark in

Notice of Opposition-IsoControl (2) (3).doc Page 40f 5



connection with the goods with which the mark is used, the long duration

and wide extent of the advertising and publicity of the mark, and the high

degree of the mark’s recognition by the public.  Applicant's use of a

confusingly similar mark constitutes dilution and/ or dilution by tarnishment

under 15 U.S.C. §1125(c).

WHEREFORE, Opposer prays that Application Serial No. 78/453,708 be
rejected, that no registration be issued thereon to Applicant, and that this

opposition be sustained in favor of Opposer.

Date: March 13, 2006 Respectfully submitted,

[ Morris Wade Richardson /
Morris Wade Richardson
Adams and Reese LLP

2100 37P Avenue North #1100
Birmingham, AL 35203-3367
Phone: (205) 250-5043
wade.richardson@arlaw.com

Joel T. Galanter

Adams and Reese LLP

424 Church Street, Suite 2800
Nashville, Tennessee 37219
Phone: (615) 259-1450
Facsimile: (615) 259-1470
joel.galanter@arlaw.com

Attorneys for Opposer
ALTEC INDUSTRIES, INC.
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