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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THULE TRAILERS, INC.
Opposer,
Serial Number 78/452,679
v. Opposition No. 91169629
MASTER LOCK COMPANY
Applicant.

OPPOSER’S OPPOSITION TO APPLICANT’S MOTION FOR JUDGMENT
FOR OPPOSER’S FAILURE TO PROVE CASE UNDER 37 C.F.R. § 2.132
AND OPPOSER’S MOTION TO REOPEN TIME FOR DISCOVERY AND

TESTIMONY PERIODS

Opposer, Thule Trailers, Inc. hereby opposes Applicant Master Lock Company’s Motion
for Judgment for Opposer’s Failure to Prove Case under 37 C.F.R. § 2.132, and further
requests that the Board reopen the time for discovery under 37 C.F.R. § 2.120(a) and
automatically reset the testimony periods under 37 C.F.R. § 2.132 and 37 CF.R. §

2.121(a)(1).

The parties have been trying to settle this case for some time. (Pasquine Declaration,
attached hereto, 9 2-6). In fact, Opposer was under the impression that this case was still
in settlement negotiations. (Pasq. Decl. q 5-7). Further, on or about January 4, 2007,
Opposer had consented to a motion to extend all time periods, as it had consented to
previous Master Lock requests for consent to extensions of time in this case. (Pasq. Decl.
9 3, 6). However, a review of the TTAB online record reveals that Master Lock did not
file a consented Motion to extend the periods in 2007. The last TTAB Order, dated June
2, 2006 indicates that discovery was last scheduled to close on December 5, 2006 and the

thirty day (30) testimony period was scheduled to close on March 5, 2007. Opposer has



not received a service copy of the Consented Motion or further communication from

Applicant withdrawing its request for consent. (Pasq. Decl. 4 7).

Good and Sufficient Cause Standard

The standard for overcoming a Motion for Judgment is “good and sufficient cause,”
which the Board has held is the equivalent of the excusable neglect standard set forth in
Fed. R. Civ. P. 6(b). HKG Industries, Inc. v. Perma-Pipe Inc., 49 USPQ2d 1156, 1157
(TTAB 1998). The same standard applies to motions to reopen the relevant time periods
in TTAB proceedings. See TBMP § 534.02. The test for excusable neglect takes into

account all of the relevant circumstances regarding the delay. These factors are:

1. The danger of prejudice to the nonmovant

2. The length of the delay and its potential impact on judicial proceedings

3. The reason for the delay, including whether it was within the reasonable
control of the Movant

4. Whether the Movant acted in good faith.

Pumpkin, Ltd. v. The Seed Corps, 43 USPQ.2d 1582 (TTAB 1997).

1. No Danger of Prejudice to the NonMovant

The serious danger of prejudice here is to Opposer, not Applicant. Applicant has not
presented any facts to support a claim of prejudice to it if the motion for judgment is not
granted. Further, there is no evidence to show how Applicant will be prejudiced if the

opposition is allowed to proceed and the discovery and testimony periods be reopened.

Opposer reasonably believed that the matter was still in settlement negotiations and that

Applicant would, after receipt of Opposer’s verbal consent on January 4, 2007, file a



consented Motion to extend the discovery and testimony periods as it had done at least
three times earlier in this case. (Pasq. Decl. § 6-7). However, Applicant failed to file the
consented Motion it requested, and then, waiting merely one day after Opposer’s last

scheduled testimony period closed, Applicant filed its Motion for Judgment.

If the Board grants Applicant’s motion for judgment or denies Opposer’s motion to
reopen the time periods, Applicant will still have its testimony period, but Opposer will
be foreclosed from taking discovery and testimony due solely to Applicant’s extended
consideration of Opposer’s settlement issue and Applicant’s failure to file the Motion to

extend the periods, for which it requested and obtained Opposer’s consent.

2. Length of Delay and Potential Impact on Judicial Proceedings Minimal

The parties have been in serious settlement negotiations since October 2006, after
Opposer agreed to a number of extensions of all periods since this opposition was
instituted in March 2006. (Pasq. Decl. 4 3). The last ordered testimony period was
scheduled to end on March 5, 2007, but Applicant’s attorney Mr. Johnston left a voice
mail message for the undersigned on or about January 4, 2007 in which he noted that
discovery had closed and requested another extension of the periods. (Pasq. Decl. § 6).
The undersigned left a return voice mail message for Mr. Johnston on January 4, 2007
consenting to the extension and reminding him about the outstanding settlement issue.
(Id.) Accordingly, Opposer expected Applicant to file the consented Motion to reopen
discovery and extend the testimony periods. However, it does not appear that Applicant

filed this Motion. Therefore, the impact of any delay and the potential impact on the



judicial proceedings is due almost entirely to Applicant’s behavior, rather than

Opposer’s.

3. Delay Caused by Settlement Negotiations and Applicant’s Unfiled but
Consented Motion to Extend Periods

It is well settled that the third factor, the reason for the delay, is the most important of the
factors in determining whether there is excusable neglect in a case. See HKG Industries,
Inc. at 1157 and cases cited therein. The significant reasons for the delay in prosecuting
this opposition past the last scheduled testimony period are that the parties themselves
were directly engaged in settlement discussions and Opposer had consented to further
extension of the discovery and testimony periods. Opposer believed that the case was
going to settle well before discovery closed, so that filing discovery and taking testimony
were not necessarily appropriate under the circumstances. Therefore, when asked to

extend the periods, Opposer consented.

4,  Whether the Movant acted in good faith

Applicant has acted in bad faith by filing the Motion for Judgment. Applicant has never
advised Opposer that its settlement offer is finally rejected or that settlement discussions
are closed between the parties. Rather, counsel for Applicant called the undersigned at
several intervals between November and January for explanations about what Opposer is
requesting and why. (Pasq. Decl. § 6). Further, Mr. Johnston requested Opposer’s
consent to reopen the discovery period on or about January 4, 2007. Between January 4,
2007 and March 6, 2007, Master Lock neglected to file the consented Motion to extend
the discovery and testimony periods and instead lay in wait for Opposer’s testimony

period to end to file its Motion for Judgment.



Conclusion

Opposer has not lost interest in this matter. Rather, Applicant’s continued delay in
addressing the outstanding settlement issue and its failure to file and serve the Motion to
extend the discovery and trial periods — requested by Applicant and to which Opposer

consented on January 4, 2007 - is the primary reason for the current posture of the case.

Opposer has been more than patient with Applicant and had hoped to settle the matter.
To that end, it has deferred serving discovery requests or scheduling testimony in the
hope that this matter can be resolved through the ongoing settlement talks. It has also
consented to every extension requested of it while Applicant took its time considering
Opposer’s settlement proposals and issues. Now, Applicant seeks to repay this

consideration by seeking judgment with prejudice against Opposer.

Ultimately, the question of whether to grant Applicant’s Motion for Judgment turns on
whether it would be equitable to do so. In this case, granting Applicant’s Motion for
Judgment would allow Applicant to benefit from (1) its own delays in considering
Opposer’s proposed settlement terms, (2) failing to file the consented Motion to extend
all periods that it requested, and (3) complete disregard of that agreement to extend. As
such, Applicant should not be rewarded for blind-siding Opposer with its subsequent
filing of a Motion for Judgment. Opposer therefore respectfully requests that Applicant’s
Motion for Judgment be denied, and that the discovery period be reopened to return the

parties to the position in which they were before the last proposed settlement. Opposer



notes that both actions will result in resetting of the testimony periods.

Dated this the 26 day of March, 2007.

Respectfully submitted,

izabeth Pasquine @%

NOVAK DRUCE & QUIGG LLP
1300 I Street, NW

1000 West Tower

Washington, DC 20005
202.659.0100 (telephone)
202.659.0105 (fax)

Attorney for Opposer



CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregoing OPPOSER’S
OPPOSITION TO APPLICANT’S MOTION FOR JUDGMENT FOR OPPOSER’S
FAILURE TO PROVE CASE UNDER 37 C.F.R. § 2.132 AND OPPOSER’S MOTION
TO REOPEN TIME FOR DISCOVERY AND TESTIMONY PERIODS has been served
on Master Lock Company via First Class Mail, postage prepaid to:

Raymond Rundelli

William A. Johnston

CALFEE, HALTER & GRISWOLD LLP
800 Superior Ave., Suite 1400

Cleveland, OH 44114-2688

P

El%ﬁ)eth Pasquine

Dated: March 26, 2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THULE TRAILERS, INC.
Opposer,
Serial Number 78/452,679
v. Opposition No. 91169629
MASTER LOCK COMPANY
Applicant.

DECLARATION OF ELIZABETH PASQUINE

I, Elizabeth Pasquine, hereby declare as follows:

1. I am one of the attorneys of record for Opposer Thule Trailers, Inc in the above-

captioned matter.

2. Thule made its first settlement proposal to Master Lock on or about April 1,

2006.

3. I have previously agreed to several requests made by Mr. Johnston, counsel for
Applicant, for extensions of all time periods to give Master Lock additional time to file
its Answer while considering Thule’s initial settlement proposal. Master Lock turned

down the settlement and filed its Answer on June 28, 2006.

4. On or about October 5, 2006, I received initial settlement documents from
Master Lock’s attorney, Mr. Johnston, which highlighted an issue that required further

attention.



5. Mr. Johnston and I first addressed that issue on or about October 26, 2007. Mr.
Johnson advised me on or about December 5, 2007 that he had finally been able to
schedule a time on December 7, 2007 during which he would discuss the issue with his
client. I have not been informed by Master Lock or its attorneys that it has come to a

definitive answer regarding this issue.

6. On January 4, 2007, 1 received a voice mail message from Mr. Johnson
requesting an extension of the time periods in this opposition in that the discovery
deadline had already passed. The next deadline was the end of the 30 day testimony
period, which had been previously scheduled to close on March 5, 2007. 1 returned Mr.
Johnston’s voice mail message on the same day at 216.622.8576, consenting to the
extension of all periods and reminding Mr. Johnson that we were awaiting his client’s

decision regarding our client’s outstanding settlement issue.

7. 1 did not receive a copy of the Motion for Extension to which I consented on
January 4, 2007, nor further communication from Master Lock’s attorneys regarding

Thule’s settlement issue or the extension or any other issue in this case until I received



Applicant’s Motion for Judgment, served on March 6, 2007.
I declare under penalty of perjury that the foregoing is true and correct.

Dated this the 26 day of March, 2007.

y submitted,

e

abeth Pasquine
(NOVAK DRUCE & QUIGG LLP
1300 I Street, NW

1000 West Tower

Washington, DC 20005
202.659.0100 (telephone)
202.659.0105 (fax)

Y,
V4

Attorney for Opposer



