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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

§
DANIEL A. MENDOZA, §
§
Opposer, § Opposition Nos.: 91169419, 91169697,
§ 91170049, and 91170258
Vvs. §
§ Application Nos.: 76/226,646; 76/375,495,
§ 76/226,645 and 76/462,142
VODAFONE GROUP PLC, §
§
Applicant. §
§

APPLICANT'S MOTION FOR SUMMARY JUDGMENT

Pursuant to Federal Rule of Civil Procedure 56, Applicant, Vodafone Group PLC
("Applicant" or "Vodafone"), respectfully moves the Trademark Trial and Appeal Board for
summary judgment in the consolidated proceedings identified above. A memorandum in support
of Applicant's Motion is attached hereto.

First, summary judgment of no likelihood of confusion is appropriate because all of the
evidence in this case demonstrates that the differences in the parties' marks and the parties' goods
and services, and all other relevant DuPont factors demonstrate that no reasonable fact finder
could find a likelihood of confusion. Second, summary judgment of cancellation is appropriate
because all of the evidence in this case demonstrates that Opposer, Daniel Mendoza ("Opposer"
or "Mendoza"), has no valid trademark rights in his asserted registration. Mendoza does not use
the <”> mark in commerce and has abandoned any bona fide trademark use of the <”> mark.
Summary judgment of cancellation is also appropriate because Mendoza fabricated and falsified

the specimens of use that he submitted to the Patent and Trademark Office with his Sections 8
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and 15 declarations. Indeed, the plain facts of this case and Mendoza's other dealings before the
Board demonstrate that Mendoza has effectively warehoused the <”> trademark for the sole
purposes of asserting his alleged trademark rights against others in litigation.

Discovery is complete in this proceeding and no material issues of fact remain. This
proceeding is ripe for summary adjudication. Accordingly, for these reasons and as set forth
more fully in Applicant's Memorandum in support of its Motion for Summary Judgment,
Applicant requests that the Board enter judgment canceling Opposer's trademark registration and
dismissing this proceeding.

espectfully submitted,

Dated: August/)_‘v:?’zOW /zA Uﬁ(/% W

NICOLE B. EMyONS

NATHAN A. ENGELS

BAKER & MCKENZIE LLP

2300 Trammell Crow Center

2001 Ross Avenue

Dallas, Texas 75201

Tel: (214) 978-3000

Fax: (214) 978-3099 (Facsimile)

Email: nicole.b.emmons(@bakernet.com
Email: nathan.a.engels@bakernet.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

§
DANIEL A. MENDOZA, §
§
Opposer, § Opposition Nos.: 91169419, 91169697,
§ 91170049, and 91170258
VS. 8
§ Application Nos.: 76/226,646; 76/375,495;
§ 76/226,645 and 76/462,142
VODAFONE GROUP PLC, §
§
Applicant. §
§

MEMORANDUM IN SUPPORT OF APPLICANT'S
MOTION FOR SUMMARY JUDGMENT
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STATEMENT OF UNCONTROVERTED FACTS

1. Applicant, Vodafone Group, PLC, seeks registration of the following four design marks

for telecommunications services in International Class 38:

vogne live! o O

App. No. 76/462,142  App. No. 76/375,495  App. No. 76/226,645  App. No. 76/226,646
2. Opposer, Daniel Mendoza, bases his opposition on his ownership of Trademark
Registration No. 2,389,214 for the word mark <”> for "dissemination of advertising for others
via telephones and an on-line electronic communications network" in International Class 35 and
for "entertainment in the nature of prerecorded messages in the fields of arts and humanities by

telephone and a global computer network" in International Class 41 (the "214 Registration" or

the "Registered Mark").

3. Mendoza does not provide telecommunications services under the mark <”> or under any
other mark.
4. To support the Combined Declarations Under Sections 8 and 15 that Mendoza submitted

to the Patent and Trademark Office, Mendoza included an alleged advertisement for the Richard
MacDonald Gallery.

S. The Richard MacDonald Gallery did not pay for or authorize Mendoza's alleged
advertisement use. In fact, the Richard MacDonald Gallery had not heard of Mendoza or his
alleged advertisement or entertainment services at the time when Mendoza used the Richard
MacDonald name and images for his Combined Declarations Under Sections 8 and 15.

6. In fact, the Richard MacDonald Gallery had not heard of Mendoza or his alleged
advertisement or entertainment services at the time when Mendoza used the Richard MacDonald

name and images to fabricate the specimen of use filed with Mendoza's original application.
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7. Mendoza fabricated and falsified the specimens of use that he submitted to the Patent and
Trademark Office with his original application and his Combined Declaration Under Sections 8

and 15.

vi
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L. INTRODUCTION

Opposer, Daniel Mendoza, an individual, has asserted his alleged trademark rights
against several applications filed by Applicant, Vodafone Group PLC, the largest
telecommunications network operator in the world. Mendoza bases his opposition on alleged
plans to expand the use of his mark to services that could compete with Vodafone's services — a
monumental undertaking for an individual with no actual business operations.

In actuality, however, the plain facts of this case demonstrate that Mendoza has no
business operations, no actual trademark rights, and no concerns relating to potential confusion —
Mendoza brought this opposition in bad faith in hopes of obtaining a nuisance settlement from
Vodafone. Summary judgment is appropriate in this matter because Mendoza's asserted mark is
strikingly dissimilar to Vodafone's marks and Mendoza's alleged services are undeniably
dissimilar to Vodafone's services. Further, summary judgment of cancellation is appropriate
because Mendoza has not made any legitimate trademark use of his alleged mark, and Mendoza
committed fraud by submitting fabricated specimens of use to the Patent and Trademark Office.

IL BACKGROUND

A. Vodafone's Trademark Applications

Vodafone is the largest telecommunications network operator in the world and Vodafone
owns numerous trademarks and trademark applications. At issue in these consolidated

proceedings are Vodafone's Applications to register the following four design marks:

vogne' live! 0 0

App. No. 76/462,142  App. No. 76/375,495  App. No. 76/226,645  App. No. 76/226,646
Each of Vodafone's Applications recite goods and services in multiple classes, but Mendoza only

opposed the Applications for the services in International Class 38. Each Application recites a
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long list of telecommunications services in Class 38 — the following is a representative sample of
the specific types of telecommunications services recited:
telecommunications services, namely, personal communications services, local
and long distance transmission of voice, data, and graphics by means of
telephone, telegraphic, cable and satellite transmission; mobile radio
communication services; mobile and fixed telephone communication services;
satellite communication services; cellular telephone services . . . .

See '142 Application; '495 Application; '645 Application; '646 Application.

B. Mendoza's Alleged Trademark Rights

Mendoza is the owner of Trademark Registration No. 2,389,214 for the word mark <”>
for "dissemination of advertising for others via telephones and an on-line electronic
communications network" in International Class 35 and for "entertainment in the nature of
prerecorded messages in the fields of arts and humanities by telephone and a global computer
network" in International Class 41 (the "214 Registration” or the "Registered Mark"). In
addition to the services recited in the 214 Registration, Mendoza alleged in his Notice of
Opposition that he has expanded his use to "Telephony Communications Services" and that he
"has rights under law for extension of use in the field of Telephony." Notice of Opposition,
Opposition No. 91170258 at 3,5 & 6 (96, 11 & 13).

Vodafone served discovery requests directed to Mendoza's allegations of expansion into
the "telephone communications services" market but Mendoza produced no evidence of any such
services. Declaration of Nicole Emmons ("Emmons Decl.") ] 3-4, Ex. A. Vodafone also
served discovery requests directed to Mendoza's alleged business operations and to Mendoza's
alleged use of his Registered Mark in commerce, but Mendoza failed to produce any evidence of
any actual business operations or of any bona fide use of the Registered Mark in commerce. /d.
The entirety of the evidence Mendoza produced during discovery was a set of seven (7) pages
apparently printed from his websites. On each page, Mendoza displays a stockpile of alleged

2
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trademarks and service marks with no goods or services discernibly associated with any
individual mark. Id. 95, Ex. B.

Moreover, to any extent that Mendoza's websites purport to advertise various third-party
businesses, those alleged advertisements are fabricated and unauthorized. Indeed, not only was
Mendoza unable to produce any advertising contracts or other business records during discovery,
but Vodafone's counsel learned that two of his purported advertising clients had never heard of
Daniel Mendoza, his alleged company, or his alleged trademarks. See Declaration of Christine
Foley ("Foley Decl."); Declaration of Michele MacDonald Jayson ("Jayson Decl."). Of
particular note, the Richard MacDonald Gallery has no affiliation with Mendoza and has not
authorized Mendoza to advertise on its behalf, but Mendoza used his alleged advertisements of
the Richard MacDonald Gallery as his specimen of use with his original application and his
Combined Declaration Under Sections 8 and 15 that he filed with the Patent and Trademark
Office. Jayson Decl. ] 3-6.

C. Mendoza's Other TTAB Proceedings

In an opposition unrelated to these proceedings, Opposition No. 91174380, Mendoza is
asserting the same 214 Registration against a trademark application filed by CitiGroup, Inc., the
largest financial services company in the world. Like the allegations made against Vodafone,
Mendoza purports to assert his alleged "extension rights" against CitiGroup. Notice of
Opposition, Opposition No. 91174380 at 2-3 (§ 6) (Emmons Decl., Ex. D). In another unrelated
proceeding, Opposition No. 91168871, Mendoza is asserting his ownership of Registration
No. 78188277 against Digium, Inc., again basing his likelihood of confusion allegations on his
alleged "extension rights." Notice of Opposition, Opposition No. 91168871 (Emmons Decl.,

Ex. E). The Board's website indicates that Digium has filed a motion to compel relating to its
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discovery requests directed to, among other things, evidence of Mendoza's alleged business
operations and plans to expand. See Emmons Decl., Ex. E.

In two previous proceedings, Opposition Nos. 91158348 and 91158473, Mendoza
asserted his recurring "extension rights" argument and again failed to support it with any
evidence. In those proceedings the Board squarely rejected Mendoza's argument noting that
Mendoza failed to provide any evidence to support his alleged plans to expand. Decision,
Opposition Proceeding Nos. 91158348 and 91158473 at 10 ("Because there is no evidentiary
support for opposer's [Mendoza's] contentions, opposer's arguments regarding expansion are not
well taken.") (Emmons Decl, Ex. F.).

III. ARGUMENT
A. Summary Judgment Standards

The Federal Rules of Civil Procedure govern summary judgment proceedings before the
Trademark Trial and Appeal Board. 37 C.F.R. § 2.116(a)(1991). "The requirements for granting
summary judgment in a trademark cancellation proceeding are the same as in any other
case ...." Loglan Inst. Inc. v. Logical Language Group, Inc., 22 USPQ2d 1531, 1532 (Fed. Cir.
1992). Summary judgment should be granted when the evidence raises no "genuine issue of
material fact" and "the moving party is entitled to judgment as a matter of law." Fed. R. Civ.
P. 56(c); Celotex Corp. v. Catrett, 477 U.S. 317, 322-323, 106 S. Ct. 2548, 2553-54 (1986);
Loglan Inst., 22 USPQ2d at 1532.

The moving party bears the initial burden to demonstrate the absence of a genuine issue
of material fact. See Celotex, 477 U.S. at 323, 106 S. Ct. at 2554. An issue is not "genuine" if
no reasonable juror could return a verdict on that issue against the moving party. Matsushita

Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 586-87, 106 S. Ct. 1348, 1356 (1996).

DALDMS/612258.3
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When the moving party has satisfied its burden, there is no genuine issue for trial unless
the nonmoving party shows that sufficient evidence would support a jury verdict for that party.
See Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 249-251, 106 S. Ct. 2505, 2511-12 (1986);
see also Univ. Book Store v. Univ. of Wisconsin Bd. of Regents, 33 USPQ2d 1385, 1389 (TTAB
1994) ("A genuine dispute with respect [to a fact that could affect the decision in the case] exists
if sufficient evidence is presented such that a reasonable fact finder could decide the question in
favor of the nonmoving party."). If the evidence of the non-moving party is merely colorable or
is not significantly probative, summary judgment should be granted. Anderson, 477 U.S. at 249-
50, 106 S. Ct. at 2511; Octocom Sys. Inc. v. Houston Computer Servs. Inc., 16 USPQ2d 1785,
1786 (Fed. Cir. 1990). "[A]s a general rule, the resolution of Board proceedings by means of
summary judgment is to be encouraged." Univ. Book Store, 33 USPQ2d at 1389.

B. No Reasonable Fact Finder Could Return A Verdict Of Likelihood Of Confusion

The Board applies the thirteen DuPont factors to analyze the likelihood of confusion
between two marks. Cunningham v. Laser Golf Co., 55 USPQ2d 1842, 1844 (Fed. Cir. 2000).
Not all of the thirteen factors may be relevant and the Board in its analysis may apply more or
less weight to certain factors. Two particularly key factors are the similarity or dissimilarity of
the parties' marks and the similarity or dissimilarity between goods and services with which the
marks are used. Kellogg Co. v. Pack'em Enter., Inc., 21 USPQ2d 1142, 1144 (Fed. Cir. 1991).

L. The dissimilarities between Vodafone's marks and Mendoza's alleged mark
weigh heavily in favor of summary judgment of no likelihood of confusion.

Mendoza registered as an alleged service mark a single set of quotation marks <”>
Mendoza obtained registration of the quotation marks as a word mark, meaning that, as a matter
of law, Mendoza's mark has no design element or characteristics distinguishing it from an

ordinary set of quotation marks.
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Vodafone's marks are design marks with the following designs:

vogne I i Ve.’ O O

App. No. 76/462,142  App. No. 76/375,495  App. No. 76/226,645  App. No. 76/226,646
The design marks in the '142 and '495 Applications both explicitly identify the source of the
related goods because the designs prominently incorporate the VODAFONE mark. This
inclusion of the distinctive VODAFONE brand name weighs very highly, if not conclusively,
against confusion. These two design marks also include a shaded rectangular background with a
contrasting or transparent circular design in the center, and a shaded, upwardly-pointed design
element resembling a single quotation mark in the center of the circle. The single-quotation
designs include a substantially circular center portion with a thick flaring portion and with the
area between the tip of the flaring portion and the center portion substantially filled.

The '645 and '646 Applications consist entirely of design elements. The entirety of these
two marks are essentially the same circle-and-quotation design element found within the design
marks in the '142 and '495 Applications. The design at issue in the '645 Application includes a
shaded circle with a contrasting or transparent single quotation-like design element in the center
of the circle and with the tip of the flaring portion directed upwardly. The tip of the flaring
portion lines up with the edge of the circle element at a point slightly right of the top point of the
circle. In an upside down and backwards relation to the design in the '645 Application, the
design at issue in the '646 Application includes the same design with the tip of the flaring portion
directed downwardly. The tip of the flaring portion in the '646 Application lines up with the
edge of the circle element at a point slightly left of the bottom point of the circle.

The connotation of each of Vodafone's marks is simply that of an ornamental design.

While the single quotation-like element of the designs can be recognized as a single quotation, a
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comma, or an apostrophe, the circle-design elements in the '645 and '646 Applications combine
with the quotation-like element to provide an overall appearance of a design. Because of the
design elements, no one could mistake these design marks as merely being a single quotation
mark. The same is true, of course, for the '142 and '495 Applications where the additional
rectangular design is the largest feature of the design and encloses the entirety of the mark except
the word element "live/" in the '142 Application. Moreover, the word portion VODAFONE in
the '142 and '495 Applications provides the unmistakable connotation that the connected services
originate from Vodafone.

In stark contrast, Mendoza's Registered Mark is merely a typed word mark — an ordinary
quotation mark just like any quotation mark found in written text. In contrast to the single
quotation-like element in Vodafone's designs, Mendoza's word mark is a double-quotation
quotation mark. Mendoza's Registered Mark has no design element.

The connotation of Mendoza's Registered Mark, if anything, is at most merely that of an
ordinary quotation mark. Because it is merely a word mark and an ordinary quotation mark, its
overall impression is, again, simply that of a quotation mark, and nothing more. If Mendoza's
Registered Mark were used near a sentence or group of words, consumers are unlikely to
recognize it as a trademark at all—consumers would simply think it is the quotation mark
enclosing the sentence or words to indicate that those words are a quote. The same is not true of
Vodafone's marks.

Indeed, comparing the marks in their entirety, Mendoza's Registered Mark bears virtually
no similarity to Vodafone's marks. Accordingly, the first DuPont factor weighs heavily, if not

conclusively, against a likelihood of confusion. See Kellogg Co., 21 USPQ2d at 1144 (granting
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summary judgment of no likelihood of confusion based on dissimilarities between the marks

FROOTEE ICE and FROOT LOOPS).

2. The dissimilarities between Vodafone's services and Mendoza's alleged services
weigh heavily in favor of summary judgment of no likelihood of confusion.

a. The parties' recited services.

Analysis of the second DuPont factor must focus on the goods and services recited in the
applications at issue and the goods and services recited in any registration that forms the basis of
the opposition proceeding. Mendoza's Registration recites services in International Classes 36
(Advertising and Business) and 41 (Education and Entertainment), and Mendoza only opposes
Vodafone's use of its trademarks on services in International Class 38 (Communications). Each
of Vodafone's Applications recites "telecommunications services" such as "cellular telephone
services," and Vodafone does provide the recited telecommunications services. In fact,
Vodafone operates the largest telecommunications network in the world.

While it is common sense, it is important to note that Vodafone uses its design marks in
connection with telecommunications services themselves, not the content of the communications
sent via those telecommunications services. Consumers, of course, recognize that they can, for
example, dial a telephone number to communicate with other people and that the
communications they receive originate from a source other than their telephone service provider.

In deciding contrast, the services listed in the 214 Registration are "dissemination of
advertising for others via telephones and an on-line electronic communications network” in
Class 36 and "entertainment in the nature of prerecorded messages in the fields of arts and
humanities by telephone and a global computer network" in Class 41. Mendoza's alleged
advertising via telephone and entertainment via prerecorded messages have nothing to do with

the telecommunications services recited in Vodafone's Applications. Mendoza's recited services
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may implicate the use of a telecommunications network, but consumers using Mendoza's
services would understand that Mendoza is not providing the actual telecommunications network
— only the content of the advertisements or prerecorded messages. Consumers use telephones
every day and no consumer could confuse the source of the communications they receive upon
dialing a telephone number with the service provider that makes dialing the number possible.
Indeed, the second DuPont factor weighs very heavily, if not conclusively, against a likelihood
of confusion and very heavily in favor of summary judgment.

b. Mendoza's allegations of expanding services.

Mendoza stated in his Notice of Opposition that he intends to expand his services and
that confusion is likely based on the expanding services. Notice of Opposition at 2. Not
surprisingly, however, Mendoza could not provide any evidence to support his allegations. See
Emmons Decl. § 3-10, Ex. A-F. Like it has done when Mendoza raised an expansion argument
in earlier Opposition proceedings, the Board should ignore Mendoza's fanciful claim in this
proceeding. See id., Ex. F at 10.

3. The fundamental difference between the channels of trade for Vodafone's

services and Mendoza's alleged services weighs heavily in favor of summary
Jjudgment of no likelihood of confusion.

The third DuPont factor requires a comparison of the channels of trade through which the
parties goods and services travel. As explained above, Vodafone's services are actual
telecommunications services. Vodafone competes with a relatively small number of companies
that operate telecommunications networks, and consumers generally must select from those
companies that offer services to their geographic location and affirmatively subscribe to their
chosen network. Inherent in the very nature of the telecommunications services recited in
Vodafone's Applications is an actual recognition by consumers of the source of the

telecommunications services to which they subscribe.

9
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Notwithstanding the fact that Mendoza failed to produce any evidence of any bona fide
use of his mark in commerce, the services recited in Mendoza's 214 Registration would travel
through trade channels fundamentally distinguishable from Vodafone's services. Mendoza's
214 Registration recites "advertising via telephone" and "entertainment via prerecorded
messages,” both of which would travel via telephone only when consumers dial the telephone
number related to the service. Just like one person calling another person, consumers
affirmatively recognize the source of the communications they are about to receive when they
dial their telephone. The same is true for Mendoza's alleged services to the extent that they
travel via computer network — consumers must take affirmative steps to visit Mendoza's Internet
website and consumers understand that the sources of individual websites are unique to their
maker.

In sum, it strains the imagination to think of any similarity or potential for confusion
between Mendoza's alleged trade channels and Vodafone's trade channels. Accordingly, this
DuPont factor weighs heavily against any likelihood of confusion.

4. The conditions under which consumers purchase Vodafone's recited services
weighs heavily against any likelihood of confusion because consumers
affirmatively subscribe to Vodafone's services.

As mentioned above, consumers affirmatively recognize the source of their
telecommunications services by selecting a provider and, typically, by entering into a contract
with their chosen provider. Consumers purchase dedicated, network-specific equipment that can
only be used on one wireless provider's network. Typically, consumers will examine the
relatively small number of service providers in their area and select the company with services

that best suits their needs. Consumers will accordingly exercise relatively high degrees of care in

10
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selecting their service provider, and this DuPont factor weighs against any likelihood of

confusion.

S. Mendoza's alleged trademark is very weak and the weakness of his mark weighs
against any likelihood of confusion.

The fifth DuPont factor is a relative measure of the strength of the opposer's mark, with
the strengths varying along a spectrum from very weak to famous or very strong. In this case,
Mendoza's entire evidence of use is seven pages printed from his Internet website. Mendoza has
no evidence of actual use, and even the seven pages provided by Mendoza underscore the
weakness of his alleged mark and alleged use.

As noted above, Mendoza's alleged mark is a common quotation mark. Nothing in the
evidence Mendoza provided during discovery even suggests that consumers would recognize his
use of quotation marks as a trademark. Emmons Decl., Ex. B. Indeed, Mendoza's alleged
evidence 1s simply a showcase of numerous words and symbols with the trademark symbols ™
and ® scattered throughout. Id. Mendoza's alleged marks have no discernable relationship to
any services, much less an association that could make for a strong trademark. Indeed, the
weakness of Mendoza's alleged trademark rights weighs heavily against any likelihood of
confusion and in favor of summary judgment.

6-9.  The sixth, seven, eighth, and ninth DuPont factors are not relevant.

For the purposes of this Motion only, Vodafone submits that the sixth through ninth
DuPont factors are not relevant. Vodafone reserves the right to present evidence and rely on
these factors if this proceeding continues, but, because the relevance of other DuPont factors
weighs heavily against any likelihood of confusion and heavily in favor of summary judgment,

Vodafone reserves its arguments directed to these less-relevant factors.
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10. The parties have no meaningful market interface and the tenth DuPont factor
weighs against any likelihood of confusion.

The tenth DuPont factor is the market interface between the parties. As explained above,
Vodafone is the largest mobile telecommunications network company in the world. Mendoza is
an individual who, at most, provided evidence that he maintains a few pages of an Internet
website. There is no meaningful market interface between Mendoza and Vodafone or between
Mendoza's alleged services and Vodafone's services. Accordingly, this factor weighs against any
likelihood of confusion and in favor of summary judgment.

11, Vodafone has the right to exclude others from use of its design marks.

The eleventh DuPont factor is the applicant's right to exclude others from using its marks.
Vodafone's marks are design marks with ornamental aspects unique to its marks. Vodafone has
the right to exclude all third parties from any use of its design marks or any confusingly similar
marks. Accordingly, this factor weighs against any likelihood of confusion and in favor of
summary judgment.

12. There is no potential for actual confusion.

The twelfth DuPont factor is the extent of any potential confusion, whether de minimis or
substantial. In this case, no reasonable fact finder could conclude that the potential for confusion
is substantial. The potential for confusion in this case is not even de minimis — it is non-existent.
Accordingly, this factor weighs against any likelihood of confusion and in favor of summary
judgment.

13. Mendoza's failure to show any evidence of trademark use weighs against any
likelihood of confusion.

The thirteenth DuPont factor is a catch-all factor in which the Board can consider any

relevant information. In this case, it is relevant to note that Mendoza has not provided any
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evidence of actual trademark use of his alleged <”> trademark and it appears from his website
that Mendoza merely desires to warehouse trademarks. Trademark Office records indicate that
Mendoza has filed numerous trademark applications for standard punctuation marks and,
including these proceedings, Mendoza has asserted his alleged trademark rights in 14 oppositions
since 2001.

In at least two other proceedings, Mendoza failed to produce any evidence and the Board
resoundingly dismissed his proceeding. Emmons Decl., Ex. F. The same should be done here.
It is clear that Mendoza has no bona fide business operation and Mendoza seeks only to elicit
nuisance settlements from businesses who seek protection for their legitimate trademarks. For
the purposes of this Motion for Summary Judgment, however, it is sufficient to note that
Mendoza failed to provide any evidence in response to Vodafone's formal discovery requests,
and that fact should weigh against any likelihood of confusion and in favor of summary
judgment.

C. No Material Questions Of Fact Exist Relating To Vodafone's Counterclaim For
Cancellation

A party seeking cancellatioﬁ of a registered trademark must prove two elements: (1) that
it has standing; and (2) that there are valid grounds for canceling the registration. Cunningham,
55 USPQ2d at 1844. Vodafone's standing is established by the fact that Mendoza asserted his
'214 Registration against Vodafone's Applications. As shown below, Mendoza's Registration
should be cancelled because the <> does not function as a trademark, Mendoza has abandoned
any bona fide use of the Registered Mark as a service mark in commerce, and Mendoza
committed fraud by submitting fabricated specimens of use with his falsified application and his

Combined Declaration Under Sections 8 and 15.
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L The Board should cancel Mendoza's '214 Registration because the alleged
mark does not function as a trademark and Mendoza has abandoned the Mark.

Section 45 of the Lanham Act defines a "service mark" as any word or symbol "used by a
person . . . to identify and distinguish the services of one person . . . from the services of others
and to indicate the source of the services, even if the that source is unknown." 15 U.S.C. § 1127.
Section 45 also explains that a party "uses" a service mark in commerce "when it is used or
displayed in the sale or advertising of services and the services are rendered in commerce.”" Id.
Following from these provisions, it is well established that a party's rights in a service mark vest
only with use in a manner that it would be readily perceived as identifying the specified services
and distinguishing a single source or origin for the services. See In re Aerospace Optics Inc., 78
USPQ2d 1861, 1862 (TTAB 2006). "The mere fact that a designation appears on the specimens
of record does not make it a trademark." Id

A critical element in determining whether a mark functions as a service mark is the
impression the matter makes on the relevant public. Id ("the critical inquiry is whether the
asserted mark would be perceived as a source indicator"). One piece in a "morass of figures and
printed matter" cannot function as a valid service mark if it is obfuscated in the scene and does
not make a significant impact on an individual encountering the mark. In re Morganroth, 208
USPQ 284, 287-88 (TTAB 1980). Thus, a valid service mark registration can exist only where
the registrant uses the mark "in such a manner that it would be readily perceived as identifying
[the recited] services." In re Moody's Investors Services, Inc., 13 USPQ2d 2043, 2047 (TTAB
1989); see also In re A La Vieille Russie, Inc., 60 USPQ2d 1895, 1901 (TTAB 2001) (merely
adding "SM" to a word does not give it significance as a service mark).

Recognizing Mendoza's non-use is a simple matter in view of these principles and the

facts of this case. The specimens of use Mendoza provided to the Trademark Office, the
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document Mendoza produced during discovery, and Mendoza's Internet websites collectively
and conclusively demonstrate the fundamental failure in Mendoza's alleged use — the Registered
Mark does not function as a service mark and Mendoza has abandoned any actual use. Emmons
Decl., Exs. B-C.

The specimens offered to the Trademark Office and the documents produced to Vodafone
during informal discovery are all merely copies of Internet websites operated by Mendoza.
Mendoza filed the following with his Combined Sections 8 and 15 Declaration and it is

indicative of each of his web pages:

15
DALDMS/612258.3




Trumpeter by Richard MacDonald ~ Call Toll Free 1-866-285-1888 ~ Just Say * (R) Tru... Page3of4

All Trademarks, ServiceMarks & Copyrights
are Propertics of their Respective Owners.

just SaY*h‘etwork

JUST SAY*(R ) with the asterisk as a fully integrated element of the marks, are servicemarks
or trademarks of Just Say ¥ (R) Network (sm) ; providing voice, informational and advertising
services via telephony for Media and the Internet. Marks use is governed by strict License.

*sm - Color Asterisk over picture® numbers or symbols references voice, telephony or
telephonic information, advertisements or entertainment Services over Media and the internet.
Follow link for *sm Reference.

Copyrights 1998~2006 Voice Play(R) with Recording Copyrights Voice Play(R)
The 'Look & Feel' use and design elements / extensions Copyright Voice Play(R).
" V(R)& Voice Play(R). Satellite Quotes( " ) Marks Registered U.S. Patent and TM Office.
pixplay »(sm) video and voice audio services is a servicemark of Voice Play(R) All Rights Reserved.

pixpilay™

Powered by Pixplavism) video and voice audio services.

Code 2006v6 ¢

/)

PECIMEN
Registrant: Daniel A. Mendoza
R N LR L L I Mark' "3
s Registration: 2,389,214
SRR AN Issued: September 26, 2000
International Class: 35
Our File No. 017673-000400US

http://www.voiceplay.con/richard/trumpeter/

9/18/2006




On this page, Mendoza displays a parade of alleged service marks, but nothing connects any
individual mark to any services. A very similar page appears on Mendoza's website
<www.voiceplay.com>, again listing multiple alleged service marks, again with no discernable
association between any of the alleged marks and any services. Clicking through Mendoza's
website leads to various web pages and each page includes several words, phrases, and symbols
with ™ and ® scattered throughout.

These pages are nothing more than a thinly-veiled effort to reserve some alleged rights in
these marks. Nothing connects Mendoza's alleged <”> mark (or any other of the marks
displayed) to any identifiable service, and nothing differentiates any one of his alleged marks
from another. Critically, nothing connects Mendoza's alleged <”> mark with the services recited
in the 214 Registration. See In re Moody's, 13 USPQ2d at 2047 ("[i]mplicit in [the] statutory
definition [of a service mark] is a requirement that there be a direct association between the mark
sought to be registered and the services specified in the application").

Fatal to Mendoza's hope to warehouse trademark rights, none of Mendoza's alleged
marks create a commercial impression separate and apart from the other material displayed on
these pages. See In re A La Vieille Russie, Inc., 60 USPQ2d at 1901 ("[the alleged mark] is not
displayed as a mark, but rather appears amid and as part of other informational matter, i.e.,
applicant's trade name, street address, phone number, and e-mail address"); In re Moranroth, 208
USPQ 284, 287-88 (TTAB 1980). No reasonable fact finder could conclude that such a morass
of alleged trademarks with no association to the recited services is a bona fide service mark use.
See In re Adair, 45 USPQ2d 1211 (TTAB 1997); In re Johnson Controls, Inc., 33 USPQ2d 1318
(TTAB 1994). In sum, the only thing "readily perceived" from Mendoza's evidence is the fact

that he does not make a bona fide service mark use of the mark <> and Mendoza has abandoned
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any actual trademark use. See In re Moody's, 13 USPQ2d at 2047. Accordingly, because no
questions of material fact exist and no reasonable finder of fact could conclude that Mendoza's
mark functions as a service mark and/or has not been abandoned, Mendoza's '214 Registration
should be cancelled.

2. The Board should cancel Mendoza's '214 Registration because Mendoza
committed fraud by filing his original application and statement of
incontestability with fabricated specimens of use.

Fraud occurs when a party "knowingly makes false, material representations of fact in
connection with an application." L.D. Kichler Co. v. Davoil, Inc., 192 F.3d 1349, 1351 (Fed.
Cir. 1999). Among other things, misrepresentations of a party's use of a mark can be fraud that
warrants cancellation. Standard Knitting, Ltd. v. Toyota Jidosha Kabushiki Kaisha, 77 USPQ2d
1917, 1926 (TTAB 2006); see also Grand Canyon West Ranch, LLC v. Hualapai Tribe, 78
USPQ2d 1969 (TTAB 2006) (registrations are void ab initio where a party files a declaration
having made no use of the mark in commerce).

Mendoza filed an alleged advertisement for the Richard MacDonald Gallery as his
specimen of use with his original application and his Combined Declaration Under Sections 8
and 15 (Emmons Decl., Ex. C), but the Richard MacDonald Gallery never paid for or authorized
Mendoza's alleged advertisement. Jayson Decl., 99 3-6. In fact, the Richard MacDonald
Gallery had never heard of Daniel Mendoza or his alleged advertising and entertainment services
until they were contacted by Applicant's counsel. /d The same is true of another of Mendoza's
alleged clients, Christine Foley — Christine Foley never paid for or authorized Mendoza's alleged
advertising and entertainment services and Christine Foley had never heard of Daniel Mendoza

or his alleged business. Foley Decl. 9§ 3-7.
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Mendoza fabricated this evidence in an intentional and undeniable effort to mislead the
Trademark Office. Further, Mendoza's submission of falsified specimens of use is a material
misrepresentation. See Standard Knitting, 77 USPQ2d at 1926. The undeniable conclusion that
must be drawn from this is that Mendoza committed fraud by submitting falsified specimens of
use and Board should enter summary judgment and cancel the '214 Registration.

IV. CONCLUSION

Mendoza's Registered Mark is strikingly dissimilar to Vodafone's design marks and
Vodafone's services. No reasonable fact finder could find a likelihood of confusion. Moreover,
Mendoza's pattern of behavior before the Trademark Office and the Trademark Trial and Appeal
Board speaks for itself — Mendoza obtained the 214 Registration through fraud and Mendoza has
asserted his Registration with undeniable bad faith. The Board should not condone Mendoza's
tactics. The '214 Registration should be cancelled and the Board should further enter appropriate

sanctions against Mendoza.

Refgpectfully submitted,

Dated: August %007 M% W

NicoLE B. EMM(}SNS

NATHAN A. ENGELS

BAKER & MCKENZIE LLP

2300 Trammell Crow Center

2001 Ross Avenue

Dallas, Texas 75201

Tel: (214) 978-3000

Fax: (214) 978-3099 (Facsimile)

Email: nicole.b.emmons@bakernet.com
Email: nathan.a.engels@bakernet.com

ATTORNEYS FOR APPLICANT
VODAFONE GROUP PLC
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CERTIFICATE OF SERVICE

The undersigned certifies that on August 2 , 2007, a true copy of the foregoing
APPLICANT'S MOTION FOR SUMMARY JUDGMENT AND MEMORANDUM IN
SUPPORT was served on Opposer, via First Class mail, postage prepaid, as follows:

DANIEL A. MENDOZA
P.O. Box 193156

San Francisco, CA 94119-3156 /M/L @Q& }é W

Nicole B. Emmon;/
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

§
§
DANIEL A. MENDOZA, §
8
Opposer, § Opposition Nos.: 91169419, 91169697,
§ 91170049, and 91170258
VS, §
§ Application Nos.: 76/226,646; 76/375,495;
§ 76/226,645 and 76/462,142
VODAFONE GROUP PLC, §
§
Applicant. §
§

DECLARATION OF NICOLE EMMONS IN SUPPORT OF
APPLICANT'S MOTION FOR SUMMARY JUDGMENT

I, Nicole Emmons, declare as follows:

l. "My name is Nicole Emmons. I have personal knowledge of the matters set forth
herein, and, if called as a witness, I could and would testify competently thereto. I have never
been convicted of a felony, and I am fully competent to make this Declaration.

2. Applicant, Vodafone Group PLC, recently retained Baker & McKenzie to
represent it in this and other trademark proceedings. I am the lead attorney for Applicant.

3. On behalf of Vodafone, we served Opposer, Daniel Mendoza, by U.S. Mail with
Applicant's First Set of Requests for Production, Applicant's First Set of Interrogatories, and
Applicant's First Set of Requests for Admission on June 4, 2007. True and correct copies of
Applicant discovery requests are attached hereto as Exhibit A.

4. Mendoza did not serve responses to Applicant's discovery requests within the
time period provided under the governing rules of discovery. In fact, Mendoza still has not

served any responses to Applicant's discovery requests.




5. Prior to Applicant's written, formal discovery, I spoke with Mendoza on the
telephone and made informal requests for Mendoza's business records and any evidence of his
use of his alleged <”> mark. Mendoza promised to provide his business records, but the only
documents that he produced were seven pages apparently printed from his website,
www.voiceplay.com. Attached hereto as Exhibit B are true and correct copies of the documents
produced by Mendoza. Mendoza did not produce any other documents during the discovery
period.

6. Among the pages that Mendoza produced were what appeared to be
advertisements for the Richard MacDonald Gallery and for Christine Foley. An associate
working under my direction contacted the Richard MacDonald Gallery and Christine Foley and
learned that neither party had any knowledge of Mendoza's alleged advertisements.

7. Mendoza used the alleged advertisement for the Richard MacDonald Gallery for
his specimen of use that he filed with the Patent and Trademark Office with his original
application based on Section 1(a) and pursuant to Sections 8 and 15 of the Lanham Act.
Attached hereto as Exhibit C is a true and correct copy of the specimen submitted in his original
application and his Combined Declaration Under Sections 8 and 15 obtained from the United
States Patent and Trademark Office.

8. Mendoza has instituted Opposition No. 91174380 against CitiGroup. Similar to
the Notice of Opposition filed against Vodafone, Mendoza purports to rely on “extension rights”
in the Notice of Opposition filed against CitiGroup because CitiGroup's goods and services are
dissimilar to the services recited in Mendoza's asserted registration. For the Board's
convenience, a copy of the Notice of Opposition that Mendoza filed against CitiGroup is

attached hereto as Exhibit D.
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9. Mendoza also instituted Opposition No. 91168871 against Digium, Inc., similarly
relying on his alleged “extension rights” as the basis for opposing Digium's applications for
goods and services which are dissimilar to those recited in Mendoza's registration. Digium filed
a motion to compel discovery from Mendoza and Digium's Motion to Compel states that
Mendoza failed to produce any evidence to support his alleged business operations or extension
rights. For the Board's convenience, attached hereto as Exhibit E are true and correct copies of
the Notice of Opposition that Mendoza filed against Digium and Digium's Motion to Compel
discovery from Mendoza.

10.  In Opposition Nos. 91158348 and 91158473, Mendoza also relied on his alleged
“extension rights” and the Board ultimately dismissed Mendoza's opposition. Among other
things, the Board found at page 10 in its Decision from those proceedings that “there is no
evidentiary support for opposer's [Mendoza's] contentions, opposer's arguments regarding
expansion are not well taken.” For the Board's convenience, a true and correct copy of the
Decision from Opposition Nos. 91158348 and 91158473 is attached hereto as Exhibit F.

11. I declare under penalty of perjury under the laws of the United States and the

State of Texas that the foregoing is true and correct.”

August ?\‘ , 2007.

/\/\mL% CaAtor,

1coleB Emm ns

SWORN TO AND SUBSCRIBED TO BEFORE ME this 2™ day of August, 2007.

é‘«b‘!‘f."«s ..
{"9 5 :ﬁgﬁt‘;g&%ﬁggfs Notary Public, in and for the State of Texas
TN 8

o Apri 20, 2010 My Commission Expires: APRIL 20,2010
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CERTIFICATE OF SERVICE

The undersigned certifies that on the ﬁday of August, 2007, a true copy of the
foregoing DECLARATION OF NICOLE EMMONS IN SUPPORT OF APPLICANT'S
MOTION FOR SUMMARY JUDGMENT was served on opposing counsel, via First Class
mail, postage prepaid: g

DANIEL A. MENDOZA
P.O. Box 193156
San Francisco, CA 94119-3156

Nk Eonwm

Nicole B. Emmon

/
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BAKER & MCKENZIE | Baker & McKenzie LLP
2300 Trammell Crow Center

2001 Ross Avenue

Dallas, Texas 75201, USA

Tel: +1 214 978 3000
Fax: +1 214 978 3099
www.bakernet.com

Nicole B. Emmons
Partner
Tel: +1 214 978 3052

nicole.b.emmons@bakernet.com

June 4, 2007

Daniel A. Mendoza
P.O. Box 193156
San Francisco, CA 94119-1356

Re: Application Nos: 76/226,646; 76/375,495; 76/226,645; 76/462,142, respectively
Opposition Nos: 91169419; 91169697; 91170049; 91170258, respectively
Opposer: Daniel A. Mendoza
Applicant: Vodafone Group PLC
Our File No.: 39180350-000494

Dear Mr. Mendoza,

Enclosed please find:

1. Applicant's First Set of Interrogatories;

2. Applicant's First Set of Requests for Admission; and

2. Applicant's First Set of Requests for Production of Documents.

Sincerely,

ker & McKenzie LLP

Nicole B. Eminons
NBE/NAE:pc
Encls.

DALDMS/592760.2
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

§
DANIEL A. MENDOZA, §
§
Opposer, 8 Opposition Nos.: 91169419, 91169697,
§ 91170049, and 91170258 ;
vs. § }
& Application Nos.: 76/226,646; 76/375,495,
§ 76/226,645 and 76/462,142
VODAFONE GROUP PLC, §
§
Applicant. §
§

APPLICANT’S FIRST SET OF INTERROGATORIES

Pursuant to Rule 33 of the Federal Rules of Civil Procedure and the Trademark Rules of
Practice, Applicant, Vodafone Group PLC (“Vodafone” or “Applicant”), hereby serves the
following interrogatories upon Opposer, Daniel A. Mendoza (“Mendoza” or “Opposer”), and
requests that the Opposer answer the following interrogatories fully and separately in writing and
under oath. Responses shall be served upon Applicant’s attorney, Nicole B. Emmons, BAKER
& McKENZIE LLP, 2001 Ross Avenue, Suite 2300, Dallas, Texas 75201, within thirty (30)

days of service hereof.

These Interrogatories are governed by the following Definitions and Instructions and
shall be deemed continuing in nature so as to require supplementary answers between the time
answers are served and the time of the offering of evidence, in accordance with Rule 26(¢) of the

Federal Rules of Civil Procedure.

APPLICANT’S FIRST SET OF INTERROGATORIES - Page 1 Exhibit A |
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L DEFINITIONS

The following terms and definitions apply to the instructions and to each Interrogatory set
forth herein:

A. “You,” “Your,” “Opposer,” and “Mendoza” shall mean and refer to Opposer
Daniel A. Mendoza to whom these Interrogatories are addressed, and all persons acting on its
behalf, including but not limited to its agents, attorneys, consultants, representatives, officers,
directors, employees, stockholders, trustees, partners, predecessors, divisions, corporate parent,
subsidiaries, affiliates, predecessors, successors, associations, partnerships, corporations, firms,
proprietorships, organizations, or entities in any way involved presently or previously with
Opposer and any of them having possession of, custody of, control of, knowledge of, or
responsibility for any document or information called for by these discovery requests.

B. “Applicant” means and refers to Applicant Vodafone Group PLC and includes,
where applicable, its officers, directors, employees, partners, agents, representatives, corporate
parent, subsidiaries, and affiliates.

C. “Notice” means and refers to the Notice of Opposition that Opposer filed in the
United States Patent and Trademark Office before the Trademark Trial and Appeal Board, or any
subsequent, Amended Notice that Opposer filed or files in the above-captioned action.

D. “Opposer’s Marks” means all marks that form the basis for Opposer’s opposition.

E. “Opposer’s Services” means the services set forth in Opposer’s United States
Trademark Registration No. 2,389,214,

F. “Applicant’s Marks” means the marks set forth in Applicant’s United States
Trademark Application Nos. 76/226,646; 76/226,645, 76/462,142; and 76/375,495 as well as any
uses of such marks that would result in additional common law rights.

G. “Applicant’s Goods and/or Services” means those goods and/or services set forth
in United States Trademark Application Nos.76/226,646; 76/226,645, 76/462,142; and
76/375,495.

APPLICANT’S FIRST SET OF INTERROGATORIES - Page 2 Dxlf)"blt ?
DALDMS/610431.1 age




H. “Person” means and refers to any natural person, business entity, legal entity,
governmental entity, or association, whether public or private.

L. “Document Requests” and “Requests” mean and refer to Applicant’s Requests for
Production of Documents, served contemporaneously herewith.

J. “Documents” is used in its broadest sense and means any and all written, printed,
typed, or computer-related words, data, or information in your possession, custody, or control,
including, without limitation, any writing or recording of any type or description, whether
written, printed, typed, recorded (mechanically or electronically), or reproduced by hand,
however and by whomever created, prepared, reproduced, disseminated, or made, including,
without limitation, all: letters; correspondence; communications; messages; telegrams; telexes;
electronic mail (e-mail); memoranda; notes; records; reports; financial statements; statistical and
financial records; minutes; notices and notes of meetings; notes, minutes, summaries, and other
records of telephone conversations, personal conversations, conferences, and/or other
communications; envelopes; interoffice, intra-office, and intra-company communications;
microfilm; microfiche; tape and disk recordings; sound recordings; video recordings;
photographs; bulletins; studies; plans; analyses; notices; computer records, runs, programs, and
software, and any codes necessary to comprehend such records, runs, programs, or software;
books; pamphlets; illustrations; lists; forecasts; brochures; periodicals; charts; graphs; indices;
bills; statements; files; agreements; contracts; subcontracts; completed forms; schedules;
worksheets; work papers; tables; analytical records; appraisals; recommendations; printouts; data
compilations; policies; amendments to policies or contracts; training manuals; operator’s
manuals; user’s manuals; calendars; diaries; diary entries; appointment books; time records;
instructions; work assignments; payroll records; transcripts of hearings; transcripts of testimony;
articles; speeches; statistical data; statistical statements; test results; notebooks; opinions and
reports of consultants; and any other written, printed, typed, recorded, or graphic matter, of any

nature, however produced or reproduced, including copies and drafts of such documents, any and

APPLICANT’S FIRST SET OF INTERROGATORIES - Page 3
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all handwritten notes or notations thereon in whatever form, and all attachments and appendices
thereto. The term “documents” also includes all data or documentation that is stored in a
computer or other storage device and that can be printed on paper, disk, or tape, such as drafts of
documents that are stored in a computer or word processor and information that has been input
into a computer or other storage device, as well as disks and other materials in which the data or
documentation is found, The term “documents” also includes all information stored at any time
in an electronic media, including but not limited to electronic mail and computer files, including
archived files, that are or can be made available for retrieval from any electronic storage
medium, including hard drives, hard disks, optical disks, tape storage, etc. In addition, a draft or
non-identical copy is a separate document within the meaning of this term. Documents also
mean and include “data,” “file,” and “communication,” as defined herein.

K. Without limitation of the term “control” as used in the preceding paragraph, a
document is deemed to be in your control if you or any of your agents, attorneys, consultants, or
representatives have actual, physical possession of the document or a copy thereof, or if you
have a right to secure the document or a copy thereof from another person or public or private
entity that has actual, physical possession of the document.

L. “Documents relating to,” “documents pertaining to,” and “documents concerning”
mean and include, without limitation, documents that in any manner or form are relevant in any
way to the subject matter in question, including, without limitation, all documents that contain,
record, reflect, demonstrate, evidence, summarize, evaluate, regard, comment upon, describe,
measure, support, analyze, explain, constitute, discuss, refer to, relate to, pertain to, concern, or
respond to the subject matter in question; or that in any manner state the background of, are
connected with, or were the basis or bases for the subject matter in question; or that were referred
to, relied upon, utilized, generated, transmitted, or received in arriving at your conclusion(s),
opinion(s), estimate(s), position(s), decision(s), belief(s), or assertion(s) concerning the subject

matter in question.
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M. “Data” means any facts, communications, contacts, and documents, of which
Applicant has knowledge, information, or belief.

N. “Refer to” and “relate to” mean concerning, including, demonstrating, evidencing,
mentioning, referring to, relating to, or pertaining to, directly or indirectly, the specific subject
matter in question, or any aspect or portion thereof.

0. “File” means a collection or gathering together of documents in a folder, box, or
other cover or container for purposes of keeping, organizing, or storing documents.

P. “Communication” means and includes any transmission or exchange of
information between two or more persons, whether orally or in writing, including, without
limitation, any conversation or discussion by means of letter, electronic mail (e-mail), note,
memorandum, inter-office correspondence, intra-office correspondence, telephone, telegraph,
telex, telecopy, cable communicating data processor, or any other electronic or other medium.

Q. “Identify,” when used in reference to:

(a) a person who is an individual shall mean to state his or her full name,
present residential address (or last known address), present known position, title or business
affiliation (or last known position, title or business affiliation), job title, employment status,
employment address, business telephone number, and residential telephone number.

(b) a person who is a firm, partnership, business entity, association,

corporation, proprietorship, or other organization or entity shall mean to state its full name,
present address (or last known address), telephone number, legal form of such entity or ;
organization, and identity of current Chief Executive Officer or person with equivalent title or
responsibility.

(c) documents shall mean to state the title (if any), author(s), recipient(s),

sender(s), type of document, and its present location.

R. “Any,” “all,” “each,” “every,” and “those” mean any and all, each and every.
APPLICANT’S FIRST SET OF INTERROGATORIES - Page 5 Exhibit A
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S. “And” and “or” mean “and/or,” both conjunctively and disjunctively, to ensure

the broadest disclosure of information.

T. Use of the singular form of any word includes the plural, and vice versa.

U. Use of the masculine form of any word includes the feminine and neuter, and vice
versa.

V. Use of the past tense includes the present, and vice versa, where the clear meaning

is not distorted by the change of tense.

IL INSTRUCTIONS

For purposes of these Interrogatories, please comply with the following instructions:

A. With respect to any information called for by these Interrogatories that you
presently contend that you are not required to disclose because of any privilege or protection
from disclosure:

(a) identify each person who has seen or received each such information at
any time;

(b) state the nature of the information; and

(c) state the nature of the privilege(s) and/or protection(s) asserted (e.g.,
attorney-client, work-product, etc.)

B. To the extent that you contend that any of these Interrogatories are objectionable,
respond to any part of the Interrogatory that is not objectionable to you, and separately state the
portion of each Interrogatory to which you object and the grounds for the objection.

C. If the answer to all or any part of any interrogatofy is not presently known or
available, include a statement to that effect.

D. In answering these interrogatories, you must make a diligent search of your
records and of other papers and materials in your possession or available to you or your

representatives. If an interrogatory has subparts, answer each subpart separately and in full and
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do not limit your response to the interrogatory as a whole. If these interrogatories cannot be fully
answered, answer to the extent possible, specify the reason for your inability to respond to the
remainder, and state whatever information and knowledge you have regarding any unanswered
portion. If you cannot provide a complete answer to any of these interrogatories because your
investigation of the subject of this litigation is continuing or incomplete, please give an
approximate date of the time when you expect your investigation to be complete so as to enable
you to respond fully to the particular interrogatory.

E. In answering these interrogatories, you are required to furnish all information that
is available to you, including information in the possession of your aftorneys, accountants,
agents, employees, representatives, investigators or any other persons directly or indirectly
employed by or connected with you or your attorney, and anyone else otherwise subject to your
control.

F. In the event that you produce documents in response to these interrogatories,
identify by paragraph and subparagraph the interrogatories to which each produced document is
responsive. If a document is responsive to more than one interrogatory, each interrogatory
(including subparts) to which it is responsive should be identified.

G. Insofar as any of these Interrogatories concern use of any mark or designation,
unless otherwise specified, such Interrogatories concern use in the United States of America and
in commonwealths, territories, or other territory within the federal judicial system of the federal
government of the United States of America, and not use in foreign nations.

H. These Interrogatories are continuing and require further and prompt supplemental
responses in accordance with Federal Rule of Civil Procedure 26(¢). In the event that you
become aware of, acquire, obtain custody or control of, make, or discover—between the time the
initial responses are made and the conclusion of the evidence phase of this action—additional
responsive information or documents, seasonably supplement your responses in accordance with

the Federal Rules of Civil Procedure.
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III. INTERROGATORIES

INTERROGATORY NO. 1: Describe in detail Opposer’s business model and/or

business operations with respect to Opposer’s Services offered under Opposer's Mark.

ANSWER:

INTERROGATORY NO. 2: Explain in detail how Opposer advertises or promotes

Opposer’s Services.

ANSWER:

INTERROGATOQRY NO. 3: Identify and describe each instance in which any person has

experienced actual confusion between Applicant's Marks and Opposer's Mark.

ANSWER:

INTERROGATORY NO. 4: If Opposer knows of any instance in which a person has

been confused, mistaken, or deceived as to the source of Opposer's or Applicant's goods and/or
services, identify each person involved, the dates and reasons for the confusion, the goods and/or

services confused, and any notice received or record made of the confusion.

ANSWER:

INTERROGATORY NO. §: Identify all surveys, polls, studies, or documents

concerning the issue of whether there is a likelihood of confusion between Applicant's Marks

and Opposer's Mark.

ANSWER:

APPLICANT’S FIRST SET OF INTERROGATORIES - Page 8
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INTERROGATORY NO. 6: List contact information for every customer or purchaser of

Opposer’s Services, including names, telephone numbers, and addresses.

ANSWER:

INTERROGATORY NO. 7: Describe in detail any alleged similarity in the appearance,
meaning, or design of the Applicant's Marks and Opposer's Mark.

ANSWER:

INTERROGATORY NO. 8: Describe any and all litigation, administrative proceedings,

or legal proceedings relating to any trademark, service mark, or trade dress in which Opposer has
been a party within the past ten years, including but not limited to each trademark opposition or

cancellation proceeding.

ANSWER:

INTERROGATORY NO. 9: Describe in detail every settlement, settlement negotiation,

or settlement discussion Opposer has had with any other person or party relating to any litigation,
administrative proceeding, or legal proceeding relating to any trademark, service mark, or trade

dress.

ANSWER:
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INTERROGATORY NO. 10: On an annual basis for each year in which Opposer has

used Opposer's Mark in connection with Opposer’s Services, list the revenues Opposer has

received that is reasonably related to Opposer’s Services.

ANSWER:

INTERROGATORY NO. 11: Describe any litigation or legal proceedings involving any

trademarks or service marks owned by Opposer, or any matters of trade dress, to which Opposer

has been a party in the ten years prior to service of these Interrogatories.

ANSWER:

INTERROGATORY NO. 12: List every individual involved with Opposer’s use of

Opposer's Mark in connection with Opposer’s Services, including any business partners,

employees, co-workers.

ANSWER:

INTERROGATORY NO. 13: List the attorney and describe the nature and scope of each

engagement for every instance in which Opposer has retained counsel for any matter relating to

any of Opposer’s trademark or service mark rights.

ANSWER:

INTERROGATORY NO. 14: Provide contact information for every individual that can

corroborate Opposer’s use of Opposer's Mark in connection with Opposer’s Services, including

names, addresses, and telephone numbers.

ANSWER:
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INTERROGATORY NO. 18: Explain in detail how Opposer made its decision to initiate

trademark opposition proceedings against Applicant, including an identification of any

individual with whom Opposer discussed Applicant’s trademark applications.

ANSWER!:

INTERROGATORY NO. 16: Explain in detail the use, function, purpose, and operation

of Opposer’s Services.

ANSWER:

INTERROGATORY NO. 17: Provide contact information for every individual with

whom Opposer discussed Applicant’s discovery requests to Opposer, including names, addresses

and telephone numbers.

ANSWER:

INTERROGATORY NO. 18: Provide contact information for every person or entity that

has paid Opposer for Opposer’s Services.

ANSWER:

INTERROGATORY NO. 19: Explain in detail how Opposer contends that Opposer’s

Services compete with any goods and services offered by Applicant.

ANSWER:
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INTERROGATORY NO. 20: Explain in detail any plan or intention Opposer has for

expanding Opposer’s business operations.

ANSWER:

INTERROGATORY NO. 21: For each of Request for Admission that Opposer answered

with something other than an unqualified admission, explain in detail the reason(s) and/or bases

for Opposer’s answer.

ANSWER:

Dated: June 4, 2007 espectfully submitted,

it B,

Nicole B. Emmons

Texas State Bar No. 24004543

Nathan A. Engels

Texas State Bar No. 24036526
BAKER & MCKENZIE LLP

2300 Trammell Crow Center

2001 Ross Avenue

Dallas, Texas 75201

(214) 978-3000

(214) 978-3099 (Facsimile)
nicole.b.emmons@bakernet.com (email)
nathan.a.engels@bakernet.com (email)

ATTORNEYS FOR APPLICANT
VODAFONE GROUP PLC
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CERTIFICATE OF SERVICE

The undersigned certifies that on the 4th day of June, 2007, a true copy of the foregoing
APPLICANT’S FIRST SET OF INTERROGATORIES was placed in the U.S. Mail, postage
pre-paid, addressed as follows:

Daniel Mendoza
Post Office Box 193156

San Francisco, CA 94119-1356 \rv M/ %\/\/\

Nicole B. Emmons

Exhibit A
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

§
DANIEL A. MENDOZA, §
§
Opposer, N Opposition Nos.: 91169419, 91 169697,
§ 91170049, and 91170258
Vs, §
§ Application Nos.: 76/226,646; 76/375,495,
& 76/226,645 and 76/462,142
VODAFONE GROUP PLC, §
§
Applicant. §
§

APPLICANT’S FIRST SET OF REQUESTS FOR ADMISSION

Applicant, Vodafone Group PLC (“Vodafone” or “Opposer”), hereby requests that
Opposer, Daniel A. Mendoza (“Mendoza™ or “Applicant™), admit or deny fully and separately in
writing the following requests for admission under oath pursuant to Rule 36 of the Federal Rules
of Civil Procedure and the Trademark Rules of Practice. Responses shall be served upon
Applicant’s attorney, Nicole B. Emmons, BAKER & McKENZIE LLP, 2001 Ross Avenue,
Suite 2300, Dallas, Texas 75201, within thirty (30) days of service hereof.

In responding to these Requests, Opposer is expected to refer to all information available
to him, including, but not limited to, information in the possession of Opposer’s attorneys or
information in the possession of anyone employed or formerly employed by Opposer.

L DEFINITIONS

The following terms and definitions apply to the instructions and to each request set forth

herein:
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FOR ADMISSION — Page 1 Exhibit A

DALDMS/610466.]




A. “You,” “Your,” “Opposer,” and “Mendoza” shall mean and refer to Opposer
Daniel A. Mendoza to whom these Requests are addressed, and all persons acting on its behalf,
including but not limited to its agents, attorneys, consultants, representatives, officers, directors,
employees, stockholders, trustees, partners, predecessors, divisions, corporate parent,
subsidiaries, affiliates, predecessors, successors, associations, partnerships, corporations, firms,
proprietorships, organizations, or entities in any way involved presently or previously with
Opposer and any of them having possession of, custody of, control of, knowledge of, or
responsibility for any document or information called for by these discovery requests.

B. “Yodafone” and “Applicant” mean and refer to Applicant Vodafone Group PLC
and includes, where applicable, its officers, directors, employees, partners, agents,
representatives, corporate parent, subsidiaries, and affiliates.

C. “Notice” means and refers to the Notice of Opposition that Opposer filed in the
United States Patent and Trademark Office before the Trademark Trieﬂ and Appeal Board, or any
subsequent, Amended Notice that Opposer filed or files in the above-captioned action.

D. “Opposer’s Marks” means any trademarks or service marks upon which Opposer
bases its opposition to Applicant’s trademark applications.

E. “Opposer’s Services” means those services set forth in Opposer’s United States
Trademark Registration No. 2,389,214,

F. “Applicant’s Marks” means the marks set forth in Applicant’s United States
Trademark Application Nos. 76/226,646; 76/226,645, 76/462,142; and 76/375,495 as well as any
uses of such marks that would result in additional common law rights.

G. “Applicant’s Goods and/or Services” means those goods and/or services set forth
in United States Trademark Application Nos. 76/226,646; 76/226,645, 76/462,142; and
76/375,495.

H. “Person” means and refers to any natural person, business entity, legal entity,

governmental entity, or association, whether public or private.
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L. “Document Requests” and “Requests” mean and refer to Applicant’s Requests for
Production of Documents, served contemporaneously herewith.

J. “Documents” is used in its broadest sense and means any and all written, printed,
typed, or computer-related words, data, or information in your possession, custody, or control,
including, without limitation, any writing or recording of any type or description, whether
written, printed, typed, recorded (mechanically or electronically), or reproduced by hand,
however and by whomever created, prepared, reproduced, disseminated, or made, including,
without limitation, all: letters; correspondence; communications; messages; telegrams; telexes;
electronic mail (e-mail); memoranda; notes; records; reports; financial statements; statistical and
financial records; minutes; notices and notes of meetings; notes, minutes, summaries, and other
records of telephone conversations, personal conversations, conferences, and/or other
communications; envelopes; interoffice, intra-office, and intra-company communications;
microfilm; microfiche; tape and disk recordings; sound recordings; video recordings;
photographs; bulletins; studies; plans; analyses; notices; computer records, runs, programs, and
software, and any codes necessary 1o comprehend such records, runs, programs, or software;
books; pamphlets; illustrations; lists; forecasts; brochures; periodicals; charts; graphs; indices;
bills; statements; files; agreements; contracts; subcontracts; completed forms; schedules;
worksheets; work papers; tables; analytical records; appraisals; recommendations; printouts; data
compilations; policies; amendments to policies or contracts; training manuals; operator’s
manuals; user’s manuals; calendars; diaries; diary entries; appointment books; time records;
instructions; work assignments; payroll records; transcripts of hearings; transcripts of testimony;
articles; speeches; statistical data; statistical statements; test results; notebooks; opinions and
reports of consultants; and any other written, printed, typed, recorded, or graphic maiter, of any
nature, however produced or reproduced, including copies and drafts of such documents, any and
all handwritten notes or notations thereon in whatever form, and all attachments and appendices

thereto. The term “documents” also includes all data or documentation that is stored in a
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computer or other storage device and that can be printed on paper, disk, or tape, such as drafts of
documents that are stored in a computer or word processor and information that has been input
into a computer or other storage device, as well as disks and other materials in which the data or
documentation is found. The term “documents” also includes all information stored at any time
in an electronic media, including but not limited to electronic mail and computer files, including
archived files, that are or can be made available for retrieval from any electronic storage
medium, including hard drives, hard disks, optical disks, tape storage, etc. In addition, a draft or
non-identical copy is a separate document within the meaning of this term. Documents also
mean and include “data,” “file,” and “communication,” as defined herein.

K. Without limitation of the term “control” as used in the preceding paragraph, a
document is deemed to be in your control if you or any of your agents, attorneys, consultants, or
representatives have actual, physical possession of the document or a copy thereof, or if you
have a right to secure the document or a copy thereof from another person or public or private
entity that has actual, physical possession of the document.

L. “Documents relating to,” “documents pertaining to,” and “documents concerning”
mean and include, without limitation, documents that in any manner or form are relevant in any
way to the subject matter in question, including, without limitation, all documents that contain,
record, reflect, demonstrate, evidence, summarize, evaluate, regard, comment upon, describe,
measure, support, analyze, explain, constitute, discuss, refer to, relate to, pertain to, concern, or
respond to the subject matter in question; or that in any manner state the background of, are
connected with, or were the basis or bases for the subject matter in question; or that were referred
to, relied upon, utilized, generated, transmitted, or received in arriving at your conclusion(s),
opinion(s), estimate(s), position(s), decision(s), belief(s), or assertion(s) concerning the subject
matter in question.

M. “Data” means any facts, communications, contacts, and documents, of which

Applicant has knowledge, information, or belief.
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N. “Refer to” and “relate to” mean concerning, including, demonstrating, evidencing,
mentioning, referring to, relating to, or pertaining to, directly or indirectly, the specific subject
matter in question, or any aspect or portion thereof.

0. “File” means a collection or gathering together of documents in a folder, box, or
other cover or container for purposes of keeping, organizing, or storing documents.

P. “Communication” means and includes any transmission or exchange of
information between two or more persons, whether orally or in writing, including, without
limitation, any conversation or discussion by means of letter, electronic mail (e-mail), note,
memorandum, inter-office correspondence, intra-office correspondence, telephone, telegraph,
telex, telecopy, cable communicating data processor, or any other electronic or other medium.

Q. “Identify,” when used in reference to:

(a) a person who is an individual shall mean to state his or her full name,
present residential address (or last known address), present known position, title or business
affiliation (or last known position, title or business affiliation), job title, employment status,
employment address, business telephone number, and residential telephone number.

(b) a person who is a firm, partnership, business entity, association,
corporation, proprietorship, or other organization or entity shall mean to state its full name,
present address (or last known address), telephone number, legal form of such entity or
organization, and identity of current Chief Executive Officer or person with equivalent title or
responsibility.

(c) documents shall mean to state the title (if any), author(s), recipient(s),
sender(s), type of document, and its present location.

R. “Any,” “all,” “each,” “every,” and “those” mean any and all, each and every.
S. “And” and “or” mean “and/or,” both conjunctively and disjunctively, to ensure
the broadest disclosure of information.

T. Use of the singular form of any word includes the plural, and vice versa.
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U. Use of the masculine form of any word includes the feminine and neuter, and vice
versa.
V. Use of the past tense includes the present, and vice versa, where the clear meaning

is not distorted by the change of tense.

IL INSTRUCTIONS

For purposes of these Requests, please comply with the following instructions:
A. With respect to any information called for by these Requests that you presently

contend that you are not required to disclose because of any privilege or protection from

disclosure:
(a) identify each person who has seen or received each such information at
any time;
(b) state the nature of the information; and
(c) state the nature of the privilege(s) and/or protection(s) asserted (e.g.,
attorney-client, work-product, etc.)
B. To the extent that you contend that any of these Requests are objectionable,

respond to any part of the request that is not objectionable to you, and separately state the portion
of each request to which you object and the grounds for the objection.

C. If the answer to all or any part of any request is not presently known or available,
include a statement to that effect.

D. In answering these Requests, you must make a diligent search of your records and
of other papers and materials in your possession or available to you or your representatives. If
any request has subparts, answer each subpart separately and in full and do not limit your
response to the request as a whole. If these Requests cannot be fully answered, answer to the
extent possible, specify the reason for your inability to respond to the remainder, and state

whatever information and knowledge you have regarding any unanswered portion. If you cannot
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provide a complete answer to any of these Requests because your investigation of the subject of
this litigation is continuing or incomplete, please give an approximate date of the time when you
expect your investigation to be complete so as to enable you to respond fully to the particular
request.

E. In answering these Requests, you are required to furnish all information that is
available to you, including information in the possession of your attorneys, accountants, agents,
employees, representatives, investigators or any other persons directly or indirectly employed by
or connected with you or your attorney, and anyone else otherwise subject to your control.

F. In the event that you produce documents in response to these Requests, identify
by paragraph and subparagraph the Requests to which each produced document is responsive. If
a document is responsive to more than one request, each request (including subparts) to which it
is responsive should be identified.

G. Insofar as any of these Requests concern use of any mark or designation, unless
otherwise specified, such Requests concern use in the United States of America and in
commonwealths, territories, or other territory within the federal judicial system of the federal
government of the United States of America, and not use in foreign nations.

H. These Requests are continuing and require further and prompt supplemental
responses in accordance with Federal Rule of Civil Procedure 26(¢). In the event that you
become aware of, acquire, obtain custody or control of, make, or discover—between the time the
initial responses are made and the conclusion of the evidence phase of this action—additional
responsive information or documents, seasonably supplement your responses in accordance with

the Federal Rules of Civil Procedure.
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III. REQUESTS FOR ADMISSION

1. Opposer’s alleged trademark is a quotation mark, with no features that distinguish it
from an ordinary quotation mark.

2. Fewer than ten persons or parties have purchased Opposer’s Services.

3. Opposer does not make a bona fide use of the trademark upon which Opposer bases its
opposition to Applicant’s trademarks.

4. Opposer has initiated trademark opposition proceedings against five or more persons or
parties within the past five years.

5. Opposer’s motivation in filing its trademark opposition proceedings is, at least in part,
Opposer’s desire to obtain a monetary settlement from trademark applicants.

6.  Opposer desires to obtain a monetary settlement from applicants against whom Opposer
has filed trademark opposition proceedings.

7. Opposer is not licensed by the Federal Communications Commission to sell or offer for
sale wired or wireless telephone communications services.

8. Opposer does not sell or offer for sale wired or wireless telephone communications
services.

9. Opposer has not filed an application for any license with the Federal Communications
Commission.

10. Applicant is the largest provider of wireless telephone services in the world.

11. Applicant’s trademarks are famous.
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12.

13.

14.

15.

16.

17.

18.

19.

20.

‘Consumers who purchase Applicant’s Goods and/or Services are not likely to believe

that Opposer is the source of those goods and/or services.

Consumers who purchase Opposer’s Services are not likely to believe that Applicant is
the source of those services.

Opposer has no evidence of any instances of actual confusion between Applicant’s
Marks and Opposer’s Marks.

Opposer has no evidence of any sales of services related to any trademarks upon which
Opposer bases its opposition to Applicant’s trademark applications.

Opposer has not made bona fide use in commerce of any of the trademarks upon which
Opposer bases its opposition to Applicant’s trademark applications.

Opposer’s Services do not compete with any goods or services offered by Applicant.
No likelihood of confusion exists between any of Opposer’s Marks and any of
Applicant’s Marks.

The documents Opposer provided to counsel for Applicant in February 2007 are true
and correct copies of documents from Opposer’s files.

The documents Opposer provided to counsel for Applicant in February 2007 are a

complete set of Opposer’s documents relating to Opposer’s Services.
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Dated: (o~ L O+ Respectfully submitted,

Nicole B. Emmpns

Texas State Bar No. 24004543
Nathan A. Engels

Texas State Bar No. 24036526
BAKER & MCKENZIE LLP
2300 Trammell Crow Center
2001 Ross Avenue

Dallas, Texas 75201

(214) 978-3052

(214) 978-3099 (Facsimile)
picole.b.emmons@bakernet.com (email)

ATTORNEY FOR APPLICANT
VODAFONE GROUP PLC

CERTIFICATE OF SERVICE

The undersigned certifies that on the 4th day of June, 2007, a true copy of the foregoing
APPLICANT’S FIRST SET OF REQUESTS FOR ADMISSION was placed in the U.S.
Mail, postage pre-paid, and addressed as follows:

Daniel Mendoza

Post Office Box 193156
San Francisco, CA 94119-1356

/WV% S e,

Nicole B. Emmo S
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

§
DANIEL A. MENDOZA, §
§
Opposer, § Opposition Nos.: 91169419, 91169697,
§ 91170049, and 91170258
Vs. §
§ Application Nos.: 76/226,646; 76/375,495,
§ 76/226,645 and 76/462,142
§
VODAFONE GROUP PLC, §
§
Applicant. §
§

APPLICANT’S FIRST SET OF
REQUESTS FOR PRODUCTION OF DOCUMENTS

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and the Trademark Rules of
Practice, Applicant, Vodafone Group PLC (“Vodafone” or “Applicant”), hereby serves the
following Requests for Production of Documents upon Opposer, Daniel A. Mendoza
(“Mendoza” or “Opposer”), and requests that Opposer produce the following documents and
things that are in Opposer’s possession, custody or control. These documents and things are to
be produced, or made available for copying and inspection, absent agreement to other
satisfactory arrangements, at the offices of Baker & McKenzie LLP, 2001 Ross Avenue,
Suite 2300, Dallas, Texas 75201, within thirty (30) days after service hereof.

I DEFINITIONS

The following terms and definitions apply to the instructions and to each request set forth

herein:
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A. “You,” “Your,” “Opposer,” and “Mendoza” shall mean and refer to Opposer
Daniel A. Mendoza to whom these Requests are addressed, and all persons acting on its behalf,
including but not limited to its agents, attorneys, consultants, representatives, officers, directors,
employees, stockholders, trustees, partners, predecessors, divisions, corporate parent,
subsidiaries, affiliates, predecessors, successors, associations, partnerships, corporations, firms,
proprietorships, organizations, or entities in any way involved presently or previously with
Opposer and any of them having possession of, custody of, control of, knowledge of, or
responsibility for any document or information called for by these discovery requests.

B. “Vodafone” and “Applicant” mean and refer to Applicant Vodafone Group PLC
and includes, where applicable, its officers, directors, employees, partners, agents,
representatives, corporate parent, subsidiaries, and affiliates.

C. “Notice” means and refers to the Notice of Opposition that Opposer filed in the
United States Patent and Trademark Office before the Trademark Trial and Appeal Board, or any
subsequent, Amended Notice that Opposer filed or files in the above-captioned action.

D. “Opposer’s Marks” means any trademarks or service marks upon which Opposer
bases its oppositions to any of Applicant’s trademark rights.

E. “Opposer’s Services” means the services set forth in Opposer’s United States
Trademark Registration No. 2,389,214.

F. “Applicant’s Marks” means the marks set forth in Applicant’s United States
Trademark Application Nos. 76/226,646; 76/226,645, 76/462,142; and 76/375,495, as well as
any uses of such marks that would result in additional common law rights.

G. “Applicant’s Goods and/or Services” means the goods and/or services set forth in
United States Trademark Application Nos. 76/226,646; 76/226,645, 76/462,142; and 76/375,495.

H. “Person” means and refers to any natural person, business entity, legal entity,

governmental entity, or association, whether public or private.
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L “Document Requests” and “Requests” mean and refer to Applicant’s Requests for
Production of Documents, served contemporaneously herewith.

J. “Documents” is used in its broadest sense and means any and all written, printed,
typed, or computer-related words, data, or information in your possession, custody, or control,
including, without limitation, any writing or recording of any type or description, whether
written, printed, typed, recorded (mechanically or electronically), or reproduced by hand,
however and by whomever created, prepared, reproduced, disseminated, or made, including,
without limitation, all: letters; correspondence; communications; messages; telegrams; telexes;
electronic mail (e-mail); memoranda; notes; records; reports; financial statements; statistical and
financial records; minutes; notices and notes of meetings; notes, minutes, summaries, and other
records of telephone conversations, personal conversations, conferences, and/or other
communications; envelopes; interoffice, intra-office, and intra-company communications;
microfilm; microfiche; tape and disk recordings; sound recordings; video recordings;
photographs; bulletins; studies; plans; analyses; notices; computer records, runs, programs, and
software, and any codes necessary to comprehend such records, runs, programs, or software;
books; pamphlets; illustrations; lists; forecasts; brochures; periodicals; charts; graphs; indices;
bills; statements; files; agreements; contracts; subcontracts; completed forms; schedules;
worksheets; work papers; tables; analytical records; appraisals; recommendations; printouts; data
compilations; policies; amendments to policies or contracts; training manuals; operator’s
manuals; user’s manuals; calendars; diaries; diary entries; appointment books; time records;
instructions; work assignments; payroll records; transcripts of hearings; transcripts of testimony;
articles; speeches; statistical data; statistical statements; test results; notebooks; opinions and
reports of consultants; and any other written, printed, typed, recorded, or graphic matter, of any
nature, however produced or reproduced, including copies and drafts of such documents, any and
all handwritten notes or notations thereon in whatever form, and all attachments and appendices

thereto. The term “documents” also includes all data or documentation that is stored in a
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computer or other storage device and that can be printed on paper, disk, or tape, such as drafts of
documents that are stored in a computer or word processor and information that has been input
into a computer or other storage device, as well as disks and other materials in which the data or
documentation is found. The term “documents” also includes all information stored at any time
in an electronic media, including but not limited to electronic mail and computer files, including
archived files, that are or can be made available for retrieval from any electronic storage
medium, including hard drives, hard disks, optical disks, tape storage, etc. In addition, a draft or
non-identical copy is a separate document within the meaning of this term. Documents also
mean and include “data,” “file,” and “communication,” as defined herein.

K. Without limitation of the term “control” as used in the preceding paragraph, a
document is deemed to be in your control if you or any of your agents, attorneys, consultants, or
representatives have actual, physical possession of the document or a copy thereof, or if you
have a right to secure the document or a copy thereof from another person or public or private
entity that has actual, physical possession of the document.

L. “Documents relating to,” “documents pertaining to,” and “documents concerning”
mean and include, without limitation, documents that in any manner or form are relevant in any
way to the subject matter in question, including, without limitation, all documents that contain,
record, reflect, demonstrate, evidence, summarize, evaluate, regard, comment upon, describe,
measure, support, analyze, explain, constitute, discuss, refer to, relate to, pertain to, concern, or
respond to the subject matter in question; or that in any manner state the background of, are
connected with, or were the basis or bases for the subject matter in question; or that were referred
to, relied upon, utilized, generated, transmitted, or received in arriving at your conclusion(s),
opinion(s), estimate(s), position(s), decision(s), belief(s), or assertion(s) concerning the subject
matter in question,

M. “Data” means any facts, communications, contacts, and documents, of which

Applicant has knowledge, information, or belief.
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N. “Refer to” and “relate to” mean concerning, including, demonstrating, evidencing,
mentioning, referring to, relating to, or pertaining to, directly or indirectly, the specific subject
matter in question, or any aspect or portion thereof.

0. “File” means a collection or gathering together of documents in a folder, box, or
other cover or container for purposes of keeping, organizing, or storing documents,

P. “Communication” means and includes any transmission or exchange of
information between two or more persons, whether orally or in writing, including, without
limitation, any conversation or discussion by means of letter, electronic mail (e-mail), note,
memorandum, inter-office correspondence, intra-office correspondence, telephone, telegraph,
telex, telecopy, cable communicating data processor, or any other electronic or other medium.

Q. “Identify,” when used in reference to:

(a) a person who is an individual shall mean to state his or her full name,
present residential address (or last known address), present known position, title or business
affiliation (or last known position, title or business affiliation), job title, employment status,
employment address, business telephone number, and residential telephone number.

(b) a person who is a firm, partnership, business entity, association,
corporation, proprietorship, or other organization or entity shall mean to state its full name, i
present address (or last known address), telephone number, legal form of such entity or
organization, and identity of current Chief Executive Officer or person with equivalent title or
responsibility.

(©) documents shall mean to state the title (if any), author(s), recipient(s),
sender(s), type of document, and its present location.

R. “Any,” “all,” “each,” “every,” and “those” mean any and all, each and every. ?

S. “And” and “or” mean “and/or,” both conjunctively and disjunctively, to ensure
the broadest disclosure of information.

T. Use of the singular form of any word includes the plural, and vice versa.
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U. Use of the masculine form of any word includes the feminine and neuter, and vice
versa.
V. Use of the past tense includes the present, and vice versa, where the clear meaning

is not distorted by the change of tense.

IL. INSTRUCTIONS

For purposes of these Requests, please comply with the following instructions:
A. With respect to any information called for by these Requests that you presently

contend that you are not required to disclose because of any privilege or protection from

disclosure:
(a) identify each person who has seen or received each such information at
any time;
(b) state the nature of the information; and
©) state the nature of the privilege(s) and/or protection(s) asseried (e.g.,
attorney-client, work-product, etc.)
B. To the extent that you contend that any of these Requests are objectionable,

respond to any part of the request that is not objectionable to you, and separately state the portion
of each request to which you object and the grounds for the objection.

C. If the answer to all or any part of any request is not presently known or available,
include a statement to that effect.

D. In answering these Requests, you must make a diligent search of your records and
of other papers and materials in your possession or available to you or your representatives. If
any request has subparts, answer each subpart separately and in full and do not limit your
response to the request as a whole. If these Requests cannot be fully answered, answer to the
extent possible, specify the reason for your inability to respond to the remainder, and state

whatever information and knowledge you have regarding any unanswered portion. If you cannot
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provide a complete answer to any of these Requests because your investigation of the subject of
this litigation is continuing or incomplete, please give an approximate date of the time when you
expect your investigation to be complete so as to enable you to respond fully to the particular
request.

E. In answering these Requests, you are required to furnish all information that is
available to you, including information in the possession of your attorneys, accountants, agents,
employees, representatives, investigators or any other persons directly or indirectly employed by
or connected with you or your attorney, and anyone else otherwise subject to your control.

F. In the event that you produce documents in response to these Requests, identify
by paragraph and subparagraph the Requests to which each produced document is responsive. If
a document is responsive to more than one request, each request (including subparts) to which it
is responsive should be identified.

G. Insofar as any of these Requests concern use of any mark or designation, unless
otherwise specified, such Requests concern use in the United States of America and in
commonwealths, territories, or other territory within the federal judicial system of the federal
government of the United States of America, and not use in foreign nations.

H. These Requests are continuing and require further and prompt supplemental
responses in accordance with Federal Rule of Civil Procedure 26(¢). In the event that you
become aware of, acquire, obtain custody or control of, make, or discover—between the time the
initial responses are made and the conclusion of the evidence phase of this action—additional
responsive information or documents, seasonably supplement your responses in accordance with

the Federal Rules of Civil Procedure.
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IIl. REQUESTS FOR PRODUCTION

REQUEST NO. 1: All documents relating to Opposer’s Services.

REQUEST NO. 2: All documents relating to contracts, receipts, invoices, bills, or
bills of sale between Opposer and any purchaser of Opposer’s Services.

REQUEST NO. 3: Documents sufficient to identify every purchaser of Opposer’s
Services.

REQUEST NO. 4: Documents sufficient to identify every user of Opposer’s Services.

REQUEST NO. 5: All documents relating to communications or correspondences
between Opposer and any purchaser of Opposer’s Services.

REQUEST NO. 6: Documents sufficient to identify the number of or volume of
consumers that have used Opposer’s Services.

REQUEST NO. 7: Documents sufficient to identify Opposer’s annual advertising
budget and/or annual advertising expenditures for Opposer’s Services.

REQUEST NO. 8: Documents sufficient to identify Opposer’s annual income derived
from Opposer’s Services.

REQUEST NO. 9: Copies of Opposer’s income tax returns for each year in which
Opposer sold, offered for sale, or made available to the public Opposer’s Services.

REQUEST NO. 10: Copies of Opposer’s income tax returns for each of the past 10
years.

REQUEST NO. 11: All documents and correspondence from consumers relating to
Opposer’s Services that Opposer received by mail, electronic mail, or through the
Internet.

REQUEST NO. 12: On an annual basis between the inception of Opposer’s website
and the present, documents sufficient to identify the number of times any third party has
accessed Opposer’s website.

REQUEST NO. 13: On an annual basis since Opposer began selling, offering, or
making available Opposer’s Services, documents sufficient to identify the number of
phone calls received from consumers inquiring about Opposer’s Services.

REQUEST NO. 14: Documents sufficient to identify any business partners or
coworkers involved in the sale, offering, or provision of Opposer’s Services.
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REQUEST NO. 15: Documents sufficient to identify any person or entity other than
Mendoza that has assisted with the development, creation, advertising, marketing, or
implementation of Opposer’s Services.

REQUEST NO. 16: All documents relating to the marketing of Opposer’s Services.

REQUEST NO. 17: All documents relating to any proceeding before the Trademark
Trial and Appeal Board in which Opposer filed a notice of opposition or a petition for
cancellation.

REQUEST NO. 18: All documents relating to Opposer’s use of Opposer's Marks.

REQUEST NO. 19: Documents sufficient to identify every trade channel in which
Opposer’s Services travel.

REQUEST NO. 20: All documents relating to applications for registration of Opposer’s
Marks, including, but not limited to, the trademark prosecution file(s) of Opposer’s
attorney(s).

REQUEST NO. 21: Any and all documents that in any way support or relate to
Opposer’s answers to any of Opposer’s Interrogatories.

REQUEST NO. 22: All documents relating to Opposer's first use of Opposer's Mark in
commerce.

REQUEST NO. 23: All documents relating to Opposer's plan or intention to expand its
business operations to goods and/or services not recited in Opposer's registration for
Opposer's Mark.
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Dated: June 4, 2007 Respectfully submitted,

Wi, S

Nicole B. Emmons

Texas State Bar No. 24004543
Nathan A. Engels

Texas State Bar No. 24036526
BAKER & MCKENZIE LLP
2300 Trammell Crow Center
2001 Ross Avenue

Dallas, Texas 75201

(214) 978-3052

(214) 978-3099 (Facsimile)
nicole.b.emmons@bakernet.com (email)

ATTORNEY FOR APPLICANT
VODAFONE GROUP PLC

CERTIFICATE OF SERVICE

The undersigned certifies that on the 4th day of June, 2007, a true copy of the foregoing
APPLICANT’S FIRST SET OF REQUESTS FOR PRODUCTION OF DOCUMENTS was
hand delivered to counsel for Applicant:

Daniel Mendoza

Post Office Box 193156

San Francisco, CA 94119-1356 Mu‘@% (-\

Nicole B. Emnhons
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A Work by Richard MacDonald, The Trumpeter

Page 1 of 3

g

e "Callto hoar Trumpeter nanstion”

o
=

"The Trumpeter

Picasso once said, « there are those artists who paint the sun and turn 1t
into a yellow dot and there are those who paint a yellow dot and turn it
into the sun.” It is rare to encounter such an artist, who can endow a
yellow dot with the ability to shine, who can breathe into a work of
stone, clay, or bronze the very essence and feeling of being.
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A Werk by Richard MacDonald, The Trumpeter _ Page 2 of 3

Therein rests the mastery of Richard MacDonald, in the ability to endow his sculptures with a
feeling of motion in repose, in the capture of a transitory moment, a feeling or gesture or 1dea,
in a medium known for permanence and immutability of feeling.

“The Trumpeter” captures such a feeling; in this high paced era of anxiety and tension, his
work remains like an isolated moment, an oasis of calm and heightened poetic sentiment. This
i< all the more startling because such a feeling 1s so rare; SO much of modern art is filled with
angst and panic, an accurate description of our lives, perhaps, but an uncasy message to listen
to and to be repeatedly reminded of.

In “The Trumpeter” the only tension that exist lies in the subtle juxtaposition of curves and
angles (note the triangles formed by her legs and arms, and the bend of her body, in
direct opposition to the visual arc formed by the direct- ional thrust of the sculpture as a
whole); her face and form express a serenity of feeling reminiscent of Rodin, while the careful
delineation of musculature and the slender forms of finger and trumpet suggest an energy in
keeping with her dance. Thus the clever device of opposing arcs and triangles, each respectfully
suggestive of serenity and motion. '

“The Trumpeter” is a graceful work, easy to see and understand because of the shear beauty of
‘ts forms. but like all things of beauty. it bears a multitude of messages for our weary, modern
eyes. Suggestions of repose in movement, of nervous, moving energy, contained in a lump of
heavy bronze. “The Trumpeter” bears its multifaceted message in a richly joyous and elegant
way. and it is arguably Richard's trademark classic.

%9

Visit more of the Gallery
You may Contact the Gallery directly by dialing 1 800 972-5620

‘The Trumpeter by Richard MacDonald
Dimensions: 18"x16"x7" and Hali-Life 37"x28"x16" and other sizes
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Advertising with vaiceplay

Now, with voiceplay you can add "Voice" to your silent advertisements

for maximum impact of your Services and Products. Enhance the mostly [mute] and
limited visual or artistic nature of your Media campaign with the important audio
component; in order to more fully deliver your ads message and generate interest

Voice means a more powerful and direct means of energizing your current

advertising media. Advertisers benefit by their clients hearing a professionally produced,
engaging advertising spot giving an added theatrical, multi-dimensional aural component
which distinguishing your product or service from others. This audience participation
creates a higher memory retention via the unique visual and voice experience.

Clients benefit by exploring more info about your companies product or
services in an informative and entertaining way. Your advertisement will gain aricher
character and stronger impression without the costly expense of television or radio.
Ask us how voice-enabled advertising can make a difference for you.

Please contact us for more information.

b/
voiceplay®

Copyright 1998 Voiceplay® All Rights Reserved Information

75582634

Toft

httpJ/www.voiceplayAcom/advenising.hLmI
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TRADEMARK

Attorney Docket No. 017673-000400US

CERTIFICATE OF MAILING

1 hereby certify that this correspondence is being deposited with the
United States Postal Service as first class mail in an envelope
addressed to: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451 on September 26, 2006.

TOWNSEND SEND AND CREW LLP

By: .
yLO/[ (’ ) vti)‘ernST. Hong-Yee
COMBINED DECLARATIONS UNDER SECTIONS 8 AND 15
THE TRADEMARK ACT OF JULY §, 1946
Mark: "
Registration No.: 2,389,214

Intl. Classes: 35 and 41
Issued: September 26, 2000

A

Commissioner of Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451 09-28-2006

U.S. Patent & TMOfc/TM Mail Rept Dt. #30

I, Daniel A, Mendoza, the undersigned Registrant, having an address at P.O. Box
193156, San Francisco, CA 94119-3156 , being hereby wamed that willful false statements and
the like so made are punishable by fine or imprisonment or both, under Section 1001 of Title 18
of the United States Code, and that such willful false statements may jeopardize the validity of
this registration, declare: that I am authorized to execute this Declaration and am the owner of
the above-identified registration, as shown by records in the Patent and Trademark Office; that
the mark shown therein has been in continuous use in interstate commerce for five (5)
consecutive years from the date of registration or the date of publication under Section 12(c) to
the present on or in connection with the goods and services recited in the registration; that such

mark is still in use in interstate commerce on or in connection with such goods and services, as
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Attorney Docket No. 017673-000400US
Reg. No. 2,389,214

evidenced by the specimen(s) included herewith showing the mark as currently used; that there
has been no final decision adverse to Registrant's claim of ownership of such mark for such
goods and services, or to Registrant's right to register the same or to keep the same on the
Register, and that there is no proceeding involving said rights pending and not disposed of either
in the Patent and Trademark Office or in the courts; and that all statements made of my own
knowledge are true and that all statements made on information and belief are believed to be
true.

Correspondence Address

Please direct any communications pertaining to this Declaration to:

Daniel A. Mendoza
P.O. Box 193156
San Francisco, California 94119-3156
Tel: (415) 929-2541

Dated: September 20, 2006 By: Davset A. ﬁ%«(q/

Daniel A. I\/,Iendoza, Indivﬁual
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" Attorney Docket No. 017673-000400US
Reg. No. 2,389,214

AUTHORIZATION TO CHARGE DEPOSIT ACCOUNT

Please charge the Sections 8 and 15 filing fee of $300.00 per class to the Deposit
Account of Townsend and Townsend and Crew LLP, No. 20-1430. Please charge any additional

fees that may be due, or credit any overpayment, to our Deposit Account No. 20-1430.

Respectfully submitted,

TOWNSEND and TOWNSEND and CREW LLP

Dated: September 26, 2006 %/C %M/Z/

/ "Marc M. Gorelnik
Attorneys for Registrant

[l 60873224 v1
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All Trademarks, ServiceMarks & Copyrights
are Properties of their Respective Owners.

just say*etwork

JUST SAY™ (R ) with the asterisk as a tully integrated element of the marks, are servicemarks

or trademarks of Just Say ™ (R) Network (sm) ; providing voice, informational and advertising
services via telephony for Media and the Internet. Marks use is governed by strict License.

*sm - Color Asterisk over picture® ,;numbers or symbols references voice, telephony or
telephonic information, advertisements or entertainment Services over Media and the Internet.
Follow link for #*sm Reference.

Copyrights 1998~2006 Voice Play(R) with Recording Copyrights Voice Play(R)
The 'Look & Feel' use and design elements / extensions Copyright Voice Play(R).
" V(R)& Voice Play(R), Satellite Quotes( ") Marks Registered U.S. Patent and TM Office.

pixplay >(sm) video and voice audio services is a servicemark of Voice Play(R) All Rights Reserved.

K

pixptay™

Powered by Pixplavismy video and voice audio services.

Code 7006v6 ¢

TN
Registrant: Daniel A, Mendoza
Mark: "

SRR Registration: 2,389,214

fssued: September 26, 2000
International Class: 35
Qur File No. 017673-000400US

http://www.voiceplay.com/richard/trumpeter/

Exhibit C
Pa()ge 7
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Trumpeter by Richard MacDonald ~ Call Toll Free 1-866-285-1888 ~ Just Say * (R) Tru...

en (415)995-1911 -2
i 415-9951911 >
<l 415995 1917 -
<1 18009725528 -
<1e- §00-972-5528 -
e (

<1 §00-9725528 —>
1 800 972 5528 >
<e- 8009725528 >

http://www.voiceplay.com/richard/trumpeter/

Page 4 of 4
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Trumpeter by Richard MacDonald -~ Call Toll Free 1-866-285-1888 ~ Just Say * (R) Tru... Pagelof4

ihits Reserved

459951911

{0 hoarfrompéler ngoolon

just say®
The Trumpelter

Picasso once said, « there are those artists who paint the sun and turn
it into a yellow dot and there are those who paint a yellow dot and
turn it into the sun.” It is rare to encounter such an artist, who can
endow a yellow dot with the ability to shine, who can breathe into a
work of stone, clay, or bronze the very essence and feeling of being.

SPECIMEN
Registrant: Daniel A. Mendoza
Mark: "
Registration: 2,389,214 Exhibit C
y . “ssued: September 26, 2000 Pagce 9
hitp://www.volceplay.t [perational Class: 41 9/18/200

Jur File No. 017673-000400US



Trumpeter by Richard MacDonald ~ Call Toll Free 1-866-285-1888 ~ Just Say * ( R) Tru... Page?2of4

Therein rests the mastery of Richard MacDonald, in the ability to endow his sculptures with
a feeling of motion in repose, in the capture of a transitory moment, a feeling or gesture or
idea. in a medium known for permanence and immutability of feeling.

~The Trumpeter” captures such a feeling; in this high paced era of anxiety and tension, his
work remains like an isolated moment, an oasis of calm and heightened poetic sentiment.
This is all the more startling because such a feeling is so rare; so much of modern art is filled
with angst and panic, an accurate description of our lives, perhaps, but an uneasy message to
listen 10 and to be repeatedly reminded of.

[n ~The Trumpeter™ the only tension that exist lies in the subtle juxtaposition of curves and
angles (note the triangles formed by her legs and arms, and the bend of her body, in
direct opposition to the visual arc formed by the direct- ional thrust of the sculpture as
4 whole): her face and form express a serenity of feeling reminiscent of Rodin, while the
carelul delincation of musculature and the slender forms of finger and trumpet suggest an
cnerey in keeping with her dance. Thus the clever device of opposing arcs and triangles,
cach respectfully suggestive of serenity and motion.

“The Trumpeter” is a graceful work, easy to see and understand because of the shear beauty
of its forms. but like all things of beauty, it bears a multitude of messages for our weary.
modern eyes. Suggestions of repose in movement, of nervous, moving energy, contained in
a lump of heavy bronze. “The Trumpeter” bears its multifaceted message in a richly joyous
and ¢legant way, and it is arguably Richard's trademark classic.

You may contaci the Gallery directly by dialing 1 800 972-5528

Visit Gallery

The Trumpeter by Richard MacDonald
Dimensions: 18"x16"x7" and Half-Life 37''x28"x16"" and other sizes

Exhibit C
) Page 10
http‘.//\\'ww.voiceplay.co111/1‘lchard/trumpeter/ 9/18/2006
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CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited

with the United States Postal Services Express mail Post Oifice

to Addressce envelope addressed to: ‘Trademark Trial & Appeat

Board (BOX FEE) U.S. Patent and Trademark Oftice, Madison East,
Concourse Level Room C 33, 600 Dulany Street, Alexandria, VA 22314,

on Wednesday, August 23, 2006 Express Mail No.EQ 793309238 US

BY gm_.;%

Bruce V. Szajek

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 76/643015
Filed: July 18, 2005

Published: April 23, 2006

in the Official Gazette

For: Mark: <
DANIEL A. MENDOZA,
Opposer, Opposition No,
VS.
CITIGROUP, INC., NOTICE OF OPPOSITION
Applicant.

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office R

Madison East, Concourse Level Room C 55 ‘

600 Dulany Street

Alexandria, VA 22314 08-23-2006

. U.5. Patent & TMOte/TM Mall Rept Dt. 430
Dear Sir or Madam:

Daniel A. Mendoza ("Opposer"), a United States citizen, doing business at P.O.
Box 193156, San Francisco, California 94119-3156, believes that he will be damaged by
registration of the mark shown in U.S. Trademark Application Serial No. 76643015, and
hereby opposes the registration of the same with respect to the services in International Class
35 as set forth in the Application. As grounds for opposition, Opposer alleges:
08/20/2006 HPHAHI 00000112 76643015 Exhibit D

NOTICE OF OPPOSITION 01 FC36402 300.00 0 Page 1
Daniel A. Mendoza v. Citigroup, Inc.




IR On Nov. 4, 1998, Opposer’s predecessor-in-interest filed U.S. Trademark

. . M. . - . . .
Application Serial No. 75582634 for the mark ~for Dissemination of advertising for others via

telephones and an on-line electronic communications network in International Class 35; and
Entertainment in the nature of prerecorded messages in the fields of arts and humanities by

telephone and a global computer network in International Class 41. On Sept. 26, 2000, the mark

» registered as a U. S. Trademark Reg. No. 2389214. A copy from the U.S.P.T.O.’s TARR

database verifying the above registration is attached as Exhibit 1.

2. In year 1998; as early as Sept. 21, 1998, Opposer began use of the mark

for dissemination of advertising for other via telephones and an on-line electronics communi-
cations network, in International Class 35;

-

3. Also, in year 1998; as early as Sept. 21, 1998, Opposer began use of mark

” . . . : . iy
for entertainment in the nature of prerecorded messages in the fields of arts and humanities

by telephone and a global computer network, in International Class 41.

4. Since at least 1998 and with use continuous to the present day,

” . .
Opposer’s use of the mark " has expanded to channels and media beyond it’s early use.

5. Since as early as year 1998, Opposer has additionally established a

presence Nationally and Internationally, by way of the global computer network; with computer

. . : »
and D.N.S. database access logs showing multi-state and multi-country use of the mark "".

6. Opposer use has encompassed multi-platform formats of audio and voice;
including, but not limited to; spoken audio media and music; using codecs and temporary
downloaded software for entertainment, advertising and informational services on computers,

{continued on page 3.)

NOTICE OF OPPOSITION

Exhibit D
Daniel A. Mendoza v. Citigroup, Inc. >
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(continued from page 2.)

computer networks, and Cellular or P.D.A. and / or other mobile stand alone systems or devices;

and Opposer is lawfully allowed use extension rights for the mark &

7. Opposer has additional supportive evidence which will be properly

introduced at Trial, from prior Trademark Trial and Appeal Board Proceedings, showing of

9 . .
record, the mark ~~ use in Advertising Trade Channels.

8. By virtue of such use and use by related Affiliates, Opposer has

established valuable goodwill in the mark, and the public has come to associate the ? Mark

. b TR .
with Opposer and to know the ~~ Mark as an indication of services that emanate from Opposer.

9. Applicant Citigroup, Inc., filed U.S. Trademark Application Serial No.
76/643015 (the "Application"), which is the subject of this Opposition, on July 18, 2005, for
the mark ”; G & S: Promoting the goods and services of others through the administration

of financial service customer loyalty, reward and redemption programs, in International Class 35.

10.  Opposer began use of its ” mark at least as early as Sept. 21, 1998,

which is well prior to Applicant's filing date, of July 18, 2005 for the Applicant’s “ ? mark.

11.  The Application for the “ 2 nark was published in the Official Gazette
on April 25, 2006.

12. The goods and services identified in the Application are substantiaily

similar or related to Opposer’s services offered under his ”» Mark; as per U.S.P.T.O. Trademark

principles, case laws and orders.

NOTICE OF OPPOSITION

Daniel A. Mendoza v. Citigroup, Inc. Exhibit D
Page 3




13. The marks are similar in sound, meaning and commercial impression.

14. As a result of the public association of the ”> Mark with

Opposer, consumers are likely to consider Applicant’s goods and services sold or offered under

6699 . . : .
The mark as emanating from Opposer, and to confuse these goods and services with

those ot Opposer.

15. Registration of the mark in the Application and use of Applicant’s mark
are likely to cause confusion, or to cause mistake, or to deceive, particularly as to the source or
origin of the goods and services with which Applicant uses its mark, to induce consumers to
believe that the goods and services of Applicant are those of Opposer, or are endorsed by, or

are in some way affiliated or associated with Opposer.

16. If the Application is permitted to register, the registration would
presumptively entitle Applicant to prima facie exclusive ownership and rights to the mark

6 9 . . . .
and would, therefore, cause confusion among consumers as 1o the separate and distinct

sources of Applicant’s goods and services and Opposer’s services and the relationship of

Opposer to the Applicant, thereby damaging Opposer’s goodwill in his ” Mark, diluting

the value thereof and causing Opposer’s business and reputation irreparable harm, all to the

. . . . . .
detriment of Opposer who has expended considerable sums and effort in promoting his ~~ Mark.

Wherefore, Opposer prays that this Opposition be sustained and that registration

of U.S. Trademark Application Serial No. 76643015 for mark “ ”be denied.

NOTICE OF OPPOSITION

Daniel A. Mendoza v. Citigroup, inc. Exhibit D
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Enclosed please find a U.S. POSTAL MONEY ORDER with the necessary fee.

Pursuant to the Trademark Rules, this Notice is being submitted in triplicate.

Please direct all notices, pleadings and process regarding this matter to:

Daniel A. Mendoza

Post Office Box 193156

San Francisco, CA. 94119-3156
Telephone: (650) 326-3777

Respectfully submitted,

DANIEL A. MENDOZA

Dated: August 23, 2006 By M ,,.{. Mﬂ_‘
Daniel A. Mendoza
Pro. Per.

CERTIFICATE OF SERVICE

[ hereby certify that on the 23rd day of August, 2006, I caused the foregoing NOTICE OF
OPPOSITION, to be served by United States mail, postage prepaid, in an Express Mail
envelope addressed to: Trademark Trial & Appeal Board (BOX FEE) U.S. Patent and
Trademark Office, Madison East, Concourse Level Room C 55, 600 Dulany Street Alexandria,
VA 22314. Express Mail No. EQ 793309238 US

By g fruce 5}"7-%\\

Bruce V. Szajek

NOTICE OF OPPOSITION

Daniel A. Mendoza v. Citigroup, Inc. Exhibit D
Page 5
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Latest Status Info hitp://tarT.uspto.gov/servlet/tarrfregser=serial&entry=75582634

1of3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2006-08-21 23:59:42 ET

Serial Number: 75582634 Assignment Information

Registration Number: 2389214

Mark (words only): "

Standard Character claim: No

Current Status: Registered.
Date of Status: 2000-09-26

Filing Date: 1998-11-04

Transformed into a National Application: No
Registration Date: 2000-09-26

Register: Principal

Law Office Assigned: LAW OFFICE 109

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: M3D -TMO Law Office 112 - Docket Clerk

Date In Location: 2006-02-24

LAST APPLICANT(S)/OWNER(S) OF RECORD
1. Mendoza, Daniel A.

Address:

Mendoza, Daniel A.

P.O. Box 193156

San Francisco, CA 94119

United States

Legal Entity Type: Individual
Country of Citizenship: United States

Exhibit D
Page 7

8/21/2006 9:29 PM




Latest Status Info http://tarr.uspto.gov/servlet/tarrfregser=serial&entry=75582634

i 20of3

GOODS AND/OR SERVICES

International Class: 035

Class Status: Active

DISSEMINATION OF ADVERTISING FOR OTHERS VIA TELEPHONES AND AN ON-LINE
ELECTRONIC COMMUNICATIONS NETWORK

Basis: 1(a)

First Use Date: 1998-09-21

First Use in Commerce Date: 1998-09-21

International Class: 041

Class Status: Active

ENTERTAINMENT IN THE NATURE OF PRERECORDED MESSAGES IN THE FIELDS OF
ARTS AND HUMANITIES BY TELEPHONE AND A GLOBAL COMPUTER NETWORK
Basis: 1(a)

First Use Date: 1998-09-21

First Use in Commerce Date; 1998-09-21

ADDITIONAL INFORMATION
(NOT AVAILABLE)
MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY
2006-02-23 - Casé File In TICRS
2006-02-23 - Case File In TICRS
2000-09-26 - Registered - Principal Register
2000-07-04 - Published for opposition
2000-06-02 - Notice of publication
2000-04-20 - Approved for Pub - Principal Register (Initial exam)
2000-03-11 - Communication received from applicant
2000-01-27 - Non-final action mailed
1999-11-29 - Communication received from applicant

Exhibit D
Page 8

8/21/2006 9:29 PM




Latest Status Info

30f3

1999-05-26 - Unresponsive/Duplicate Paper Received
1999-07-19 - Assigned To Examiner
1999-06-29 - Non-final action mailed

1999-06-07 - Assigned To Examiner

CORRESPONDENCE INFORMATION

Correspondent
Marc M. Gorelnik (Attorney of record)

MARC M. GORELNIK

TOWNSEND AND TOWNSEND AND CREW LLP
TWO EMBARCADERO CENTER, 8TH FLOOR
SAN FRANCISCO, CA 94111-3834

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75582634

Exhibit D
Page 9
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CERTIFICATE OF MAILING

| hereby cerlity that Whis correspondence is being deposited

with the tnited States Postal Services Express mai) ost Oflice

10 Addressee envetope addressed to: Tradenvrk Trial & Appeal

Board (BOX FEE) U.S. Patent and Trademark Oftice, Mudison East,
Concourse Level Ruom C 33, 600 Dulany Sireet. Alexandria, VA 22314,

on Wednesday, August 23. 2006 Express Mail No.EQ 793309238 US

BY g/M’Q—L 547"”?%

Bruce V. Szajek

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

in re Application No. 76/643015
Filed: July 18, 2005

Published: April 25, 2006

in the Official Gazette

For: Mark: t»
DANIEL A. MENDOZA,
Opposer, Opposition No.
VS.
CITIGROUP, INC,, NOTICE OF OPPOSITION
Applicant.

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
Madison East, Concourse Level Room C 55
600 Dulany Street
Alexandria, VA 22314
Dear Sir or Madam:
Daniel A. Mendoza ("Opposer"), a United States citizen, doing business at P.O.
Box 193156, San Francisco, California 94119-3156, believes that he will be damaged by
registration of the mark shown in U.S. Trademark Application Serial No. 76643015, and
hereby opposes the registration of the same with respect to the services in International Class
35 as set forth in the Application. As grounds for opposition, Opposer alleges:
Exhibit D

NOTICE OF OPPOSITION Page 11
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1. On Nov. 4, 1998, Opposer’s predecessor-in-interest filed U.S. Trademark
e congad - Y. o . C ,
Application Serial No. 75582634 for the mark " for Dissemination of advertising for others via
telephones and an on-line electronic communications network in International Class 35: and
Entertainment in the nature of prerecorded messages in the fields of arts and humanities by
telephone and a global computer network in International Class 41. On Sept. 26, 2000, the mark
’ . - . . -
registered as a U. S. Trademark Reg. No. 2389214. A copy from the U.S.P.T.O.”s TARR

database verifying the above registration is attached as Exhibit {.

2. In year 1998; as early as Sept. 21, 1998, Opposer began use of the mark

M .. o e . . . .
for dissemination of advertising for other via telephones and an on-line electronics communi-
cations network, in International Class 33;

3. Also, in year 1998; as early as Sept. 21, 1998, Opposer began use of mark

. . . . .
for entertainment in the nature of prerecorded messages in the fields of arts and humanities

by telephone and a global computer network, in International Class 41.

4. Since at least 1998 and with use continuous to the present day,
Opposer’s use of the mark ” has expanded to channels and media beyond it’s early use.
5. Since as early as year 1998, Opposer has additionally established a
presence Nationally and Internationally, by way of the global computer network; with computer
and D.N.S. database access logs showing multi-state and multi-country use of the mark ”

6. Opposer use has encompassed multi-platform formats of audio and voice;
including. but not limited to; spoken audio media and music; using codecs and temporary
downloaded software for entertainment, advertising and informational services on computers,

(continued on page 3.)

NOTICE OF OPPOSITION Exhibit D
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(eontinued from page 2.)

computer networks, and Cellular or P.D.A. and / or other mobile stand alone systems or devices;

. . S . ”
and Opposer is lawfully allowed use extension rights for the mark ",

7. Opposer has additional supportive evidence which will be properly

introduced at Trial. from prior Trademark Trial and Appeal Board Proceedings, showing of

” . .
record. the mark ~~ use in Advertising Trade Channels.

8. By virtue of such use and use by related Affiliates, Opposer has

. - . . ”
established valuable goodwill in the mark, and the public has come to associate the Mark
: ” e S
with Opposer and 1o know the ~~ Mark as an indication of services that emanate from Opposer.
9. Applicant Citigroup, Inc., filed U.S. Trademark Application Serial No.

76/643015 (the "Application"), which is the subject of this Opposition, on July 18, 2003, for

% . . . L
the mark ; G & S: Promoting the goods and services of others through the administration

of financial service cusiomer loyalty, reward and redemption programs, in International Class 35.

10. Opposer began use of its ” mark at least as early as Sept. 21, 1998.
which is well prior to Applicant's tiling date, of July 18, 2005 for the Applicant’s “ 7 mark.

11. The Application for the “ 7 mark was published in the Official Gazette

on April 25, 2006.

12. The goods and services identified in the Application are substantially
similar or related to Opposer’s services offered under his » Mark; as per U.S.P.T.O. Trademark

principles, case laws and orders.

NOTICE OF OPPOSITION s
Exhibit D
Daniel A. Mendoza v. Citigroup, Inc. Page 13




13 The marks are similar in sound. meaning and commercial impression.

. : o S :
4. As a result of the public association of the *° Mark with

Opposer. consumers are likely to consider Applicant’s goods and services sold or otfered under

ae 6699 e . . .
Uhe mark as emanating from Opposer, and to confuse these goods and services with

those of Opposer.

13, Registration of the mark in the Application and use of Applicant’s mark
are likely to cause confusion, or to cause mistake, or to deceive, particularly as to the source or
origin of the goods and services with which Applicant uses its mark, to induce consumers to
believe that the goods and services of Applicant are those of Opposer, or are endorsed by, or

are in some way affiliated or associated with Opposer.

16. If the Application is permitted to register, the registration would
presumptively entitle Applicant to prima facie exclusive ownership and rights to the mark

“ 9 . .. e
and would, therefore, cause confusion among consumers as to the separate and distinct

sources of Applicant’s goods and services and Opposer’s services and the relationship of

Opposer to the Applicant, thereby damaging Opposer’s goodwill in his » Mark, diluting

the value thereof and causing Opposer’s business and reputation irreparable harm, all to the

: . L S
detriment of Opposer who has expended considerable sums and effort in promoting his " Mark.

Wherefore, Opposer prays that this Opposition be sustained and that registration

of U.S. Trademark Application Serial No. 76643015 for mark **  ’be denied.

NOTICE OF OPPOSITION

Daniel A. Mendoza v. Citigroup, Inc. Exhibit D
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Enclosed please find a U.S. POSTAL MONEY ORDER with the necessary fee.

Pursuant to the Trademark Rules, this Notice is being submitted in triplicate.

Piease direct all notices, pleadings and process regarding this matter to:

Daniel A. Mendoza

Post Office Box 193156

San Francisco, CA. 94119-3156
Telephone: (650) 326-3777

Respectfully submitted,

DANIEL A. MENDOZA

Dated: August 23, 2006 By W ,¢ Mﬁ
Daniel A. Mendoza
Pro. Per.

CERTIFICATE OF SERVICE

I hereby certify that on the 23rd day of August, 2006, I caused the foregoing NOTICE OF
OPPOSITION, to be served by United States mail, postage prepaid, in an Express Mail
envelope addressed to: Trademark Trial & Appeal Board (BOX FEE) U.S. Patent and
Trademark Office, Madison East, Concourse Level Room C 55, 600 Dulany Street Alexandria,
VA 22314, Express Mail No. EQ 795309238 US

g fUcL 5}4@\

Bruce V. Szajek

NOTICE OF OPPOSITION

Daniel A. Mendoza v. Citigroup, Inc. Exhibit D
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Latest Status Info http://tarr.uspto.gov/servlet/tarr'?regser=serial&entry=75582634

1of3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2006-08-21 23:59:42 ET

Serial Number: 75582634 Assignment Information

Registration Number: 2389214

Mark (words only): "

Standard Character claim: No

Current Status: Registered.

Date of Status: 2000-09-26

Filing Date: 1998-11-04 ‘
Transformed into a National Application: No

Registration Date: 2000-09-26

Register: Principal

Law Office Assigned: LAW OFFICE 109

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: M3D -TMO Law Office 112 - Docket Clerk

Date In Location: 2006-02-24

LAST APPLICANT(S)/OWNER(S) OF RECORD ‘
1. Mendoza, Daniel A.

Address:

Mendoza, Daniel A.

P.O. Box 193156

San Francisco, CA 94119

United States

Legal Entity Type: Individual
Country of Citizenship: United States

Exhibit D
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Latest Status Info http://tarr.uspto.gov/scrvlet/tarr?regser=serial&entry=75582634

20f3

GOODS AND/OR SERVICES

International Class: 035

Class Status: Active

DISSEMINATION OF ADVERTISING FOR OTHERS VIA TELEPHONES AND AN ON-LINE
ELECTRONIC COMMUNICATIONS NETWORK

Basis: 1(a)

First Use Date: 1998-09-21

First Use in Commerce Date: 1998-09-21

International Class: 041 ‘
Class Status: Active ‘
ENTERTAINMENT IN THE NATURE OF PRERECORDED MESSAGES IN THE FIELDS OF

ARTS AND HUMANITIES BY TELEPHONE AND A GLOBAL COMPUTER NETWORK

Basis: 1(a)

First Use Date: 1998-09-21

First Use in Commerce Date: 1998-09-21

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2006-02-23 - Case File In TICRS

2006-02-23 - Case File In TICRS
2000-09-26 - Registered - Principal Register
2000-07-04 - Published for opposition
2000-06-02 - Notice of publication
2000-04-20 - Approved for Pub - Principal Register (Initial exam)
2000-03-11 - Communication received from applicant
2000-01-27 - Non-final action mailed

1999-11-29 - Communication received from applicant

Exhibit D
Page 18
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Latest Status Info http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75582634

1999-05-26 - Unresponsive/Duplicate Paper Received
1999-07-19 - Assigned To Examiner
1999-06-29 - Non-final action mailed

1999-06-07 - Assigned To Examiner

CORRESPONDENCE INFORMATION

Correspondent
Marc M. Gorelnik (Attorney of record)

MARC M. GORELNIK

TOWNSEND AND TOWNSEND AND CREW LLP
TWO EMBARCADERO CENTER, 8TH FLOOR
SAN FRANCISCO, CA 94111-3834

Exhibit D
Page 19
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CERTIFICATE OF MAILING

1 hereby certily that this correspoudence is being deposited

with the United States Postal Services Express mail Post (MTice

to Addressee envelope addressed to: Trademark Triad & Appeal

Board (BOX FEE) U.S. Patent and Trademark Oftice, Madison 1ast.
Concourse Level Room C 33, 600 Dulany Street, Alexandria, VA 22314,

on Wednesday, August 23. 2006 Express Mail No.EQ 793309238 US

5W§M

Bruce V. Szajek

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 76/643015
Filed: July 18, 2005

Published: April 23, 2006

in the Official Gazette

For: Mark: < *?
DANIEL A. MENDOZA,
Opposer, Opposition No.
Vs,
CITIGROUP, INC., NOTICE OF OPPOSITION
Applicant,

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
Madison East, Concourse Level Room C 35
600 Dulany Street
Alexandria, VA 22314
Dear Sir or Madam:

Daniel A. Mendoza ("Opposer"), a United States citizen, doing business at P.O.
Box 193156, San Francisco, California 94119-3156, believes that he will be damaged by
registration of the mark shown in U.S. Trademark Application Serial No. 76643015, and
hereby opposes the registration of the same with respect to the services in International Class

35 as set forth in the Application. As grounds for opposition, Opposer alleges:

Exhibit D
NOTICE OF OPPOSITION Page 21
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I On Nov. 4, 1998, Opposer’s predecessor-in-interest tiled U.S. Trademark

C e <= . ”. . . . e .
Application Serial No. 75582634 for the mark ~"for Dissemination of advertising for others via
telephones and an on-line electronic communications network in International Class 33; and
Entertainment in the nature of prerecorded messages in the fields of arts and humanities by

telephone and a global computer network in International Class 41. On Sept. 26, 2000, the mark

” registered as a U. S. Trademark Reg. No. 2389214. A copy from the U.S.P.T.O.’s TARR

database verifying the above registration is attached as Exhibit 1.

2, In year 1998; as early as Sept. 21, 1998, Opposer began use of the mark

" . _ . . . . .
for dissemination of advertising for other via telephones and an on-line electronics communi-
cations network, in International Class 33;

~

3. Also, in year 1998; as early as Sept. 21, 1998, Opposer began use of mark

” . : . . ..
for entertainment in the nature of prerecorded messages in the fields of arts and humanities

by telephone and a global computer network, in International Class 41.

4. Since at least 1998 and with use continuous to the present day,

. . b . -
Opposer’s use of the mark " has expanded to channels and media beyond it’s early use.

S. Since as early as year 1998, Opposer has additionally established a

presence Nationally and Internationally, by way of the global computer network; with computer

. . . b
and D.N.S. database access logs showing multi-state and multi-country use of the mark ? :

6. Opposer use has encompassed multi-platform formats of audio and voice;
including. but not limited to; spoken audio media and music; using codecs and temporary
downloaded software for entertainment, advertising and informational services on computers,

(continued on page 3.)
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(continued [rom page 2.)

computer networks, and Cellular or P.D.A. and / or other mobile stand alone systems or devices:

. . _— 9
and Opposer is lawfully allowed use extension rights for the mark ",

7. Opposer has additional supportive evidence which will be properly

introduced at Trial, from prior Trademark Trial and Appeal Board Proceedings, showing of

” . C .
record. the mark *~ use in Advertising Trade Channels.

8. By virtue of such use and use by related Affiliates, Opposer has

) - . . '}
established valuable goodwill in the mark, and the public has come to associate the Mark

. 9 e C .
with Opposer and to know the ~" Mark as an indication of services that emanate from Opposer.

9. Applicant Citigroup, Inc., tiled U.S. Trademark Application Serial No.

76/643015 (the "Application”), which is the subject of this Opposition, on July 18, 2005, for

“ 9 . . . Ce
the mark ; G & S: Promoting the goods and services of others through the administration

of financial service customer loyalty, reward and redemption programs, in International Class 35.

10.  Opposer began use of its ” mark at least as early as Sept. 21, 1998.
which is well prior to Applicant's filing date, of July 18, 2005 for the Applicant’s “ P nark.

11.  The Application for the “ 7 mark was published in the Official Gazette

on April 25, 2006.

12, The goods and services identified in the Application are substantially

similar or related to Opposer’s services offered under his ”» Mark; as per U.S.P.T.O. Trademark

principles, case laws and orders.

NOTICE OF OPPOSITION
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13, The marks are similar in sound, meaning and commercial impression.
. . o 9 .
14, As a result of the public association of the ©~ Mark with
Opposer. consumers ave likely to consider Applicant’s goods and services sold or offered under
e 6699 o . : :
[he mark as emanating from Opposer, and to confuse these goods and services with

those of Opposer.

13. Registration of the mark in the Application and use of Applicant’s mark
are likely to cause confusion, or to cause mistake, or to deceive, particularly as to the source or
origin of the goods and services with which Applicant uses its mark, to induce consumers to
believe that the goods and services of Applicant are those of Opposer, or are endorsed by, or

are in some way affiliated or associated with Opposer.

16. [f the Application is permitted to register, the registration would
presumptively entitle Applicant to prima facie exclusive ownership and rights to the mark

e . -
and would, therefore, cause confusion among consumers as to the separate and distinct

sources of Applicant’s goods and services and Opposer’s services and the relationship of

Opposer to the Applicant, thereby damaging Opposer’s goodwill in his ? Mark, diluting

the value thereof and causing Opposer’s business and reputation irreparable harm, all to the

. . . . 99
detriment of Opposer who has expended considerable sums and effort in promoting his ~~ Mark.

Wherefore, Opposer prays that this Opposition be sustained and that repistration

of U.S. Trademark Application Serial No. 76643015 for mark “ Pye denied.
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Enclosed please find a U.S. POSTAL MONEY ORDER with the necessary fee.

Pursuant to the Trademark Rules, this Notice is being submitted in triplicate,

Please direct all notices, pleadings and process regarding this matter to:

Daniel A. Mendoza

Post Office Box 193156

San Francisco, CA. 94119-3156
Telephone: (650) 326-3777

Respectfully submitted,

DANIEL A. MENDOZA

Dated: August 23, 2006 By M .,.4 M,\_..

Daniel A. Mendoza
Pro. Per.

CERTIFICATE OF SERVICE

[ hereby certify that on the 23rd day of August, 2006, I caused the foregoing NOTICE OF
OPPOSITION, to be served by United States mail, postage prepaid, in an Express Mail
envelope addressed to: Trademark Trial & Appeal Board (BOX FEE) U.S. Patent and
Trademark Office, Madison East, Concourse Level Room C 55, 600 Dulany Street Alexandria,
VA 22314, Express Mail No. EQ 793309238 US

B puce 57/7‘/@\

Bruce V. Szajek
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Latest Status Info http://tarr.uspto.gov/servlettarrTregser=serial&entry=75582634

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2006-08-21 23:59:42 ET

Serial Number: 75582634 Assignment Information

Registration Number: 2389214

Mark (words only): "

Standard Character claim: No

Current Status: Registered.

Date of Status: 2000-09-26

Filing Date: 1998-11-04

Transformed into a National Application: No
Registration Date: 2000-09-26 1
Register: Principal ‘

Law Office Assigned: LAW OFFICE 109

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location; M3D -TMO Law Office 112 - Docket Clerk ‘

Date In Location: 2006-02-24

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Mendoza, Daniel A.

Address:

Mendoza, Danie] A.

P.O. Box 193156

San Francisco, CA 94119
United States i
Legal Entity Type: Individual i
Country of Citizenship: United States
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Latest Status Info hnp://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75582634

20f3

GOODS AND/OR SERVICES

International Class: 035

Class Status: Active

DISSEMINATION OF ADVERTISING FOR OTHERS VIA TELEPHONES AND AN ON-LINE
ELECTRONIC COMMUNICATIONS NETWORK

Basis: 1(a)

First Use Date: 1998-09-21

First Use in Commerce Date: 1998-09-21

International Class: 041

Class Status: Active

ENTERTAINMENT IN THE NATURE OF PRERECORDED MESSAGES IN THE FIELDS OF
ARTS AND HUMANITIES BY TELEPHONE AND A GLOBAL COMPUTER NETWORK
Basis: 1(a)

First Use Date: 1998-09-21

First Use in Commerce Date; 1998-09-21

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2606-02—23 - Caée Filé In TICRS

2006-02-23 - Case File In TICRS

2000-09-26 - Registered - Principal Register

2000-07-04 - Published for opposition

2000-06-02 - Notice of publication

2000-04-20 - Approved for Pub - Principal Register (Initial exam)
2000-03-11 - Communication received from applicant
2000-01-27 - Non-final action mailed

1999-11-29 - Communication received from applicant
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Latest Status Info

30of3

1999-05-26 - Unresponsive/Duplicate Paper Received
1999-07-19 - Assigned To Examiner
1999-06-29 - Non-final action mailed

1999-06-07 - Assigned To Examiner

CORRESPONDENCE INFORMATION

Correspondent
Marc M. Gorelnik (Attorney of record)

MARC M. GORELNIK

TOWNSEND AND TOWNSEND AND CREW LLP
TWO EMBARCADERO CENTER, 8TH FLOOR
SAN FRANCISCO, CA 94111-3834

http:/tarr.uspto.gov/serviet/tarr7regser=serial&entry=753 82634
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TTAB

CERTIFI
ixpress Mail

1 hereby certify that this correspondence is being deposited
with the United States Postal Services us lirst elass mail in an

envelope addressed to: United States Patent and Trademark
Office, Trademark Trial and Appeat Board, BOX 1451,

/\rlm% 223131451, W\n 18,2006,

rzfgluu Z E E t

Printed Name

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 78/479,744

Filed: September 7, 2004

Published: Seprember 20, 2003

in the Official Gazette

For: ASTERISK with DESIGN (six point star / & oval)

DANIEL A. MENDOZA, Opposition No.
Opposer,
NOTICE OF OPPOSITION
Vs,
DIGIUM, INC., i 01/25/2006 SUILSIKL 00000037 70479744
Applicant. ' 01 FCs6402 350.00 &
Commissioner for Trademarks g T
Teademark Trial and Appeal Board A

BOX t451,

Arlington, VA 22313 -1451 01-19-2006

U.S. Patent & TMOfe/TM Mail ReptDt #30
Dear Commissioner:

Daniel A. Mendoza ("Opposer"), a United States citizen, doing business at P.O
Box 193156, San Francisco, California 94119-3156, believes that he will be damaged by
registration of the mark shown in U.S. Trademark Application Serial No. 78/479,744, and
hereby opposes the registration of the same with respect to the services in International Class
9 as set forth in the Application. As grounds for opposition, Opposer alleges:
NOTICE OF OPPOSITION
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On November 23, 2002. Opposer filed an Intent-to-Use Application with the
United States Trademark Serial No. 78/188,277, for the Mark * for " Communication Services,
namely providing multiple user wireless ﬁccess to a global communications network via
personal computers and wireless devices, namely cellular phones and handheld and personal

digital assistants and disparate wireless communication and computer networks in International
Class 38.

2. On August 12, 2003, the mark was Published for Opposition in the U.S.P.T.O.
Official Gazette. Exhibit A.

On November 4, 2003 the Mark * was granted a Notice of Allowance by the
T.M. Office. A copy from the U.S.P.T.0.’s TARR database verifying the above Notice of
Allowance and current status is attached as Exhibit B.

4, Since as least as early as November 23

, 2002, Opposer has liled a Trademark
Office Intent-to-Use Application, and prepared (o use the Mark * for " Communication
Services, namely providing multiple user wireless access to a global communications network
via personal computers and wireless devices, namely cellular phones and handheld and

personal digital assistants and disparate wireless communication and computer networks in

International Class 38.

Since at least as early as 2001, (if not earlier ), Opposer’s use of the mark has

expanded to channels and media beyond those listed in the Notice of Allowance, by common

law rights as listed below;

0. Opposer has use of the Mark * o indicate telephony communication services,

search and extraction of data from databases, dissemination of advertising, entertainment

services and promotion of brand names, people, merchant services and promotional items such

NOTICE OF OPPOSITION Exhibit E
Danicel A. Mendoza v. Digium, Inc.
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as clothing and premiums and such, and as a Trademark and complementary satellite reference
point for telephony to the Mark JUST SAY*® and JUST SAY™ NETWORK (sm).

7. By virtue of current, common-law, and inter-state commerce use and the
important Trademark Rights granted under the Notice of’ Allowance, Opposer has established
valuable goodwill in the * Mark, and the public has come to associate the * Mark with
Opposer and to know the * Mark as an indication of services that emanate from Opposer.

8. Applicant filed U.S. Trademark Application Serial No. 78/479,744 (“The
Application™), which is the subject of this Opposition. on September 7, 2004. for the

Word Mark: Asterisk with Desien: The design being a six-pointed star, with an oval talk

bubble; known as,"ASTERISK WITH DESIGN", for use in connection with: “Open source
computer soltware to create a public branch exchange telephone network that may be
downloaded from a global computer network in 1C 009. Exhibit C.

9. The Application was filed with a first use date of May 13, 2004,

10. Opposer has been granted a Notice of Allowance by the United States Patent
and Trademark Office, per the * Mark, the subject of Serial No. 78/188,277, on November 04,
2003, well prior to Applicant's date of first use of May 15, 2004.

1. The goods and services identified in the Application for “Asterisk and
Design™ are substantially similar or related 1o Opposer’s services offered under his * Mark.

12. Use of the Mark “Asterisk with Design™, has a direct inter-relatedness and/or
inter-relationship with a PBX exchange or Public Branch Exchange; a method or methodology,

a system. and/or software package for facilitating Telephone Switching, Telephony

Networking, or enabling Telephony Communications, or Voice communications by any means;

(continued)
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(continued)

Whereas; “The Application™ is directly in-line with Opposer’s * Mark as indicated by

services, Notice of Allowance, common-law and inter-state use, and by “expanded use rights”

or “extensions” under the law.

By virtue of the Trademark Revision Act ot 1988, as amended; (Landham Act,
Section 1(b) (15U.S.C. Paragraph Section 1051 (b). et seq. . Opposer has established trademark
rights in United States Trademark Serial No. 78/188,277.

14. Moreover, the design codes of the Applicants mark is 01.01.04 - Stars with six

points, which is identical to Opposer’s six point Mark *.

15. As a result of the public association of the * Mark with Opposer, by both

common law use and the current grant of Notice of Allowance by the U.S.P.T.O. , consumers
are likely to consider Applicant’s goods and services sold or offered under the mark “Asterisk

with Design™ as emanating from Opposer, and to confuse these goods and services with those
of Opposer.

16. Registration of the mark in the Application and use of Applicant’s mark are
likely to cause confusion, or to cause mistake, or to deceive, particularly as to the source or

origin of the goods and services with which Applicant uses its mark, to induce consumers to

believe that the goods and services of Applicant are those of Opposer, or are endorsed by, or
are in some way affiliated or associated with Opposer.

17. If*The Application™ is permitted to register, the registration would
presumptively entitle Applicant to prima facie exclusive ownership and rights to the mark

“Asterisk with Design” and would therefore, cause confusion among consumers as to the

separate and distinct sources of Applicant’s goods and services and Opposer’s services and

(continued)
NOTICE OF OPPOSITION
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(continued)

the relationship of Opposer to the Applicant, thereby damaging Opposer’s goodwill in

his * Mark. diluting the value thereot and causing Opposer’s business and reputation

irreparable harm, all 1o the detriment of Opposer who has expended considerable time and

effort in pure and applied research and development, of his * Mark.

Wherefore, Opposer prays that this Opposition be sustained and that registration

ol U.S. Trademark Application Serial No. 78/479.744 for "ASTERISK WITH DESIGN™ be

denied.

Enclosed please find a U.S. POSTAL MONEY ORDER with the necessary fee.

Please direct all notices, pleadings and process regarding this matter to:

Daniel A. Mendoza

Post Office Box 1931356

San Francisco. CA. 94119-3156
Telephone: (415) 929-2541

Respectiully submitted,

DANIEL A. MENDOZA

Dated: January 18, 2006 By D poed 74 Wo/o@/(

Daniel A. Mendozal’
Pro. Per.

NOTICE OF OPPOSITION
Daniel A. Mendoza v. Digium, Inc.
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- N l -
AUGUST 12, 2003

5A, LLC, HOUSTON, TX.

=1

E EXCLUSIVE. RIGHT TO
FARD 10-10" 'AND "USA",
HOWN.

AISSION OF|DATA VIA
SERVICE (Ui CLS. 100,

VIERCE 3-25-2002.
i

\
|

B

l

|
|

|

i

!

|
N SERVICES, NAMELY,
>E TRANSMISSION OF
MEANS OF TELEPHONE
ILE AND SATELLITE
NIC_TRANSMISSIONS;
Y SF MESSAGES: AND

4). \

SR . v

ND TELEPHONE; VIDEO -

|
.
NE GROUP, INC., KNOX- .

LTI

e -

e *

SIS

AUGUST 12, 2003

CLASS 38—(Continued).

SN 78-188,277. MENDOZA, DANIEL, A, SAN FRANCISCO,
CA. FILED 11-23-2002.

FOR COMMUNICATIONS SERVICES, NAMELY PRO-
VIDING MULTIPLE USER WIRELESS ACCESS TO A
GLOBAL COMMUNICATIONS NETWORK VIA PERSO-
NAL COMPUTERS AND WIRELESS DEVICES, NAMELY
CELLULAR PHONES AND HANDHELD AND PERSO-
NAL DIGITAL ASSISTANTS AND DISPARATE WIRE-
LESS COMMUNICATION AND COMPUTER
NETWORKS. (U.S. CLS. 100, 101 AND 104).

" 'SN_78-190,2D1. T-MOBILE USA, INC., BELLEVUE, WA.

FlLED 12-2-2002.

TIEMPOFAMILIAR

'FOR TELECOMMUNICATIONS SERVICES, NAMEL‘(
WIRELESS VOICE AND DATA TRANSMISS!ON (u.s.
CLS. 100, 101 AND 104).

FIRST USE 5.0-2000; IN COMMERCE 5-0-2000.

SN 78-212,821. T-MOBILE USA, INC., BELLEVUE, WA..

FILED 2-10-2003.
FAMILYTIME PLUS

FOR TELECOMMUNICATIONS SERVICES, NAMELY,
WIRELESS VOICE AND DATA TRANSMISSION (Us.

~ CLS. 100, 101 AND 104).

CLASS 39—TRANSPORTATION AND STO-

RAGE

US. PATENT AND TRADEMARK OFFICE T™ 303

CLASS 39—(Continued).

SN 76-124,760. RELOVISION INC., EDMONTON, T5L 3C7
ALBERTA, CANADA, FILED 9.7-2000.

RELOVISION

PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA
APPLICATION NO. 1051041, FILED 3-10-2000, REG. NO.
TMAS73898, DATED 1-17-2003, EXPIRES 1-17-2018,

FOR INFORMATION SERVICES, PROVIDING BOTH
ONLINE AND OFFLINE INFORMATION REGARDING
MOVING OF FURNITURE AND HOUSEHOLD GOODS,
AND WAREHOUSE STORAGE (U.S. CLS. 100 AND 105).

SN 76-397,868. UNITED PARCEL SERVICE OF AMERICA,
INC., ATLANTA, GA. FILED 4-18-2002.

O_P}}!!VEI:ER OF ‘US. REG. NOS. 735 064, :2,518,275 AND
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO
USE "NEXT DAY AIR", "LETTER" AND "EXTREMELY
URGENT", APART F ROM THE MARK AS SHOWN,
THE DRAWING IS LINED FOR THE COLOR RED. THE
MATTER SHOWN IN BROKEN LINES ON THE DRAWING

SERVES TO SHOW POSITIONING OF THE MARK AND NO

CLAIM IS MADE TO IT.

THE MARK CONSISTS IN PART OF TWO RED STRIPES
EXTENDING DIAGONALLY ACROSS THE FACE OF AN
ENVELOPE USED IN CONNECTION WITH THE DELIVERY
OF SERVICES. THE -BROKEN LINES ARE NOT PART OF
THE MARK AND SERVE ONLY TO SHOW THE POSITION-
ING OF THE MARK ON THE ENVELOPE. THE DRAWING
IS LINED FOR THE COLOR RED.

FOR MOTOR VEHICLE AND AIR TRANSPORTATION
AND DELIVERY OF PERSONAL PROPERTY (U.S. CLS.
100 AND 105).

FIRST USE 9-20-1982; IN COMMERCE 9-20-1982.
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Late‘st Status Info http://téi'r.uspto.gov/servlet/tarr?regser=serial&entry=7 8188277&acti...

P
|

1of3

-

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2006-01-16 21:07:26 ET
Serial Number: 78188277
Registration Number: (NOT AVAILABLE)

Mark

K

Standard Character claim: No

Current Status: A request for the fourth extension of time to file a statement of use has been granted.
Date of Status: 2005-11-18

Filing Date: 2002-11-23

The Notice of Allowance Date is: 2003-11-04

Transformed into a National Application: No

\ Registration Date: (DATE NOT AVAILABLE)

| Register: Principal

Law Office Assigned: LAW OFFICE 112

!Att()rney Assigned:
%(RISP JENNIFER MARIE Employee Location

|
Current Location: 700 -Intent To Use Section

Date In Location: 2005-11-16

1 | -
|

LAST APPLICANT(S)/OWNER(S) OF RECORD

|

IX Mendoza, Daniel, A
A\(lldress: ‘
M‘lendoza, Daniel, A '
P.O.Box 193156

San Francisco, CA 941193156
Uﬁited States

Lelgal Entity Type: Individual
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Late‘lst Status Info http://tarr.uspto. gov/servlet/tarr?regser=serial&entry=781 88277 &acti...

20f3

" Country of Citizenship: United States

Phone Number: 415-929-2541
Fax Number: 888-369-7417

GOODS AND/OR SERVICES

International Class: 038
Communications services, namely providing multiple user wireless access to a global communications
network via personal computers and wireless devices, namely cellular phones and handheld and personal

- digital assistants and disparate wireless communication and computer networks.

First Use Date: (DATE NOT AVAILABLE)
First Use in Commerce Date: (DATE NOT AVAILABLE)

Basis: 1(b)

ADDITIONAL INFORMATION

\ (NOT AVAILABLE)

\ MADRID PROTOCOL INFORMATION

\(NOT AVAILABLE)

PROSECUTION HISTORY

005-11-18 - Extension 4 granted

I S M B e

2005-11-02 - Extension 4 filed
2005-11-02 - TEAS Extension Received

2005-07-14 - PAPER RECEIVED

|

2005-05-18 - Extension 3 granted
20(?5-05-02 - Extension 3 filed

\
200\5-05-02 - TEAS Extension Received

200\4-1 1-10 - Extension 2 granted

|
|
200%1 1-03 - Extension 2 filed

2004-11-03 - TEAS Extension Received
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\

Latest Status Info http:/tarr.uspto.gov/serviet/tarr?regser=serial&entry=781 88277&acti...
|

S

‘ 2004-05-10 - Extension 1 granted

2004-05-03 - Extension 1 filed

2004-05-03 - TEAS Extension Received

2003-11-04 - Notice of allowance - mailed

2003-08-12 - Published for opposition

2003-07-23 - Notice of publication

2003-06-17 - Approved for Pub - Principal Register (Initial exam)
\ 2003-05-28 - Examiners amendment e-mailed

\ 2003-05-26 - Case file assigned to examining attorney

CORRESPONDENCE INFORMATION

Correspondent

Mendoza, Daniel, A

P.O.Box 193156

\San Francisco CA USA 94119-3156

\
?hone Number: 415-929-2541
Fax Number:-888-369.7417.

Exhibit E
Page 11

3of3 1/16/2006 8:57 PM




EXHIBIT C

Exhibit E
Page 12







Trademark Trial and Appeal Board Electronic Filing System. htip://estta.uspto.gov
ESTTA Tracking number: ESTTA135426

Filing date: 04/13/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91168871
Party Defendant
Digium, Inc.
Digium, Inc.
150 West Park Loop, Suite 100
Huntsville, AL 35806
Correspondence Nathan W Johnson
Address Bradley Arant Rose &amp; White LLP
1819 Fifth Avenue North
Birmingham, AL 35203-2104
UNITED STATES
njohnson@bradleyarant.com
Submission Motion to Compel Discovery
Filer's Name Nathan W. Johnson, Attorney forApplicant
Filer's e-mail njohnson@bradleyarant.com
Signature /Nathan W Johnson/
Date 04/13/2007
Attachments 9116887 1MotCompelDigiumMendoza.pdf ( 107 pages )(3766153 bytes )
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1} ONE FEDERAL PLACE

e 1819 FIFTH AVENUE NORTH

Bradle Arant BIRMINGHAM, AL 35203-2119
y 205.521.8000 FAX 205.521.8800

BRADLEY ARANT ROSE & WHITE LLP WWW.BRADLEYARANT.COM

Nathan W. Johnson

Direct Dial: 205-521-8369
. Direct Fax: 205-488-6369
Apnl 13 s 2007 njohnson@bradleyarant.com

Filed Via ESTTA

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

RE: Opposition Number: 91168871

Mark: ASTERISK & design (Ser. No. 78/479,744)
Applicant: Digium, Inc.
Opposer: Daniel A. Mendoza

Motion To Compel and Motion to Reset Testimony Periods

Dear Sirs:

With this letter I have enclosed the Applicant Digium’s Motion to Compel and Motion to
Reset the Testimony Periods, in connection with Opposition Number 91168871. This filing is
being made by the electronic filing system. No payment is believed necessary in connection
with this filing, but an authorization to charge deposit account is attached at the end of the filing
(after the Exhibits) in the event the Board believes otherwise. A Certificate of Service and a
Certificate Transmission are also attached at the end of the filing.

Yours very truly,

NwWJ
Enclosures

Exhibit E
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mr. Daniel A. Mendoza
Opposer/Counterclaim Re:  Serial No. 78/479,744
Defendant, ASTERISK (& Design)

v. OPPOSITION NO. 91168871

Digium, Inc.
Applicant/Counterclaimant.

S N N S N N S Nasr

APPLICANT’S MOTION TO COMPEL
OPPOSER’S RESPONSES TO INTERROGATORIES AND PRODUCTION
REQUESTS and TO DETERMINE SUFFICIENCY OF ANSWERS TO REQUESTS
FOR ADMISSIONS
and
APPLICANT’S MOTION TO RESET THE TESTIMONY PERIODS

1. MOTION TO COMPEL

Digium, Inc., (“Applicant Digium”), moves, pursuant to Rule 37 of the Federal Rules
of Civil Procedure and 37 CFR § 2.120(e), that this Honorable Board compel Mr. Daniel A.
Mendoza (“Opposer Mendoza”) to fully answer Applicant Digium’s First Set of
Interrogatories to Opposer Mendoza, and to produce the documents and things requested in
Applicant Digium’s First Set of Requests for Documents, and further that the Board
determine the sufficiency of Opposer Mendoza’s answers to Digium’s First Requests For
Admission to Opposer Mendoza,. Applicant Digium remains hopeful that if communication
can be re-established with Opposer Mendoza, the issues raised in this motion may be
resolved prior to action by the Board on this motion, but in the absence of such
communication must file this Motion to preserve its rights.

In support hereof, Applicant Digium, through its undersigned attorney, states as follows:

1/1568521.1
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1. On July 17, 2006, Applicant Digium served its First Set of Interrogatories,
and its First Requests for Admissions, and its First Set of Requests for Documents to
Opposer Mendoza (collectively, “Applicant Digium’s Discovery Requests”). A copy of the
letter from Applicant Digium’s counsel transmitting the Applicant Digium’s Discovery
Requests to Opposer Mendoza is attached as Exhibit 1, which includes copies of the
interrogatories, requests for admission, and the requests for production as served.

2. In August 2006, the undersigned counsel for Applicant Digium spoke with
Opposer Mendoza and, in light of the potential for settlement, agreed to provide additional
time for Opposer Mendoza to answer the discovery. No request was made to Applicant
Digium for extension of time to levy objections.

3, On August 14, 2006, Opposer Mendoza filed a Motion for Extension of Time,
seeking until up to November 14 within which to file responses to the Applicant Digium’s
Discovery Requests, and representing that there was “a large body of files to assemble.” (See
attached Exhibit 2). Applicant Digium filed a Response to the Motion of Opposer,
clarifying (in response to an assertion of Opposer Mendoza regarding the “large number of
questions”) that Applicant Digium had served only a limited amount of discovery, well
below the maximums permitted by the rules. Applicant Digium did not oppose extension.
To the knowledge of Applicant Digium, this Board, to date, has not ruled on that request.

4. On September 1, 2006, prior to the delivery of any responses to discovery by
Opposer Mendoza, a Joint Stipulation for Suspension that was mutually executed by the
parties was submitted to the Board. The Joint Stipulation set a suspension period of six

months to provide time for potential settlement negotiations.
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S. | On October 6, 2006, this honorable Board granted the suspension, which by
the terms of the Joint Stipulation applied to all unexpired deadlines in the proceeding.

6. In mid-November 2006, during the period of suspension and while deadlines
remained suspended, Applicant Digium received certain responses of the Opposer Mendoza
to Applicant Digium’s Discovery Requests. The responses by Opposer Mendoza are
attached as Exhibit 3 (Responses to Interrogatories), Exhibit 4 (Responses to Requests for
Admission), and Exhibit 5 (Responses to Requests for Production).

7. On March 1, 2007, the suspension expired.

8. In March 2007, the undersigned counsel for Applicant Digium called Opposer
Mendoza to inquire whether there remained realistic potential for settlement. Opposer
Mendoza replied that he remained interested in settlement possibilities and discussion, and
indicated that he desired a further suspension.

9. In that same call, the undersigned also advised Opposer Mendoza that
Applicant Digium considered the responses provided by Opposer Digium to discovery to
require supplementation. By way of example, Applicant Digium referred to the need to
supplement discovery regarding use by Opposer Mendoza of the mark shown in Application
Serial No. 78/188,277 (specifically, the parties discussed the statement of use filed by
Opposer Mendoza in connection therewith). Opposer Mendoza indicated that Opposer
Mendoza would provide additional information, but that his schedule was substantially
consumed at that time, and therefore requested the parties discuss matters the following

Wednesday. The undersigned requested an early call, in light of the undersigned’s schedule.
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10.  OnApril 4,2007, the parties exchanged voicemail messages, but were unable
to speak in live conversation. One voicemail from Opposer Mendoza indicated that he
would supplement answers by no later than Tuesday, April 10, 2007, with respect to
information concerning the use underlying the statements of use filed by Opposer Mendoza
in connection with Application Serial Number 78/188,277. Opposer Mendoza’s voicemail
message indicated that the parties could speak on Tuesday, April 10. Applicant Digium’s
responsive voicemails stressed the hope for the parties to be able to speak sooner.

11.  OnApril 9, 2007, still unable to connect with Opposer Mendoza, and relying
on Opposer Mendoza’s stated interest in a further suspension, Applicant Digium forwarded a
draft Second Joint Stipulation for Suspension to Opposer Mendoza by both e-mail and postal
mail. The correspondence referred also to the need for Opposer Mendoza to supplement his
discovery responses. The undersigned also attempted a call to speak with Opposer Mendoza,
but was unable to reach him. In messages left for Opposer Mendoza, the undersigned
mentioned that because of the opening of the Testimony Periods, this matter needed to be
handled the same week.

12.  OnApril 10,2007, the day of the scheduled call from Opposer Mendoza (and
the day by which supplementation had been promised), Applicant Digium’s counsel placed
multiple calls to Opposer Mendoza, without success, leaving multiple voicemails and e-mail
correspondence referring to the expectation Applicant Digium had been given that the parties
were going to enter a Second Joint Stipulation for Suspension, and mentioning the need to
update and supplement discovery. No response or reply to Applicant Digium’s voicemails or

emails was received from Opposer Mendoza on April 10, 2007 or thereafter.
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13.  OnApril 11,2007, the undersigned again corresponded to Opposer Digium by
e-mail, advising that if the stipulation for further suspension will not be executed, Applicant
Digium would have to make appropriate filings with the Board to address the discovery
issues. Applicant Digium again requested a telephone call to discuss the suspension and
discovery issues, and specifically raised the issue of a potential protective order or
confidentiality agreement to address any concerns that Opposer Mendoza may have about the
confidentiality of his discovery answers. The undersigned placed at least five calls to
Opposer Mendoza’s number on April 11, 2007, which by this point would no longer ring
through to voicemail, but would simply ring multiple times, then change to a “fast busy”
signal. The undersigned also attempted to call another number from which a call from
Opposer Mendoza had been received in 2006, but that number failed to connect. No response
or reply to Applicant Digium’s voicemails or emails was received from Opposer Mendoza on
April 11, 2007 or thereafter. |

14.  On April 12, 2007, the undersigned again sent e-mail correspondence to
Opposer Mendoza’s last known e-mail address, and placed calls to Opposer Mendoza’s
telephone number. Again, all attempts at contact were unsuccessful by telephone, and there
has been no reply to any correspondence or calls since that time.

15. As of the date of this filing, Applicant Digium and its counsel have not
received the promised supplemental discovery answers to Applicant Digium’s Discovery
Requests with respect to use as alleged in the Statement of Use.

16.  As ofthe date of this filing, Applicant Digium has tried to address additional

discovery issues with Opposer Mendoza, but as stated above, has been unable to make
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contact with Opposer Mendoza despite best and continuous efforts taken. Applicant Digium
believes that it has exhausted all reasonable means to contact Opposer Mendoza to discuss
these matters in detail. Because of the inability to discuss the matters, no resolution has been
reached relating to the discovery issues.

17.  Applicant Digium is entitled to full answers to its discovery, including
additional information related to claimed use of the * mark by Opposer Mendoza. Despite
Opposer Mendoza’s assertion in the Request for Extension of Time (see Exhibit 2), there has
been no “large body of files” produced, the entirety of produced documents and things
totaling 9 pages, 8 of which are prints of web pages believed to be controlled by Opposer.
Applicant Digium is entitled to and seeks the “large body of files” asserted by Opposer
Mendoza, as well as all other responsive items and information.

18.  Inaddition to provision of information relating to use that Opposer Mendoza
recently promised to provide, Opposer Mendoza’s discovery responses themselves indicate
supplementation should be provided. Such responses include, for example, the answers to
Interrogatories 1, 3, 8, 9, 14, 19 and 25; Requests for Admission 19 and 20; and Request for
Production 1, 6, 7, 10, 12-14, and possibly 22-25. No such updates or additional information
have been received. Applicant Digium is entitled to and secks the additional information and
items referred to by Opposer Mendoza, as well as all other responsive items and information.

19.  The discovery responses of Opposer Mendoza also indicate that there is
responsive information that, on the basis of confidentiality concerns, has not yet been
provided. The discovery responses suggest that the information would be provided to or

through the Board. Applicant Digium has by correspondence offered to discuss a protective
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order or other confidentiality terms, but in light of the recent absence of communications, no
response has been received. Without conceding that submission to the Board would be
sufficient, in any event, to the knowledge of the undersigned no information has been
submitted to the Board by Opposer Mendoza in any attempt to comply with this promised
submission. Applicant Digium is entitled to full answers with respect to the information
sought. Discovery requests affected by this assertion of confidentiality include the answers
to Interrogatory numbers 2, 4, 11, 13, 15-16, 26 and 27 (as well as possibly others, by virtue
of the general objections); Requests for Production 6-9, 11, 15-17, and 19-20. Applicant
Digium remains willing to enter a protective order with respect to this information, but has
not been able to discuss these terms with Opposer Mendoza because of the lack of
responsiveness by Opposer Mendoza, as discussed in detail above. Applicant Digium is
entitled to and seeks the information and items asserted to be “confidential” by Opposer
Mendoza, as well as any other responsive items and information.

20.  In further addition, Applicant Digium is entitled to receive informational
answers and responsive items concering those discovery requests that Opposer Mendoza
suggests are burdensome or vague. The affected discovery requests include the answers to
Interrogatories 5-8, 10, 14-15; and to Requests for Production 16-19, and possibly others.
Authority abounds that a party who objects to a discovery request on vagueness, over
breadth, or burdensomeness grounds bears the burden of specifically substantiating those
objections. That burden cannot be satisfied merely by intoning the boilerplate “vague and

burdensome” objection. See, e.g., Oleson v. Kmart Corp., 175 F.R.D. 560, 565 (D. Kan.

1997) (“The litany of overly burdensome, oppressive, and irrelevant does not alone constitute
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a successful objection to a discovery request.”). Instead, the party objecting to discovery
must explain how each discovery request was vague, overly broad, burdensome, oppressive

or irrelevant. See Wagner v. Dryvit Systems, Inc., 208 F.R.D. 606, 610 (D. Neb. 2001)

(citations omitted) (“It is not sufficient to simply state that the discovery is overly broad and
burdensome, nor is a claim that answering the discovery will require the objecting party to
expend considerable time and effort analyzing huge volumes of documents and information a
sufficient factual basis for sustaining the objection.”). Applicant Digium attempted to speak
with Opposer Mendoza to identify and address these concerns, but the absence of response to
the undersigned’s communications has made such discussion impossible.

21.  Applicant Digium has not unreasonably delayed in seeking relief pursuant to
this Motion to Compel as evidenced by the facts that: (1) this matter has been in suspension
until very recently for settlement discussions (which suspension applied by its terms to “all
deadlines,” which would include discovery responses), and both parties had orally indicated
intent to extend that suspension; (2) Applicant Digium’s counsel contacted Opposer
Mendoza shortly following expiration of the agreed suspension; (3) Applicant Digium
reasonably believed, by the expressed desire of Opposer Mendoza to enter into a further
suspension and further settlement discussions, that the parties would be able to work out any
discovery issues during a further term of suspension; (4) Opposer Mendoza specifically
requested additional time during the last live discussions, and as a courtesy, Applicant
Digium agreed to grant such time; (5) Applicant Digium has relied upon the statement ofthe
Opposer Mendoza that at least certain supplementation would be provided; (6) the

undersigned has diligently sought to communicate with the Opposer Mendoza; (7) this
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Motion is filed promptly upon Applicant Digium’s exhausting efforts to communicate with
Opposer Mendoza regarding the matters; and (8) this Motion is filed prior to the opening of
Opposer Mendoza'’s testimony period.

In consideration of the foregoing, Applicant Digium respectfully requests that the
Board issue an order compelling Opposer Mendoza to fully answer the Applicant Digium’s
interrogatories and requests for admission, and to produce all documents and things
requested by Applicant Digium, without objection, and that the Board determine the
sufficiency of the answers by Opposer Mendoza to the Requests for Admission.
II. MOTION TO RESET THE TESTIMONY PERIODS

Pursuant to 37 C.F.R. § 2.120(e)(2) the Board is due to suspend this Opposition
proceeding in response to this Motion to Compel. In order to provide the Applicant Digium
the benefit of the discovery to which it is entitled (and with the hopes that with additional
time, communications can be re-established with Opposer Mendoza which may result in
resolution of the issues), Applicant Digium seeks resetting of the Testimony Periods when
the anticipated suspension is lifted, with scheduling to allow Applicant Digium the
opportunity to (a) consider and review Applicant’s responses to Applicant Digium’s
Discovery Requests and (b) prepare and file any motions that must be filed before the
beginning of the Testimony Periods as reset.

Due to the April 16, 2007 opening of Opposer Mendoza’s Testimony Period under

the present schedule, Applicant Digium respectfully requests that the Board, upon receipt of

this Motion and suspension of these proceedings, provide Applicant Digium and Opposer

Mendoza with notice that the Testimony Periods will be reset when the suspension is lifted.
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Accordingly, Applicant Digium hereby requests, and so moves, that this Honorable
Board reset the Testimony Periods to begin no earlier than forty-five (45) days following the
later of (a) the Board’s disposition of the present Motion and all issues germane thereto, and
(b) the receipt by Applicant Digium of full answers to the Applicant Digium’s Discovery
Requests, including such information as the Opposer Mendoza may allege to be confidential
(though Applicant Digium remains willing to enter into a reasonable protective order, or {0
have the terms thereof dictated by the Board).

As good cause for Applicant Digium’s request to reset times, Applicant Digium
advises the Board that as a consequence of the absence of responses to attempted
communications, it has not been able to discuss with Opposer Mendoza either the discovery
matters or certain other matters related to potential amendments to the pleadings that
Applicant Digium has raised with Opposer Mendoza during their last discussions.
Furthermore, in the absence of full answers to its propounded discovery, Applicant Digium
believes it may be prejudiced in the Testimony Period and by the inability to evaluate
whether other motions are appropriate for filing by Applicant Digium prior to the beginning
of the Testimony Period. Applicant Digium submits that the interests of justice require that
Applicant Digium be provided the opportunity to review the answers and produced
documents and things, to which it is entitled, prior to the beginning of the Opposer

Mendoza’s Testimony Period. Applicant Digium so moves this Honorable Board.

Respectfully submi
Y. (- 28077 y /f
By: :

April 13, 2007

OF COUNSEL: Nathgfi W. Johnson, Esq.
BRADLEY ARANT ROSE & WHITE LLP Onf of the Attorneys for
1819 Fifth Avenue North Applicant Digium
Birmingham, Alabama 35203-2104
%%9&%5?!211 -8369 (DIRECT DIAL) 1

205) 488-6369 (Direct Facsimile)
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THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

Mailed:
January 25, 2006

UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

Daniel A. Mendoza
V.

Stephen J. Hornung

Opposition No. 91158348
to
Application Serial Nos. 78185701
(filed November 15, 2002)

and
Opposition No. 91158473
to
Application Serial No. 78187548
(filed November 21, 2002)*

Daniel A. Mendoza (pro se)

John Cain of Wong, Cabello, Lustch, Rutherford & Brucculeri,
L.L.P. for Stephen J. Hornung

Before Hairston, Zervas and Walsh, Administrative Trademark
Judges.

! These oppositions were consolidated by the Board’'s order of
September 9, 2005, addressing opposer's motion to consolidate
(filed December 1, 2004). On p. 2 of its consolidation order,
the Board stated: “the decision in these consolidated
proceedings [will] be rendered on the record in Opposition No.
91158473."
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Opinion by Zervas, Administrative Trademark Judge:

Applicant, Stephen J. Hornung, seeks registration on
the Principal Register of the marks 1-888-JUSTSAY’ and 1-
800-JUSTSAY® both in standard character form and both for
the following services, “telecommunication services, namely,
providing voice-activated communications through landline
and wireless communications devices” in International Class
38.

Opposer, Daniel A. Mendoza, filed timely notices of
opposition to registration of both of applicant's marks. 1In
the notices of opposition, opposer pleads that he is the
owner of Registration No. 2597355 for the mark JUST SAY* in
standard character form for “dissemination of advertising
for others via telephones and an on-line electronic
communications network” in International Class 35; and
wentertainment in the nature of prerecorded messages in the
fields of arts and humanities by telephone and a global
computer network” in International Class 41.% Further,

opposer alleges that applicant's mark, as applied to the

2 ppplication Serial No. 78185701, filed November 15, 2002,
claiming an intent to use the mark in commerce under Section 1(b)
of the Trademark Act, 15 USC §1501(b).

* Application Serial No. 78187548, filed November 21, 2002,
claiming an intent to use the mark in commerce under Section 1(b)
of the Trademark Act, 15 USC §1501(b).

* Registration No. 2597355, issued July 23, 2002. The mark is

depicted as:
JUST SAY ™
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services identified in the application, so resembles
opposer's previously-used and registered mark JUST SAY* as
to be likely to cause confusion, to cause mistake, or to
deceive. Trademark Act Section 2(d), 15 U.S.C. §1052(d) .

Applicant answered the notices of opposition by denying
the salient allegations thereof. Applicant did not take any
testimony or submit any evidence in this proceeding. The
case was fully briefed and neither party requested an oral
hearing.

Evidentiary Matters

At the outset, we discuss several evidentiary matters.
Two motions are pending in this case, namely, applicant's
“Motion to Strike Opposer's Asserted ‘Evidence,’” that is,
opposer's notice of reliance on opposer's own responses tO
applicant's discovery requests (opposer's responses to

applicant's first set of interrogatories, first set of *

requests for admissions, first set of document requests and
documents produced in response to applicant's first set of
document requests), and opposer's “Motion to Quash
Defendant’s Motion to Strike,” filed with opposer's reply
brief.

We first turn to opposer's “Motion to Quash Defendant’s
Motion to Strike.” Opposer contends that applicant's motion
vig in the improper form” because applicant’s motion appears

within applicant's brief; and that “l[e]lvery motion must
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embody or be accompanied by a brief,” citing Trademark Rule
2.127(a), 27 C.F.R. 2.127(a). Motion at p. 2. Opposer's
motion is denied - while the Board prefers that a motion be
filed as a separate paper and not within a brief, this is by
no means a requirement for all motions. Also, because
applicant has briefed its motion within its main brief, it
has satisfied Trademark Rule 2.127(a), 37 C.F.R. § 2.127(a).

With respect to applicant’s motion, we find it is well
taken - a party may not make its own discovery responses of
record by notice of reliance, except in certain
circumstances, none of which apply in this case. Trademark
Rule 2.120(j) (5), 37 C.F.R. § 2.120(j) (5). See also, TBMP §
701.10 (2d ed. rev. 2004). Thus, applicant’s motion to
strike is granted as well taken and we have not considered
opposer's discovery responses in rendering our decision in
this case.

Next, we address the two-page document attached to
opposer's brief entitled “Evidentiary Objections” in which
opposer states as follows: (1) “Applicant’s exhibits
submitted did not include a Notice of Reliance 37 CFR 2.120
or [sic] Testimony Declarations”; (ii) “Applicant's
Discovery responses to Opposers [sic] were often
uncooperative and failed to answer Opposer's Discovery
requests even with a minimal amount of professional courtesy

and decorum, per Authority or Statute”; and (iii) “Opposer

Exhibit F
4 Page 4



Opposition Nos. 91158348 and 91158473

requested information that is not subject to reasonable
dispute or that is capable of accurate and ready
determination by resort to sources whose accuracy cannot f
reasonably be questioned.” Because applicant did not file
any evidence during its trial period, opposer's “Evidentiary
Objections” are given no further consideration.’
The Record

The record consists of the pleadings and the file of
each involved application. Also, pursuant to opposer's i
notices of reliance, opposer has introduced the following
into evidence: a status and title copy of opposer's pleaded
registration and of Registration No. 2738851 for the mark "V
(in standard character form)® showing opposer as the owner
of record of both registrations and that the registrations
are subsisting; a copy of applicant's responses to opposer's

first set of requests for admission;’ and a copy of

5 If opposer intended its “Evidentiary Objections” as a motion to
seek further responses to opposer's discovery reguests such as a
motion to determine the sufficiency of applicant's responses to
opposer's requests for admission under Trademark Rule 2.120(h),
opposer's motion is denied as having been filed well beyond the
time permitted for filing discovery motions. Trademark Rules
5.120(e) and 2.120(h), 37 C.F.R. §§ 2.120(e) and 2.120(h). See
also TBMP §§ 523 and 524 (2d ed. rev. 2004).
§ Registration No. 2738851, issued July 15, 2003. The mark is
depicted as the letter "V” preceded by a double quotation mark.
" Opposer's first set of requests for admission consists of 405
requests. A proceeding such as this one - which only involves
the registrability of two similar marks and has no counterclaims
- does not require such a large number of requests for admissiocn.
Many of opposer's requests for admission are irrelevant to the
issues in this case. See, e.g., Request for Admission No. 30,
which states “Applicant does not believe that Irreparable Harm is
inevitable, even over time.”
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applicant's responses to opposer's first set of
interrogatories.
Priority

In view of opposer's ownership of a valid and
subsisting registration for the pleaded mark JUST SAY*,
there is no issue regarding opposer's priority. King Candy,
Inc. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ
108 (CCPA 1974). Thus, the only issue remaining for
decision in this case is whether there is a likelihood of
confusion.

Burden of Proof

Opposer, as plaintiff in the opposition proceeding,
bears the burden of proving, by a preponderance of the
evidence, that there is a likelihood of confusion. See
Cunningham v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842
(Fed. Cir. 2000); and Cerveceria Centroamericana, S.A. V.
Cerveceria India Inc., 892 F.2d 1021, 13 UsSPQ2d 1307 (Fed.
Cir. 1989).

Discussion

our determination under Section 2(d) is based on an
analysis of all of the facts in evidence that are relevant
to the factors bearing on the issue of likelihood of
confusion. In re E. I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Majestic

Distilling Co., Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed.
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Cir. 2003). In considering the evidence of record on these
factors, we keep in mind that "[tlhe fundamental inquiry

mandated by §2(d) goes to the cumulative effect of

differences in the essential characteristics of the goods
land/or services] and differences in the marks." Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192
USPQ 24 (CCPA 1976) .

The salient question to be determined is not whether
the involved services of the parties are likely to be
confused, but rather whether there is a likelihood that the
relevant purchasing public will be misled to believe that
the services offered under the involved marks originate from
a common source. See J.C. Hall Company v. Hallmark Cards,
Inc., 340 F.2d 960, 144 USPQ 435 (CCPA 1965); and The State
Historical Society of Wisconsin v. Ringling Bros.-Barnum &
Bailey Combined Shows, Inc., 190 USPQ 25 (TTAB 1976) .

We begin our analysis by considering the second du Pont
factor, i.e., the similarities or dissimilarities between
opposer's and applicant's services. It is important to note
that we must compare the services as they are described in
the applications and the registration in determining whether
there is a likelihood of confusion. Octocom Systems, Inc.
v. Houston Computers Services Inc., 918 F.2d 937, 16 USPQ2d

1783 (Fed. Cir. 1990).
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First, we note that perhaps other than Registration No.
2738851, opposer has not cited any evidence which is
properly of record to show that the services are related.
(The evidence opposer relies on to show a relationship
between the services comprises the subject of opposer's
improper notice of reliance on documents opposer produced in
response to applicant's discovery requests.) However,
Registration No. 2738851 for the mark "V for “telephone
communication services,” which is of record, is entitled to
little, if any, probative value in determining whether there
is a similarity between applicant's and opposer's services.®
Although opposer may offer both types of services identified
in its registrations, the “telephone communication services”
are offered under a mark different from the one identifying
opposer's other services. Also, the "V mark is in no way
similar to applicant's applied-for mark, and the
registration is not evidence that the mark is in use or that
purchasers are familiar with the mark.

Thus, we must compare the services as they appear in

opposer's JUST SAY* registration and the involved

® Opposer states that he “has used the registered mark "V .. in
association with the mark JUST SAY* in connection with its
Telecommunication service phone numbers, advertising, and voice-
activated information services; available by landline or wireless
device”; and that the “[mlark "V .. also solicits the same

consumer trade-channels and base.” (Brief at pp. 9 and 10.) 1In
his reply, opposer states that “the Registration for ([the] mark
"y .. embodies Telephone use as well.” (Reply at p. 2.)
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