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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 76/977556
Published January 24, 2006

KINETIC MARKETING INC.
Opposer,
V. Opposition No. 91168895
QINETIQ LIMITED :
Applicant.

OPPOSER’S REPLY TO APPLICANT’S MOTION TO AMEND
THE DESCRIFTON OF GOODS,

Kinetic Marketing Inc., (hereinafter Kinetic or Opposer) hereby opposes Applicant’s
motion to amend its description of goods.
L INTRODUCTION

Kinetic owns Registration No. 1,951,402. It is an incontestable registration for KINETIC
for cameras, calculators and telephones. The mark has been in use in commerce in connection
with said goods since April 1, 1981.

On July 18, 2001, Applicant, Qinetiq Limited, (hereinafter Qinetiq or Applicant) filed a
multi-class intent to use application, including Class 9. The Class 9 description included
scientific and engineering equipment, namely radar, radar detectors, radar reflectors, scanners
working at optical, radar and millimetric wave frequency; satellite ground stations; satellite
navigation systems, namely satellite tracking and global positioning systems, mine detectors,
detectors operating by processing of radar:sonar or video signals; satellites for scientific

purposes,; instruments for the analysis and testing of materials, namely scanners; scientific and
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electrical apparatus all for recording, transmission or reproduction of images, namely digital
cameras, pholtographic cameras and video cameras; all the above are not for use in connection
with or for factory automation, material handling and/or the automotive industriesscientific and
electrical apparatus all for recording, transmission or reproduction of images, namely digital
cameras, photographic cameras and video cameras, all the above are not for use in connection
with or for factory automation, matevial handling and/or the automotive industries. This
application was published for opposition on January 24, 2006.

On January 23, 2006, Opposer filed a Notice of Opposition solely apainst the goods
described as scientific and electrical apparatus all for recording, transmission or reproduction
of images, namely digital cameras, photographic cameras and video cameras, all the above are
not for use in connection with or for factory aulomation, material handling and/or the
automotive industries in Class 9 based on its prior registration of KINETIC for cameras.
Opposer specifically limited the opposition to these goods because, after assessing all of the
goods and services, upon which Applicant intends to use QINETIQ), it believed that digital,
photographic, and video cameras would be likely to cause confusion in contravention of Section
2(d) of the Trademark Act.

On March 3, 2006, Applicant filed an unconsented motion to amend the description of
ooods to

Scientific and engineering equipment, namely radar, radar detectors,
scanners working at optical radar and millimetric wave frequency, satellite
ground stations, satellite navigation systems, namely satellite tracking and
global positioning systems mine detectors; detectors operating by
processing of radar, sonar or video signals; satellites for scientific
purposes; instruments for the analysis and testing of material namely

scanners; scientific and electrical apparatus all for recording, transmission
or reproduction of images, namely digital cameras, photographic cameras
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and video cameras, wherein these cameras are limjted (1) cameras used
solely used for security and surveillance applications and sold as part of a
security or surveillance system, (2) cameras designed to operate at infrared
and other non-visible wavelengths alone or in conjunction with visible
wavelengths (3) electronic cameras (namely digital and video cameras)
having image signal processing capabilities for image manipulation
(including image intensification, spectra image difference imaging, three
dimensional imaging and motion detection) and (4) lensless cameras and
cameras not having glass or plastic lenses but excluding pinhole cameras
all the above are not for use in connection with or for factory automation,
material handling and or the automotive industries.

Opposer objects to the amendment. It unduly prejudices Opposer, and as discussed
below, does not constitute a limitation that serves to preclude the issue of confusion.
IL THE SCIENTIFIC AND ENGINEERING EQUIMENT

Qinetiq is requesting that the Trademark Trial and Appeal Board allow it to amend its
application in Class 9 to include:

Scientific and engineering equipment, namely radar, radar detectors,
scanners working at optical radar and millimetrie wave frequency, satellite
ground stations, satellite navigation systems, namely satellite tracking and
global positioning systems mine detectors; detectors operating by
processing of radar, sonar or video signals; satellites for scientific
purposes; instruments for the analysis and testing of material namely
SCANNETS,

However, Opposer purposetiully did not oppose the mark with respect to these goods.
Kinetie reviewed Applicant’s goods and services, and filed the opposition only against those
goods upoen which it believed, in good faith, would lead to a probability of confusion. Applicant,
by its Motion, sceks to broaden the opposition proceedings to include radars, radar detectors,

scanners, satellite pround stations, satellite navigation systems, detectors, and satellites. These

goods are discrete and separate from the cameras, as reflected by (a) the placement of the semi-
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¢olon between the words scanners; and scientific and (b) the separate subcategory of scientific
and electrical apparatus all for recording, transmission or reproduction of images.

Opposer does not believe that he use of QINETIQ on such goods will cause confusion
with its registration of KINETIC for cameras and therefore did not oppose the mark for these
goods. Allowing an amendment that would permit Applicant to include such goods as part of the
opposition proceedings would broaden the scope of these proceedings, cloud the issues with
respect to likelithood of confusion, and unduly prejudice Opposer. It is requested such
amendment be denied.

III. SCIENTIFIC AND ELECTRICAL APPARATUS.

Applicant also seeks to amend the description to

Scientific and electrical apparatus all for recording, transmission or
reproduction of images, namely digital cameras, photographic cameras
and video cameras, wherein these cameras are limited (1) cameras used
solely used for security and surveillance applications and sold as part of a
security or surveillance system, (2) cameras designed to operate at infrared
and other non-visible wavelengths alone or in conjunction with visible
wavelengths (3) electronic cameras (namely digital and video cameras)
having image signal processing capabilities for image manipulation
(including image intensification, spectra image difference imaging, three
dimensional imaging and motion detection) and (4) lensless cameras and
cameras not having glass or plastic lenses but excluding pinhole cameras
all the above are not for use in connection with or for factory automation,
material handling and or the automotive industries.

By such amendment, Applicant is seeking to specify the function of the photographic
equipment. However, the proposed amendment is merely cosmetic and neither changes the

nature and character of the goods, nor serves to restrict their trade channels. Consequently it

should be denied.
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The amendment states that the digital, photographic and video cameras are used for
security and surveillance applications and sold as part of a security or surveillance system. It is
not clear whether the cameras will only be sold as part of a security or surveillance system or
whether only some of the cameras will be sold as part of said system. The lack of clarity on this
point underscores why confusion is probable.

However when viewed within the context of the remainder of the description of goods, it
is assumed that many of these cameras are intended to be sold as stand alone umits. For example
there is no such limitation on the cameras designed to operate at infrared and other non-visible
wavelengths. We can thus conclude that the cameras that possess this specific function are sold
and marketed as stand alone cameras and are not part of the security system.

Concomitantly Applicant proposes that the amendment recite the fact that the digital and
video cameras have image signal processing capabilities for image manipulation. This is a non-
sequitur. Every digital and video camera has the ability to process and manipulate images.

Some of the digital cameras are lensless. This too is irrelevant to a preclusion of
confusion. Abhsent evidence to the contrary, it would be perfectly reasonable to assume that
lensless cameras and cameras not having glass or plastic lenses could be sold in all retail outlets.

The sole limitation on the channels of trade of Applicant’s goods is that they cannot be
sold in connection with or for factory automation, material handling and or the automotive
industries. This means they can be sold in all other venues and markets and in cssence the

proposed amendment does not constitute a limitation. It should be denied.
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1V.  THE PROPOSED AMENDMENT FAILS TO LIMIT THE SCOPE OF
APPLICANT’S CAMERA GOODS

It is Applicant’s position that the specifications “limit the scope of its camera goods to
those clearly not used by Opposer and those not in Opposer’s reasonable zone of expansion.”
Applicant’s Brief p. 1. However, as discussed above, there is no evidence to support this
conclusion,

While Qinetiq believes this amendment will serve to preclude any likelihood of
confusion, the fact is the proposal is purely cosmetic and simply does not narrow the nature and
purpose of the goods nor limit the issues in these proceedings, Rather it serves as a product
description.

It is submitted that cameras, however described and/or modified, are still cameras and
therefore fall directly within the scope of expansion of Opposer’s goods. Thus Applicant’s
proposed amendment unduly prejudices Opposer in that it is based on a presumption and
assumption that Opposer’s registration is not entitled to the full scope of protection afforded by
Section 7(b) of the Trademark Act.

Y. OPPOSER’S GOODS

Further, the fact that Applicant has specified that said cameras have certain capabilities
and functions does not preclude the reasonable probability that Opposer’s goods can be used for
security and surveillance purposes or within that industry, Opposer has the right to expand into

such field of use.
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Solely for the purpose of reflecting the basic tenet that trademark law does not exist in a
vacuum, Opposer makes of record two articles from The New York Times. The articles
underscore the fact that describing a cameras by its functions is irrelevant when it comes to a
determination of confusion. The article titled “The New Security: Cameras That Never Forget

Your Face”, dated January 25, 2006 and attached as Exhibit A, reported:

But surveillance companies, using networks of cheap Web-connected
cameras and powerful new video-analysis software, are starting to turn
the Hollywood model into reality. Faces and license plates can now be
spotted, in almost real time, at ports, military bases and companies.
Security perimeters can be changed or strengthened with a mouse click.
Feeds from hundreds of cameras can be combined into a single desktop
view. And videotape that used to take hours, even days, to scour is
searched in minutes.

In addition, whether we like it or not, we are living in a post 9/11 “surveillance society™
world wherein the average consumer may be interested in both high end and low end digital
camera equipment that allows him/her to “survey™ their surroundings. On the same date there
was another article in The New York Times titled “A Growing Web of Watchers Builds a

Surveillance Society” (Exhibit B) reported:

We bought our loved ones cellphones with built-in Global Positioning
System and flocked to family gatherings in cars loaded with OnStar and
EZ Pass. We paid for mostly everything with credit and debit cards. Qut of
convenience, we embraced technologies meant to track our every move.

There are important distinctions, of course, between government prying
and the emerging web of consumer surveillance. But they share a digital
universe that facilitates and rewards watching. Spam, spyware and identity
theft are only a taste of how exposed we have all willingly become as we
enjoy the benefits of the networked world.
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Thus it is Opposer’s position that not only is its registration for cameras not overbroad,
but permitting Applicant to amend its description of goods is prejudicial because it is based on
the presumption that specifying the function of the cameras negates a likelihood of purchaser
confusion. The fact is Applicant filed for a broad description and the mark was published for
such goods. That the cameras are designed to operate at infrared wavelengths or have image
signal processing capabilities or are lensless is immaterial to the issue of confusion. Applicant
adopted a trademark that is confusingly similar to Opposer’s incontestable mark for goods that
[all directly within Opposer’s product line. It is requested that the Applicant’s Motion be denied
and the opposition move forward on the description of goods as published.

In the event, the Board grants Petitioner’s Motion and permits such amendment, it is
requested that Applicant be required to consent to judgment on the question of likelihood of
confusion between Opposer’s mark KINETIC on cameras and QINETIQ with respect to all other
cameras outside the specific description. See International Harvester Co. v. International

Telephone and Telegraph Corporation, 208 USPQ 940 (TTAB 1980).

Respectfully submitted,

JU%% B. SEYLER é

ABELMAN FRAYNE & SCHWAB
666 Third Avenue

New York, New York 10017
212-949-9022
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing was served by first class mail, postage prepaid this
22nd day of March 2006 upon the following:

Sherri L. Scharmach, Esq.
NIXON & VANDERHYE P.C.
11™ Floor
901 North Glebe Road
Arlington, VA 22203-1808

Julie B. Seyler
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EXHIBIT A
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The New Security: Cameras That Never Forget Your
Face

By NOAH SHACHTMAN

MANAGEMENT at the Sir Francis Drake Hotel in San Francisco had been suspicious for weeks. A
houseman on the graveyard shift was not the most productive worker, and trying to reach him on his
walkie-talkie was usually a lost cause. So when the employee could not be found one summer night, his
bosses went to their new video surveillance system.

The camera network - using software from 3VR Security Inc., a San Francisco company that makes
surveillance technology - already knew what the houseman looked like; facial recognition algorithms
had built a profile of him over time. With a couple of mouse clicks, managers combed through hours of
videotape taken that night by the hotel's 16 cameras, and found every place he had been - including the
back entrance he slipped out of, three hours into his shift. He became 1 of 10 employees dismissed from
the hotel since 3VR's surveillance package was installed last June.

Until recently, the only place where an employee could have been caught that easily was in a Hollywood
script. Digital spy cameras can instantly pick people out of crowds on the television show "24." But real-
world video surveillance was stuck in the VCR age, taking countless hours to sift through blurry black-
and-white tapes. Stopping a problem in progress was nearly impossible, unless a guard just happened to
be staring at the right video monitor,

But surveillance companies, using networks of cheap Web-connected cameras and powerful new video-
analysis software, are starting to turn the Hollywood model into reality. Faces and license plates can
now be spotted, in almost real time, at ports, military bases and companies, Security perimeters can be
changed or strengthened with a mouse click. Feeds from hundreds of cameras can be combined into a
single desktop view. And videotape that used to take hours, even days, to scour is searched in minutes.

Some experts question the effectiveness of such "intelligent video" systems, which are sold by
ObjectVideo, Verint and VistaScape as well, and worry about the privacy implications. But Brian
Russell, chief of the Drake's engineering and maintenance departments, is happy with the results.
"People know we're watching,” he said. "Word travels fast. Fear travels as well.”

The first step in setting up the Drake's surveillance system was tying the hotel's cameras together. That
has become easier in recent years, now that digital video images can be collected directly from the
cameras that record them - through the same closed Internet protocol-based network that links the hotel's
computers to one another.

But digital video requires far more space on the network than e-mail or Web pages do - so much that the
extra data traffic can quickly cause the whole network to grind to a halt if it is not managed properly.

http://www.nytimes.com/2006/01/25/technology/techspecial2/25video.html?ei=5070&en=... 3/22/2006
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The trick is for the system to send as little high-resolution video as possible - and instead pass on short
deseriptions about what the cameras are seeing.

That is where 3VR comes in. Every time someone passes in front of a camera connected to the system,
the software logs a separate "motion event."” The time and location of the event - along with a still
picture - are sent to a security guard's desktop computer. The guard can then browse through these
pictures instead of staring at a bank of black-and-white monitors showing images that are constantly
changing, waiting for something to happen. If a picture caiches the guard's eye, he can click on it to sec
the video of the scene.

The system shows more than what the cameras see. Often, it can tell who the cameras are watching, too.
The 3VR software assigns an identification number to every person a camera spots, and establishes a
profile based largely on the geometry of the person's face. Whenever the face is captured from a
different angle or in a different light, the system creates another mathematical model. Each time a person
is taped, another model is added to the profile, increasing its accuracy.

Once the profiles reach a certain critical level of detail, it becomes fairly simple to search the "motion
events" to find out where someone has been - essentially the same as entering a name on Google. The
video forensics made possible by such software can be valuable; similar technology was used to trace
the suspects in the London terrorist bombing last summer. But 3VR can be set up to do more than
retrace a person's steps. The system can also set off an alert almost instantly if someone on a watch list
enters a building or a restricted area. That ability is one reason the Central Intelligence Agency has
become interested in the company, said Gilman Louie, who recently stepped down as the chief executive
of In-Q-Tel, the agency's investment arm. It took part in a $10 million round of financing for 3VR, a 25-
employee company led by former executives at TiVo and Inktomi, an Internet distribution company.

"We've had cameras," Mr. Louie said. "But their biggest weakness is being proactive - 'Hey, this guy's
been here before, stop him.' And that's because we've had to be 100 percent reliant on the operators. You
can't expect a guard to remember a face months after the fact. But put a little intelligence into the
recording box, and it can remember for months at a time."”

For now - and the foreseeable future - 3VR's system is effective only in small, controlled environments
where the lighting is consistent and only a few people pass in front of one camera at a time. Picking out
criminal suspects on the street or in a crowd - as the city of Tampa, Fla., tried to do in its Ybor City
distniet from 2001 to 2003 - is still beyond the ability of 3VR and every other surveillance system.

3VR plans no such challenges any time soon, said Stephen Russell, the chief executive. "Stopping
Osama Bin Laden, it's a sexy application,” he said. "But it's just not what people do day to day.
Enforcing a restraining order, that's more likely."

But Bruce Schneier, a security expert and the founder of Counterpane Internet Security, in Mountain
View, Calhf., questions the real purpose of systems like 3VR's.

"These things aren't designed to catch the bad guys," Mr. Schneier said. "They're for watching the good
and the stupid. The bad guys, they'll just wear a hat and sunglasses the day that they want to avoid the
camera.” (Mr. Russell of 3VR says that his software can see through some disguises.)

To Mr. Schneler, the camera networks are part of a larger trend - along with Britain's plans to monitor

every car on every major road, and the National Security Agency's domestic eavesdropping program -
toward "wholesale surveillance, the kind of stuff Stalin only dreamed of," he said. "The question is, do

http://www.nytimes.com/2006/01/25/technology/techspecial2/25video.html?ei=5070&en=... 3/22/2006
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we want that?"

But he says that intelligent video systems like 3VR's can fill an important, and less controversial,
security need. "The cameras are best in no-man's land: 'If anyone climbs this fence, sound an alarm,' " he
said.

Most companies that sell intelligent video software systems make setting up those rules a matier of a
few mouse clicks. The systems can also notify a guard if a package is left on a railway platform, a car
drives too quickly toward a building or a person walks up a down escalator, anything that seems out of
the ordinary. VistaScape's software can also combine hundreds of cameras into a single, three-
dimensional digital map. People and vehicles are represented by icons. Clicking on the icon brings up
the view from the nearest camera.

"You can look at the whole facility - the movement of everything,” said Steve Ruggiero, director of
maritime security at Total Terminals International in Long Beach, Calif. He has installed an 80-camera
network across the 384-acre property.

Surveillance-software makers may also find a market in retail stores, and not just for catching
shoplifters. The algorithms that look for intruders could see whether checkout lines are moving and
which displays are attracting the most attention.

"The cameras are there already," said Dan Bodner, chief executive of Verint, in Melville, N.Y. "All they
have to do is buy the software."

XML| | Help | Cont
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http://www.nytimes.com/2006/01/25/technology/techspecial2/25video.html?ei=5070&en=... 3/22/2006
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A Growing Web of Watchers Builds a Surveillance
Society

By DAVID SHENK

[T is strangely fitting that President Bush's no-warrant wiretapping came to light during the season of
holiday gift buying, much of which took place online.

As Washington huffed and puffed over a new erosion of privacy, untold millions of us clicked just as
fast as our little clickers could click through Google ads and Amazon checkout pages, unwittingly
updating our "cookie" ID badges at every new screen. We bought our loved ones cellphones with built-
in Global Positioning Systemn and flocked to family gatherings in cars loaded with OnStar and EZ Pass.
We paid for mostly everything with credit and debit cards. Out of convenience, we embraced
technologies meant to track our every move.

There are important distinctions, of course, between government prying and the emerging web of
consumer surveillance. But they share a digital universe that facilitates and rewards watching. Spam,
spyware and identity theft are only a taste of how exposed we have all willingly become as we enjoy the
benefits of the networked world.

If the American public seems a bit confused about the raging debate of security versus civil liberties -
Bush/Cheney versus the A.C.L.U. - it may be because the debate itself has been outpaced by technology.
In our post-9/11, protowireless world, democracies and free markets are increasingly saturated with
prying eyes from governments, corporations and neighbors. For better and worse, free societies are fast
entering the world of total surveillance.

On Thursday, it was reported that Google, the leading search engine, is resisting a Justice Department
subpoena seeking millions of its users' search records, and we can all be plad Google chose to stand its
ground.

Behind that dramatic headline, though, is the amazing story of how much user information Google
actually controls, particularly concerning its registered Gmail users. They have quietly consented to
extensive e-mail monitoring in return for free e-mail accounts with virtually unlimited online storage.
Google's machines - no employees directly read any e-mail - scan all Gmail messages and then tag them
with ads relevant to their content. (The message "John: Want to go fishing this weekend?" may attracta
"Click here to buy fishing gear" ad.)

Allowing a computer to read your e-mail may not sound threatening, but with advanced pattern-
recognition software, scanning many messages over time could produce a powerful consumer profile.
As these machines get smarter and smarter, it may soon be far more worrisome to let a machine "read”
your information than to have a human reading it. Further, as the Electronic Privacy Information Center

has pointed out, at epic.org/privacy/gmail

hitp://www.nytimes.com/2006/01/25/technology/techspecial2/25essay.htm1?7ei=50708&en=... 3/22/2006
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/fag.himl, Goople also has the technical and legal ability to archive and scan registered users' Web
searches, to cross-reference that data, and, if it hikes, to sell it.

Such broad powers will not, of course, be limited to Google for long. As cellphones become primary
devices for e-mail, Internet access and shopping, phone-service providers will be able to amass and
analyze the correspondence, curiosities and purchases of each user without listening in on a single phone
conversation.

You might not even have to send an e-mail message or click on a Web site to set off a close surveillance.
Just last week, Apple Computer added to its iTunes software a new MiniStore, which automatically
monitors every song you listen to on your computer, and sugpgests related songs to buy. But after an
uproar from privacy advocates, Apple adjusted the software to allow users to opt out of this service .

In coming years, many other objects of popular consumption will root out and transmit our private data.
The retail industry 15 well on its way to including tiny, virtually invisible radio frequency identification
tags with every consumer product from underwear to milk cartons to brake pads.

Such RFID tags - consumer watchdogs call them "spy chips" - will improve shipping, stocking and
shelving efficiency, and may offer many new conveniences to consumers. Washing machines, for
example, could recognize clothing type and make appropriate adjustments; mechanics could instantly
know the age of a car part; refrigerators could issue a warning if food has passed a spoilage date. The
potential privacy incursions are also impressive. Retail stores could profile customers according to their
clothing purchases and adjust in-store advertising and even pricing and credit policies. Consumers
would literally be wearing their shopping tendencies on their sleeves.

These are today's tools. What about tomorrow’s? The ballmarks of the new digital tool-building age are
machines that are increasingly smart, small, cheap and communicative. We are, without question,
headed into a world where - mostly by our choice - the minute details of our bodies, lives and homes
will be routinely tracked and shared, with potential for more convenience and safety but also abuse.

On the one hand, most of us will trade in our anonymity and privacy for, yes, increased national security
and cleaner, healthier, easier lives. On the other hand, we will be more vulnerable - not only to malicious
hackers and identity thieves but also to sophisticated marketers. Our increased exposure will demand a
much more nuanced definition of what "privacy" means as well as specific new tools to help us navigate
its components. Whether the watcher 13 the National Security Agency, Verizon or the teenager next
door, our increased exposure will also require new and broader vigilance.

Sadly, today's fine-print corporate disclaimers do not even come close to being adequate, and proper
disclosure is unlikely to come without government action.

But the good news is that there is a simple and elegant standard for all surveillance minders to adopt:
citizens have the right to know - in real time - when and how they are being monitored. Just as some
states require "all-party consent” for telephone recordings, so it should be with e-mail, Web surfing,
walks in the park or any activity being captured by a distant unseen party.

Such disclosures might look like this:

"Welcome to Shop-Mart. Your shoe size is 9."

"All persons entering City Park are subject to video and audio surveillance by the Metropolitan Police

http://www.nytimes.com/2006/01/25/technology/techspecial2/2 Sessay. html?ei=5070&en=... 3/22/2006
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Department.”
"Thank you for browsing at BooksOnLine

.com, where page views are recorded and attached to your file. Click here if you prefer to browse
anonymously "

Sunshine is the only antidote to surveillance, and openness is inherently democratic. Such disclosures
allow consumers to react as they wish. And if the snooping is too embarrassing for companies or public
officials to acknowledge, their noses shouldn't be there to begin with,

David Shenk, authoer of "Data Smog," writes often about the unintended consequences of technology.

http://www.nytimes.com/2006/01/25/technology/techspecial2/25essay html 7ei=3070&en=... 3/22/2006



