Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA173202

Filing date: 11/06/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91168033

Party Plaintiff
UBS AG

Correspondence Patrick J. Jennings

Address Pillsbury Winthrop Shaw Pittman LLP
1650 Tysons Blvd.
McLean, VA 22102
UNITED STATES
kevin.kramer@pillsburylaw.com

Submission Other Motions/Papers

Filer's Name Stephanie Goeller

Filer's e-mail stephanie.goeller@pillsburylaw.com, kevin.kramer@pillsburylaw.com,
patrick.jennings@pillsburylaw.com

Signature /Stephanie Goeller/

Date 11/06/2007

Attachments Status Update.pdf ( 7 pages )(201411 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

UBS AG,
Opposer,
Opposition No. 91168033

Ser. No. 78/524,329
United Bankers’ Bank,

Applicant.

N’ N N N N N N N N N e N

STATUS UPDATE

Pursuant to 37 C.F.R. § 2.120(e), Opposer provides this update regarding its Motion to
Compel Discovery.

Opposer filed a Motion to Compel Discovery on October 23, 2007. As of this writing,
Opposer has not been served with Applicant’s response to its motion.

Applicant supplemented its production on October 26, 2007. Howéver, as detailed in the
attached e-mail from Opposer’s counsel to Applicant’s counsel, the documents produced as part
of this supplemental production are not responsive to the majority of Opposer’s outstanding
document requests. See Exhibit A. To date, Opposer’s counsel has not received any response
from Applicant’s counsel regarding its October 26™ e-mail.

Accordingly, Opposer respectfully submits that Applicant should not be relieved of the
duty to respond to Opposer’s motion and respectfully requests that the Board proceed with its

consideration of Opposer’s Motion to Compel.
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Dated: November 6, 2007 Respectfully submitted,

UBS AG

By: %é E

Kevin T. Kramer

Patrick J. Jennings

Stephanie F. Goeller

PILLSBURY WINTHROP SHAW PITTMAN LLP
2300 N Street, NW '

Washington, D.C. 20037

Tel. (202) 663-8000

Attorneys for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Status Update was served
on Applicant’s attorney, Michael M. Lafeber, with an address at BRIGGS AND MORGAN,
P.A., 2200 IDS Center, 80 South gl Street, Minneapolis, Minnesota 55402-2157, via overnight

mail, postage prepaid, on November 6, 2007.

Lttt

Stephanie F. Goeller
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EXHIBIT A



Goeller, Stephanie F.

From: Goeller, Stephanie F.

Sent: Tuesday, October 30, 2007 6:22 PM

To: MLafeber@Briggs.com

Cc: Kramer, Kevin T.; Jennings, Patrick J.

Subject: UBS AG v. United Bankers' Bank, Opp. No. 91168033
Mr. Lafeber -

We received United Bankers' Bank's supplemental production on Friday, October 26, 2007. Our initial review of this
supplemental production indicates that many responsive documents are still missing from your client's production. In
particular, it appears that documents responsive to the following categories have still not been produced:

--Opposer's Document Request No. 5: All documents relating to Opposer's Mark and your knowledge of Opposer's Mark;

--Opposer's Document Request No. 22: All documents on which you plan to rely in support of your position in this
Opposition;

--Opposer's Document Request No. 23: All documents that refer to, relate to, concern, or are given to or received by or
from any expert whom you have retained to assist in presenting any claim and/or claims in this opposition and/or whom
you intend to depose in this opposition;

--Documents. Identified at the Deposition of United Bankers' Bank: (i) Post cards allegedly showing the sue of Applicant's
UBB mark; (ii) Placement schedules for advertisements allegedly bearing the UBB mark;

--Opposer's Document Request No. 24: Documents sufficient to show the date when United Bankers' Bank first rendered
strategic planning services in commerce under or in connection with the UBB mark; :

--Opposer's Document Request No. 26: Documents sufficient to show the date when United Bankers' Bank first used the
UBB mark in interstate commerce in connection with Olander Advisory Services; _

--Opposer's Document Request No. 30: Documents sufficient to show the date when United Bankers' Bank first used the
UBB mark in commerce in connection with Bank Value Advisory Services;

--Opposer's Document Request No. 35: Documents sufficient to show the date when United Bankers' Bank first used the
UBB mark in interstate commerce in connection with its UNET services;

--Opposer's Document Request No. 36: All documents relating to the preparation and prosecution of the application for
registration of the UNET mark;

--Opposer's Document Request No. 37: Docurhents sufficient to show the date when United Bankers' Bank first used the
UBB mark in interstate commerce in connection with its USOURCE services;

--Opposer's Document Request No. 38: All documents relating to the preparation and prosecution of the application for
registration of the USOURCE mark;

--Opposer's Document Request No. 40 / Documents Identified at the Deposition of United Bankers' Bank: For each of the
services recited in Application Serial No. 78/524,329, documents sufficient to show the date that United Bankers' Bank first
rendered those services in interstate commerce in connection with the UBB mark.

As a result, we will not proceed with the continued 30(b)(6) deposition of United Bankers' Bank on November 2, 2007. We
reserve the right to take this continued deposition after we have received all of your client's outstanding production.

Best regards,

Stephanie F. Goeller | Pillsbury Winthrop Shaw Pittman LLP

Tel: 202.663.8000 | Fax: 202.663.8007
2300 N Street, N.W. | Washington, D.C. 20037-1122



Email: stephanie.goeller@pillsburylaw.com
www.pillsburylaw.com

----- Original Message-----

From: Lafeber, Michael [mailio:MLafeber@Briggs.com]

Sent: Monday, October 29, 2007 2:12 PM

To: Goeller, Stephanie F.

Cc: Kramer, Kevin T.; Jennings, Patrick J.

Subject: RE: UBS AG v. United Bankers' Bank, Opp. No. 91168033

Stephanie,

You should have received UBB's supplemental document production last week. As | previously indicated, the documents
requested by UBS spanned more than a sixteen year period of time. Without limitation, it required locating, retrieving and

reviewing multiple boxes from offsite storage.
We remain prepared/willing to offer Mr. Hokans for the deposmon scheduled for November 2nd. Please confirm you
intend to take his deposition on that date. Thank you.

Michael M. Lafeber
Attorney

Briggs and Morgan, P.A.

Direct 612.977.8472; Cell 763.360.3635

Fax 612.977.8650

miafeber@briggs.com

2200°IDS Center | 80 South 8th Street | Minneapolis, MN 55402

----- QOriginal Message-----

From: Goeller, Stephanie F. [mailto:stephanie.goeller@pillsburylaw.com]
Sent: Tuesday, October 23, 2007 2:44 PM

To: Lafeber, Michael

Cc: Kramer, Kevin T.; Jennings, Patrick J.

Subject: UBS AG v. United Bankers' Bank, Opp. No. 91168033

Mr. Lafeber:

Please find attached a copy of Opposer's Motion to Compel Discovery, Declaration of Kevin Kramer in support thereof,
and accompanying exhibits filed today with the TTAB.

As you know, the continuation of the Rule 30(b)(6) deposition of United Banker's Bank (Mr. Hokans) is currently scheduled

for November 2, 2007.
We do not plan to take this deposition until after we have received the documents that are the subject of Opposer's motion

to compel.

Please let us know when we will get the requested documents so that we can reschedule the deposition if necessary.

Regards,
Stephanie F. Goeller | Pillshury Winthrop Shaw Pittman LLP

Tel: 202.663.8000 | Fax: 202.663.8007
2300 N Street, N.W. | Washington, D.C. 20037-1122

Email: stephanie.goeller@pillsburylaw.com
www.pillsburylaw.com



The contents of this message, together with any attachments, are intended only for the use of the individual or entity to
which they are addressed and may contain information that is legally privileged, confidential and exempt from disclosure. If
you are not the intended recipient, you are hereby notified that any dissemination, distribution, or copying of this message,
or any attachment, is strictly prohibited.

If you have received this message in error, please notify the original sender or the Pillsbury Winthrop Shaw Pittman Help
Desk at Tel:

800-477-0770 x4860 immediately by telephone or by return E-mail and delete this message, along with any attachments,
from your computer.

Thank you.

This email has been scanned for all viruses by the Messagelabs SkyScan service. (http://www.messagelabs.com)

CONFIDENTIALITY NOTICE: The information contained in this e-mail communication and any attached documentation
may be privileged, confidential or otherwise protected from disclosure and is intended only for the use of the designated
recipient(s). It is not intended for transmission to, or receipt by, any unauthorized person. The use, distribution, transmittal
or re-transmittal by an unintended recipient of this communication is strictly prohibited without our express approval in
writing or by e-mail.

If you are not the intended recipient of this e-mall, please delete it from your system without copying it and notify the above
sender so that our e-mail address may be corrected. Receipt by anyone other than the intended recipient is not a waiver of
any attorney-client or work-product privilege.

This email has been scanned for all viruses by the Messagel.abs SkyScan service. (http://www.messagelabs.com)




