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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Serial No. 76/631,902
Published in the Official Gazette
on December 6, 2005

Munro & Company, Inc., )
)
Opposer )
)
v ) Opposition No.

) Opposer's Docket No. 19728
J¥ Basics LLC, )
)
Applicant )

NOTICE OF OPPOSITION

Munro & Company, inc., a corporation of Arkansas having a place of business at P.O.
Box 6048, 3770 Malvern Road, Hot Springs, Arkansas 71902, belicves that it will be damaged
by the registration of the mark JT ALWAYS, as depicted in the above-identified trademark
application, and hereby opposes registration of the same.

As grounds for the opposition, it is alleged that:

(1) By the Application Serial No. 76/631,902 herein opposed, Applicant is seeking to
obtain, under the Trademark Act of 1946, as amended, registration on the Principal Register of
the mark JI ALWAYS, as used in counection with "junior sweaters and junior knit and woven

tops”, in International Class 25.



(2) For many years, and at least as early as 1968, Opposer and/or its predecessors in title
have been using the following family of registered trademarks in connection with the
manufacture, sale and/or distribution of "clothing and footwear", and related goods:

JJ (stylized) Reg. No. 873,488 of 7/22/69
JJ JUMPING-JACKS (& logo) Reg. No. 991,463 of 8/20/74
JJ (& logo) Reg. No. 1,408,653 of 9/9/86

JJ SPORT Reg. No. 2,933,543 of 3/15/05

Status and title copies of these registrations are submitted herewith as Opposer's Exhibits
Nos. 1- 4 pursuant to 37 CFR § 2.122(d).

(3) The marks JJ (stylized), JJ JUMPING-JACKS (& logo), JJ (& logo) and JJ SPORT
were created by Opposer or Opposer's predecessors and have been in use by Opposer or
Opposer's predecessors continuously since their adoption.

(4) Upon information and belief, by reason of the extensive use and merchandising
activity of the Opposer, as the owner of a family of J¥ marks, the public has come to expect and
will expect that "clothing and footwear" and goods related thereto bearing or utilizing such
trademarks, or marks confusingly similar thereto, are licensed or sponsored by, or emanate from,
a single source, namely, Opposer, Munro & Co., Inc..

(5) Opposer's marks have been used in connection with its goods long prior to the
February 23, 2005, filing date of Applicant's application for registration of the mark JJ
ALWAYS in connection with the goods recited in Applicant's application Ser. No. 76/631,902.

(6) By virtue of the continuous and extensive use of Opposer's marks JT (stylized), JJ

JUMPING-JACKS (& logo), JJ (& logo), and JJ SPORT, these marks have become distinctive of
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Opposer's "clothing and footwear" and related goods in the clothing industry, indicating the
source or origin of such goods to reside solely in Opposer.

(7) During the period of time in which Opposer has used its marks, Opposer has
advertised and promoted its goods in the nature of "clothing and footwear" and related goods. As
a result of such advertising and promotion, Opposer's clothing, footwear and related goods sold,
promoted and advertised under this family of JJ marks have acquired and now possess an
extensive and favorable reputation reflected in a substantial amount of goodwill. Accordingly,
the trade and purchasing public have come to know and recognize these marks as identifying
exclusively the goods of Opposer, and Opposer's substantial amount of goodwill represented by
these marks would be severely impaired if registration of the mark JJ ALWAYS were to be
granted to Applicant for the goods recited in the application of Applicant Serial No. 76/631,902.

(8) Applicant's mark JJ ALWAYS in application Serial No. 76/631,902 for the goods
specified therein, so resembles Opposer's marks IJ (stylized), JJ JUMPING-JACKS (& logo), 1J
{& logo), and JJ SPORT for essentially the same goods, as to be likely to cause confusion,
mistake or to deceive.

(9) Owing to the close similarity between Applicant's mark and Opposer's marks, as
applied to the substantially the same goods, customers are likely to believe and would be justified
in believing that Applicant's goods originate from Opposer or an entity in some way associated
with or sponsored by Opposer.

(10) Applicant's mark includes no periods, just as Opposer's registered JJ marks do not

include any periods.
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(11) The goods recited in application Serial No. 76/631,902 in connection with which the
JI ALWAYS mark is used, and Opposer's goods identified by its marks JJ (stylized), JJ
JUMPING-JACKS (& logo), JJ (& logo), and JJ SPORT, are sold, distributed and advertised
through the same channels of trade, and to the same classes of purchasers. Therefore, confusion,
mistake or deception are most likely, and many persons familiar with Opposer's marks are likely
to buy Applicant's goods in the belief that the latter are goods sold or authorized by Opposer.

(12) Applicant seeks registration of a mark which, when used on or in connection with
the goods or services sought to be registered and intended to be used by Applicant, will result in
the public becoming confused as to the value of products sold by Opposer under the JJ (stylized),
JF JUMPING-JACKS (& logo), J¥ (& logo), and JT7 SPORT marks and thereby diminish the
advertising value and goodwill associated with Opposer’s marks.

(13) I Applicant were to be granted the registration which it secks for the mark JJ
ALWAYS, it would obtain thereby at least prima facie the exclusive right to use said mark, and
such registration would be a source of damage and injury to Opposer and to Opposer's many
customers who, for a number of years, have traded with Opposer based on reliance on its JJ
(stylized), JJ JUMPING-JACKS (& logo), }J (& logo), and JJ SPORT family of marks.

(14) Applicant’s mark, if registered or used on or in connection with the goods or
services sought to be registered by Applicant, is likely to lead to confusion and to irreparably
damage the distinctiveness, distinctive quality, goodwill and reputation associated with
Opposer’s 1] (stylized), JJ JUMPING-JACKS (& logo), IJ (& logo), and JJ SPORT trademarks

in violation of 15 U.S.C. § 1125(c), thus weakening such marks that said marks become less



famous and less protectable, ultimately destroying Opposer’s property rights in and to the JJ
(stylized), JJ JUMPING-JACKS (& logo), } (& logo), and JJ SPORT trademarks.

(15) Opposer may be damaged by registration of JJ ALWAYS mark because a USPTO
Examining Attorney may cite the subject application in a provisional refusal to register Opposer's
JJ SCHOOL mark of Application No.78/406,395, whereby Opposer may be blocked from
obtaining Federal trademark registrations for this and future marks enlarging Opposer's family of
JJ marks.

(16) Opposer would be damaged by the granting of a registration to Applicant, since any
defect or fault in Applicant's goods would necessarily reflect upon Opposer and tarnish the
excellent reputation Opposer has established for the goods and services it has long offered under
its JJ family of marks.

(17)  'The naturai expansion of Opposer's goods (as well as its family of JJ marks) could
be preempted by Applicant's registration of the JJ ALWAYS mark.

(18)  Given the likelihood of confusion between Opposer's marks and
Applicant's mark, Opposer may endure a loss of sales of goods offered under its JJ family of
marks.

(19)  Given the virtual identity of the dominant portion of Applicant's
mark and Opposer's JJ family, Applicant's mark is likely to cause dilution of the distinctive
quality of Opposer's name and marks within the name and meaning of 15 1.S.C. Section 1 125(c)

of the Lanham Trademark Act.



WHEREFORE, Opposer respectfully petitions the Trademark Trial and Appeal Board to
sustain this opposition and to refuse registration of Applicant's mark in Application Serial No.
76/631,902.

Opposer hereby appoints Lawrence E. Laubscher, Sr., Lawrence E. Laubscher, Jr., and
Karen P. Severson its attorneys to prosecute this opposition with the full power of substitution
and revocation, and to transact all business in the U.S. Patent and Trademark Office connected
therewith.,

The Office is requested to direct all correspondence to the attention of Lawrence E.
Laubscher, Sr., Laubscher Severson, 1160 Spa Road, Suite 2B, Annapolis, MD 21403;
Telephone: 410-280-6608 or 703-521-2660; Facsimile: 410-280-6758; and e-mail:
lelsr@laubscher.com.

Accompanying the electronic filing of this Notice of Opposition is the submission of the

required opposition fee of $300. Please charge any additional fees to Account No. 12-0605.

Respectfully submitted,
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Lawrence E. Laubscher, Sr.
Laubscher Severson
Attorneys for Opposer

1160 Spa Road

Annapolis, Maryland 21403
Telephone: (703) 521-2660
E-mail: lelsr@laubscher.com

" 2005 P

Of Counsel:
Karen P. Severson
Lawrence E. Laubscher, Jr.
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10 ,@mmmcmsn- PRESENES; SHANL, COMI:
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office

MNovember 18, 2005

THE ATTACHED U.S. TRADEMARK REGISTRATION 873,488 1S
CERTIFIED TO BE A TRUE COPY WHICH IS IN ¥FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 20 YEARS FROM .July 22, 1969
Ist RENEWAL FOR A TERM OF 20 YEARS ¥FROM  July 22, 1989
SECTION 8 & 15
SAID RECORDS SHOW TTFTLE TO BE IN:

MUNRO & COMPANY, INC.

AARKANSAS CORPORATION

By Aunthority of the

Under Secretary of Conunerce for Intellectual Property
and Director of the Unifed States Patent and Trademark QOffice

. MONTGom

Certifying Officer

7

Opposer's
Exhibit
No. 1




Int. Cl: 25

Prior U.S. CL: 39
Rep. No. 873,483
United States Patent.and Trademark Office Registered July 22, 1963
Renewal 0OG Date Oct. 10, 1989
‘TRADEMARK
PRINCIPAL REGISTER
JUMPING-JACKS - SHOES, INC. FOR: SHOES, IN CLASS 39 (INY. CL.
B MNEVADA CORPORATION) 25).

100 FIFTH STREETY FIRST USE 1-9-1968; IN COMMERCE
MOMNETT, MO 55708, ASSIGNEE BY AS- 1-9- 1968,

SIGHMMENT AND MERGER VAISEY-

HRISTOL SHOE COMPANY INCORPG- SER. NO. 312,964, FILED 11-25-1968

RATED (MISSOURY CORPORATION)

MONETT, MO

OWNER OF U5, REG. NQ, 795268

In testimony whereof I have hereunto set my hand
and caused the seal of The Patent and Trademark
Office 2o be afftxed on Oct 10, 1989, :

COMMISSIONER OF PATENTS AND TRADEMARKS




United States Patent Office ... suy b

PRINCIPAL REGISTER
‘ Trademark

Ser. No. 312,964, filed Nov. 25, 1968

Vaisey-Bristol Shoe Company Incorporated {Missoniri For: SHOES, in CLASS 39 (INT. CL. 25}.

. corporation) First use at Jeast as early as Jan, 9, 1968; in commerce
100 5th St. atf least as early as Jan. 9, 1968,

Monett, Mo. 65708 Owner of Reg, No. 795,268.
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United States Patent and Trademark Office

November 18, 2005

THE ATTACHED U.S. TRADEMARK REGISTRATION 991,463 1S

- CERTIFIED TO BE A TRUE COPY WHICH 1S IN FULL FORCE AND
EFFECT ‘WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES

PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 20 YEARS FROM August 20, 1974
2nd RENEWAL FOR A TERM OF 10 YEARS FROM August 20, 2004
SECTION 8 & 15
SAID RECORDS SHOW TITLE TO BE IN:
MUNRO & COMPANY, INC.
A ARKANSAS COARPORATION
By Authority of the

Under Secretary of Commerce for Inteilectual Property
and Director of the Unijed States Patent and Trademark Office

-

MONTGOM]%’RY
Certifying Officer

Opposer's
Exhibit
Ng. 2




Int. Cl.: 25
Prior 1.5, Cl: 39

United States Patent and Trademark Office

18 Year Renewal

Reg. No. 991,463
Registered Ang. 20, 1974
Renewal Term Begins Aug. 20, 1994

TRADEMARK
PRINCIPAL REGISTER

55 Jumping-Jacks

OSAGE FOOTWEAR, INC. (ARKANSAS
CORPORATION)

601 THIRTEENTH STREET

MONETT, MO 65708, BY ASSIGNMENT
AND ASSIGNMENT FROM UNITED
STATES SHOE CORPORATION, THE
{OHIO CORPORATION) CINCINNATI,
OH

OWNER OF U.S. REG. NOS. 515459,
873,488 AND OTHERS, .

FOR: FOOTWEAR, IN CLASS 39 (INT.
CL.29). -

FIRST USE 3-12-1973% IN COMMERCE
3-12-1973. ’

SER. NO. 72-456,208, FILED 5-2~1973,

In testimony whereof I have hereunta set my hand
and caused the seal of The Patent and Trademark
Office to be affixed an July 26, 1994,

COMMISSIONER OF PATENTS AND TRADEMARKS




T

Int. CL: 25
Prior U.S. CL: 33

. Reg. No. 991,463
United States Patent Office Registered Aug. 20, 1974

TRADEMARK
Principal Register

Jumping-Jacks

For: FOOTWEAR, in CLASS 39 (INT. L. 25)..
. 12, 1973; in com-

The United States Shoe Corporation (Ohio corp
1658 Herald Ave. First use at least as early as Mar
merce at least as eaily as Mar. 12, 1973; Joly 1, 1944, as

. Cincinnati, Ohio 45212
to “Jumping-Jacks”; Jan. 9, 1968, as to =y
Owner of Reg. Nos. 515,459, 873,488, and others.

pration)

Ser. Ho. 456,208, filed May 2, 1573,
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@ ALL TG WAOM THESE:
UNITED STATES DEPARTMENT OF COMMERCE

{Inited States Patent and Trademark Office

November 18, 2005

- THE ATTACHED U.S. TRADEMARK REGISTRATION 1,408,653 1S
CERTIFIED TO BE A TRUE COPY WHICH 1S IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES

PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 20 YEARS FROM  September 09, 1 986

SECTION 8 & 15
SAID RECORDS SHOW TITLE TO BE IN:

MUNRO & COMPANY, INC.
4 CORPORATION OF ARKANSAS

By Authority of the

Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Oifice

" Certifying Officer

)]

Opposer's
Exhibit
No. 3
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Int. Cl.: 25
Prior U.S, Cl.: 39

Reg. No. 1,408,653

United States Pa nt and Trademark Office

Registered Sep. 9, 1986

" PRINCIPAL REGISTER

TUMPING-JACKS SHOES, INC. (NEVADA COR-
PORATION)

100 FIFTH STREET

MONETT, MO 65708

FOR: SHOES, IN CLASS 25 (.8, CL. 39).
FIRST USE 11-5-1984; -IN COMMERCE
11-5-1984.

OWNER OF U.S. REG. NOS. 873488 AND
991,463.

SER, NO. 584,462, FILED 2-24-1986.

ALAN DATRI, EXAMINING ATTORNEY
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1O AL TOHWHOMTHESE; PRESENTS; SHAYL, COM®E::;

=1
UNITED STATES DEPARTMENT OF COMMERCE
Uunited States Patent and Trademark Office

November 18, 2005

THE ATTACHED U.S. TRADEMARK REGISTRATION 2,933,543 IS
CERTIFIED TO BE A TRUE COPY OF THE REGISTRATION ISSUED BY
THE UNITED STATES PATENT AND TRADEMARK OFFICE WHICH
REGISTRATION 1S IN FULL FORCE AND EFFECT.

REGISTERED FOR A TERM OF 710 YEARS FROM  March 15, 2005
SAID RECORDS SHOW TITLE TO BE IN: Registrant

By Authority of the

Under Secretary of Commerce for Intellectual Property
and Director of the United States Patent and Trademark Office

3z Edele >

L. EDELEN
Certifying Officer

Opposer's
Exhibit
No. 4




Int. Cl: 25

Prior U.5. Cls.: 22 and 39

United States Paten

Reg. No. 2,933,543

t and Trademark Office  Registered Mar. 15, 2009

PRINCIPAL REGISTER

JJ SPORT

MUNRO & COMPANY, INC. (ARKANSAS COR-
PORATION)

P.0. BOX 1157
HOT SPRINGS;

AR 71502

FOR: SHOES, PANTS, SHORTS, SHIRTS AND

SOCKS, IN CLASS 25 (U.S. CLS. 22 AND 39

FIRSTUSE 1

-1-2002; TN COMMERCE 1-1-2002.

OWNER OF US. REG. NOS. 873,488, 1408653
AND OTHERS.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE wGPORT", APART FROM THE
MAREK AS SHOWN.

SN 76-331,919, FILED 10-31-2001.

DAMIEL CAPSHAW, EXAMINING ATTORNEY



