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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Canadian Broadcasting Corporation
Granted to
Date 12/04/2005
of previous
extension

1400, Rene-Levesque Blvd.2nd Floor
Address Montreal, H21. 2M2
| CANADA

Adam D. Resnick

Arent Fox PLLC

1050 Connecticut Avenue, NW

Washington, DC 20036

UNITED STATES

tmdocket@arentfox.com. klein.sheldon@arentfox.com resnick. adam(@arentfox.com,mecann.k
Phone:202/857-6000

Attorney
information

Applicant Information

Application No | 76567346 P“b;l:ti“"“ 06/07/2005
Opposition Opposition
Filing Date 12/05/2005 Period Ends 12/04/2005
Apolicant News World Communications, Inc.
pplican 3600 New York Avenue




| Washington, DC 20002
| UNITED STATES

Goods/Services Affected by Opposition

Class 016.
All goods and sevices in the class are opposed, namely: newspapers for general
circulation; general feature magazines, and periodicals

Class 041.
All goods and sevices in the class are opposed, namely: On-line publication of
newspapers, magazines, and periodicals of general interest

Attachments | newsworl.pdf ( 12 pages)

Signature /Adam D. Resnick/




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 76/567,346, filed December 24, 2003 for the mark NEWS WORLD
COMMUNICATIONS, INC., and published June 7, 2005.

)
CANADIAN BROADCASTING )
CORPORATION, )
)
Opposer, )
)
V. ) Opposition No.
)
NEWS WORLD COMMUNICATIONS, INC,, )
)
Applicant. )
)
NOTICE OF OPPOSITION

Opposer Canadian Broadcasting Corporation, a Canadian corporation, having an address
of 1400, René-Lévesque Blvd., 2nd Floor, Montreal H2L 2M2, Quebec, Canada, believes that it
will be damaged by the registration of the above-identified mark and hereby opposes the same
pursuant to the provisions of Section 13 of the Trademark Act of 1946, 15 U.S.C. § 1063(a), as
amended.

As grounds for opposition, Opposer alleges the following:

1. Opposer is the owner of all right, title, and interest in and to the marks
NEWSWORLD, NEWSWORLD INTERNATIONAL and NEWSWORLD INTERNATIONAL
& Design for use in connection with a variety of goods and services, including the following:
prerecorded video tapes featuring news information programs; cable and satellite television

broadcasting services; wireless transmission and broadcast services; production of television



shows, videotapes, cable television and satellite shows for others; television news and
information shows; and the distribution of news information over the Internet (the
“NEWSWORLD Marks™).

2. Opposer’s rights in the NEWSWORLD Marks have been recognized by the United
States Patent and Trademark Office, which issued to Opposer U.S. Registration Nos. 2,089,480 for
the mark NEWSWORLD INTERNATIONAL; 2,109,400 for the mark NEWSWORLD
INTERNATIONAL & Design; and 2,209,976 for the mark NEWSWORLD.

3. Opposer’s registrations are valid, subsisting and provide conclusive evidence of
Opposer’s exclusive right to use the marks in commerce, and copies of the registration information
from the website of the United States Patent and Trademark Office are attached hereto as Exhibit A.

4, Since long prior to the filing of the above-referenced application, and prior to any
first use date Applicant may claim, Opposer has continuously used, advertised, and promoted the
NEWSWORLD Marks in interstate commerce and in commerce between the United States and
Canada in connection with the aforementioned goods and services.

5. As a result of said extensive use, advertising, and promotion, Opposer’s
NEWSWORLD Marks are inherently distinctive and/or have become distinctive indicators of the
origin of Opposer’s goods and services, and the marks have become a valuable symbol of Opposer’s
goodwill.

6. Notwithstanding Opposer’s prior established rights in its well known
NEWSWORLD Marks, Applicant filed an application with the United States Patent and

Trademark Office to register the mark NEWS WORLD COMMUNICATIONS, INC. (Ser. No.



76/567,346) for “newspapers for general circulation; general feature magazines, and periodicals”
and “on-line publication of newspapers, magazines, and periodicals of general interest.”

7. Applicant knew of Opposer’s prior rights in the NEWSWORLD Marks when
Applicant filed its application.

Count I — Likelihood Of Confusion - § 2(d)

8. The mark sought to be registered by Applicant so resembles Opposer’s
NEWSWORLD Marks that its use and registration in connection with Applicant’s goods and
services is likely to cause confusion, mistake, and deception as to the source or origin of
Applicant’s goods and services, or cause the public to assume erroneously that Applicant’s goods
and services are in some way connected with and/or sponsored by or affiliated with Opposer, all
within the meaning of Section 2(d) of the Trademark Act of 1946, 15 U.S.C. § 1052(d), as
amended, and will injure and damage Opposer and the goodwill and reputation it has established
in its well known NEWSWORLD Marks.

9. The goods and services of Applicant are identical to or so closely related to the
goods and services of Opposer that the public is likely to be confused, to be deceived, and to
assume erroneously that Applicant’s goods and services are those of Opposer, or that Applicant
is in some way connected with, sponsored by, or affiliated with Opposer, all to Opposer’s
irreparable damage.

10.  Applicant is not affiliated or connected with or endorsed or sponsored by
Opposer, nor has Opposer approved any of the goods or services offered or sold or intended to be

sold by Applicant under its alleged mark.



11.  Likelihood of confusion in this case is enhanced by the fame of Opposer’s
NEWSWORLD Marks and by the fact that consumers associate these marks with goods and
services sold, approved, or endorsed by Opposer.

12. Likelihood of confusion is enhanced by the fact that purchasers of Applicant’s
goods and services are prospective purchasers of Opposer’s goods and services.

Count I - Deception/False Suggestion Of Connection — § 2(a)

13. The mark sought to be registered so closely resembles Opposer’s NEWSWORLD
Marks that Applicant’s mark is likely to cause deception in violation of Section 2(a) of the
Trademark Act of 1946, 15 U.S.C. § 1052(a), as amended, in that the mark misdescribes the
nature or origin of the goods and services, purchasers are likely to believe that the misdescription
actually describes the nature or origin of the goods and services, and this is likely to materially
alter purchasers’ decisions to purchase Applicant’s goods and services.

14. The mark sought to be registered so closely resembles Opposer’s NEWSWORLD
Marks that it falsely suggests a connection with Opposer in violation of Section 2(a) of the
Trademark Act of 1946, 15 U.S.C. § 1052(a), as amended, since the mark sought to be registered
points uniquely to Opposer, and purchasers will assume that goods and services sold under the
mark sought to be registered are connected with Opposer.

Count IIT - Descriptiveness — § 2(e)

15. The mark sought to be registered by Applicant, as it is proposed for use by

Applicant, is merely descriptive of Applicant’s goods and services in violation of Section 2(e)(1)

of the Trademark Act of 1946, 15 U.S.C. § 1052(e)(1), as amended.



16. By reason of the foregoing, Opposer will be damaged by the registration of
Applicant’s alleged mark, and registration should be refused.
WHEREFORE, Opposer prays that this opposition be sustained and that registration of

the mark NEWS WORLD COMMUNICATIONS, INC. by Applicant be denied.

CANADIAN BROADCASTING CORPORATION

7,
By: ’. y &

Sheldon H. Klein

Adam D. Resnick

Arent Fox PLLC

1050 Connecticut Avenue, NW
Washington, D.C. 20036

(202) 857-6000

December 5, 2005 Attorneys for Opposer
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Word Mark

Goods and
Services

Mark Drawing
Code

Design Search
Code

Serial Number
Filing Date
Current Filing
Basis

Original Filing
Basis
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Registration
Number

Registration Date

Owner

Attorney of
Record

Disclaimer

Type of Mark
Register
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NEWSWORLD INTERNATIONAL

IC 041. US 100 101 107. G & S: production of cable and television programs. FIRST USE:
199840919. FIRST USE IN COMMERCE: 19940919

IC 038. US 100 101 104. G & S: cable and satellite television broadcasting. FIRST USE:
19940919. FIRST USE IN COMMERCE: 19940919

(1) TYPED DRAWING

74463906
November 29, 1993

1A
1B
November 28, 1995

2089480

August 19, 1997

(REGISTRANT) CANADIAN BROADCASTING CORPORATION CORPORATION CANADA
1400 EAST RENE-LEVESQUE LAW DEPARTMENT MONTREAL, QUEBEC CANADA H2L 2M2
Edward J. Chalfie

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "INTERNATIONAL" APART FROM
THE MARK AS SHOWN

SERVICE MARK
PRINCIPAL

12/5/2005



Trademark Electronic Search System (TESS) Page 2 of 2

Affidavit Text SECT 15. SECT 8 (6-YR).

Live/Dead
Indicator LIVE

NEWUSER | STRUCTURED siwsy Oicr [SEARCH 0G HELe Moy Lo

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/showfield?f=doc&state=uh8f5m.2.4 12/5/2005



Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office

Home|Site Index|Search | FAQ| Glossary | Guides| Contacts | eBusiness | eBiz alerts | News | Help

Trademarks > Trademark Electronic Search System(Tess)

TESS was last updated on Sat Dec 3 04:10:56 EST 2005

NEWUSER || STRUCTURED enowse ticr [SEARCH 0G HELP | Pney Lea
rexy Lisy BFiRsT Doc | Prev Doc | Next Doc § Last Doc

Logout ] Please logout when you are done to release system resources allocated for you.

Start [ List At: | OR Jump [to record: | Record 3 out of 5

( Use the "Back" button of the Internet

Browser to return to TESS)

NEWSWORLD
INTERNATIONAL

Word Mark N NEWSWORLD INTERNATIONAL

Goods and IC 038. US 100 101 104. G & S: cable and satellite television broadcasting services. FIRST
Services USE: 19940919. FIRST USE IN COMMERCE: 19940919

(CANCELLED) IC 041. US 100 101 107. G & S: [cable and satellite television production
services]. FIRST USE: 19940919. FIRST USE IN COMMERCE: 19940919

Mark Drawing (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Code

gg(sjlgn Search 01.05.01 - Sun, rising or setting (partially exposed or partially obstructed); Sunrise
Serial Number 74580369

Filing Date September 30, 1994

Current Filing 1A

Basis

Original Filing 1B

Basis

Published for

Opposition July 18, 1995

Change In

Registration CHANGE IN REGISTRATION HAS OCCURRED
Registration

Number 2109400

Registration Date October 28, 1997
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Owner (REGISTRANT) CANADIAN BROADCASTING CORPORATION CORPORATION CANADA
1500 Bronson Avenue Ottawa, Ontario, K1G 3J5 CANADA

Attorney of Record SHELDON H KLEIN

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "INTERNATIONAL" APART FROM
THE MARK AS SHOWN

Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. PARTIAL SECT 8 (6-YR).

Live/Dead

Indicator LIVE

Per AT LIST

| . HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Typed Drawing

Word Mark NEWSWORLD

Goods and IC 009. US 021 023 026 036 038. G & S: prerecorded video tapes featuring news information
Services programs. FIRST USE: 19890700. FIRST USE IN COMMERCE: 19930300

IC 038. US 100 101 104. G & S: telecommunications services, namely, wireless transmission and
broadcast of television, cable television and satellite programs. FIRST USE: 19890700. FIRST USE

IN COMMERCE: 19930300

IC 041. US 100 101 107. G & S: entertainment services, namely, production of television shows,
videotapes, cable television and satellite shows, distribution of television programs for others;
television news and information shows. FIRST USE: 19890700. FIRST USE IN COMMERCE:

19930300
Mark Drawing
Code (1) TYPED DRAWING
Design Search
Code

Serial Number 75116079
Filing Date June 7, 1996
gurl_'ent Filing 1A-44E
asis

Original Filing 1A-44D
Basis ’
Published for
Opposition

Registration
Number 2209976

September 22, 1998

Registration
Date December 15, 1998

Owner
(REGISTRANT) Canadian Broadcasting Corporation Societe Radio-Canada CORPORATION
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CANADA 1400, RENE-LEVESQUE E. MONTREAL, QUEBEC CANADA HZL 2M2

Attorney of SHELDON H. KLEIN
Record

Priority Date December 8, 1995
Type of Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead

Indicator LIVE
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