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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Contech Construction Products Inc.
Granted to
Date 12/04/2005
of previous
extension

9025 Centre Pointe DriveSuite 400
Address West Chester, OH 45069
| UNITED STATES

Michael J. Nieberding

Thompson Hine LLP

2000 Courthouse Plaza NE10 West Second St.

Dayton, OH 45402

UNITED STATES

trademarks(@thompsonhine.com, mike.nieberding@thompsonhine.com
Phone:513-352-6719

Attorney
information

Applicant Information

Application No | 78536461 P“b;l:ti“"“ 06/07/2005
Opposition Opposition
Filing Date 11/30/2005 P o | 12/04/2005
Anplicant Conxtech
PPUCANE 24493 Clawiter Road




| Hayward, CA 94545
| UNITED STATES

Goods/Services Affected by Opposition

Class 006. First Use: 20010501 First Use In Commerce: 20010501
All goods and sevices in the class are opposed, namely: Steel components for building
construction, namely, pre-fabricated structural moment resistant steel frames and joints

Class 037. First Use: 20010501First Use In Commerce: 20010501
All goods and sevices in the class are opposed, namely: Construction services, namely
structural frame contracting services

Class 040. First Use: 20010501First Use In Commerce: 20010501
All goods and sevices in the class are opposed, namely: Custom fabrication of systemized
steel building components
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Signature /Michael J. Nieberding/

Name Michael J. Nieberding

Date | 11/30/2005




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Application Serial No. 78/536461
For the mark CONXTECH
Published in the Official Gazette on June 7, 2005

*

Contech Construction Products Inc.,

Opposer,
* Opposition No.
v. *
Conxtech, *
Applicant. *

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

NOTICE OF OPPOSITION

Contech Construction Products Inc. (hereinafter “Opposer™), a corporation organized and existing
under the laws of Ohio, with its principal place of business at 9025 Centre Pointe Drive, Suite 400, West
Chester, Ohio 45069, believes that it will be damaged by registration of the mark shown in the above-
identified application, and hereby opposes the same.

This Notice of Opposition has been timely filed. Opposer has been granted several extensions of

time in which to oppose. The most recent extension expires on December 4, 2005.



The grounds for opposition are as follows:

Applicant Conxtech (hereinafter “Applicant™) seeks to register the word mark CONXTECH
as a trademark for "Steel components for building construction, namely, pre-fabricated
structural moment resistant steel frames and joints" in international class 06; "Construction
services, namely structural frame contracting services" in international class 37; and "Custom
fabrication of systemized steel building components" in international class 40, as evidenced
by the publication of said mark in the Official Gazette on June 7, 2005.
Applicant filed its application for the mark, CONXTECH, on December 21, 2004.
Upon information and belief, Applicant is a corporation organized and existing under the
laws of California, with its principal place of business located at 24493 Clawiter Road,
Hayward, California 94545.
Upon information and belief, Applicant has made no use of the term “CONXTECH” as a
trademark for goods in International Classes 06, 37 or 40 in the United States prior to May
2001.
Upon information and belief, Applicant is represented by John E. Russell, Esq. of Allmark
Trademark, 4041 Sugar Maple Dr. Ste A, Danville, California 94506-4640..
Opposer has been in the business of selling construction and civil engineering products for
use in drainage structures, water detention structures, stormwater treatment structures,
retaining walls, bridge structures, tunnel structures and erosion control structures since at
least as early as 1986 and continues to sell such products (collectively, "the Contech
products").

. Opposer has been and is now using the CONTECH trademark in connection with the Contech
products throughout the United States and has been doing so continuously and substantially

exclusively since at least as early as 1986.



Opposer has used the CONTECH mark in interstate commerce long prior to any such use of

the alleged mark CONXTECH in the United States by Applicant. Opposer’s use of the mark

has been continuous, exclusive in its field, and substantial to the present time.

8.

9.
a)
b)
c)
d)

Opposer owns the following federal registrations for the mark CONTECH:

CONTECH (U.S. Reg. No. 14830482) for “metallic pipes” in International Class
06. Such registration was granted by the U.S. Patent & Trademark Office on
April 5, 1988.

CONTECH & Design (U.S. Reg. No. 1507784) for "metallic pipes" in
International Class 06. Such registration was granted by the U.S. Patent &
Trademark Office on October 11, 1988.

CONTECH (U.S. Reg. No. 1483434) for "Plastic pipes for general use in
construction” in International Class 17. Such registration was granted by the
U.S. Patent & Trademark Office on April 5, 1988.

CONTECH & Design (U.S. Reg. No. 1868277) for "plastic pipes for general use
in construction” in International Class 17. Such registration was granted by the

U.S. Patent & Trademark Office on December 20, 1994.

10. Opposer has also filed the following federal trademark applications for the mark CONTECH:

a)

CONTECH (Serial No. 78521296) for " Providing consultation and advisory
services in the fields of construction and civil engineering, namely, providing
technical know-how in the design, engineering, construction, and rehabilitation
of detention systems, stormwater treatment and drainage systems, sewage lines,
bridges, tunnels, arch systems, retaining walls and erosion control systems;
Providing technical information to civil engineers, design/build professionals and
contractors concerning products and applications in the fields of bridges,
drainage, erosion control, grade change, pavement, rehabilitation, sanitary sewer,

soil stabilization, stormwater management, and tunneling via a global computer



11.

12.

13.

network" in International Class 37. Such application was filed on November 22,
2004.

b) CONTECH (Serial No. 78521272) for " Distributorship services in the field of
construction and civil engineering products, namely, corrugated steel, aluminum,
and plastic pipes, metal plate structures, detention/retention systems, geogrid and
geotextile materials, erosion control products, concrete arch systems, retaining
wall systems, bridge structures, bridge planks, collector pans, and hard armor
products” in International Class 35. Such application was filed on November 22,
2004.

c) CONTECH (Serial No. 78521320) for " Prefabricated metal bridges; Metal
retaining walls and retaining wall systems" in International Class 06. Such
application was filed on November 22, 2004,

d) CONTECH (Serial No. 78521611) for "Concrete retaining walls; Precast
concrete bridges and arch structures” in International Class 19. Such application
was filed on November 23, 2004.

Opposer has developed extensive goodwill, reputation and consumer recognition in the
CONTECH trademark as a result of its substantial time, money and effort spent in
advertising and promoting the Contech products and services, and establishing the
CONTECH trademark in the minds of purchasers. As a result, the CONTECH trademark has
become, through widespread and favorable public acceptance and recognition, an asset of

substantial value as a symbol of Opposer, its quality products and services and its goodwill.

. Applicant’s mark, CONXTECH, is substantially similar to Opposer’s prior mark,

CONTECH, in sound, appearance, meaning and commercial impression.
Opposer believes that the goods and services recited in the CONXTECH application are
closely related to the goods and services of Opposer and are likely to be promoted through

the same channels of trade to the same customers.



14.

15.

16.

17.

18.

The use and registration of Applicant’s mark, CONXTECH, on the goods and services
recited in the application, is likely to cause confusion, or mistake, or deception of
purchasers as to the respective marks as well as the source of origin of the respective goods
and services of Opposer and Applicant.

The use and registration of Applicant’s mark, CONXTECH, on the goods and services
recited in the application, is also likely to cause irreparable loss, injury, and damage to
Opposer’s business and to the goodwill thereto appertaining as symbolized and recognized
by its CONTECH mark.

In view of the similarity of Applicant’s mark, CONXTECH, to Opposer’s mark, CONTECH,
the use and registration of Applicant’s mark with the goods and services specified in the
application is likely to case confusion, mistake, and deception within the meaning of Section
2(d) of the Trademark Act of 1946 (15 U.S.C. §1052(d)) and will result in irreparable
damage and injury to Opposer.

If Applicant is granted the registration herein opposed, it would thereby obtain at least a
prima facie exclusive right to the use of its mark. Such registration would be a source of
damage and injury to the Opposer.

In view of the foregoing facts, Opposer believes that it has been damaged and will continue
to be damaged by virtue of the attempted registration by Applicant of the mark

“CONXTECH”

WHEREFORE, the Opposer prays that this Opposition be sustained and that Application Serial No.

78/536461 be denied and refused.



Respectfully Submitted,

Dated: November 29, 2005 WW

hael J. Nieberding

ohn P. Colbert
Attorneys for Opposer
THOMPSON HINE LLP
2000 Courthouse Plaza, N.E.
10 West Second Street

Dayton, Ohio 45402-1702
(513) 352-6719
Mike.Nieberding@ThompsonHine.com




