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Notice is hereby given that the following party opposes registration of the indicated
application.
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Edward W. Gray, Jr.
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Goods/Services Affected by Opposition

Class 009.

All goods and sevices in the class are opposed, namely: Software application that runs on
a cell phone or a mobile data terminal that enables a company's dispatchers to send and
receive job-related information and directions to and from field workers

Related
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No.

Nextel Communications, Inc.
Opposer,
V.
NavTrak, Inc.

Applicant.

Mark: NEXTJOB (and design)
Serial No.: 78/461,931
Filed: August 4, 2004

Published in Official Gazette of
July 12, 2005

R T o R

NOTICE OF OPPOSITION

Nextel Communications, Inc., a Delaware Corporation, having its place of business at
2001 Edmund Halley Drive, Reston, VA 20191 (hereinafter “Opposer”), believes it will be
damaged by the Registration on the Principal Register of the mark NEXTJOB (and design),
Application Serial No. 78/461,931 owned by NavTrak, Inc. (hereinafter “Applicant™), and
hereby opposes the same upon the following grounds:

FACTUAL ALLEGATIONS COMMON TO ALL COUNTS

1. Applicant seeks to obtain Registration on the Principal Register for the
mark NEXTJOB (and design) for use in connection with “Software application that runs on a

cell phone or a mobile data terminal that enables a company's dispatchers to send and receive
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job-related information and directions to and from field workers” in Class 9 (hereinafter referred
to as “Applicant’s Goods”).

2. Upon information and belief, Application Serial No. 78/461,931 for the mark
NEXTJOB (and design) was filed on August 4, 2004 on an Intent-to-Use (Section 1(b)) basis.

3. Applicant’s use of and application for the NEXTJOB (and design) mark is
without the consent or permission of Opposer.

4, Applicant previously sought to obtain Registration on the Principal Register for
the virtually identical mark NEXJOB (Application Serial No. 78/361,158), also for use in
connection with the identical goods “Software application that runs on a cell phone or a mobile
data terminal that enables a company's dispatchers to send and receive job-related information
and directions to and from field workers” in Class 9.

5. On March 2, 2005, Opposer filed a Notice of Opposition (Proceeding No.
91/164,351) against Application Serial No. 78/361,158 for the mark NEXJOB.

6. On March 29, 2005, Applicant expressly abandoned its Application Serial No.
78/361,158 without written consent from Opposer.

7. On May 17, 2005, judgment was entered against Applicant, with prejudice, and
Opposition Proceeding No. 91/164,351 was sustained.

8. Opposer has used the mark NEXTEL in connection with telecommunications and
goods and services, including dispatch radios, mobile phones and handheld wireless devices
incorporating software applications for ease of dispatching and two-way communication since at
least as early as 1988.

9. Opposer is the owner of the following related Federal Trademark Registrations,

each of which is for telecommunication goods and/or services in Classes 9 and/or 38 (hereinafter
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collectively referred to as “NEXTEL marks”):

Marks Registration Number Registration Date
NEXTEL (cls. 38) Reg. No. 2,358,982 June 20, 2000
NEXTEL (cls. 9) Reg. No. 1,884,244 March 14, 1995
NEXTEL (cls. 38) Reg. No. 1,637,139 March 5, 1991
NEXTEL (cls. 9 & 38) Reg. No. 2,391,504 October 3, 2000
NEXTEL LONG DISTANCE Reg. No. 2,251,278 June 8, 1999
(cls. 38)

NEXTEL DIRECT CONNECT Reg. No. 2,236,098 March 30, 1999
(cls. 38)

10.  Opposer used the NEXTEL marks in commerce before August 4, 2004, the date
Applicant filed its application for the mark NEXTJOB (and design).

11.  Opposer has expended substantial monies in marketing, advertising, and
promoting the NEXTEL marks in connection with its telecommunications goods and services in
interstate commerce throughout the United States.

12. Opposer has enjoyed substantial revenue derived from the sale of said
telecommunications goods and services in connection with the NEXTEL marks in the United
States.

13. By reason of its extensive marketing, advertising and promotion, the NEXTEL
marks are uniquely associated with Opposer.

14. By reason of the extensive marketing, advertising and promotion of said
telecommunications goods and services in connection with the NEXTEL marks since at least as
early as 1988, the NEXTEL marks have become famous and distinctive and represent an

extremely valuable goodwill associated with Opposer.
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COUNT I- LIKELIHOOD OF CONFUSION

15.  Opposer hereby incorporates and re-alleges the allegations contained in paragraph
numbers 1 through 14 by reference herein.

16. On information and belief, the Applicant’s Goods for which Applicant is seeking
registration of the NEXTJOB (and design) mark are closely related or identical to the goods and
services sold by Opposer under its NEXTEL marks.

17.  On information and belief, the Applicant’s Goods for which Applicant is seeking
registration of the NEXTJOB (and design) mark are offered to the same customers to whom
Opposer offers its goods and services in connection with its NEXTEL marks.

18.  On information and belief, the Applicant’s Goods for which Applicant is seeking
registration of the NEXTJOB (and design) mark are offered through the same channels of trade
through which Opposer offers its goods and services in connection with its NEXTEL marks.

19. On information and belief, the NEXTJOB (and design) mark for which Applicant
is seeking registration is substantially similar to the NEXTEL marks which Opposer uses.

20.  On information and belief, Applicant’s NEXTJOB (and design) mark is
confusingly similar to the NEXTEL marks and Applicant’s use of NEXTJOB (and design) in
connection with Applicant’s Goods is likely to cause confusion, mistake or deception that
Applicant’s Goods are those of Opposer or are otherwise endorsed, sponsored, or approved by
Opposer, whereby Opposer will be damaged by the registration of the NEXTJOB (and design)
mark on the Principal Register of the United States Patent and Trademark Office.

21. If Applicant is granted registration of its NEXTJOB (and design) mark as shown
in Application Serial No. 78/461,931, Applicant will thereby obtain prima facie exclusive right

to use such mark in the United States and such registration will impair and diminish Opposer’s
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goodwill and rights in its NEXTEL marks thereby causing irreparable damage and injury to
Opposer. Therefore, Opposer opposes the registration of Applicant’s NEXTJOB (and design)
mark pursuant to 15 U.S.C. §§1052 and 1063(a), as amended by the Trademark Act of 1999.

COUNT 1I-DILUTION

22.  Opposer hereby incorporates and re-alleges the allegations contained in paragraph
numbers 1 through 21 by reference herein.

23. Opposer’s NEXTEL marks are distinctive and famous marks within the meaning
of the Lanham Act and are entitled to the protection of the anti-dilution provisions of the Lanham
Act, including 15 U.S.C. §1125(c).

24.  On information and belief, Applicant sells Applicant’s Goods to the same
customers and through the same channels of trade that Opposer sells its telecommunications
goods and services in connection with the NEXTEL marks.

25.  Applicant’s NEXTJOB (and design) mark is confusingly similar to Opposer’s
NEXTEL marks that Opposer uses in connection with telecommunications goods and services
throughout the United States.

26.  Opposer’s NEXTEL marks became famous and distinctive prior to Applicant’s
first commercial use, if any, of its mark in commerce.

27.  If Applicant is granted registration of its NEXTJOB (and design) mark as shown
in Application Serial No. 78/461,931, Applicant will thereby obtain the prima facie exclusive
right to use such mark, and such registration will impair, diminish and dilute Opposer’s goodwill
and rights in its NEXTEL marks, thereby causing irreparable injury to Opposer. Therefore,
Opposer opposes registration of Applicant’s NEXTJOB (and design) mark pursuant to 15 U.S.C.

§§1052 and 1063(a), as amended by the Trademark Amendments Act of 1999.
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PRAYER FOR RELIEF
WHEREFORE, Opposer prays that Application Serial No. 78/461,931 be rejected and
that Registration of the NEXTJOB (and design) mark for the goods specified therein be refused

and that Opposer be awarded such further relief as this Board deems just and proper.

Respectfully submitted,

November 9, 2005 By: d A J‘\LLU (v \/M—J

Edward W. Gray, Jr.
Andrew N. Spivak

Morrison & Foerster

2000 Pennsylvania Avenue, NW
Suite 5500

Washington, D.C. 20006-1888
(202) 887-1500
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CERTIFICATE OF OPPOSER’S ATTORNEYS

We hereby certify that we are trademark attorneys for Nextel Communications, Inc.,
Opposer herein, and that we have been instructed to file the foregoing Notice of Opposition. We
are, therefore, filing this Notice of Opposition under Section 14 of the Trademark Act of 1946

and under Trademark Rule 2.111.

Morrison & Foerster LLP

November 9, 2005 By: L,L(JZ’\-(_L,L, ;M /LVL__/

Edward W Gray, Jr.
Andrew N. Spivak

Attorneys for Opposer

Morrison & Foerster LLP

2000 Pennsylvania Avenue, NW
Suite 5500

Washington, D.C. 20006-1888
(202) 887-1500
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