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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name America Online, Inc.
Granted to
Date 10/26/2005
of previous
extension
22000 AOLWay
Address Dulles, VA 20166
| UNITED STATES

James R. Davis, 11

Arent Fox PLLC

1050 Connecticut Avenue, NW

Washington, DC 20036

UNITED STATES

henrye(@arentfox.com, davis.james(@arentfox.com,
TMDocket@arentfox.com Phone:202 857 6000

Correspondence
information

Applicant Information

Application No | 78443620 P“b;l:ti“"“ 06/28/2005
Opposition Opposition
Filing Date 10/26/2005 Period Ends 10/26/2005
. UAI, Inc.
Applicant 307 Wynn Drive




Huntsville, AL 35805
| UNITED STATES

Goods/Services Affected by Opposition

Class 009.
All goods and sevices in the class are opposed, namely: Computer software for providing
data analysis, planning and reporting in the fields of automated mapping, facility
management, and Geographical Information Systems (GIS), for municipal agencies,
including electric utilities, gas utilities, water utilities, waste water utilities,
telecommunications entities, cable providers, police, fire, medical emergency, emergency
management, and transportation

Signature /James R. Davis, II/

Name James R. Davis, I1

Date 10/26/2005




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 78/443620 for the mark THE UAI DIGITAL CITY filed on June 30, 2004,
and published on June 28, 2005

AMERICA ONLINE, INC.

Opposer

V. Opp. No.
UAL INC. '

Applicant

NOTICE OF OPPOSITION

Opposer America Online, Inc. believes that it will be damaged by the registration of the
above identified mark and hereby opposes registration of the mark under the provisions of
Section 13 of the Trademark Act of 1946, 15 U.S.C. §1063.

As grounds for the opposition, it is alleged that

1. Opposer is the owner of all right, title and interest in and to the marks DIGITAL
CITY, DIGITALCITY & Design and DIGITAL CITY AUTOGUIDE (collectively, the “Mark”).

2. Opposer has used its Mark continuously since at least as early as 1995, in
connection with a variety of goods and services, including telecommunication services;
management of computer databases, computer bulletin board, computer networks, computerized
research and reference materials, interactive computer communications networks, and online
computer software for others; providing multiple user access leasing access time to a computer
database in the field of, among others, financing; and the electronic transmission of information

3. Opposer’s exclusive right to use its Mark is evidenced by Registration Nos.
2307655, 2307656, 2383497, 2307657 and 2785186 obtained from the United States Patent and
Trademark Office.

4, Opposer’s registrations are valid and subsisting. The registrations constitute

prima facie evidence of the validity and subsistence of the Mark, as well as Opposer’s ownership
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of and exclusive right to use the Mark in commerce, without restriction or limitation, and it
provides constructive notice of Opposer’s ownership pursuant to Sections 7, 22, and 33 of the
Trademark Act of 1946, 15 U.S.C. §§ 1057, 1072, and 1115.

5. Since long prior to the filing date of Applicant’s application, Opposer has used its
Mark in connection with the advertising and sale of its services.

6. With tens of millions of registered users, Opposer operates one of the world’s
largest and well known online services, and each year millions of Opposer’s customers and the
general public have access to the DIGITAL CITY service; millions more are exposed to
Opposer’s Mark through advertising and promotion.

7. Sales of goods and services under the Mark have been significant, and the general
public has come to associate the DIGITAL CITY mark with goods and services of a high and
uniform quality.

8. Because of the substantial sales, exposure, and publicity, the Mark has become
well known and famous among members of the purchasing public as a distinctive indicator of the
goods and services offered by Opposer.

9. Notwithstanding Opposer's prior established rights in its Mark, Applicant filed an
application seeking registration of the virtually identical mark THE UAI DIGITAL CITY for
“computer software for providing data analysis, planning and reporting in the fields of automated
mapping, facility management, and geographical information systems (gis), for municipal
agencies, including electric utilities, gas utilities, water utilities, waste water utilities,
telecommunications entities, cable providers, police, fire, medical emergency, emergency
management, and transportation.”

10.  Upon information and belief, Applicant made no use of its alleged mark in
commerce prior to the filing date of its application with respect to the goods listed in its

application.
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LIKELITHOOD OF CONFUSION - §2(d)

11.  The mark that Applicant seeks to register is identical to or so resembles Opposer's
Mark that use and registration by Applicant is likely to cause confusion, mistake and/or
deception within the meaning of Section 2(d) of the Trademark Act, and such use or registration
will injure and damage Opposer and the goodwill and reputation symbolized by Opposer's Mark.

12.  Opposer’s and Applicant’s goods and services are so closely related that the
public is likely to be confused and to assume erroneously that Applicant's goods are the goods of
Opposer, or that Applicant is connected with, sponsored by or affiliated with Opposer, to
Opposer's irreparable damage.

13. Upon information and belief, Applicant knew of or had reason to know of
Opposer’s prior use of and registration for its DIGITAL CITY marks when Applicant filed its
application.

14.  Applicant is not affiliated or connected with or endorsed or sponsored by
Opposer, nor has Opposer approved any of the goods offered or sold by Applicant under the
mark THE UAI DIGITAL CITY, nor has Opposer granted Applicant permission to use said
mark.

DECEPTION/FALSE SUGGESTION OF CONNECTION - § 2(a)

15.  Applicant’s alleged mark so closely resembles Opposer’s Mark that Applicant’s
mark is likely to cause deception in violation of Section 2(a) of the Trademark Act, in that the
mark misdescribes the origin of the goods, purchasers are likely to believe that the
misdescription actually describes the origin of the goods, and this is likely to materially alter
purchaser's decisions to acquire Applicant’s goods.

16.  Applicant’s alleged mark so closely resembles Opposer’s Mark that it falsely
suggests a connection with Opposer in violation of Section 2(a) of the Trademark Act, since
Applicant’s alleged mark points uniquely to Opposer, and purchasers will assume that goods

offered under Applicant’s alleged mark are connected with Opposer.
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17.  When Applicant's alleged mark is used on goods of the type described in its
application, Applicant's alleged mark will cause purchasers to refrain from purchasing Opposer's
authorized goods and services based on the mistaken assumption that Opposer is attempting to
promote or encourage the sale of Applicant's goods by permitting THE UAI DIGITAL CITY to

be used on such goods.

DILUTION - § 43(d)

18.  Opposer's Mark became well known and famous prior to the filing date of
Applicant's application.

19.  Applicant's use or registration of the mark THE UAI DIGITAL CITY will cause
dilution of the distinctive quality of Opposer’s DIGITAL CITY marks.

20.  Applicant's use or registration of THE UAI DIGITAL CITY will lessen the
capacity of Opposer’s famous Mark to identify and distinguish Opposer’s goods and services.

21.  Applicant's use or registration of the mark THE UAI DIGITAL CITY for the
goods listed in its application will tarnish the goodwill symbolized by Opposer's Mark.

22.  Likelihood of tarnishment and damage to Opposer's goodwill is enhanced by the
fact that Opposer will have no control over the nature and quality of the services sold under
Applicant's alleged mark; and prospective customers who encounter defects in the quality of
Applicant's services will attribute those defects to Opposer, and this will tarnish Opposer's
goodwill.

23.  Likelihood of confusion, dilution and deception is enhanced by the fact
Applicant’s alleged mark THE UAI DIGITAL CITY and Opposer’s DIGITAL CITY marks are
virtually identical in sound and pronunciation, and consumers will assume that goods sold under

Applicant's alleged mark originate with or are sponsored by Opposer.

WHEREFORE, Opposer prays that this opposition be sustained and that registration be

denied.
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AMERICA/(?NLINE INC

By k/ /\/1/‘ 1/ //

/

Mlchae A VCrdw

Dougl sR Bush

James R/ Davis, 1

Arent )(/)x PLLC

1050 onnecticut Avenue, NW
Washington, D.C. 20036

(202) 857-6000

Attorney for Opposer
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