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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Orient-Express Hotels, Inc.,
Opposition No. 91167253

Mark: CABANA BAR & CASINO
Serial Nos. 76/597,834

Opposer,
V.
Wynn Resorts Holdings, LLC,
Applicant.

APPLICANT'S OPPOSITION TO MOTION TO CONSOLIDATE AND SUSPEND
OPPOSITION PROCEEDINGS, AND

APPLICANT'S MOTION TO SUSPEND OR EXTEND TIME TO RESPOND TO
MOTION TO AMEND NOTICES OF OPPOSITION

. INTRODUCTION

Applicant Wynn Resorts Holdings, LLC, (“Applicant”) hereby responds to Orient-
Express Hotels, Inc.'s (“Opposer's”) Motion to Consolidate Cases, Amend Notice of
Opposition and Suspend Proceedings Pending Disposition of Related Cases. Applicant
concurs with Opposer’'s motion to consolidate and suspend its four oppositions, but
maintains pursuant to 37 CFR §2.117 and §2.127 and TBMP 510.02(a) that all
substantive matters on these oppositions also should be suspended, including
Opposer's Motion to Amend its Notices of Opposition, until the Board rules on motions
for summary judgment in related cases between Applicant and Venture Out Properties,
LLC.
i BACKGROUND

On or about August 27, 2004, Applicant filed with the U.S. Patent and Trademark

Office four (4) intent-to-use applications to register “"CABANA BAR & CASINO" (and



design) for casino services in International Class 41 and restaurant, bar, and cocktail
lounge services in International Class 43, (Serial Nos. 78/475,098; 78/475,092;
76/597,834) and CABANA BAR (Serial No. 76/597,835) (collectively "Applicant's
Marks").

Opposer opposed all four applications alleging likelihood of confusion with
Opposer’s recently “LA CABANA" and “LA MEJOR CARNE DEL MUNDO LA CABANA"
(and design) marks registered in connection with restaurant and bar services. Opposer
has not sought to register its marks, "CABANA," or any variation thereof in connection
with casino services. Opposer’s marks refer to its free-standing restaurant located in
Buenos Aires, Argentina.

In addition to the instant action filed by Opposer, Applicant’s Marks are also the
subject of a pending oppositions and cancellation actions by Venture Out, LLC
(“Venture Out”).

Venture Out is the holder of a registration on the Supplemental Register of
CABANA for hotel services in International Class 43. Venture Out brought Opposition
Nos. 91168647, 91167252, 91167238, and 91167237 against Applicant’s marks
asserting priority over Applicant's Marks and alleging a likelihood of confusion between
the two marks. The Board is currently reviewing Venture Out’'s motions for summary
judgment in all of the Oppositions and Applicant's oppositions to those motions.

lll. LEGAL ARGUMENT
A. Non-Opposition to Motion to Consolidate
Applicant does not oppose Opposer's motions to consolidate its Oppositions to

Applicant's Marks, Opposition Nos.: 91166143, 91166148, 91167253, and 91167537.



As these cases present substantially the same issues, consolidation would be proper.
See TBMP 511.

B. Non-Opposition to Motion to Suspend

Applicant does not oppose the motion to thereafter suspend the consolidated
case. Given the pendency of the Motion for Summary Judgment filed by Venture Out
Properties ("Venture Out") against the vary same four applications, such a suspension
is warranted. See 37 C.F.R. § 2.117.

Moreover, as the same applications are at issue in both the oppositions filed by
Venture Out and the consolidated oppositions filed by Opposer, the Board risks
potentially inconsistent findings by simultaneously proceeding with both sets of
oppositions. Accordingly, suspending these consolidated oppositions pending, at a
minimum, the Board's ruling on Venture Out's Motions for Summary Judgment is
prudent.

C. Applicant's Time to File a Response to the Motion to Amend Notice

Should be Suspended or Extended Until the Board Rules on Venture
Out's Motions for Summary Judgment

Applicant concurs with Opposer that suspension of these cases is warranted.
However, Applicant maintains that such a suspension should also apply to Opposer's
Motion to Amend its Notices of Opposition. Opposer's entire bases for seeking
suspension is that the Board's disposition of Venture Out's Motions for Summary
Judgment may render moot these cases in their entirety. Included in that argument is
the acknowledgement that the very same Board disposition may also render moot the
issue of whether Opposer will even need to amend its Notices, let alone whether

Applicant will need to file a response in opposition to the same. If, as Opposer hopes,



& Roard granis Venture Out's Motions for Summary Judgment, then this issue along
with these consolidated Oppositions is rendered moot, as the applications will be denied
registration. i, on the other hand, the Board denies Venture Qui's Motions and the
parties are unable to resolve these cases by settlement—which Applicant believes is
uniikely—Opposer is not prejudiced by Applicant's filing of its response in opposition to
the Maotion to Amend af that time.  Accordingly, Applicant’s time fo oppose the Motion o
Amend the Notices of Opposition should simitarly be suspsnded or extended until the
Board rules on Venture Out's Motions for Surmmary Judgmant,

By consolidating and suspending thess achons {including Oppoeser's Motion o
Arnend the Notices) the Board may well avpid inconsistencies and save both its own
resources and time and expense {o the parties will not be prejudiced thereby.

V. CONCLUSION

For the above reasons, the Board should consolidate and suspend ail
proceedings in this opposition, including the time to file a response in opposition {o
Opposer's Motion to Amend its Notice of Oppaosition, until the Board rules on Venture
Oui's Motions for Swmmary Judgment in Opposition Nos. 81188647, 91187252,

91187238, and 91167237,
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Attorneys for Wynn Resorts Heldings, LLC




CERTIFICATE OF SERVICE

| hareby certify that on November 17, 2008, 1 served the foregoing

APPLICANT'S OPPOSITION TO NMOTION TO CONSOLIDATE AND SUSPEND
OPPOSITION PROCEEDINGS, AND

APPLICANT'S MOTION TO SUSPEND OR EXTEND TIME TO RESPOND TQ
MOTION TQ AMEND NOTICES OF OPPOSITION

(RN

J. Timothy Hobbs
Christopher Kelly

Jannifer L. Elgin

Witey Rein & Fuslding LLP
1776 K. Streel, NW.
Washington, D.C. 20006
Gounsel for: Opposer

by causing a full, true, and correct copy thareof (o be sent by the following indicated
method or methods, on the date set forth below:

E by mailing it a sealad, first-class postags-prepaid envelops, addressed {o
’ the last-known office address of the attorney, and deposited with the
United Slates Postal Servics at Las Vegas, Nevada.

by hand delbivery.

by sending via avernight courier in a sealed snvelops.

by faxing to the alforney al the fax number that is the last-known fax
fumber.

] by electronic mall to the last knowr,g-matl address.
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