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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/156,456
Published in The Official Gazette, May 31, 2005

OS ASSET, INC. and OUTBACK
STEAKHOUSE OF FLORIDA, INC.,

Case No. 91166728

Answer and Counterclaim in the

Opposers, Matter of Application Serial No.
78/156,456
V.
EVA LISLE BARNARD,
Applicant.

EVA BARNARD LISLE, an individual; and
OUTBACK SOLUTIONS, INC., a
California corporation,

Counterclaimant,

V.

OS ASSET, INC.; and OUTBACK
STEAKHOUSE OF FLORIDA, INC.,

Respondents.

N N N N N N N N N N N N e N N N N N N N N N N N N

Eva Barnard Lisle, erroneously opposed as Eva Lisle Barnard and hereafter referred
to as “Applicant” or “Lisle,” answers the opposition of OS Asset, Inc. and Outback

Steakhouse of Florida, Inc., collectively referred to herein as “Opposers,” as follows:



I
General Denial
Answering Applicant generally and specifically denies each and every, all and
singular, alleged claims of Opposers and further denies that Opposers were or will be

damaged in any manner whatsoever.

1L
First Affirmative Defense
No Likelihood of Confusion

Applicant denies that there is any likelihood of confusion, mistake, or deception with
respect to Applicant’s mark and design. Also, Applicant uses its mark for web-design
services, as set forth in Applicant’s Application, and therefore registration of Applicant’s
mark and design would not be a source of any damages and/or injuries to Opposers.
Opposers operate and franchise restaurants. Opposers’ services also include drinks, food,
sports-related services, but nothing related to computer services or the internet.

Outback solutions is a business in which Lisle owns fifty-one percent (51%), has
been using its name since 2002, and during that time has developed a business reputation for
creating websites. A copy of Outback Solutions” home page is attached as Exhibit A.

111.
Second Affirmative Defense
No Likelihood of Actual Confusion

Applicant denies that there is any likelihood of confusion, mistake, or deception
with respect to Applicant’s actual mark and design and therefore registration of
Applicant’s mark and design would not be a source of any damages and/or injuries to
Opposers. Applicant’s services are in the business of web-design, and use of the mark

and design is related to a web-design business, which has no impact relating to Opposer’s



business of food, entertainment, and/or sports. In addition, Applicant’s mark,

OUTBACK@SOLUTIONS, and design consists of a kangaroo with an ampersand in the

tail on a common road sign. No member of the public would confuse Applicant’s mark
and design for Opposers’ marks and designs. (See Exhibit B, a true and correct copy of
Applicant’s mark and design.) Opposers’ marks consist of variations of the common
kangaroo road sign. None of Opposers marks include an ampersand or any other computer
or web-related design or symbol.

IV.

Third Affirmative Defense
No Dilution of Mark

Applicant denies that Applicant’s mark dilutes in any manner Opposers’ marks.
Applicant’s services are in the business of web-design, which is suggested by its mark. Use
of Applicant’s mark and design for web-design services in no way dilutes the distinctiveness
of Opposers” marks. Applicant’s mark and design bears no similarity to Opposers’ mark for
any member of the public to believe that Applicant’s mark or design or services is affiliated
in any manner with Opposers.

V.
Fourth Affirmative Defense

Restricted Registration Allowance

In the unfortunate event that the Trademark Trial and Appeal Board ultimately finds
that Opposers are entitled to judgment with respect to Applicant’s mark and design as
broadly identified in International Class 42, Applicant should be entitled to registration of
the mark and design with a restricted identification reflecting the actual nature of

Applicant’s services, specifically, in the internet web-design business.



VL

Fifth Affirmative Defense
Unclean Hands

Applicant believes and thereon alleges that Opposers’ claims are barred by the
equitable doctrine of unclean hands.

VIIIL

Sixth Affirmative Defense
The Mark is Functional

Applicant denies that Opposers’ marks are asserted because Applicant’s marks are
functional. [15 U.S.C. §11115, subd. (b)(8).]

IX.

Seventh Affirmative Defense
Fraudulently-Obtained Mark
[15 U.S.C. §1115(b)(1)]

Applicant alleges that Opposers obtained the trademarks and service marks
fraudulently.

X.

Eighth Affirmative Defense
Misrepresentation of Source of Goods and Services

Applicant alleges that Opposers have misrepresented the source of the goods and
services used in connection with the trademark and service mark.

XI.

Ninth Affirmative Defense
Opposers Attempt to Expand Their Trade Mark

Into a General, Unprotectable Mark

Opposers’ attempt to prevent Applicant from using the very generic Australian

road sign, cleverly and uniquely adapted by incorporating an ampersand in the



kangaroo’s tail, is an attempt on behalf of Opposers to claim rights to a generic
Australian kangaroo road sign.

XII.

Tenth Affirmative Defense
Additional Defenses

Applicant reserves the right to assert any additional defenses which are
discovered or ascertained after the date of this Answer.
Prayer
Wherefore, Answering Applicant prays for the following:
1. That the Opposers’ opposition be denied;
2. That Applicant’s Application Serial No. 78156456 be allowed registration.

3. For such other relief as the Trademark Trial and Appeal Board deems

proper.

Dated: November §, 2005  Respectfully submitted,
CARROLL & ASSOCIATES, PC

By:  /Sheila Lamb Carroll/
Sheila Lamb Carroll (No. 142764)
Attorney for Applicant Eva Barnard Lisle
erroneously opposed as Eva Lisle Barnard

Counterclaim
Applicant Eva Barnard Lisle, an individual residing in California, and Outback
Solutions, a California corporation, whose principal address is 815 El Chorro Way,
Sacramento, CA 95864, believe that they will be damaged by the registration of the

service mark “OUTBACK” covered by Application Serial Number 2052618, and hereby



move to cancel said mark. As grounds for the cancellation of the mark, it is alleged as
follows:

1) Applicant is informed and believes that OS Asset, Inc. and Outback
Steakhouse of Florida, Inc., Florida corporations (collectively referred to herein as
“Respondents” and “Opposers”), whose principal address is 2202 North Westshore
Boulevard, 5th Floor, Tampa, Florida 33607, is predominantly in the business of
operating and franchising restaurants. Respondents and Opposers have registered various
marks for goods and services related to food, sports, entertainment, clothes, cups and
mugs.

2) Applicant is informed and believes that OS Asset, Inc. has acquired
certain of Outback Steakhouse of Florida, Inc.’s applications and registrations through an
assignment entered into by agreement on October 1, 1999. Outback Steakhouse of
Florida, Inc. uses various OUTBACK and OUTBACK STEAKHOUSE trademarks
discussed herein.

3) Eva Barnard Lisle (“Lisle”) is the Applicant attempting to register
OUTBACK@SOLUTIONS and design as a service mark for use associated with an

“internet web-design,” business in International Class 42. The filing date of Applicant’s
application is August 21, 2002.

4) Outback Solutions, a closely held California corporation, is an entity to
which Lisle has assigned exclusive use of the Outback Solutions trademarks. Lisle has a
fifty-one percent (51%) ownership interest in Outback Solutions.

5) Outback Solutions began using its name and the kangaroo with ampersand
tail logo on or about January 1, 2002. During that time it has developed a business
reputation for creating websites. A copy of Outback Solutions’ home page is attached as

Exhibit A.

6) Respondents and Opposers. have registered as a service mark the word

“OUTBACK?” for a variety of goods and services.



Claim I
Respondents and Opposers “Outback” Trade Mark is Generic

7) The “OUTBACK” word is too general for purposes of obtaining a service
mark, and therefore should be cancelled pursuant to 15 USC §1064(3).

8) Respondents and Opposers’ marks relating to road signs are too general to
grant proprietary rights. The Webster’s dictionary term of the word “outback” means and
refers to “any remote, sparsely ettled region viewed as uncivilized.” (Webster’s New
World Dict. (2d ed., rev. 1979), p. 425.)

9 Respondents and Opposers are unreasonably interfering with Applicant’s
rights to do business by falsely laying claim to the “Outback” name, attempting to
prevent Outback Solutions from doing business in the field of internet and web design.

Claim 11

10)  Applicant repeats and realleges each and every allegation set forth in
Paragraphs 1 through 9.

11)  Respondents and Opposers’ Outback mark was fraudulently obtained.

12)  Respondents and Opposers’ mark was fraudulently obtained that there is
nothing exclusively unique or original about the word “outback.”

13)  Outback is a generally recognized term defined by Webster’s and other
dictionaries as “any remote, sparsely settled region viewed as uncivilized.”

14)  Respondents and Opposers’ falsely obtained mark precludes other from
using the word “outback” in settings having nothing to do with their business, which is
predominantly food service.

15)  Applicant has been damaged and continues to be damaged by Respondents
and Opposers’ overbroad proprietary claims to a common word.

Prayer
Wherefore, Answering Applicant prays for the following:

1. Service Mark No. 2052618 be cancelled;

2. That the Opposers’ opposition be denied;



3. That Applicant’s Application Serial No. 78156456 be allowed registration.
4. For such other relief as the Trademark Trial and Appeal Board deems

proper.

Dated: November §, 2005 Respectfully submitted,
CARROLL & ASSOCIATES, PC

By:  /Sheila Lamb Carroll/

Sheila Lamb Carroll (No. 142764)
Carroll & Associates, PC

3600 American River Drive, Suite 145
Sacramento, CA 95864-5997
916.488.5388

Attorneys for Applicant Eva Barnard Lisle
erroneously sued as Eva Lisle Barnard

H:\O\Outback Solutions\trademark'pleadingstanswers



CERTIFICATE OF FILING

I certify that the foregoing Answer and Counterclaim was filed electronically with
the Commissioner for Trademarks, Trademark Trial and Appeal Board, via ESSTA on
the 9 day of November, 2005.

/Sheila Lamb Carroll/
Sheila Lamb Carroll
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EXHIBIT A



Ouwtback Selutions iz an Internet design, developrnent, service and marketing cornpany
headquartered in Sacrarnento, Califarnia which iz dedicated to making every site pay for itzelf.

FHome | Seevices | Contsd Us | Testmondals | Portfolio | About s | Dsaine | FAQ | Links

Saoraranti, OA
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EXHIBIT B






PROOF OF SERVICE
(Code Civ. Proc., §§1013a, 2015.5)

CASE: In the Matter of Application Serial No. 78/156,456
Published in the Official Gazette, May 31, 2005

OS Asset, Inc. and Outback Steakhouse of Florida, Inc. v.
Eva Barnard Lisle, erroneously opposed as Eva Lisle Barnard

The undersigned declares:

I am a citizen of the United States and a resident of the County of Sacramento. I am
over the age of eighteen years and am not a party to the within above-entitled action. I am
employed by Carroll & Associates, PC, whose business address is 3600 American River
Drive, Suite 145, Sacramento, CA 95864-5997.

I am readily familiar with Carroll & Associates, PC’s practice for collection and
processing of mail with the United States Postal Service. Said mail will be deposited with
the United States Postal Service the same day in the ordinary course of business.

On November 8, 2005, I served the within
Answer and Counterclaim in the Matter of Application Serial No. 78/156,456
on all parties in said action as addressed below by causing a true copy thereof to be:

[X] placed in a sealed envelope with postage thereon fully prepaid in the designated
area for outgoing mail:

Roseanne T. Yang

Baker & Hostetler, LLP
Capitol Square, Suite 2100
65 East State Street
Columbus, OH 43215.4260

I declare under penalty of perjury under the laws of the State of California that the
foregoing is true and correct.

Executed November 8, 2005, at Sacramento, California.

Judy A. Hendricks
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PROOF OF SERVICE
(Code Civ. Proc., §§1013a, 2015.5)

CASE: In the Matter of Application Serial No. 78/156,456
Published in the Official Gazette, May 31, 2005

OS Asset, Inc. and Outback Steakhouse of Florida, Inc. v.
Eva Barnard Lisle, erroneously opposed as Eva Lisle Barnard

The undersigned declares:

I am a citizen of the United States and a resident of the County of Sacramento. I am
over the age of eighteen years and am not a party to the within above-entitled action. I am
employed by Carroll & Associates, PC, whose business address is 3600 American River
Drive, Suite 145, Sacramento, CA 95864-5997.

I am readily familiar with Carroll & Associates, PC’s practice for collection and
processing of mail with the United States Postal Service. Said mail will be deposited with
the United States Postal Service the same day in the ordinary course of business.

On November 9, 2005, I served the within

Answer and Counterclaim in the Matter of Application Serial No. 78/156,456

on all parties in said action as addressed below by causing a true copy thereof to be:

[X] viaESTTA

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P. O. Box 1451

Alexandria, VA 22313-1451

I declare under penalty of perjury under the laws of the State of California that the
foregoing is true and correct.

Executed November 9, 2005, at Sacramento, California.

Judy A. Hendricks
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