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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYNGENTA INVESTMENT CORP.

Opposer,
v. Opposition No. 91166538

BASF AKTIENGESELLSCHAFT,

Applicant.

APPLICANT’S REPLY BRIEF IN FURTHER
SUPPORT OF ITS MOTION FOR SUMMARY JUDGMENT

Applicant BASF Aktiengesellschaft’s (“Applicant” or “BASF AG”), pursuant to 37
C.F.R.§ 2.117(a) and TBMP § 510.02(a), hereby submits this reply brief in further support of its
motion for summary judgment, which seeks dismissal of this opposition proceeding based on

principles of res judicata.

PRELIMINARY STATEMENT

Opposer Syngenta Investment Corp.’s (“Opposer’) opposition to Applicant’s motion is
more notable for arguments that are not presented than those that are offered. By its failure to
address the majority of the undisputed facts set forth in Applicant’s motion, Opposer has
effectively conceded that its ill-fated opposition of Applicant’s CURALAN application must be
dismissed. Even where Opposer makes substantive arguments in response to Applicant’s motion
—1in an attempt to show that disputed factual issues exist which would preclude summary
judgment — those purported facts are not supported by any evidence, and amount to nothing more
than bare assertions of counsel, which are mere disagreements with Applicant’s positions or

statements rather than actual evidence contradicting them.



The record on this motion is clear: based on its rights in the mark CURACRON for
insecticides, Opposer’s predecessor-in-interest brought an opposition proceeding in 1992 against
an application to register CURALAN for fungicides owned by Applicant’s wholly-owned
subsidiary, and dismissed that opposition with prejudice. Opposer has now opposed an identical
application to register CURALAN, necessitated by an administrative error by Applicant, once
again based on its rights in the CURACRON mark. Because the parties in the two proceedings
are in privity, because the two proceedings involve the same transactional facts, and because the
dismissal of the prior proceeding with prejudice was an adjudication on the merits, Opposer’s
claims against Applicant here are barred under the principles of res judicata. For these reasons,
Applicant’s motion for summary judgment should be granted and this proceeding dismissed with
prejudice.

FACTS NOT DISPUTED BY OPPOSER

Here, Opposer does not contest, and thereby concedes, the following facts relevant to
Applicant’s motion for summary judgment on the basis of res judicata:

1. There Was an Earlier Final Judgment on the Merits:

e On January 4, 1991, BASF Corporation (“BASF Corp.”) applied to register
the mark CURALAN for “fungicides” in International Class 5, Application
Serial No. 74/127,909 (the “First CURALAN Application”), later amended to
“fungicides for agricultural and commercial use” (See Exhibit A to the
Declaration of James D. Weinberger previosuly submitted in connection with

Applicant’s moving brief (“Weinberger Decl.”).

e On October 9, 1992, Ciba-Geigy Corp. (“Ciba”) filed a notice of opposition
based on Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), against the
First CURALAN Application, captioned Ciba-Geigy Corp. v. BASF Corp.,
Opp. No. 91089282 (T.T.A.B.) (the “First Opposition”), based on Ciba’s Reg.



No. 1,031,854 for the mark CURACRON for “active chemical ingredient used
in the manufacture of insecticides” in International Class 1 (the
“CURACRON Registration”), as well as Ciba’s rights in connection with that

mark as used on insecticides. (Weinberger Decl. Exh. B | 2-3).

On May 6, 1993 Ciba filed a unilateral withdrawal of the First Opposition.
(Weinberger Decl. Exh. C).

As a result of the May 6, 1993 withdrawal (id. Exh. C), by order of the Board
dated May 28, 1993, the First Opposition was dismissed with prejudice (id.
Exh. E).

The First CURALAN Application then proceeded to registration, issuing as
Reg. No. 1,801,827 on November 2, 1993 (the “CURALAN Registration”).
(Weinberger Decl. Exh. F).

2. The Parties to First Opposition and This Proceeding are in Privity

On or about December 26, 1996, Ciba executed a “‘change of name” for the
owner of the CURACRON Registration from Ciba to Novartis Corporation,
recorded by the U.S. Patent & Trademark Office (the “PTO”) on October 16,
1998, and again on March 12, 1999. (Weinberger Decl. Exh. G at
Assignments 1 & 2).

On or about October 16, 1998, Novartis Corporation and Novartis Finance
Corporation executed and on October 18, 1998 the PTO recorded an
assignment of the entire interest in and to the CURACRON Registration from

Novartis Corporation to Novartis Finance Corporation. (/d. at Assignment 3).

On or about February 26, 2002, Novartis Finance Corporation and Syngenta
Investment Corporation executed and on March 27, 2002 the PTO recorded an
assignment of the entire interest in and to the CURACRON Registration from
Novartis Finance Corporation to Opposer. (Id. Exh. G at Assignment 4).
Opposer is a wholly owned subsidiary of Syngenta AG. (/d. Exh. I at F87).



e Through an administrative error, the CURALAN Registration lapsed in 2004,
necessitating a new application for registration. As such, BASF Corp.’s
parent company, Applicant BASF AG (Weinberger Decl. Exh. J at 52), filed
Application Serial No. 78/428,114 on August 9, 2005 to register the mark
CURALAN for “Fungicides for agricultural commercial and residential use”

in International Class 5 (the “Second CURALAN Application”) (id. Exh. K).

3. This Proceeding is Based on the Same Set of Facts as the First Opposition

e On September 9, 2005, Opposer filed a notice of opposition based on Section
2(d) of the Lanham Act, 15 U.S.C. § 1052(d) (the “Second Opposition”),
against the Second CURALAN Application. (Weinberger Decl. Exh. L). As
with the First Opposition, the Second Opposition is based on Opposer’s rights
in the mark CURACRON. (Id. ] 3).

As set forth below, Opposer’s failure to refute and provide evidence to contradict these
undisputed facts is fatal to its opposition, since such facts conclusively establish the three-factor
test for proper application of res judicata under Jet, Inc. v. Sewage Aeration Systems, 55
U.S.P.Q.2d 1854, 1856 (Fed. Cir. 2000).

ARGUMENT

I. OPPOSER HAS FAILED TO RAISE A GENUINE ISSUE OF
FACT IN DISPUTE TO PRECLUDE SUMMARY JUDGMENT

The Federal Circuit has held with respect to summary judgment motion practice that,

[w]here a movant has supported its motion with affidavits or other evidence
which, unopposed, would establish its right to judgment, the non-movant may not
rest upon general denials in its pleadings or otherwise, but must proffer
countering evidence sufficient to create a genuine factual dispute. A dispute is
genuine only if, on the entirety of the record, a reasonable jury could resolve a
factual matter in favor of the non-movant. . . . In countering a motion for
summary judgment, more is required than the mere assertions of counsel. The
non-movant may not rest on its conclusory pleadings but, under Rule 56, must set
out . . . what specific evidence could be offered at trial.



Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d 624, 626-27 (Fed. Cir. 1984) (emphasis in
original). See also Sweats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 1564 (Fed. Cir.
1987) (“Mere conclusory statements and denials do not take on dignity in placing them in
affidavit form.”); Barmag Barmer Maschinefabrik AG v. Murata Mach., Ltd., 731 F.2d 831, 836
(Fed. Cir. 1984) (“Mere denials or conclusory statements are insufficient.”). Here, Opposer has
failed to raise any genuine issues of fact in response to Applicant’s motion for summary
judgment on the basis of res judicata.

Moreover, by failing to address the majority of undisputed facts set forth in Applicant’s
motion, Opposer has in effect conceded them. Opposer does not dispute, or even address, the
Federal Circuit’s test to determine whether res judicata bars a later claim, like this one. The
Federal Circuit has held that a claim is barred where there is: (1) an identity of the parties or
those in privity with them; (2) an earlier final judgment on the merits of a claim; and (3) the
second claim is based on the same set of transactional facts as the first. Jert, Inc. v. Sewage
Aeration Sys., 55 U.S.P.Q.2d 1854, 1856 (Fed. Cir. 2000). As shown above, Opposer has failed
to present evidence sufficient to raise a genuine issue of fact in dispute as it relates to these three
factors (see also Applicant’s Moving Brief (“Moving Br.”) at 5-8), and thus summary judgment
should be entered in Applicant’s favor.

I1. THE PURPORTED DISPUTED FACTS IDENTIFIED

BY OPPOSER ARE EITHER NOT RELEVANT OR
ARE UNSUPPORTED BY ANY EVIDENCE

Furthermore, the purported disputed facts raised by Opposer are not only irrelevant to this
motion, but even assuming relevance arguendo, Opposer has not produced evidence to support

the alleged facts it claims are disputed.



A. The Settlement Agreement.

First, Applicant claims that the agreement reached by BASF Corp. and Ciba — in which
the parties agreed that: (1) “BASF may continue its use of the trademark CURALAN on
fungicide, but undertakes not to extend the use of said trademark to an insecticidal ingredient or
an insecticidal product;” (2) Ciba would withdraw the First Opposition; and (3) the agreement
“shall be binding in all respects upon the parties hereto, their . . . successors, assigns, and all
other parties in privity with them or claiming under them” (Weinberger Decl. Exh. D (the
“Agreement”) at 2) — is invalid because the copy submitted by Applicant in connection with this
motion is signed only by Ciba, and not by BASF Corp. (See Response to Applicant’s Motion for
Summary Judgment (“Opp. Br.”) at 2). While it is true that the copy of the Agreement attached
to Applicant’s motion is not signed by BASF Corp., it is of no import to this motion since the
Agreement only provides an explanation for why Ciba withdrew the First Opposition that the
Board subsequently dismissed, a dismissal which is undisputed by Opposer. That is, even if
there was no Agreement, res judicata would still apply.1

Second, Opposer claims that the Agreement should not be considered because, even if

applicable, it does not relate to the application at issue here. (Opp. Br. at 3). As noted above, the

"In any event, under New York law, which governs interpretation of the Agreement
(Weinberger Decl. Exh. D at 2), “[o]ne who accepts and acts under a written agreement is bound
by it even though he fails to sign it . . . [a] written contract need not be signed to be binding
against a party, so long as the party indicates through performance of its terms or other
unequivocal acts that it intends to adopt the contract.” Colonia Ins. A.G. v. D.B.G. Property
Corp., No. 89 Civ. 8640 (RPP), 1992 WL 204376, *8 (S.D.N.Y. Aug. 10, 1992). The fact that a
signature does not appear for one party is simply not dispostive of anything. Opposer provides
no evidence that the parties and their successors have not performed under the Agreement;
indeed, Ciba’s withdrawal of the First Opposition proves the point — why else would it have
withdrawn its claims other than having received assurances that BASF Corp. would coexist on
acceptable terms? This aside, however, has no bearing on Applicant’s motion for summary
judgment, which relies on the undisputed dismissal of the First Opposition, not the Agreement
from which that dismissal emanated.



contents of the Agreement have no impact on the application of res judicata here. As
conclusively established in Applicant’s moving brief and conceded by Opposer, res judicata
applies in this instance because the First Opposition, between parties in privity with the parties to
this Second Opposition, adjudicated Opposer’s current claims on the merits. The fact that the
Agreement required Ciba to dismiss its opposition against a specific application over ten years
ago does not mean that res judicata does not apply; the key question for purposes of res judicata
is whether the two proceedings arise out of the same transactional facts. Jer, 55 U.S.P.Q.2d at
1856. Here, as shown above, the First and Second Oppositions both involve oppositions against
BASF’s applications to register the CURALAN mark for fungicides® by Opposer and its
predecessor based on rights in Opposer’s CURACRON mark for insecticides.

B. Different Parties.

Opposer further argues that the fact that the parties to the Agreement are not the same as
the parties to this Second Opposition is a material fact in dispute precluding summary judgment.
(Opp. Br. at 4). This, however, is the wrong analysis. As made clear in Jet, the correct question
is whether the prior proceeding (not a settlement agreement) was between identical “parties (or
their privies).” 55 U.S.P.Q.2d at 1565 (emphasis added). Applicant has in its moving brief
provided ample evidence that there can be no genuine dispute that the respective parties to the

First Opposition are, for purposes of the CURALAN and CURACRON marks, in privity with

* Opposer also argues that the two CURALAN applications are different because the
application that was the subject of the First Opposition was limited to exclude insecticides, while
the instant CURALAN application does not contain such a limitation. (Opp. Br. at 3). This is
wrong. While the Agreement contemplated co-existence based BASF’s agreement not to use
CURALAN for insecticides, the First CURALAN Application and CURALAN Registration
(Weinberger Decl. Exhs. A, F), like the Second CURALAN Application (/d. Exh. K) contain no
such limitation.



those in the Second Opposition (see Moving Br. at 5-6; Weinberger Decl. Exhs. G, J), and
Opposer has submitted no contradictory evidence.

Indeed, the declaration of James A. Zellinger submitted in support of Opposer’s brief
(“Zellinger Decl.”) merely recites conclusory views of counsel’s disagreement with the fact that
privity exists between BASF Corp. and Applicant for purposes of this motion. (Zellinger Decl. q
4). Mr. Zellinger’s argument is simply that; he provides no objective documents nor does he
identify the “prior legal disputes” in which he claims that BASF Corp. and Applicant “denied
that said privity exists.” (Id. q 4). Of course, this is because no such evidence exists. Mr.
Zellinger’s unsupported palaver is just the “mere assertions of counsel” that the Federal Circuit
deemed insufficient to defeat summary judgment, Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739
F.2d at 626-27, and should be disregarded accordingly. The fact of the matter is that BASF
Corp., the applicant in the First Opposition, is wholly owned by Applicant and thus is in privity
for purposes of res judicata. See, e.g., Transamerica Fin. Corp. v. Trans-American Collections,
Inc., 197 U.S.P.Q. 43, 51 (T.T.A.B. 1977); May Dep’t Stores Co. v. Prince, 200 U.S.P.Q. 803,
808 (T.T.A.B. 1978); Trans Union Corp. v. Trans Leasing Int’l, 200 U.S.P.Q. 748, 753-54
(T.T.A.B. 1978); F. Jacobson & Sons, Inc. v. Excelled Sheepskin & Leather Coat Co., 140
U.S.P.Q. 281, 282 (Comm’r 1963) (parent in privity); TBMP 206.02.

Opposer further argues that “Opposer is not the signatory to [the Agreement] and is not
the successor in interest nor in ‘privity’ with any party to the agreement.” (Opp. Br. at 5
(emphasis added)). These statements are belied by Opposer’s own discovery responses in this
proceeding, in which Opposer affirmatively identifies the first use of the CURACRON mark
beginning on “July 31, 1974 by one or more of Opposer’s predecessor in interest.” (See

Opposer’s Response to Applicant’s Interrogatory No. 3, a true and correct copy of which is



attached as Exhibit N to the Reply Declaration of James D. Weinberger submitted herewith, at
3). As is established in the record, the only company using CURACRON in 1974 was Ciba.
(Weinberger Decl. Exh. B at 2 (relying on use “[s]ince 1974”). For Opposer to claim that it is
not in privity with Ciba while at the same time seeking to rely on Ciba’s 1974 first use date in
this proceeding completely undermines Opposer’s position. Thus, there is no dispute that
Opposer and Ciba are in privity for purposes of res judicata. See also Int’l. Nutrition Co. v.
Horphag Research, Ltd., 55 U.S.P.Q.2d 1492, 1495 (Fed. Cir. 2000) (parties are in privity “when
they hold successive interests in the same property”).

C. Alleeed “Dilatorv Tactics.”

Finally, in a last-ditch effort to avoid summary judgment, Opposer has levied broad
allegations of misconduct in discovery by accusing Applicant of filing this motion to “disrupt
discovery” and “shield Applicant’s personnel from deposition.” (Opp. Br. at 5). These
accusations are not well taken.> Both outstanding depositions of Applicant’s employees were
made pursuant to Fed. R. Civ. P. 30(b)(6). (See Reply Weinberger Decl. Exhs. O, P). A quick
review of these notices reveals that both seek testimony on specific topics relating solely to use,
advertising, marketing and sale of products under the CURALAN mark by Applicant (id. at 1-2).
That is, Opposer was not even seeking the discovery it now claims Applicant tried to avoid by
filing this motion.

The purpose of summary judgment is “judicial economy, that is, to avoid an unnecessary
trial where there is no genuine issue of material fact and more evidence than is already available
in connection with the summary judgment motion could not reasonably be expected to change

the result in the case.” TBMP § 500 (citing Pure Gold, 739 F.2d at 726-27). Where, as here, the

? Indeed, one of the examples Opposer provides of alleged “disruptive” behavior in this
matter is from another proceeding, relating to different marks. (Zellinger Decl. Exh. 7).



discovery sought by Opposer could not possibly yield any evidence relevant to this motion,
summary judgment is an appropriate tool to expeditiously and efficiently resolve the dispute.

CONCLUSION

As set forth above and in Applicant’s moving brief, the issues at stake in this proceeding
have previously been adjudicated by the Board. The parties to the prior proceeding are in privity
with the parties in this proceeding. The facts are undisputed, and Opposer’s attempt to create the
appearance of factual disputes out of irrelevant issues or, worse, manufactured arguments
inconsistent with its own discovery responses, cannot salvage its claims. Accordingly, and for
the reasons set forth in its moving papers, Applicant respectfully requests that its motion be
granted and that this Second Opposition be dismissed with prejudice.

Dated: New York, New York FROSS ZELNICK LEHRMAN & ZISSU, P.C.

May 17, 2006
By: m""‘"‘ D"L{ﬂ"
kjs D. Weinberger \O
oline G. Boehm
866 United Nations Plaza
New York, New York 10017

Tel: (212) 813-5900
Fax: (212) 813-5901

Counsel for Applicant BASF Aktiengesellschaft
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REPLY DECLLARATION OF JAMES D. WEINBERGER

1. I am an associate in the law firm of Fross Zelnick Lehrman & Zissu, P.C., counsel
for Applicant BASF Aktiengesellschaft (“Applicant”). I submit this declaration in support of
Applicant’s Reply Brief in Further Support of its Motion for Summary Judgment.

2. Attached as Exhibit N is a true and correct copy of Opposer’s Response to
Applicant’s First Set of Interrogatories, dated May 1, 2006.

3. Attached as Exhibit O is a true and correct copy of Opposer’s Notice of
Deposition of Applicant.

4. Attached as Exhibit P is a true and correct copy of Opposer’s Notice of
Deposition of Applicant’s CURALAN brand manager.

I declare under penalty of perjury that the foregoing is true and correct. Executed in New

W Ol

U James D. Weinberge\D

York, New York on May 17, 2006.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYNGENTA INVESTMENT CORP.

Opposer,
V. Opposition No. 91166538

BASF AKTIENGESELLSCHAFT,

Applicant.

OPPOSER’S RESPONSE TO APPLICANT’S FIRST SET OF INTERROGATORIES

GENERAL OJECTIONS:

The requests made by Applicant, except as where specifically identified otherwise, are
vague, unduly burdensome, irrelevant, overbroad, and not designated to lead to discoverable or
relevant information. Much of the information requested by Applicant is in the possession of
Applicant, easily accessible to them, not located in the United States, not available, and relevant
only to non-U.S. markets, or easily accessible to Applicant by other means.

Applicant also seeks irrelevant but highly confidential formulations or product
information for products which may bear the mark. Opposer objects thereto.

Applicant also seeks extremely long and narrative responses to many of its interrogatories
which are inappropriate and unduly burdensome as they often seek to establish proof of a
‘negative’ condition which is neither relevant nor a burden to be carried by Opposer.

Opposer also objects to the definitions employed by Applicant’s in their information
requests. Opposer will provide responses pursuant to a reasonable interpretation of said

definitions.



Applicant also seeks privileged and confidential information that is covered and protected
by the attorney-client relationship. This information will be briefly identified but not produced.
Opposer reserves its right to amend and supplement its responses to Applicant’s

discovery requests.

INTERROGATORIES

Interrogatory No. 1

Describe the nature of the Opposer’s business, identify all of Opposer’s offices or
business locations and identify Opposer’s officers.
Response:
OBIJECTION (See General Objections). However, without waiving said objections, Opposer
would state that Opposer’s business is the management, licensing, and acquisition of trademarks
on a global basis. Opposer would identify the following as officers thereof, whose business
address, as well as the address of its principal place of business:

Syngenta Investment Corp.
2200 Concord Pike

One Rollins Plaza
Wilmington, DE 19803

Joseph L. Powell, Chair (11/13/2000)
Elizabeth K. Quarles {11/13/2000)
Walter C. Tuthill (11/13/2000)

Opposer has no other business locations.

Interrogatory No. 2

Describe with specificity the precise nature of goods and services that Opposer offers or

intends to offer under Opposer’s Mark.



Response:

OBJECTION (See General Objections). However, without waiving said objections, Opposer
would identify Chemicals used in agriculture, horticulture and forestry, namely, insecticides and
pesticides for agricultural and horticultural use as products that may be licensed by Opposer to
Opposer’s Licensee, Syngenta Crop Protection, Inc.

Use consists of as a brand for an insecticide and chemicals therefor. First use of the mark was on
or before July 31, 1974. Representative labels will be provided in response to Applicant’s

document production request.

Interrogatory No. 3

For each good and service described in response to Interrogatory No. 2, state whether
there has been any use of Opposer’s Mark in connection with such good or service, and, if so,
provide the date of first use.

Response:
OBJECTION (See General Objections). However, without waiving said objections, Opposer
would identify that there was first use as early as July 31, 1974 by one or more of Opposer’s

predecessor in interest.

Interrogatory No. 4

Set forth the basis for Opposer’s contention that its rights in Opposer’s Mark were

established prior to April 8§, 1991.



Response:
OBJECTION (See General Objections). However, without waiving said objections,

Opposer would resubmit its responses to Interrogatories 2&3 as if submitted in full herein.

Interrogatory No. 5

Identify in detail the geographical locations where goods and services under Opposer’s
Mark are offered and where Opposer plans to offer them in the future.
Response:

OBJECTION (See General Objections). However, without waiving said objections,
Opposer would identify most countries throughout the world including throughout the United
States and Canada for the goods identified in § 2 and Opposer intends to continue marketing said

products using the mark.

Interrogatory No. 6

Describe with specificity the nature and characteristics of actual or prospective customers
of goods and services, including but not limited to contemplated retail or wholesale outlets,
offered or to be offered by Opposer under Opposer’s Mark.

Response:

OBIJECTION (See General Objections). However, without waiving said objections, Opposer will
produce documents sufficient to identify the customers and prospective customers of Opposer.
Furthermore, Opposer would identify agricultural professionals who primarily use the licensed

goods on crop and farms.



Interrogatory No. 7

Identify all existing or past customers of Opposer for goods and services offered under
Opposer’s Mark.
Response:
OBJECTION (See General Objections). However, without waiving said objections, Opposer will
produce documents sufficient to identify a representative body of the customers and prospective

customers of Opposer.

Interrogatory No. 8

Identify all prospective customers to whom Opposer has advertised, promoted, marketed
or described its goods and services offered under Opposer’s Mark.
Response:
OBJECTION (See General Objections). However, without waiving said objections, Opposer will

produce documents sufficient to identify the customers and prospective customers of Opposer.

Interrogatory No. 9

Identify all goods and services offered or to be offered by or on behalf of Opposer under
Opposer’s Mark that have been advertised, marketed and/or promoted.
Response:
OBJECTION (See General Objections). However, without waiving said objections, Opposer will
produce documents sufficient to identify the goods sold under Opposer’s mark. [See also

responses to Interrogatories # 2-5 ].



Interrogatory No. 10

For each good and service identified in response to Interrogatory 9, describe with
specificity (i) how and where each such good or service has been advertised, marketed and/or
promoted; and (ii) when each such good or service was first advertised, marketed and/or
promoted.

Response:

OBJECTION (See General Objections). However, without waiving said objections,
Opposer would identify the materials submitted in response to Applicant’s document production
request and identify of the mark was on or before July 31, 1974, Representative labels will be

provided in response to Applicant’s document production request.

Interrogatory No. 11

For each good and service identified in response to Interrogatory 10, set forth the
advertising, marketing and promotional expenditures, on both a monthly and annual basis for
each month and year since the date the good or service was first advertised, marketed, and/or
promoted.

Response:

OBJECTION (See General Objections). However, without waiving said objections,

Opposer would identify the materials submitted in response to Applicant’s document production

request.



Interrogatory No. 12

State Opposer’s total actual revenues to date on both a monthly and an annual basis for
cach good and service sold under Opposer’s Mark and identify all documents evidencing such
revenues.

Response:

OBJECTION (See General Objections). However, without waiving said objections,

Opposer would identify the materials submitted in response to Applicant’s document production

request.

Interrogatory No. 13

State Opposer’s average price for each of the goods and services provided under
Opposer’s Mark.
Response:

OBJECTION (See General Objections). However, without waiving said objections,
Opposer would identify the materials submitted in response to Applicant’s document production

request.

Interrogatory No. 14

Identify every mark of which you are aware, whether or not used or registered, which
consists of or includes CURACRON or the prefix CUR- that is used in connection with crop
protection or other agricultural products and for each such mark identify:

(a) the owner;

(b) the precise goods or services;



(c) whether Opposer has ever objected to such mark or received an objection from
the owner of the mark; and;
(d)  the present status of any such objection.
Response:
OBJECTION (See General Objections). However, without waiving said objections,
Opposer is not aware of any ‘cura’ mark in the agricultural crop protection business, T&QO
business or any other agricultural related business, and has not received any objections to its use

and ownership.

Interrogatory No. 15

Identify all objections that have been made concerning Opposer’s application for or use
of Opposer’s Mark.
Response:

OBJECTION (See General Objections). However, without waiving said objections,

Opposer would submit that it has made none.

Interrogatory No. 16

For each objection identified in response to Interrogatory No. 15, identify:
(a) the party asserting the objection;
(b) the date of the objection;

{c) the basis or bases of the objection;



(d)  whether the objection gave rise to any formal proceeding, including but not
limited to an opposition or cancellation proceeding or civil action; and
(e) the current status or resolution of the objection.
Response:
OBJECTION (See General Objections). However, without waiving said objections,

Opposer would submit that there is none.

Interrogatory No.17

Describe how and when Opposer became aware of Applicant’s Mark, including its
inadvertently cancelled U.S. Reg. No. 1,801,827.

Response:

OBJECTION (See General Objections). However, without waiving said objections,
Opposer would identify that it was discovered in July 2005 but was further aware of an earlier
objection by another company against Applicant’s initial application for Applicant’s mark.
Documents related thereto will be produced in connection with Opposer’s response the document

production request by Applicant.

Interrogatory No. 18

Identify all documents and communications concerning Applicant or Applicant’s Mark.

Response:



OBJECTION (See General Objections). However, without waiving said objections,
Opposer would identify none other than that produced in connection with Opposer’s response the

document production request by Applicant or that which will be produced.

Interrogatory No. 19

Did Opposer previously object to Applicant’s use and/or registration of Applicant’s Mark
at any time prior to filing the Notice of Opposition in this proceeding?
Response:

OBJECTION (See General Objections). However, without waiving said objections,
Opposer itself was not aware of prior use and states that it did not object to any prior use by

Applicant as it was unaware thereof.

Interrogatory No. 20

If the answer to Interrogatory No. 19 is “no,” explain why no objection was made.
Response:
OBJECTION (See General Objections). However, without waiving said objections,

Opposer would submit that this request is not applicable.

Interrogatory No. 21

Describe how Opposer acquired rights to Opposer’s Mark.



Response:
OBJECTION (See General Objections). However, without waiving said objections,
Opposer would identify that it was assigned said rights through a sale and divestiture from

another company and from widely sold and long use of Opposer’s mark.

Interrogatory No. 22

Describe each instance of which Opposer is aware in which there has been actual
confusion as to the source, sponsorship, affiliation or approval of Opposer’s or Applicant’s
goods or services arising out of the use of Applicant’s Mark (including the date, location, and all
pertinent witnesses and documents),

Response:
OBJECTION (See General Objections). However, without waiving said objections, Opposer is

not aware of any other than statements and comments made by Applicant’s personnel.

Interrogatory No. 23

Describe all Market Research concerning Opposer’s Mark or Applicant’s Mark, whether
or not prepared in connection with this proceeding.
Response:

OBJECTION (See General Objections). However, without waiving said objections,

would identify the materials submitted in response to Applicant’s document production request.

Interrogatory No. 24



Identify the two people (including at least one current employee of Opposer) who are the

most knowledgeable about:

(a) the selection of Opposer’s Mark;

(b) use of Opposer’s Mark;

(c) Opposer’s sales, advertising and marketing of goods or services bearing
Opposer’s Mark (indicating the areas of knowledge of each person identified);
and

(d)  the alleged facts pleaded by Opposer in its Notice of Opposition.

Response:
OBJECTION (See General Objections). However, without waiving said objections, Opposer
would identify:

1. Coby Long

Syngenta Crop Protection, Inc.
410 Swing Rd., Greensboro, N.C.

Interrogatory No. 25

Describe in detail why Opposer’s Mark was selected by Opposer.

Response:
OBJECTION (See General Objections). However, without waiving said objections, Opposer is
unable to respond to this request at this time due to the long use of the mark and the extremely

long period of time since selection of the mark for use.



Interrogatory No. 26

Identify each person who answered or provided information used in answering the
preceding interrogatories, specifying the particular interrogatories for which each such person
provided an answer or information
Response:

OBJECTION (See General Objections). However, without waiving said objections,

Opposer would identify:
1. CobyLong
Syngenta Crop Protection, Inc.
410 Swing Rd.

Greensboro, N.C. 27410

Dated: April 29, 2006

By:

James A Zellingé/
Tradeémark Counsée
Syngenta Crop Protection, Inc.

410 Swing Rd.
Greensboro, N.C.



CERTIFICATE OF SERVICE

I'hereby certify that a copy of the foregoing OPPOSER’S Response to
Applicant’s First Set Of Interrogatories was sent by prepaid first class mail to
Applicant’s attorney:

FROSS ZELNICK LEHRMAN & ZISSU, P.C.
James D. Weinberger

866 United Nations Plaza

New York, New York 10017

On this 1st day of May, 2006.

James yllinger



EXHIBIT O



IN THE UNIT. )STATES PATENT AND TRADEM. RK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYNGENTA INVESTMENT CORP.

Opposer,
v. Opposition No. 91166538
BASF AKTIENGESELLSCHAFT,
Applicant.

NOTICE OF TAKING DEPOSITION
SUBPOENA DUCES TECUM

To: James D. Weinberger

FROSS ZELNICK LEHRMAN & ZISSU, P.C.
866 United Nations Plaza

New York, New York 10017

TAKE NOTICE that deponent will take the oral deposition set forth below,
before a notary public and by stenographic means, for all purposes pursuant to Federal
Rules of Civil Procedure 26, 30, 32 and 34,

Witness: Applicant, through its U.S. subsidiary and designee, BASF
Corporation, pursuant to F.R.Cv.P. 30(b)(6).

Date/Time: May 4, 2006 10:00am.
Place: Offices of :
James A. Zellinger
Syngenta Crop Protection, Inc.

410 Swing Rd.
Greensboro, N.C.

The witness will be questioned and testify on the following matters:

1. Use of the mark ‘Curalan’ by Applicant.



2. Correspondence, cease and desist letters, documents, memoranda
regarding the mark and use by third parties and/or licensees regarding the mark

Curalan.

3. Sale of any products or services by Applicant bearing the mark, Curalan,
since January 1, 1997 including names of customers, channels of trade, target
customers, use of the product bearing the mark by purchasers, and competitive

products.

4. Applicant’s annual dollar and unit volumes of sales in the United States for
each product and service scld in connection with its ‘Curalan’ marks since

Applicant’s first sale of each such product and service or Jan.1, 1997.

Pursuant to F.R.Cv.P. 34, for inspection and copying at the above deposition
time and place, complete and legible copies of the following designated documents
and/or other things conceming the subject matter of this action, which are in said

deponents possession, custody or control:

1. All documents including invoices, receipts, shipping invoices, bills of
lading, customer lists, order forms, reflecting the sale of any products by Applicant
bearing the mark since January 1, 1997.

2. All documents sufficient to identify Applicant’s annual dollar and unit

volumes of sales in the United States for each product and service sold in connection



with its ‘Curalan’ mar’  jnce Applicant’s first sale of each such _ ‘bduct and service

or Jan.1, 1997, whichever is later.

3. All documents that reveal the prices charged to customers for each product
and service marketed or sold by Applicant in connection with the mark as well as

competitive products sold under different marks.

4. All documents that reveal Applicant’s annual marketing expenses in the
United States for each product and service marketed in connection with the mark,

‘Curalan’, including but not limited to, expenses for advertising and promotion.

Said deposition will continue day to day until completed.

OPPOSER, SYNGENTA
INVESTMENT CORPORATION

By:

James A. Zellinggr
Syngenta Crop Protéction, Inc.
410°Swing Road

Greensboro, NC 27409
Attorney for Opposer




CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing OPPOSER’S NOTICE OF
DEPOSITION (30(b)(6) was sent by prepaid first class mail to Applicant’s attorney:

FROSS ZELNICK LEHRMAN & ZISSU, P.C.
James D. Weinberger

866 United Nations Plaza

New York, New York 10017

On th@fl\ay of March, 2006.

W/A. %.l-l—i{ger



EXHIBIT P



IN THE UNITI -ETATES PATENT AND TRADEM iK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SYNGENTA INVESTMENT CORP.

Opposer,
V. Opposition No. 91166538
BASF AKTIENGESELLSCHAFT,
Applicant,

NOTICE OF TAKING DEPOSITION
SUBPOENA DUCES TECUM

To: James D. Weinberger

FROSS ZELNICK LEHRMAN & ZISSU, P.C.
866 United Nations Plaza

New York, New York 10017

TAKE NOTICE that deponent will take the oral deposition set forth below,
before a notary public and by stenographic means, for all purposes pursuant to Federal
Rules of Civil Procedure 26, 30, 32 and 34.

Witness: BASF, U.S. Brand Manager for Curalan
Date/Time: May 3, 2006 10:00am.
Place: Offices of :

James A. Zellinger

Syngenta Crop Protection, Inc.

410 Swing Rd.
Greensboro, N.C.

The witness will be questioned and testify on the following matters:

1. Use of the mark ‘Curalan’ by Applicant.



) . )
2. Correspondeuce, cease and desist letters, documents, memoranda

regarding the mark and use by third parties and/or licensees regarding the mark

Curalan.

3. Sale of any products or services by Applicant bearing the mark, Curalan,
since January 1, 1997 including names of customers, channels of trade, target
customers, use of the product bearing the mark by purchasers, and competitive

products.

4. Applicant’s annual dollar and unit volumes of sales in the United States for
each product and service sold in connection with its ‘Curalan’ marks since

Applicant’s first sale of each such product and service or Jan.1, 1997.

Pursuant to F.R.Cv.P. 34, for inspection and copying at the above deposition
time and place, complete and legible copies of the following designated documents
and/or other things concerning the subject matter of this action, which are in said

deponents possession, custody or control:

1. All documents including invoices, receipts, shipping invoices, bills of
lading, customer lists, order forms, reflecting the sale of any products by Applicant
bearing the mark since January 1, 1997.

2. All documents sufficient to identify Applicant’s annual dollar and unit
volumes of sales in the United States for each product and service sold in connection
with its *Curalan’ mark since Applicant’s first sale of each such product and service

or Jan.1, 1997, whichever is later.



3. All documer.  hat reveal the prices charged to custor. & for each product
and service marketed or sold by Applicant in connection with the mark as well as

competitive products sold under different marks.

4. All documents that reveal Applicant’s annual marketing expenses in the
United States for each product and service marketed in connection with the mark,

‘Curalan’, including but not limited to, expenses for advertising and promotion.

Said deposition will continue day to day until completed.

OPPOSER, SYNGENTA
INVE PORATION
By:

James A/ Zellihger”

Syngenita Crop Protection, Inc.
410 Swing Road

Greensboro, NC 27409
Attorney for Opposer



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing OPPOSER’S NOTICE OF
DEPOSITION was sent by prepaid first class mail to Applicant’s attorney:

FROSS ZELNICK LEHRMAN & ZISSU, P.C.
James D. Weinberger

866 United Nations Plaza

New York, New York 10017

On thi( day of March, 2006.

J achel nge



CERTIFICATE OF SERVICE

I hereby certify that copies of the foregoing APPLICANT’S REPLY BRIEF IN
FURTHER SUPPORT OF ITS MOTION FOR SUMMARY JUDGMENT and REPLY
DECLARATION OF JAMES D. WEINBERGER were sent by prepaid first class mail upon
Applicant’s attorney, James A. Zellinger, Esq. Syngenta Crop Protection, Inc., 410 Swing Road,
Greensboro, NC 27409 this 17th day of May, 2006.

Voo Ot
{ay’es D. Weinberger ()

I:\jweinberger\basc\CURALAN\060517-0511194-Reply Mot SJ-jdw.doc




