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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer, N
Opposition No. 91166194
V.

STEVE DAHL & COMPANY, INC,,

Applicant.

OPPOSER’S REPLY TO APPLICANT’S OPPOSITION TO OPPOSER’S MOTION
FOR DISCOVERY UNDER FEDERAL RULE OF CIVIL PROCEDURE 56(F) WITH
SUPPORTING AFFIDAVIT

OPPOSER’S REPLY TO APPLICANT’S OPPOSITION TO OPPOSER’S
MOTION TO COMPEL

OPPOSER’S REPLY TO APPLICANT’S OPPOSITION TO OPPOSER’S
MOTION FOR EXTENSION OF TIME TO RESPOND TO SUMMARY JUDGMENT

PENDING RULING ON RULE 56(F) MOTION

OPPOSER’S REPLY TO APPLICANT’S OPPOSITION TO OPPOSER’S
MOTION FOR SANCTIONS

Whether Applicant’s TRADING SPOUSES mark is merely descriptive is a question
of fact which depends on various underlying factual determinations. Here, where Applicant
has made numerous factual assertions in its motion without any supporting evidence,
Opposer should be allowed the opportunity to conduct discovery pertaining to these issues so
that is can develop the evidentiary record necessary for its reply. Opposer’s motion is
particularly compelling considering Applicant’s blatant disregard to its discovery obligations

in this case. Opposer therefore respectfully requests the Board to grant’s Opposer’s motion



for discovery relating to Applicant’s summary judgment motion, as well as Opposer’s related

motions filed concurrently therewith,

L THE BOARD SHOULD ALLOW OPPOSER TO CONDUCT DISCOVERY TO
THE EXTENT NECESSARY TO RESPOND TO APPLICANT’S MOTION
FOR SUMMARY JUDGMENT

In its opposition brief, Applicant does not dispute the following:

L. That Opposer’s motion for discovery under Rule 56(f) of the Federal Rules of
Civil Procedure, including the supporting affidavit, complies with the requirement under
T.B.M.P. § 528.06 that Opposer’s motion set forth “with specificity the areas of inquiry
needed to obtain the information necessary to enable [Opposer] to respond to the motion for
summary judgment”;

2. That Applicant’s motion for summary judgment includes numerous
unsupported factual assertions that both go to the crux of Applicant’s argument and are
cévered by Opposer’s discovery requests and Opposer’s 30(b)(6) deposition notice; and,

3. That Applicant has failed to produce its witness for a duly noticed discovery
deposition, despite its commitment to do so.' Applicant also does not dispute that the
30(b)(6) deposition notice includes numerous categories directed to the issue of mere
-descriptiveness.

A. The Applicable Rules do not Limit Discovery to Only the File Wrapper

Contrary to Applicant’s position in its opposition brief (See pp. 4-6), Opposer is

entitled under the applicable discovery rules to take discovery beyond the official file

! Applicant has never moved the Board for a protective order regarding the deposition notice
nor has applicant lodged objections to any of the categories in the deposition notice.

)



| wrapper for the opposed application. Whether a term is merely descriptive is determined not
in the abstract, but in relation to the goods for which registration is sought, the context in
which it is being, or will be, used in connection with those goods and the possible
significance that the term would have to the average purchaser of the goods because of the
manner of its use. fn Re Bright Crest, Ltd., 104 U.S.P.Q. 591 (T.T.A.B. 1979). Opposer is
also entitled to discovery relating to the intended purpose, function, and features of the
goods, and the relationship between those goods and the TRADING SPOUSES mark. See
id.

There is nothing in Fed. R. Civ. P. 26(b), the Rule that governs the scope of discovery
in this proceeding, or the case law interpreting Rule 26(b), that limits discovery in a case
involving an intent-to-use application only to the file wrapper.” To the contrary, the Board
has specifically ruled that an Applicant that filed an intent-to-use application is obliged to
produce responsive information beyond the file wrapper. See, e.g., Baxter Int'l Inc. v. Inviro
Medical Devices Ltd., Opposition No. 150,298, 2003 TTAB Lexis 483, at *4-5 (Sept. 25,
2003 T.T.A.B.) (“While it is clear that applicant has filed an intent to use application, that
fact alone does not mean that applicant is unaware of intended channels of trade, advertising,

markets, and competitors to the extent it is aware of any.”). Applicant’s refusal to produce

? Fed. R. Civ. P. 26(b) governs the scope of discovery served by either party under Fed. R.
Civ. P. 33, 34, or 36, and provides that the parties may obtain discovery regarding any
matter, not privileged, which is relevant to the subject matter involved in the pending action.
The requirement of relevancy is generally construed liberally and discovery is generously
allowed unless it is clear that the information which is sought can have no possible bearing
on the issues mvolved in the particular proceedings. See Fed. R. Civ. P, 26(b)(1). See also
Johnston Pump/Valve Inc. v. Chromalloy American Corp., 10 USPQ2d 1671 (T.T.A.B. -
1988); T.B.M.P. § 402.01. '



its witness for deposition, and provide complete responses to Opposer’s discovery requests,
have prohibited Opposer from exploring the context of Applicant’s intended use of
TRADING SPOUSES and the underlying factual assertions contained in Applicant’s
summary judgment motion, and therefore make it impossible for Opposer to provide a
meaningful response to Applicant’s motion.’

B. Applicant Must Produce its Witness for A Deposition and Provide
Supplemental Responses to Opposer’s OQutstanding Written Discovery

Even if, as Applicant dubiously contends, it has no additional responsive documents
(aside at the least from the dictionary definitions discussed below), it does not follow that
Applicant has no responsive information at all on the issue of descriptiveness. This is
precisely why Opposer also served Applicant with a deposition notice under Rule 30(b)(6) of
the Federal Rules of Civil Procedure. Opposer must be afforded an opportunity to acquire
testimony from Applicant regarding its intended use of the mark, and the funétion of the

intended use of the mark, because these issues bear directly on the issue of descriptiveness.

3 Tt is noteworthy that Applicant has only raised this argument for the first time now.
Applicant did not limit its written responses to the file wrapper, nor did it limit its document
production to the file wrapper. Indeed, Applicant’s own actions — its prior production of
documents that are not included in the file wrapper — directly contradict the position
Applicant now raises here for the first time. See e.g., Exhibit H to Affidavit of Howard S.
Michael, filed in support of Opposer’s Rule 56(f) motion (Bates Nos. SDC 000046 — 50).
To allow Applicant to now turn back the clock and unfairly frustrate Opposer’s case in
accordance with this erroneous interpretation of the law would be manifestly unjust to
Opposer.

Further, Applicant’s position is inconsistent with T.B.M.P. § 402.01, which provides that
“[a] party may take discovery not only as to matters specifically raised in the pleadings, but
also as to any matter which might serve as the basis for an additional claim, defense, or
counterclaim.” Opposer’s taking of discovery in this regarding would be completely
frustrated if Applicant were fo succeed on this theory,



Because the issue of descriptiveness is covered in Opposer’s deposition notice, Applicant’s
failure to produce its witness runs afoul of its discovery obligations, and has unfairly
frustrated Opposer’s response to Applicant’s summary judgment motion.

Setting aside Applicant’s incorrect interpretation of the law as it relates to the
discovery obligations of the owner of an intent-to-use application, Applicant’s position that it
need not produce additional information in response to Opposer’s outstanding written
discovery and deposition notice is not persuasive. Applicant simply cannot be trusted when
it comes to complying with its discovery obligations as set forth in the Federal Rules of Civil
Procedure. For example, Opposer’s Document Request No. 27 calls for “[a]ll documents and
things upon which Applicant will rely to support its contention that TRADING SPOUSES is
either inherently distinctive or has acquired distinctiveness.” Similarly, Intetrogatory No. 17
calls for Applicant to “[i]dentify all facts upon which Applicant intends to rely to show that
Applicant’s Mark is inherently distinctive.” Applicant failed to produce any dictionary
definitions in response to these requests, or identify any dictionary definitions in its

interrogatory responses. Yet, for the first time in its recently-filed opposition brief filed on

June 18, 2006, Applicant refers to specific dictionary definitions in support of its argument

that its TRADING SPOUSES mark is inherently distinctive.* The fact that Applicant now
refers to dictionary definitions, for the first time in its opposition brief, without having

produced the definitions in response to Opposer’s requests, and without even attaching the

* Applicant should be foreclosed from relying on these definitions during this proceeding in
accordance with T.B.M.P. §§ 411.04, 527.01, because it failed to timely produce these
materials in response to Opposer’s document requests.




definitions to its brief, flies in the face of Applicant’s conter:ltion that it has no additional
responsive information.

In its opposition brief, Applicant concedes that the unsupported factual assertions now
raised for the first time in its motion are Applicant’s “logical conclusions.” Applicant
Opposition Brief, p. 6. Given that the facts underlying these conclusions are both covered by
Opposer’s discovery requests and the Rule 30(b)(6) deposition notice, it would be unfair to

deny Opposer an opportunity to take discovery on these underlying facts.

II. CONCLUSION

Applicant’s failure to comply with its discovery obligations, including producing a
duly noticed witness for a discovery deposition under Rule 30(b)(6) of the Federal Rules of
Civil Procedure, has made it impossible for Opposer to respond to Applicant’s motion for
summary judgment, Applicant continues to display a remarkable indifference toward its
discovery obligations in this case. Opposer’s motion for discovery under Rule 56(f) of the
Federal Rules of Civil Procedure, and its motion to compel, should therefore be granted, as
should Opposer’s motion for an extension of time to respond to Applicant’s summary
judgment motion pending completion of the additional discovery. Further, the Board should
- not reward Applicant’s tactics, and should sanction Applicant for its failure to comply with
its obligations as set forth under both the Federal Rules of Civil Procedure and the
Trademark Trial & Appeal Board Manual of Procedure. In the alternative, Opposer requests
that Applicant’s motion for summary judgment be denied, having been based on unsupported

material and disputed factual assertions that are critical to Applicant’s argument.
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Attorneys for Fox Broadcasting Company



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and accurate copy of the foregoing
OPPOSER’S REPLY TO APPLICANT’S OPPOSITION TO OPPOSER’S MOTION
FOR DISCOVERY UNDER FEDERAL RULE OF CIVIL PROCEDURE 56(F)
WITH SUPPORTING AFFIDAVIT; OPPOSER’S REPLY TO APPLICANT’S
- OPPOSITION TO OPPOSER’S MOTiON TO COMPEL; OPPOSER’S REPLY TO
APPLICANT’S OPPOSITION TO OPPOSER’S MOTION FOR EXTENSION OF
TIME TO RESPOND TO SUMMARY JUDGMENT PENDING RULING ON
RULE 56(F) MOTION; and OPPOSER’S REPLY TO APPLICANT'S OPPOSITION
TO OPPOSER’S MOTION FOR SANCTIONS was served on counsel for Applica;tlt_
on this 17" day of July, 2006, via first class mail, postage prepaid, addressed as

follows:

Rod 8. Berman

JEFFER MANGELS BUTLER & MARMARO LLP
1900 Avenue of the Stars, 7" Floor

Los Angeles, California 90067-4308

By H d T




