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STEVE DAHL & COMPANY, INC,,

Applicant.

OPPOSER’S MOTION FOR DISCOVERY UNDER FEDERAL RULE OF
CIVIL PROCEDURE 56(F) WITH SUPPORTING AFFIDAVIT

OPPOSER’S MOTION TO COMPEL

OPPOSER’S MOTION FOR EXTENSION OF TIME TO RESPOND TO
SUMMARY JUDGMENT PENDING RULING ON RULE 56(F) MOTION

OPPOSER’S ALTERNATIVE REQUEST THAT OPPOSER’S
SUMMARY JUDGMENT MOTION BE DENIED

OPPOSER’S MOTION FOR SANCTIONS

L. INTRODUCTION

This is an opposition proceeding involving Opposer Fox Broadcasting
Company (“Opposer™) and Applicant Steve Dahl & Company, Inc. (“Applicant”).
Applicant has applied to register the mark TRADING SPOUSES in Application
Serial No. 78/195,541 for the following goods and setrvices:

Pre-recorded audio and video recordings, audio and video tapes, audio

and video cassettes, compact discs, and digital video discs featuring

entertainment related performances on the subject of marital

relationships in International Class 009;

Printed materials, namely, books and pamphlets on the subject of



marital relationships in International Class 16;

Clothing, namely headwear, hats, caps, shirts, T-shirts in International
Class 25;

Broadcasting services via television, radio, cable, telephone, computer,
microwave, and satellite for entertainment programming purposes in
International Class 38; and

Entertainment services in the nature of a continuing program on the
subject of marital relationships, namely, a spouse from one family

temporarily replaces the spouse of another family and vice versa, and
the resulting interactions of family members in International Class 41.

Opposer has opposed this application on the grounds that TRADING
SPOUSES is merely descriptive of the Applicant’s covered goods and services.
Applicant has filed a motion for summary judgment. In response, Opposer hereby
files the following related motions:

1. Opposer’s motion for discovery under Rule 56(f) of the Federal Rules
of Civil Procedure;

2. Opposer’s motion to compel;

3. Opposer’s motion for an extension of time to respond to Applicant’s
summary judgment motion pending ruling on the Rule 56(f) motion;

4. Opposer’s alternative request that Applicant’s motion for summary
- judgment be denied; and

5. Opposer’s motion for sanctions.



The reasons in support of Opposer’s motion are set forth below and in the

accompanying affidavit and exhibits.

II. STATEMENT OF FACTS

The timeline of relevant events is summarized below for the Board’s
convenience,

1. The opposition was instituted by the Board on August 10, 2005,
Applicant filed its Answer under a certificate of electronic filing dated Septémber 19,
2005. Michael Aff. at § 2.

2. On January 23, 2006, Opposer served written discovery on Applicant,
namely, Opposer’s First Set of Requests for Admissions to Applicant, Opposer’s First
Set of Interrogatories to Applicant, and Opposer’s Fitst Request for Production of
Documents and Things to Applicant. Michael Aff. at 9 3, Exs. Al — A3.

3. On February 15, 2006, Opposer served on Applicant a Notice of
| Deposition pursuant to Rule 30(b)(6) of the Federal Rules of Civil Procedure. The
deposition was scheduled to take place on February 24, 2006. Michael Aff, at ] 4,
Ex. B.

| 4. Thereafter, Applicant’s counsel sent Opposer’s counsel an email dated
February 16, 2006“.. In the email, Applicant’s counsél stated that the proposed date for
the Rule 30(b)(6) deposition “will not work,” and suggested that alternative dates

would be provided. Michael Aff. atq 5, Ex. C.

' In support of these motions, Opposer is submitting herewith the attached Affidavit
of Howard S. Michael with related exhibits. This Affidavit is referred to as “Michael
Aff. atq___"”



5. On February 21, 2006, counsel for Opposer sent counsel for Applicant
a letter that, in relevant part, responded to counsel for Applicant’s letter dated
February 16, 2006. In this letter, counsel for Opposer requested a specific date when
Applicant would be available for its '30(b)(6) deposition. .Alternatively, counsel for
Opposer suggested that the parties agree to an extension of the discovery deadline, as
well as the other trial dates, so that the parties can reschedule Applicant’s 30(b)(b)
deposition at a mutually convenient time. Counsel for Opposer also suggested the
extension to “provide the parties with additional time to attempt to resolve their
outstanding discovery issues without having to resort to unnecessary briefing.”

* Michael Aff. at 6, Ex. D.

6. Notwithstanding his written commitment contained in his email of
February 16, 2006, counsel for Applicant has never provided any alternative dates for
~ Applicant’s 30(b)(6) deposition, Michael Aff. at 7.

7. On February 22, 2006, Applicant served on Oppbser Applicant’s
Response to Opposer’s First Set of Requests for Admissions, Applicant’s Response to
Opposer’s First Set of Interrogatories to Applicant, and Applicant’s Response to
Opposer First Request for Production of Documents and Things to Applicant.
Applicant has refused to provide substantive responses to several of Opposer’s
written discovery requests on the improper ground that Applicant believes the

requests to be “irrelevant,”



Specifically, Applicant refuses to provide substantive responses to the
following discovery requests::

OPPOSER’S INTERROGATORY NO. 13:
Describe in detail every instance during “The Steve Dahl Show” in which Steve Dahl,
or any other participant, has discussed Applicant’s Mark.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 13:
Applicant objects to this request as irrelevant to the question of registrability
of Applicant’s Mark.

OPPOSER’S INTERROGATORY NO. 14:

Describe in detail every instance during “The Steve Dahl Show” in which Steve Dahl,
or any other participant, has discussed Applicant’s Mark in connection with goods
and/or services provided or intended to be provided under Applicant’s Mark.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 14:
“Applicant objects to this request as irrelevant to the question of registrability
of Applicant’s Mark.

OPPOSER’S INTERROGATORY NO. 15:

Describe in detail the manner in which logs are kept of the “The Steve Dahl Show,”
and describe the location where logs of “The Steve Dahl Show”, which include
discussions about Applicant’s Mark, are kept, and by whom they are kept.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 15;
Applicant objects to this request as irrelevant to the question of registrability
of Applicant’s Mark.

OPPOSER’S INTERROGATORY NO. 16:

Describe in detail the manner in which audio tapes are kept of the “The Steve Dahl
Show,” and describe the location where logs of “The Steve Dahl Show”, which
include discussions about Applicant’s Mark, are kept, and by whom they are kept.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 16:
Applicant objects to this request as irrelevant to the question of registrability
of Applicant’s Mark. -

OPPOSER’S REQUEST FOR PRODUCTION OF DOCUMENT NO. 25:
All documents that relate to or refer to reference Applicant’s Mark on “The Steve
Dahl Show,” including but not limited to audio tapes and show logs.

APPLICANT’S RESPONSE TO REQUEST FOR PRODUCTION OF
DOCUMENT NO. 25:

Applicant objects to this request as vague and ambiguous in its entirety.
Applicant also objects to this request as irrelevant.



Michael Aff. at § 8, Exs. E1 — E3. As addressed below, Applicant’s refusal to provide
substantive responses to these requests runs afoul of Rule 26(b)(1) of the Federal
Rules of Civil Procedure, which provides that “[r]elevant information need not be
admissible at the trial if the discovery appears reasonably calculated to lead to the
discovery of admissible evidence.” Fed. R. Civ. P. 26(b)(1).

8. On February 23, 2006, Opposer served additional written discovery on
Applicant, including Opposer’s Second Set of Interrogatories to Applicant, and
Opposet’s Second Request for Production of Documents and Things to Applicant.
Michael Aff. at 99, Exs. F1 — F2.

0. On February 24, 2006, the parties filed with the Board a Consented
- Request that Discovery & Trial Dates be Reset. The Consented Request expressly
provides that “[tThe parties will work together to reschedule depositions already
noticed at a mutually convenient time.” Further, although the Consented Request
restricts the parties from conducting additional discovery except as reasonably
required to follow up on information newly-disclosed during the already-noticed

depositions, it also expressly provides that this restriction “does not bar either party
from those actions necessary to resolve discovery issues/disputes regarding already-
served written discovery or already-noticed depositions.” Michael Aff. at 10, Ex.
G.

10.  On March 30, 2006, Applicant served on Opposer Applicant’s
Response to Opposer’s Second Set of Interrogatories to Applicant, and Applicant’s
Response to Opposer’s Second Request for Production of Documents and Things to

Applicant. Applicant also produced 45 documents (Bates Nos. SDC 000001 — SDC



000045), all but 5 of which are part of the prosecution file for the application that is
the subject of this proceeding. These are the only documents Applicant has produced
to date. Michael Aff. at 9§ 11, Exs. H1 — H3.

11. On April 24, 2006, the Board granted the parties’ consented motion to
extend the trial dates. Michael Aff. at ] 12, Ex. L.

12, | Without producing any witnesses for the previously noticed Rule
30(b)(6) deposition, and without offering substantive responses or proper objections
to several of Opposer’s written discovery requests, Applicant then filed a motion for
summary judgment on May 5, 2006. Applicant’s summary judgment motion i-s based
on the ground that TRADING SPOUSES is not descriptive. To support its argument
that TRADING SPOUSES is not descriptive, Applicant makes several unsupported
material factual assertions that are crucial to Applicant’s argument, including:

¢ “...theusual and ordinary meaning of “trading,” in the sense of
exchanging one thing for another, indicates a permanent exchange, by
agreement of the trading parties, of property that they respectively
own.” (Applicant’s Memorandum and Points of Authorities in Support
of its Motion for Summary Judgment (hereinafter “Applicant’s
Memo™), p. 7;

® “The word ‘temporarily’ in the identification of services in the
application and the lack of any indication that money or property is

exchanged, or that the exchange is no consensual, bring the proposed



services outside the descriptive range of the word ‘trading.””
(Applicant’s Memo, p. 8);

“In order to connect the term TRADING SPOUSES with a broadcast
program in which individuals interact with families other than their
own, the consumer would need to follow a multi-state reasoning
process, thinking first of a permanent bargained-for-exchange, then
realizing that the exchange is only temporary, then noting that the
purpose of the exchange is to provoke interesting and/or entertaining
interactions between family members.” (Applicant’s Memo, pp- 7-8);
“The example of professional sports players is apt — when the
employment contracts of two baseball players are traded, the players do
not temporarily play for the team to which they are traded, only to
return a short time later. The trade is permanent, and the player traded
becomes a member of the new team.” (Applicant’s Memo, p. 8);

“In contrast, the spouses involved in the proposed TRADING
SPOUSES program would be temporarily placed with different
families so that their interactions with these families could be
broadcast. They will not become part of the families in which they are
temporarily placed and will return to their own families a short time
later. No permanent exchange of spouses will occur.” (Applicant’s

Memo, p. 8);



e “Nor is the term TRADING SPOUSES necessary to competitors in
describing their competing goods. The is evidenced by ABC’s
successful promotion and broadcast of a television show with a similar
subject matter, which ABC has titled “Wife Swap.” Numerous other
descriptors for such a program can be imagined, such as “switching
families,” living with a different family,” changing houses,” or more
imaginative options, such as “the grass is greener” or “see how the
other half lives.” (Applicant’s Memo, p. 8);

* “The phrase “Trading Spouses” in no way directly or indirectly invokes
video recordings or shirts.” (Applicant’s Memo, p. 2);

¢ “Competitors in the apparel industry, for instance, are highly unlikely
to need the term “trading spouses” in order to accurately describe or
identify their goods.” (Applicant’s Memo, p. 6); and,

* “An exchange of spouses is not a characteristic or quality of any of
these categories of goods and services and more than a little
imagination and thought is required to connect the Mark to the goods
and services in these classes.” (Applicant’s Memo, p. 8).

Opposer’s written discovery requests cover each of these facts, (See, e.g., Opposer’s
Interrogatory No. 17 and Opposer Document Request No. 27, Michael Aff. at 4 9,
Exs. F1 —F2). Applicant has failed to produce any evidence to support these material

factual contentions. Michael Aff. at ¥ 13.

10



13.  OnMay 9, 2006, the Board suspended the opposition pending

disposition of Applicant’s motion for summary judgment. Michael AfF, at 914, Ex. J.

III. ARGUMENT

A, Opposer’s Rule 56(f) Motion Should Be Granted

On a motion for summary judgment, the nonmovant's evidence is to be

believed, and all justifiable inferences are to be drawn in its favor. Anderson v,
Liberty Lobby. Inc., 477 U.S. 242, 255 (1986). Further, a motion for summary
judgment should not be granted until a reasonable opportunity to complete discovery
has been afforded to the party opposing the motion, Opryland USA Inc. v. The Great
American Music Show. Inc., 970 F.2d 847, 852 (Fed. Cir. 1992) (party opposing
motion for summary judgment cannot be deprived of the discovery needed to
adequately respond to the motion); Dunkin' Donuts of America, Inc. v. Metallurgical
Exoproducts Corp., 840 F.2d 917, 919 (Fed. Cir. 1988) ("The Supreme Court has
made clear that summary judgment is inappropriate unless a tribunal permits the
parties adequate time for discovery.").

Indeed, relevant authority has long recognized the critical importance of
discovery in the summary judgment context. Where, as here, the nonmoving party
has been blocked from exercising its opportunities for discovery, summary judgment
is not appropriate. Summary judgment should not be granted when the party
opposing the motion "is denied reasonable access to potentially favorable
information." Quinn v. Syracuse Model Neighborhood Corp., 613 F.2d 438, 445 (2d

Cir. 1980). Also on point is the decision in Landmark Land Company. Inc. v.

11



Sprague, 701 F.2d 1065, 1070 (2d Cir. 1983), where in reversing summary judgment,
the court emphasized that discovery "was frustrated by [the moving party's] failure to
make a timely response” to written discovery requests.

As discussed above, in the present case Opposer served its Rule 30(b)(6)
deposition notice on February 15, 2006, long before Applicant filed its summary
judgment motion. Applicant committed in writing to propose alternative dates for.its
deposition, but failed to do so. Michael Aff. at§ 7. At no time did Applicant advise
Opposer of its plan to move for summary judgment prior to Applicant’s 30(b)(6)
deposition. Michael Aff. at § 15.

Then, instead of producing its witnesses for deposition, supplementing its
discovery responses and providing its documents (aside from the 45 documents
discussed above, all but 5 of which are part of the file wrapper for Serial No,
78/195,541), Applicant filed its motion for summary judgment. Applicant has
exhibited a cavalier disregard of Opposer’s discovery rights. By Applicant’s actions,
Opposer has been cut off from the discovery to which Opposer is entitled. As a result
of Applicant’s failure to produce any witness for deposition under Rule 30(b)(6), or
any documents (aside from the 45 documents discussed above, all but 5 of which are
part of the file wrapper for Serial No. 78/195,541), or supplementing its deficient
written discovery responses, including its responses to Opposer’s Interrogatory Nos.
13 — 16 and Opposer’s Document Request No. 25, Opposer has been denied a
reasonable opportunity to conduct discovery and present facts essential to justify

Opposer’s opposition to the motion for summary judgment. Michael Aff. §at 16.

12



Notably, the ground on which Applicant has moved for summary judgment is
that Applicant's TRADING SPOUSES mark is not descriptive. Descriptiveness is a
question of fact which depends on various underlying factual determinations.

Meehanite Metal Corp. v. Int’l Nickel Co., 262 F.2d 806, 807, 120 U.S.P.Q. 293

(C.C.P.A. 1959). The factual nature of the undetlying issues heightens the need for
adequate discovery of pertinent information.

In this regard, the Federal Circuit has noted that “[a] descriptive mark
identiﬁes a characteristic or quality of an article or service, such as its color, odor,
function, dimensions, or ingredients. In re MBNA America Bank, N.A., 340 F.3d
1328, 1332, 67 U.8.P.Q.2d 1778 (Fed. Cir. 2003). In fact, the Trademark Manual of
Examining Procedure identifies several factors that are relevant to the issue of
whether Applicant’s TRADING SPOUSES mark is descriptive, including: (1)
dictionary definitions (T.M.E.P. § 1209.03(b)); (2) whether the mark can have more
than one meaning (T.M.E.P. § 2309.03(e)); (3) intended users (T.M.E.P. §
1209.03(1)); (4) the function or purposes of the intended product or service (T.M.E.P.
§ 1209.03(p)); and (5) the source or provider of the goods or service (T.M.E.P. §
1209.03(q)).

Opposer is entitled to conduct discovery regarding these material issues, as
well as other issues that relate to the issue of descriptiveness, and the various
underlying facts that bear upon their determination. Relevant discovery on these
issues includes documents in Applicant’s possession and knowledge of Applicant’s

witnesses concerning, for example:

13



the manner in which the mark in question will be used by Applicant in
its businesses and in promotional materials and the like;

market research conducted by or on behalf of Applicant concerning the
mark; |

Applicant’s knowledge regarding the manner in which the mark has
been or will be used by other companies;

any agreements pertaining to the use or registration of the mark and the
involved goods and services;

Applicant’s knowledge regarding the manner in which the mark has
been or will be used in printed publications and other media;

fhe manner in which the mark is likely to be used and understood by
Applicant’s customers and members of the relevant public;

the public perception of the mark, consumer surveys conducted by or
for Applicant concerning the mark;

letters from members of the relevant public;

The creation, selection, development and adoption of Applicant’s Mark
and Applicant’s decision to use Applicant’s Mark;

Any products or services sold or to be sold under Applicant’s Mark;
The dollar volume of sales of goods or services sold under Applicant’s

Mark in the United States from the first such sales to date;
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The dollar volume of advertising and promotional expenditures made in
connection with goods or services sold under Applicant’s Mark in the
United States from the first such expenditures to date;

Trademark searches which were conducted by or for Applicant in
connection with the use, possible registration or registration of
Applicant’s Mark in the United States, including searches of databases
such as Westlaw, Lexis, Nexis, Dialog and Trademarkscan;

Any plan or proposed plan to expand the goods and/or services offered
for sale, sold, or intended to be offered for sale or sold under
Applicant’s Mark;

Consumer perception or intended consumer perception of Applicant’s
Mark;

Channels of trade of goods and/or services offered for sale or sold
under Applicant’s Mark;

Any policies Applicant has with respect to document retention or
destruction;

Use of, or reference to, Applicant’s Mark on “The Steve Dahl Show,”
including but not limited to audio tapes and show logs; and,

any other probative evidence that Applicant’s documents and the

testimony of Applicant’s witnesses will uncover.
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Such evidence is directly related to the principal issues raised by Applicant’s motion.
These matters involve subjective determinations to be drawn from the underlying
facts, requiring an adequately developed record for decision. Michael Aff Yat17.
Moreover, as discussed above,l Applicant’s legal memorandum includes
several material factual assertions which are both completely unsupported by any
evidence, and also crucial to Applicant’s argument that it’s TRADING SPOUSES
mark is not descriptive. See, pp. 9-10. For example, Applicant states on page 7 of its
memorandum that “ . . . the usual and ordinary meaning of the word “trading,” in the
;ense of exchanging one thing for another, indicates a permanent exchange, by
agreement of the trading parties, of property they respectively own.” (Applicant’s
Memo, p. 7). Opposer should be given the opportunity to explore the bases for this
factual assertion, and others contained in Applicant’s Memo, by way of deposing
Applicant’s witness(es) and reviewing all responsive documents, as well as
Applicant’s supplemental responses to Opposer’s Interrogatory Nos. 13 — 16 and
Opposer’s Document Request No. 25. Such information is material, bears directly on

the issues to be decided, and is necessary for Opposer to respond to Applicant’s

‘motion. Michael Aff. at 91 13, 18,

Fairness demands that Opposer be given an adequate opportunity to conduct
discovery pertaining‘ to the issues raised by the motion, obtain needed evidence, and
develop an adequate record for its response to the motion. Opposer is entitled to take
discovery concerning these and related issues. Accordingly, Applicant should be
compelled to produce knowledgeable witnesses for the Rule 30(b)(6) deposition

previously noticed by Opposer, and provide all documents requested in Opposer’s

16



document production requests, as well as supplementing its responses to Opposer’s
Interrogatory Nos. 13 — 16 and Opposer’s Document Request No. 25. Opryland USA
Inc. v. The Great American Music Show. Inc., supra, 970 F.2d at 852 (summary
judgment should not have been granted since nonmovant was denied opportunity for
discovery); Dunkin' Donuts of America, Inc. v. Metallurgical Exoproducts Corp.,
supra, 840 F.2d at 919 (nonmovant should have been allowed opportunity to gather

evidence through discovery for response to summary judgment motion).

B. Opposer’s Motion To Compel Should Be Granted

As reflected above and in the accompanying affidavit, Applicant has failed to
comply with its discovery obligations as set forth in the Federal Rules of Civil
Procedure and Federal Rules of Evidence. Accordingly, Opposer respectfully
requests that its motion to compel be granted, and that Applicant be compelled to
produce knowledgeable witnesses for deposition pursuant to the Rule 30(b)(6)
deposition notice.?

Further, Applicant has failed to comply with the applicable rules with respect

to its responses to Opposer’s interrogatories and its document requests. Applicant

% The Board suspended this proceeding on May 9, 2006. Asa result, Opposer has not
contacted Applicant directly regarding outstanding discovery issues since that time.
However, given that (1) Opposer served its deposition notice on February 15, 2006
(Michael Aff. at § 4); (2) Opposer subsequently followed up with a letter on F ebruary
21, 2006 requesting again that Applicant provide proposed dates for the deposition
(Michael Aff. at 9 6, Ex. D); (3) Applicant has failed to provide proposed dates for its
deposition (Michael Aff, at  7); and (4) Applicant filed its motion for summary
judgment with knowledge that it has thus far failed to make itself available for its
deposition (Michael Aff. at § 13), Opposer believes that it has made a good faith
effort to resolve this dispute by correspondence and has complied to the extent
possible with the meet and confer requirements as set forth under 37 C.F.R. §
2.120(e).

17



objected to several written discovery requests on the purported grounds that the
requests are “irrelevant,” and refused to provide substantive responses as a result.
However, the Federal Rules of Civil Procedure together with the Federal Rules of
Evidence make clear that an obj ection on the ground that Applicant believes
Opﬁoser’s discovery request is “irrelevant” is improper.

The test for discoverability is not whether Applicant believes the request is
relevant or not. Rule 26(b)(1) of the Federal Rules of Civil Procedure expressly
provides that “[r]elevant information need not be admissible at the trial if the
discovery appears reasonably calculated to lead to the discovery of admissible
evidence.” Fed. R. Civ. P. 26(b)(1). Moreover, Rule 401 of the Federal Rules of
Evidence makes clear that relevant evidence means evidence having any tendency to
make the existence of any fact that is of consequence to the determination of the
action more probable or less probable than it would be without the evidence. Fed. R.
Evid. 401. Under these definitions, there is no dispute that Opposer’s Interrogatory
Nos. 13 — 16 and Opposer’s Document Request No. 25 are reasonably calculated to
lead to the discovery of relevant, admissible evidence,

As the Board may be aware, Applicant is the host of a popular daytime talk
radio show in Chicago. Michael Aff. at§ 19. Opposer’s Interrogatory Nos. 13 - 16
and Opposer’s Document Request No. 25 are specifically directed to whether
Applicant discussed use of TRADING SPOUSES on his radio show. Such
discussions, if they occurred, may have a bearing on the issue of descriptiveness, i.e.,
the manner in which Applicant intends to use the mark, the intendéd consumers,

whether Applicant had knowledge of third-party users of the mark, the function or
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purpose of the goods or services to be provided under the mark, ete. As such, this
information is clearly discoverable under Rule 26 of the Federal Rules of Civil
Procedure and Rule 401 of the Federal Rules of Evidence. Michael Aff. at 9 20.
Accordingly, Opposer further moves the Board to compel Applicant to provide
substantive responses to these requests.

C. Opposer’s Motion For Extension Of Time To Respond To

Summary Judgment Motion Pending Ruling On Rule 56(f) Motion
Should Be Granted

Opposer should be given adequate time to review the discovery responses,
documents, and other materials produced by Applicant, and to take the Rule 30(b)(6)
discovery depositions noted above, prior to responding to Applicant’s summary
judgment motion. Accordingly, Opposer respectfully requests that the Board set an
appropriate. schedule such as the following:

1. Applicant must supplement its discovery responses and produce its

documents within 30 days of the Board's ruling on the present motions;

2, Applicant must produce its witnesses for the Rule 30(b)(6) deposition

within 20 days after Applicant serves its discovery responses and produces its

documents; and
3, Opposer’s response to Applicant’s motion for summary judgment will
then be due within 30 days after the completion of the Rule 30(b)(6)

deposition(s).
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D. Alternatively, Applicant’s Summary Judgment Motion Should Be
Denied And Opposer’s Motion For Sanctions Should Be Granted

There are material facts in dispute in this case at this time. In fact, as noted
above, Applicant has made several unsupported material factual assertions in its brief
which are crucial to the issue of whether Applicant’s TRADING SPOUSES mark is
descriptive. Accordingly, Applicant is not entitled to summary judgment and its
motion for summary judgment should be denied.

Opposer requests that Applicant be compelled to respond to the outstanding
discovery in this case as set forth above, so that Opposer can properly prepare its case
for submission during applicant's upcoming testimony period. Further, these
proceedings have been significantly delayed, and Opposer has suffered unnecessary
expense and direct harm as a result of Applicant’s dilatory actions, and misconduct.
Accordingly, Opposer hereby requests that the Board grant sanctions against
Applicant in order to déter such behavior in the fiuture. Opposer recognizes that the
Board cannot award expenses or monetary relief. Accordingly, Opposer requests the

Board to grant such other relief as the Board deems appropriate.

IV. CONCLUSION

For all of the foregoing reasons, Opposer requests the following relief:
1. That Opposer’s motion for discovery under Rule 56(f) of the Federal
Rules of Civil Procedure be granted;

2. That Opposer’s motion to compel be granted; and

20



3. That Opposer’s motion for an extension of time to respond to
Applicant’s summary judgment motion pending ruling on the Rule 56(f) motion be
granted. In particular, applicant requests that the following schedule be set:

a. Applicant must supplement its discovery responses and produce
its documents within 30 days of the Board's ruling on the present
motions;

b. Applicant must produce its witnesses for the Rule 30(b)(6)
deposition within 20 days after Applicant serves its discovery responses
and produces its documents; and

c. Opposer’s resp'onse to Applicant’s motion for summary
judgment will be due within 30 days after the completion of the Rule
30(b)(6) depositions.

In the alternative, Opposer respectfully requests that Applicant’s motion for
summary judgment be denied, having been based on unsupported material disputed
factual assertions that are critical to Applicant’s argument, and that Applicant be
compelled to respond to the outstanding discovery in this case so that Opposer can
properly prepare its case for submission during Opposer’s upcoming testimony
period. Further, Opposer requests the Board to grant sanctions against Applicant as a
result of Applicant’s dilatory actions and misconduct in this proceeding. Opposer

requests any further relief that the Board deems just and appropriate.
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Date:

June 8, 2006

Respectfully submitted,

LT~

David S. Fleming

Philip A Jones

Howard S. Michael

BRINKS HOFER GILSON & LIONE
P.O. Box 10395

Chicago, Illinois 60610

Phone: 312 -321-4200

Fax: 312-321-4299

Attorneys for Fox Broadcasting Company
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CERTIFICATE OF SERVICE
The undersigned hereby certifies that a true and accurate copy of the foregoing

OPPOSER’S MOTION FOR DISCOVERY UNDER FEDERAL RULE OF CIVIL
PROCEDURE 56(F) WITH SUPPORTING AFFIDAVIT; OPPOSER’S MOTION
TO COMPEL; OPPOSER’S MOTION FOR EXTENSION OF TIME TO RESPOND
TO SUMMARY IUDGMENT PENDING RULING ON RULE 56(F) MOTION;
OPPOSER’S ALTERNATIVE REQUEST THAT OPPOSER’S SUMMARY
JUDGMENT MOTION BE DENIED; and OPPOSER’S MOTION FOR
SANCTIONS was served on counsel for Applicant on this gt day of June, 2006, via
first class mail, postage prepaid, addressed as follows:

‘Rod 8. Berman

JEFFER MANGELS BUTLER & MARMARO LLP

1900 Avenue of the Stars, 7% Floor
Los Angeles, California 90067-4308

By: M/




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer, ‘ -

Opposition No. 91166194
V. .

STEVE DAHL & COMPANY, INC.,

Applicant.

AFFIDAVIT OF HOWARD S. MICHAEL

State of Tllinois )

)
County of Cook)
1. My name is Howard 8. Michael. I am one of the attorneys for Opposer

Fox Broadcasting Company (“Opposer”) in this opposition proceeding involving
Applicant Steve Dahl & Company, Inc. (“Applicant”). This affidavit and the
accompanying exhibits are being submitted in support of the motions being filed by
Opposer herewith.

2, The opposition was instituted by the Board on August 10, 2005.
Applic&;at filed its Answer under a certificate of electronic filing dated September 19,
2005.

3. On January 23, 2006, Opposer served written discovery on Applicant,
namely, Opposer’s First Set of Requests for Admissions To Applicant, Opposer’s

First Set of Interrogatories to Applicant, and Opposer’s First Request for Production



of Documents and Things to Applicant. Copies of these discovery requests are
attached hereto as Exhibits Al — A3.

4, On February 15, 2006, Opposer served on Applicant a Notice of
Deposition pursuant to Rule 30(b)(6) of the Federal Rules of Civil Procedure. The
deposition was scheduled to take place on February 24, 2006. A copy of this
deposition notice is attached hereto as Exhibit B.

5. Thereafter, Applicant’s counsel sent Opposer’s counsel an email dated
February 16, 2006. In the email, Applicant’s counsel stated that the proposed date for
the Rule 30(b)(6) deposition “will not work,” and suggested that alternative dates
would be provided. A copy of this correspondence is attached hereto as Exhibit C.

6. On February 21, 2006, counsel for Opposer sent counsel for Appli.cant
a letter that, in relevant part, responded to counsel for Applicant’s letter dated
February 16, 2006. In this letter, counsel for Opposer requested a specific date when
Applicant would be available for its 30(b)(6) deposition. Alternatively, counsel for
Opposer suggested that the parties agree to an extension of the discovery deadline, as
well as the other trial dates, so that the parties can reschedule Applicant’s 30(b)(b)
deposition at a mutually convenient time. Counsel for Opposer also suggested the
extension to “provide the parties with additional time to attempt to resolve their
outstanding discovery issues without having to resort to unnecessary briefing.” A

copy of this correspondence is attached hereto as Exhibit D.



7. Notwithstanding his written commitment contained in his email of
February 16, 2006, counsel for Applicant has never provided any alternative dates for
Applicant’s 30(b)(6) deposition.

8. On February 22, 2006, Applicant served on Opposer Applicant’s
Response to Opposer’s First Set of Requests for Admissions, Applicant’s Response to
Opposer’s First Set of Interrogatories to Applicant, and lApplicant’s Response to
Oppoéer First Request for Production of Documents and Things to Applicant.
Applicant has refused to provide substantive responses to several of Opposer’s
written discovery requests on the improper ground that Applicant believes the
requests to be “irrelevant,” including:

OPPOSER’S INTERROGATORY NO. 13:

Describe in detail every instance during “The Steve Dahl Show” in
which Steve Dahl, or any other participant, has discussed Applicant’s
Mark.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 13:
Applicant objects to this request as irrelevant to the question of
registrability of Applicant’s Mark.

OPPOSER’S INTERROGATORY NO. 14:

Describe in detail every instance during “The Steve Dahl Show” in
which Steve Dahl, or any other participant, has discussed Applicant’s
Mark in connection with goods and/or services provided or intended to
be provided under Applicant’s Mark.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 14:
Applicant objects to this request as irrelevant to the question of
registrability of Applicant’s Mark.

OPPOSER’S INTERROGATORY NO. 15:

Describe in detail the manner in which logs are kept of the “The Steve
Dahl Show,” and describe the location where logs of “The Steve Dahl
Show”, which include discussions about Applicant’s Mark, are kept,
and by whom they are kept.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 15:



Applicant objects to this request as irrelevant to the question of
registrability of Applicant’s Mark.

OPPOSER’S INTERROGATORY NO. 16:

Describe in detail the manner in which audio tapes are kept of the “The
- Steve Dahl Show,” and describe the location where logs of “The Steve

Dahl Show”, which include discussions about Applicant’s Mark, are

kept, and by whom they are kept.

APPLICANT’S RESPONSE TO INTERROGATORY NO. 16:
Applicant objects to this request as irrelevant to the question of
registrability of Applicant’s Mark.

OPPOSER’S REQUEST FOR PRODUCTION OF DOCUMENT
NO. 25:

All documents that relate to or refer to reference Applicant’s Mark on
“The Steve Dahl Show,” including but not limited to audio tapes and
show logs.

APPLICANT’S RESPONSE TO REQUEST FOR PRODUCTION
OF DOCUMENT NO. 25:

Applicant objects to this request as vague and ambiguous in its entirety.
Applicant also objects to this request as irrelevant,

Copies of these discovery responses are attached hereto as Exhibits E1 — E3.

9. On February 23, 2006, Opposer served additional written discovery on
Applicant, including Opposer’s Second Set of Interrogatories to Applicant, and
Opposer’s Second Request for Production of Documeﬁts and Things to Applicant.
Copies of these discovery requests are attached hereto as Exhibits F1 — F2,

| 10.  On February 24, 2006, the parties filed with the Board a Consented
Request That Discovery And Trial Dates Be Reset. The Consented Request expressly
provides that “[t]he parties will work together to reschedule depositions already
noticed at a mutually convenient time.” Further, although the Consented Request
restricts the parties from conducting additional discovery except as reasonably

required to follow up on information newly-disclosed during the already-noticed



depositions, it also expressly provides that this restriction “does not bar either party
from thos; actions necessary to resolve discovery issues/disputes regarding already-
served written discovery or already-noticed depositions.” A copy of this Consented
Request That Discovery And Trial Dates Be Reset is attached hereto as Exhibit G.

11.  On March 30, 2006, Applicant served on Opposer Applicant’s
Response to Opposer’s Second Set of Interrogatories to Applicant, and Applicant’s
Response to Opposer’s Second Request for Production of Documents and Things to
Applicant. Applicant also produced 45 documents {Bates Nos. SDC 000001 — SDC
000045), all but 5 of which are part of the prosecution file for the application that is
the subject of this proceeding. These are the only documents Applicant has produced
to date. Copies of these discovery responses and documents are attached hereto as
Exhibits H1 — H3.

12.  On April 24, 2006, the Board granted the parties’ consented motion to
extend the trial dates. A copy of the Board’s correspondence is attached hereto as
Exhibit .

13.  Without producing any witnesses for the previously noticed Rule
| 30(b)(6) deposition, and without offering substantive responses or proper objections
to several of Opposer’s written discovery requests, Applicant then filed a motion for
summary judgment on May 3, 2006. Applicant’s summary judgment motion is based
on the ground that TRADING SPOUSES is not descriptive. To support its argument
that TRADING SPOUSES is not descriptive, Applicant makes several unsupported

material factual assertions that are crucial to Applicant’s argument, including:



« .. the usual and ordinary meaning of “trading,” in the sense of
exchanging one thing for another, indicates a permanent exchange, by
agreement of the trading parties, of property that they respectively
own.” (Applicant’s Memorandum and Points of Authorities in Support
of its Motion for Summary Judgment (hereinafter “Applicant’s
Memo™), p. 7;

“The word ‘temporarily’ in the identification of services in the
application and the lack of any indication that money or propetty is
exchanged, or that the exchange is no consensual, bring the proposed
services outside the descriptive range of the word ‘trading.””
(Applicant’s Memo, p. 8);

“In order to connect the term TRADING SPOUSES with a broadcast
program in which individuals interact with families other than their
own, the consumer would need to follow a multi-state reasoning
process, thinking first of a permanent bargained-for-exchange, then
realizing that the exchange is only temporary, then noting that the
purpose of the exchange is to provoke interesting and/or entertaining
interactions between family members.” (Applicant’s Memo, pp. 7-8);
“The example of professional sports players is apt — when the
employment contracts of two baseball players are traded, the players do

not temporarily play for the team to which they are traded, only to



return a short time later. The trade is permanent, and the player traded
becomes a member of the new team.” (Applicant’s Memo, p. 8);

“In contrast, the spouses involved in the proposed TRADING
SPOUSES program would be temporarily placed with_ different
families so that their interactions with these families could be
broadcast. They will not become part of the families in which they are
temporarily placed and will return to their own families a short time
later. No permanent exchange of spouses will occur.” (Applicant’s
Memo, p. 8);

“Nor is the term TRADING SPOUSES necessary to competitors in
describing their competing goods. The is evidenced by ABC’s
successful promotion and broadcast of a television show with a similar
subject matter, which ABC has titled “Wife Swap.” Numerous other
descriptors for such a program can be imagined, such as “switching
families,” living with a different family,” changing houses,” or more
imaginative options, such as “the grass is greener” or “see how the
other half lives.” (Applicant’s Memo, p. 8);

“The phrase “Trading Spouses™ in no way directly or indirectly invokes
video recordings or shirts.” (Dahl Memo, p. 2);

“Competitors in the apparel industry, for instance, are highly unlikely
to need the term “trading spouses™ in order to accurately describe or

identify their goods.” {Applicant’s Memo, p. 6); and,



e “An exchange of spouses is not a characteristic or quality of any of
these categories of goods and services and more than a little
imagination and thought is required to connect the Mark to the goods
and services in these classes,” (Applicant’s Memo, p. 8).

Opposer’s written discovery requests cover each of these facts. (See, e.g., Opposer’s
Interrogatory No. 17 and Opposer Document Request No. 27, Michael Aff. at § 9,
Exs. F1 - F2). Applicant has failed to produce any evidence to support these material
factual contentions.

14.  OnMay 9, 2006, the Board suspended the opposition pending
disposition of Applicant’s motion for summary judgment. A copy of the Board’s
correspondence is attached hereto as Exhibit J.

15, Atno time did Applicant advise Opposer of its plan to move for
summary judgment prior to Applicant’s 30(b)(6) deposition.

16.  As aresult of Applicant’s failure to produce any witness for deposition
under Rule 30(b)(6), or any documents (aside from the file history of the subject
application), or supplementing its ‘deﬁcient written discovery responses, including its
responses to Opposer’s Interrogatory Nos. 13 — 16 and Opposer’s Document Request
No. 25, Opposer has been denied a reasonable opportunity to conduct discovery and
present facts essential to justify Opposer’s opposition to the motion for summary
judgment.

17.  Relevant discovery on these issues includes documents in Applicant’s
possession and knowledge of Applicant’s witnesses concerning, for example, the

manner in which the mark in question will be used by Applicant in its businesses and

8



in promotional materials and the like; market research conducted by or on behalf of
Applicant concerning the mark; Applicant’s knowledge regarding the manner in
which the mark has been or will be used by other companies; any agreements
pertaining to the use or registration of the mark and the involved goods and services;
Applicant’s knowledge regarding the manner in which the mark has been or will be
used in printed publications and other media; the manner in which the mark is likely
to be used and understood by Applicant’s customers and members of the relevant
public; the public perception of the mark, consumer surveys conducted by or for
Applicant concerning the mark; letters from members of the relevant public;

te creation, selection, development and adoption of Applicant’s Mark and Applicant’s
decision to use Applicant’s Mark; any products or services sold or to be sold under
Applicant’s Mark; the dollar volume of sales of goods or services sold under
Applicant’s Mark in the United States from the first such sales to date;

the dollar volume of advertising and promotional expenditures made in connection
with goods or services sold under Applicant’s Mark in the United States from the first
such expenditures to date; trademark searches which were conducted by or for
Applicant in connection with the use, possible registration or registration of
Applicant’s Mark in the United States, including searches of databases such as
Westlaw, Lexis, Nexis, Dialog and Trademarkscan; any plan or proposed plan to
expand the goods and/or services offered for sale, sold, or intended to be offered for
sale or sold under Applicant’s Mark; consumer perception or intended consumer
perception of Applicant’s Mark; channels of trade of goods and/or services offered for

sale or sold under Applicant’s Mark; any policies Applicant has with respect to



document retention or destruction; use of, or reference to, Applicant’s Mark on “The
Steve Dahl Show,” including but not limited to audio tapes and show logs; and, any
other probative evidence that Applicant’s documents and the testimony of Applicant’s
witnesses will uncover. Such evidence is directly related to the principal issues raised
by Applicant’s motion. These matters involve subjective determinations to be drawn
from the underlying facts, requiring an adequately developed record for deciéion.

18.  Applicant’s legal memorandum includes several material factual
assertions which are both completely unsupported by any evidence, and also crucial
to Applicant’s argument that it’s TRADING SPOUSES mark is not descriptive. For
example, Applicant states on page 7 of its memorandum that “ . . . the usual and
ordinary meaning of the word “trading,” in the sense of exchanging one thing for
another, indicates a permanent exchange, by agreement of the trading parties, of
property they respectively own.” {Applicant’s Memo, p. 7). Opposer should be given
the opportunity to explore the bases for this factual assertion, and others contained in
Applicant’s Memo, by way of deposing Applicant’s witness(es) and reviewing all
responsive documents, as well as Applicant’s supplemental responses to Opposer’s
Interrogatory Nos. 13 — 16 and Opposer’s Document Request No. 25. Such
information is material, bears directly on the issues to be decided, and is necessary for
Opposer to respond to Applicant’s motion.

19.  Applicant is the host of a popular daytime talk radio show in Chicago.

20.  Opposer’s Interrogatory Nos. 13 — 16 and Opposer’s Document
Request No. 25 are specifically directed to whether Applicant discussed use of

TRADING SPOUSES on his radio show. Such discussions, if they occurred, may

10



have a bearing on the issue of descriptiveness, i.e., the manner in which Applicant

intends to use the mark, the intended consumers, whether Applicant had knowledge of

third-party users of the mark, the function or purpose of the goods or services to be

provided under the mark, etc. As such, this information is clearly discoverable under

Rule 26 of the Federal Rules of Civil Procedure and Rule 408 of the Federal Rules of

Evidence.

I declare under penalty of perjury that the foregoing is true and correct.

e ~——

Date: June 8. 2006 Howard S. Michael

BRINKS HOFER GILSON & LIONE

P.O. Box 10395

Chicago, Illinois 60610
Phone: 312 - 321-4200

Fax: 312-321-4299

Attorney for Fox Broadcasting Company

Signed before me this 8th day of June, 2006.

Notary Public

My commissioner expires: %M__g &;I 2-007]

11

vvvvvvvvvvvvvvvvvvvvvvvvvvvvv

“OFFICIALSBAL’
SANDRAM.HOLMES

$ NOTARY PUBLIC, STATE OF tLLINOIS

£ MY COMMISSION EXPIRES 6-22-07

vvvvvvvvvvvvvvvvvvvvvvvvvvvv



Al



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer, L

Opposition No. 91166194
V.

STEVE DAHL & COMPANY, INC,,

Applicant.

OPPOSER’S FIRST SET OF REQUESTS FOR ADMISSIONS TO
APPLICANT -

Pursuant to Rule 36 of the Federal Rules of Civil Procedure and Rule 2.120 of
tﬁe Trademark Rules of Practice (37 C.F.R. § 2.120), Opposer Fox Broadcasting
Company (“Opposer”), by and through its attorneys, hereby propounds the following
Requests for Admissions to Applicant Steve Dahl & Company, Inc. (“Applicant”), to
be answered fully in writing under oath in accordance with the Definitions and
Instructions set forth herein.

INSTRUCTIONS AND DEFINITIONS

The General Definitions and Instructions set forth in Applicant’s First Request
for Production of Documents and Things to Applicant are incorporated herein by
reference. Each matter of which an admission is requested shall be deemed as a
separate matter and a separate admission should be supplied for each. If Applicant,
when answering the foregoing Requests for Admissions gives lack of information or

knowledge as a reason for failure to admit or deny, Applicant should state that it has



made reasonable inquiry and that the information known or readily obtainable by

Applicant is insufficient to enable it to admit or deny.

REQUESTS FOR ADMISSIONS

REQUEST FOR ADMISSION NO. 1.

Applicant has never used Applicant’s Mark in connection with any of the
goods or services identified in Application Serial No. 78/195,541.

REQUEST FOR ADMISSION NO. 2,

Applicant has never used Applicant’s Mark in connection with any of the
-goods in International Class 9 identified in Application Serial No. 78/195,541.

REQUEST FOR ADMISSION NO. 3.

Applicant has never used Applicant’s Mark in connection with any of the
goods in International Class 16 identified in Application Serial No. 78/195,541.

REQUEST FOR ADMISSION NO. 4.

Applicant has never used Applicant’s Mark in connection with any of the
goods in International Class 25 identified in Application Serial No. 78/195,541.

REQUEST FOR ADMISSION NO. 5.

Applicant has never used Applicant’s Mark in connection with any of the
services in International Class 38 recited in Application Serial No. 78/195,541.

REQUEST FOR ADMISSION NO, 6.

Applicant has never used Applicant’s Mark in connection with any of the
-services in International Class 4] recited in Application Serial No. 78/193,541.

REQUEST FOR ADMISSION NO. 7.

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods or services identified in Application Serial No. 78/195,541.

REQUEST FOR ADMISSION NO. 8.

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods in International Class 16 identified in Application Serial No.
78/195,541.



.REQUEST FOR ADMISSION NO. 9.

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods in International Class 16 identified in Application Serial No.
78/195,541.

REQUEST FOR ADMISSION NO. 10.

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods in International Class 25 identified in Application Serial No.
78/195,541.

REQUEST FOR ADMISSION NO. 11.

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the services in International Class 38 recited in Application Serial No.
78/195,541.

REQUEST FOR ADMISSION NO. 12.

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the services in International Class 41 recited in Application Serial No.
78/195,541,

Respectfully submitted,

Date: January 23, 2006 M/—/—'/

Howard S. Michael

BRINKS HOFER GILSON & LIONE
P.O. Box 10395

Chicago, Illinois 60610

Phone: 312 -321-4200

Fax: 312-321-4299

Attorneys for Fox Broadcasting Company



CERTIFICATE OF SERVICE
| The undersigned hereby certifies that a true and accurate copy of the foregoing
OPPOSER’S FIRST SET OF REQUESTS FOR ADMISSIONS TO APPLICANT
was served on counsel for Applicant on this 23" day of January, 2006, via hand

delivery, to the following:

Rod S. Berman _

JEFFER MANGELS BUTLER & MARMARO LLP
1900 Avenue of the Stars, 7" Floor

Los Angeles, California 90067-4308

By: MM‘“
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer, .
Opposition No. 91166194
V.

STEVE DAHL & COMPANY, INC.,

Applicant.

OPPOSER’S FIRST SET OF INTERROGATORIES TO APPLICANT

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, and Trademark Rule
2.120 (37 C.F.R. § 2.120), Opposer Fox Broadcasting Company (“Opposer”), by and through
its attorneys, hereby propounds the following Interrogatories to Applicant Steve Dahl & Co.,
Inc. (“Applicant”), to be answered separately and fully in writing and under oath within the

time required by Fed. R. Civ, P. 33 and any other applicable rules.
INSTRUCTIONS AND DEFINITIONS

The Instructions and Definitions set forth in Opposer’s First Request for Production
of Documents and Things to Applicant, served concurrently herewith, shall also apply to
these Interrogatories.

In addition, the following Instructions and Definitions apply herein:

A. These Interrogatories shall be deemed to seek answers as of the date hereof
and shall be deemed to be continuing so that any additional information relating in any way

to these Interrogatories which Applicant acquires or which becomes known to Applicant up



to and including the time of trial shall be furnished to Opposer promptly after such
information is acquired or becomes known.

B. If relief is sought under Rule 26(c), Fed. R. Civ. P. concerning any
interrogatories, requests for production or inspection, requests for admissions, answers to
interrogatories or responses to requests for admissions, copies of the portions of the
interrogatories, requests, answers or responses in dispute shall be attached to the motion.

C. The full text of the definitions and rules of construction set forth in this
pa;"agraph is deemed incorporated by reference into all discovery requests, but shall not
preclude (i) the deﬁnitién of other terms specific to the particular litigation, (if) the use of
- abbreviations or (iii} a more narrow definition of a term defined in this paragraph. This rule
is not intended to broaden or narrow the scope of discovery permitted by the Federal Rules of

Civil Procedure. The following definitions apply to all discovery requests:

(1) The term “communication” means the transmittal of information (in the form of
facts, ideas, inquiries or otherwise).

(2) The term “document” is defined to be synonymous in meaning and equal in scope
to the usage of this term in Federal Rule of Civil Procedure 34(a). A draft of a nonidentical
copy is a separate document within the meaning of this term.

(3) The terms “opposer” and “applicant” as well as a party’s full or
abbreviated name or pronoun referring to a party mean the party and, where applicable, its
officers, directors, employees, partners, corporate parent, subsidiaries-or affiliates. This
definition is not intended to impose a discovery obligation on any person who is not a party

to the litigation.



(4) The term “person” is defined as any natural persori or business, legal or

governmental entity or association.

(5) The term “concerning” means relating to, referring to, describing, evidencing or

constituting.

(6) The terms “identify” or to give the “identity” mean:

(@)

()

(c)

in the case of a natural person to state:

63 his/her full name;

(ii)  the present residence address and telephone number;

(iif)  the present business address and telephone number;

(iv)  the present position, business affiliation and job description;

(v)  if any of the information set forth in (a) - (d) is unknown, so
state and set forth the corresponding last known such
information;

in the case of a corporation or other business entity, to state:

)] its full name;

(ii)  the address and principal place of business;

(iii}  the identity of officers or other persons having knowledge of th;
matter with respect to which the corporation or entity is named,;

in the case of a document, to state

(1) the identity of the person(s) originating and preparing it and the
sender;

(ii)  its general type (e.g., letter, memo, report, invoice, etc.), title,

identifying number and the general nature of its subject matter;



(ili)  the identity of the addressees and distributors, if any;

(iv)  its date of preparation;

(v)  its date and manner of transmission, distribution and
publication, if any;

(vi)  the location of each copy (including title, index number and
location of the file in which it is kept or from which it was
removed) and identity of the present custodian or persons
responsible for its filing or other disposition; and

(vii) the identity of persons who can authenticate or identify it.

INTERROGATORIES

INTERROGATORY NO. 1:

Identify and describe all products sold and services offered, or intended to be sold or
intended to be offered, in connection with Applicant’s Mark, and identify the dates on which
each of Applicant’s Mark was first and last used on each such product or service.

INTERROGATORY NO. 2:

Identify and describe the types of individuals and the classes of consumers who
purchase or are expected to purchase goods and/or services sold under Applicant’s Mark.

INTERROGATORY NO. 3:

Describe how and through which media goods and/or services sold or offered for sale
under Applicant’s Mark are advertised or promoted, or are intended to be advertised or
promoted, and identify the individuals employed by Applicant who have the most complete

knowledge concerning the subject of this interrogatory.



INTERROGATORY NO. 4:

Describe how goods and/or services bearing Applicant’s Mark are marketed or sold,
or are intended to be marketed or sold, and identify the individuals employed by Applicant
who have the most complete knowledge concerning the subject of this interrogatory.

INTERROGATORY NO. 5:

Identify each and every third party who is using or has used the phrase “trading
spouses,” either alone or in combination with other words or symbols, and state the date of
first use by the third party, and the date Applicant first became aware of such usage.

INTERROGATORY NO. 6:

State the amount of money Applicant has spent annually on advertising and
promotion of the products and/or services offered for sale and/or sold in connection with
Applicant’s Mark in each state and territory of the United States since the date of first use of
each of Applicant’s Mark, and identify all persons with such knowledge and all documents
refating thereto.

INTERROGATORY NO. 7:

State the annual gross dollar sales of, or other income derived from, products sold and
services offered by Applicant in connection with Applicant’s Mark in each state and territory
of the United States since the date of first use, and identify all persons with such knowledge
and all documents relating thereto,

INTERROGATORY NO. 8:

Identify when and how Applicant became aware of Opposer’s alleged use of
Applicant’s Mark, describe in detail the circumstances under which that knowledge was

obtained, and identify all persons with such knowledge and all documents relating thereto.



INTERROGATORY NO. 9:

Identify by name and address each person with whom Applicant has communicated,
either orally or in writing, in which communication Applicant has either asserted a claim or
received a notice of another’s claim of rights concerning Applicant’s Mark, and with respect
to each such communication, fully explain all details including the current status or
disposition of the claim, the date of such communication, the identity of the person or
persons involved in the communication, the means of communication, the substance of the
communication, all persons with such knowledge and all documents relating thereto.

INTERROGATORY NO. 10:

Identify all persons whose expert opinions are expected to be presented by Applicant
at the trial of this case, all reports provided to Applicant by each such expert, and all opinions
which said expert is expected to present at trial, and describe the bases for each such opinion.

INTERROGATORY NO. 11:

Identify all persons who Applicant believes has knowledge of relevant facts and
identify the issues upon which Applicant believes they have knowledge.

INTERROGATORY NO. 12:

If Applicant is a partner, a partnership, or a subsidiary or affiliate of a publicly owned
corporation that has a financial interest in the outcome of this proceeding, list the identity of
the parent corporation, affiliate, partner, or partnership and the relationship between it and
Applicant. If there is a publicly owned corporation or a holding company not a party to the
proceeding that has a financial interest in the outcome, list the identity of such corporation

and the nature of the financial interest.



INTERROGATORY NO. 13:

Describe in detail every instance during “The Steve Dahl Show” in which Steve Dahl,
or any other participant, has discussed Applicant’s Mark.

INTERROGATORY NO. 14:

Describe in detail every instance during “The Steve Dahl Show” in which Steve Dahl,
or any other participant, has discussed Applicant’s Mark in connection with goods and/or
services provided or intended to be provided under Applicant’s Mark.

INTERROGATORY NO., 15:

Describe in detail the manner in which logs are kept of the “The Steve Dahl Show,”
and describe the location where logs of “The Steve Dahl Show”, which include discussions
about Applicant’s Mark, are kept, and by whom they are kept.

INTERROGATORY NO. 16:

Describe in detail the manner in which audio tapes are kept of the “The Steve Dahl
Show,” and describe the location where logs of “The Steve Dahl Show”, which include

discussions about Applicant’s Mark, are kept, and by whom they are kept.

Respectfully submitted,

Date: January 23. 2006 \-—’\J/J

Howard S. Michael

BRINKS HOFER GILSON & LIONE
P.O. Box 10395

Chicago, Illinois 60610

Phone: 312-321-4200

Fax: 312-321-4299

Attorneys for Fox Broadcasting Company



CERTIFICATE OF SERVICE
The undersigned hereby certifies that a true and accurate copy of the foregoing
OPPOSER’S FIRST SET OF INTERROGATORIES TO APPLICANT was served
on counsel for Applicant on this 23" day of January, 2006, via hand delivery, to the

following:

Rod S. Berman

JEFFER MANGELS BUTLER & MARMARO LLP
1900 Avenue of the Stars, 7" Floor

Los Angeles, California 90067-4308

S
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,
Opposer,

Opposition No. 91166194

V.

STEVE DAHL & COMPANY, INC,,

Applicant.

OPPOSER’S FIRST REQUEST FOR PRODUCTION OF DOCUMENTS AND
THINGS TO APPLICANT

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and Trademark Rule
2.120(C.F.R. § 2. 120), Opposer Fox Broadcasting Company (“Opposer”), by and through its
attorneys, hereby requests that Applicant Steve Dahl & Co., Inc. (“Applicant™) produce the
documents and things described herein for inspection and copying at the offices of Brinks
Hofer Gilson & Lione, 455 North Cityfront Plaza Drive, Suite 3600, Chicago, Illinois 60611,
at the time required by Fed. R. Civ, P. 34 and any other applicable rules in accordance with

the Definitions and Instructions set forth herein.

INSTRUCTIONS
L. Applicant is to produce all originals, drafts, copies and photographs of the
documents requested.
2. The documents to be produced in response to this request include all
documents within Applicant’s possession, custody or control. This includes documents in

the possession, custody or control of its related companies, including but not limited to



subsidiaries, attorneys, agents, employees, investigators, consultants, and ex?erts, as well as
any firm, company, corporation or business in which Applicant owns a controlling interest or
over which Applicant exercises control in fact. Applicant is required to use reasonable
diligence to locate the documents, including those that are not in Applicant’s immediate
possession.

3. If Applicant claims that the attorney-client privilege, or any other privilege,
doctrine or reason for withholding a document is applicable, please set forth in writing: |
(a) the date of the document; (b) the type of document; (c) the subject matter or the
document, (d) the name, employment, and title of each peréon who prepared or received the
document or any copy thereof; and (e) the basis for the claim of privilege or other ground for
withholding the document. If it is claimed that only part of the document is privileged or
otherwise need not be produced, please produce the remaining part of the document.

4, If any document to be produced has been lost, discarded, transferred to another
person or entity, destroyed, or otherwise disposed of, please set forth in writing: (a) the date,
name and subject matter of the document; (b) the name, employment and title of each person
who prepared, received, reviewed, or had custody, possession, or control or the document;
(¢) all persons with knowledge of the contents or any portion of the contents of the
| document; (d) the previous location of the document; (e) the date of disposal or transfer of
the document; (f) the reason for disposal or transfer of the document; and, if applicable,

(g) the manner of disposal of the document; or, if applicable, (h) the names and addresses of
the transferees of the document.

5, Documents shall be produced in an order corresponding to each paragraph of

this document request or, in the alternative, they may be produced in the same order as they



are maintained in the ordinary course or business. If there are no documents or things
responsive to a particular request, Applicant shall so state in writing in its response.

6. These requests shall be deemed continuing, so as to require further and
supp.iemental production promptly if Applicant receives, generates or discovers additional

documents called for herein between the time of the production and the time of any motion

or evidentiary hearing.

DEFINITIONS

1. “Document” or “documents” include every original (and every copy of any
original or copy which differs in any way from any' original) and every writing or recording
of every kind or description, whether handwritten, typed, drawn, sketched, printed or
recorded by any physical, mechanical, electronic or, electrical means whatsoever, including
without limitation, books, records, papers, pamphlets, brochures, flyers, Internet web pages,
mailings, circulars, advertisements, displays, specifications, surveys, drawings, sketches,
graphs, charts, plans, ledger accounts, audits, inventories, tax returns, financial statements,
profit and loss statements, cash flow statements, balance sheets, annual or other periodic
reports, prospectuses, registrations, solicitations, minutes, stock ledgers, stock certificates,
licenses, permits, calendars, appointment books, diaries, telephone bill and tolf call records,
expense reports, commission statements, itineraries, agendas, checkbooks, canceled checks,
receipts, contracts, agreements, assignments, applications, offers, acceptances, proposals,
financing statements, documents or titles, appraisals, purchase orders, invoices, bills of

lading, written memorials or oral communications, forecasts, photographs, photographic



slides, or negatives, films, filmstrips, audio and video tapes, tape recordings and computer
stored data, as well as any drafts of the foregoing.

2. The conjunctive shall include the disjunctive and the disjunctive shall include

the conjunctive.

3. The singular shall include the plural and the plural shall include the singular.
4. A masculine, feminine or neuter pronoun shall not exclude the other genders.
5. “Refers to” or “relates to” means directly or indirectly mentioning or

describing, referring to, pertaining to, concerning, evidencing, being connected with,
constituting, comprising or reflecting upon a stated subject matter.

6. “Opposer” means Opposer Fox Broadcasting Company, and any of its related
companies within the meaning of the Lanham Act, and its employees, agents, officers,
directors, attorneys, licensees, assignees and any predecessors-in-interest.

7. “Applicant” means Applicant Steve Dahl & Company, Inc., its parents,
divisions, subsidiaries, related companies within the meaning or Section 1127 of the Lanham
Act, licensees, assignees, employees, agents, officers, directors, attorﬁeys and predecessors
in interest.

3. “Applicant’s Mark” shall mean the purported mark covered by Application
Serial No. 78/195,541, the application that is the subject of this opposition proceeding, and
any other simi[af marks, used either alone or in connection with other words or designs, in
any typestyle, format or design,

9, “The Steve Dahl Show” shall mean the radio show depicted on the website

dahl.com, a printout of which is attached hereto as Exhibit A.



10. “Mark” includes trademarks, service marks, and trade names as deﬂned inls

U.S.C § 1127,

11.  “Person” refers to both natural persons and to corporate or other business

entities.

DOCUMENTS REQUESTED

1. All documents that relate to or refer to Applicant’s knowledge of the existence
and/or activities of Opposer.

2. All documents that relate to or refer to Applicant’s Mark and to trademark
registrations or applications covering Applicant’s Mark, inciuding, but not limited to all
papers filed with the United States Patent and Trademark Office and any states.

3, All documents that relate to or refer to the creation, selection, development
and adoption of Applicant’s Mark and Applicant’s decision to use Applicant’s Mark.

4, All documents that relate to or refer to any assignments, other transfers of
ownership, security interests, or any other title transfers that have taken place in connection
with Applicant’s Mark.

5. All documents that relate to or refer to Applicant’s first use of Applicant’s
Mark in the United States.

6. All documents that relate to or refer to any products or services sold or to be
sold under Applicant’s Mark.

7. All documents that relate to or refer to any market research or other studies or
investigations, whether formal or informal, regarding the types of individuals and the classes
of consumers who use goods or services sold under Applicant’s Mark.

8. All documents that relate to or refer to or reflect the dollar volume or sales of
goods or services sold under Applicant’s Mark in the United States from the first such sales
to date.

9. All documents that relate to or refer to or reflect the doliar volume of
~ advertising and promotional expenditures made in connection with goods or services sold
under Applicant’s Mark in the United States from the first such expenditures to date.

10.  Specimens, originals when possible, of all advertising and promotional
materials relating to goods or services sold or intended to be sold under Applicant’s Mark in
the United States, including but not limited to labels, packaging, flyers, hangtags, direct mail



pieces, point or sale pieces, signs, posters, newspaper advertisements, magazine .
advertisernents, media articles, catalogs, circulars, leaflets, brochures, television and radio
commercials, and any other publicly distributed materials.

11.  All documents-that relate to or refer to any trademark searches which were
conducted by or for Applicant in connection with the use, possible registration or registration
of Applicant’s Mark in the United States, including searches of databases such as Westlaw,
Lexis, Nexis, Dialog and Trademarkscan.

12.  All documents that relate to or refer to any plan or proposed plan to expand the
goods and/or services offered for sale, sold, or intended to be offered for sale or sold under
Applicant’s Mark.

13.  All magazine articles, newspaper articles or other publications that relate to or
refer to Applicant’s use or intended use of Applicant’s Mark.

14.  All documents that relate to or refer to any modification of Applicant’s Mark
as used or intended to be used in connection with Applicant’s goods or services, including all
documents relating to the reason(s) such modification(s) were made.

15.  All documents that relate to or refer to any consumer survey or poll conducted
by Applicant or on behalf of Applicant, including the results thereof, which relate to or refer
to Applicant’s Mark, or to Applicant’s use or intended use of Applicant’s Mark.

16.  All documents that relate to or refer to dealers, distributors, suppliers, sellers,
customers, or prospective distributors, suppliers, sellers or customers, including any
agreements relating to goods and/or services offered, sold or intended to be offered or sold
under Applicant’s Mark.

17.  All documents that relate to or refer to any surveys and any market research
that has been conducted concerning Applicant’s Mark, the individuals with knowledge
concerning any such surveys and market research, and the nature and methodology of any
such surveys and market research, including all questionnaires and tabulations.

18.  All documents that relate to or refer to Applicarit’s responses to Opposer’s
interrogatories in this case, including all documents that support Applicant’s responses or
that were reviewed in connection with the preparation of Applicant’s responses.

19,  All documents that relate to or refer to the meaning or intended meaning of
Applicant’s Mark,

20.  All documents that relate to or refer to consumer perception or intended
consumer perception of Applicant’s Mark.

21.  All documents that relate to or refer to the channels of trade of goods and/or
services offered for sale or sold under Applicant’s Mark. :



22.  All documents that relate to or refer to the manner in which Applicant’s Mark
is displayed or is intended to be displayed in connection with Applicant’s goods and/or
services.

23, Two original specimens of all products sold under Applicant’s Mark.

24.  All documents that relate to or refer to any policies Applicant has with respect
to document retention or destruction.

25.  All documents that relate to or refer to Applicant’s Mark on “The Steve Dahl
Show,” including but not limited to audio tapes and show logs.

Respectfully submitted,

Date; January 23, 2006 M/

Howard S. Michael

BRINKS HOFER GILSON & LIONE
P.O. Box 10395

Chicago, Illinois 60610

Phone: 312-321-4200

Fax: 312-321-4299

Attorneys for Fox Broadcasting Company



EXHIBIT A



Caught in the grip of the
too-golden glow?
January 19, 2006

The other day i ran into
someona | know who looked
like she had just come back
from a wonderfui vacation in
a fropical climate, | asked
where she'd been and she
said the grocery store,

| pressad further about her
deep, rich tan, and she
reluctantly revealed that she
is a bit of a tanning booth
junkie. She'd been to
Oominick's, not Dominica,

Although | was disappointed
that my friend hasn't used
her frequent flyer miles, Il
leave it to someone else lo
tell her about her "fanorexia.”
| didn't want to hurt her
feelings, or possibly risk
getting slapped in the face,
On the cther hand, it
prebably would have given
me somae nice color,

Read more,.,

Happy New Year
1.2.06

The calendar says January
2, and so { guess the holiday
season is officially aver, {n
the world of Janet, it is not
over untit | say it is over, |
am not ready to strip my
glimmer off and store it for
another year quite yet.
Tomarrow | will sally forth to
a big box store and procure
15 clear plastic boxes with
integrated lids. | wili reduce
my wattage room-by-room,
bit-by-bit. The attic is set for
an overhaul, and my part of
this is to have uniform
storage for my holidays. This
year | had Christmas stored
in one eaves area, and | had
taken pictures of last year's
displays and posted them

" upen the lids,

Read More

January 23, 2006

Another weekend is on the
books, | don't remember al}
of the details, but | think !
had fun. Saturday moming |
had to run down and dismiss
the plow guy, because 1 had
my heart set on snow
blowing. | was sort of on the
fence even while standing
out on the drveway until the
plow guy asked me if | had a
“circular driveway”. For the
record: | do and it seems like
he should have known that,
You should have seen the
look in his eyes when I sent
away a perfectly good
working snow plow,

Read more...

Miss Friday's Show?
Whatever happened
with that Vanessa
Cariton interview?

§:56 - The Lisa Loeb
interview was a Dan Falalo
deal anyway and those
rever pan out. We could ask
him about it but now Steve's
given him time to come up
with an excuse, Steve's still
waiting {0 hear back from
Vanessa Carlton,

You can find a complete
play-by-play in the Show
Log. :

http://dahl.com/

actress name

sy - el
oo - B

1/23/2006
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Steve gets credit for-anything you buy at Amazon.com if you
enter through this search box or by clicking on the loge, This
halps to offset the costs of running this site so have yourself a

spree.

Dahl.com is a member of the
iTunes affliate program. Watch
this spot for the latest releases.

© 2005 Steve Danhl and Company | privacy policy

hitp://dahl.com/ | /232006



CERTIFICATE OF SERVICE
The undersigned hereby certifies that a true and accurate copy of the foregoing
~ OPPOSER’S FIRST REQUEST FOR PRODUCTION OF DOCUMENTS AND
THINGS TO APPLICANT was served on counsel for Applicant on this 23 day of
January, 2006, via hand delivery, to the following:
Rod S. Berman
JEFFER MANGELS BUTLER & MARMARO LLP

1900 Avenue of the Stars, 7" Floor
Los Angeles, California 90067-4308

By: P\-’J //







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer,
v. Opposition No.: 91166194

STEVE DAHL & COMPANY, INC,,

Applicant.

To: RodS. Berman
JEFFER MANGELS BUTLER & MARMARO LLP
1900 Avenue of the Stars, 7™ Floor
Los Angeles, California 90067-4308

NOTICE OF 30(b)(6) DEPOSITION OF STEVE DAHL & COMPANY, INC.

PLEASE TAKE NOTICE that pursuant to Rule 30(b)(6) of the Federal Rules of Civil
Procedure, Opposer Fox Broadcasting Company (“Opposer”), will take the deposition upon
oral examination of a representative of Applicant Steve Dahl & Company, Inec.
(“Applicant”). It is requested that Applicant identify, by name and title, the deponent for
each subject matter listed in Schedule A by not later than February 20, 2006. The
Instructions and Definitions set forth in Opposer’s First Request for Production of
" Documents and things shall also apply to this Notice of Deposition,

The deposition shall take place at Brinks Hofer Gilson & Lione, 455 North Cityfront
Plaza Drive, Suite 3600, Chicago, Ilinois, 60611, beginning on Friday, February 24, 2006 at
9:30 a.m., and shall continue from day-to-day until completed. The testimony may be

recorded by stenographic and sound-and-visual (videotaping) means,



You are invited to attend and cross-examine.

Date: February 15, 2006

Respectfully submitted,

Howard S. Michael

BRINKS HOFER GILSON & LIONE
P.O. Box 10395 ‘

Chicago, Illinois 60610

Phone: 312 -321-4200

Attorneys for Fox Broadcasting Company



SCHEDULE A

L. Applicant’s knowledge of the existence and/or activities of Opposer.

2, Applicant’s Mark and trademark registrations or applications covering
Applicant’s Mark, including, but not limited to all papers filed with the United States Patent
and Trademark office and any states.

3. The creation, selection, development and adoption of Applicant’s Mark and
Applicant’s decision to use Applicant’s Mark,

4, Any assignments, other transfers of ownership, security interests, or any other
title transfers that have taken place in connection with Applicant’s Mark.

5. Applicant’s first use of Applicant’s Mark in the United States.
6. Any products or services sold or to be sold under Applicant’s Mark.

7. Any market research or other studies or investigations, whether formal or
informal, regarding the types of individuals and the classes of consumers who use goods or
services sold under Applicant’s Mark.

8. The dollar volume of sales of goods or services sold under Applicant’s Mark
in the United States from the first such sales to date.

_ 9. The dollar volume of advertising and promotional expenditures made in
connection with goods or services sold under Applicant’s Mark in the United States from the
first such expenditures to date.

10.  Trademark searches which were conducted by or for Applicant in connection
with the use, possible registration or registration of Applicant’s Mark in the United States,
including searches of databases such as Westlaw, Lexis, Nexis, Dialeg and Trademarkscan.

I1.  Any plan or proposed plan to expand the goods and/or services offered for
sale, sold, or intended to be offered for sale or sold under Applicant’s Mark.

12. Any modification of Applicant’s Mark as used or intended to be used in
connection with Applicant’s goods or services, including all documents relating to the
reason(s) such modification(s) were made.

13. Any consumer survey or poll conducted by Applicant or on behalf of
Applicant, including the results thereof, which relate to or refer to Applicant’s Mark, or to
Applicant’s use or intended use of Applicant’s Mark.

4. Any instance in which a member or the public has been, or may have been,
confused as a result of Opposer’s use of Applicant’s Mark, including without limitation all
documents describing each such instance of confusion.



F BT

15.  Dealers, dis‘tfibutors, suppliers, sellers, customers, or prospective distributors,
suppliers, sellers or customers, including any agreements relating to goods and/or services
offered, sold or intended to be offered or sold under Applicant’s Mark.

16.  Any surveys and any market research that has been conducted concerning
Applicant’s Mark, the individuals with knowledge concerning any such surveys and market
research, and the nature and methodology of any such surveys and market research,
including all questionnaires and tabulations.

7. Applicant’s responses to Opposer’s interrogatories in this case, including all
documents that support Applicant’s responses or that were reviewed in connection with the
preparation of Applicant’s responses,

18.  Applicant’s responses to Opposer’s requests for admissions in this case,
including all documents that support Applicant’s responses or that were reviewed in
connection with the preparation of Applicant’s responses.

19.  The meaning or intended meaning of Applicant’s Mark.
20.  Consumer perception or intended consumer perception of Applicant’s Mark.

21.  Channels of trade of goods and/or services offered for sale or sold under
Applicant’s Mark.

22, The manner in which Applicant’s Mark is displayed or is intended to be
displayed in connection with Applicant’s goods and/or services.

23.  Any policies Applicant has with respect to documnent retention or destruction.

24, Use of, or reference to, Applicant’s Mark on “The Steve Dahl Show,”
including but not limited to audio tapes and show logs.



CERTIFICATE OF SERVICE
The undersigned hereby certifies that a true and accurate copy of the foregoing
NOTICE OF 30(b)(6) DEPOSITION QF STEVE DAHL & COMPANY, INC. was
served on qoﬁnsel for Applicant on this 15" day of February, 2006, via hand delivery to

the following:

Rod 8. Berman
JEFFER MANGELS BUTLER & MARMARO LLP

1900 Avenue of the Stars, 7" Floor
Los Angeles, California 90067-4308

by o/







Fox v. Dahl & Co. (TM Opposit"*_'- - Page 1 of 1

Michael, Howard

From: Berman, Rod 8. [RXB@JMBM.com)]
Sent:  Thursday, February 16, 2006 11:25 AM
To: Michael, Howard

Cc: Berman, Rod S.

Subject: Fox v. Dahi & Co. (TM Opposition)

I received your notice of deposition of Steve Dahl & Co. today. The 24th will not work. Il get back to you after conferring with
our client. Rod

Red S. Berman, Esg.

Chairperson, Intellectual Property Department
Jeffer, Mangels, Butler & Marmarc LLP

1900 Avenue of the Stars, 7th Floor

Loes Angeles, California 90067

Telepheone: (310) 201-3517

Fax: (310) 785-5318

E-mail; rxb@jmbm.com

Internet Web Site: htip://www,imbm.con

This e-mail message and any attachments are confidential and may be attorney-cllient
privileged. If you are nct the intended recipient, please notify Jeffer, Mangels, Butler &
Marmarc LLP immediately by telephone at (310)201~3517 or by e~mail to rxb@jmbm. com and
destroy all copies of this message and any attachments,

6/2/2006






Howard 8. Michael
312-321-4244
hmichael@brinkshofer.com

February 22, 2006

VIA EMAIL - RBerman@imbm.com

Mr. Rod 8, Berman

JEFFER MANGELS BUTLER & MARMARO LLP
1900 Avenue of the Stars, 7th Floor

Los Angeles, California 90067-4308

Re:  Fox Broadcasting Company v, Steve Dahl & Co.
Trademark Opposition No. 91166194
Your Ref. No. 65583-0002
Our Ref. No. 12942/3

Dear Rod;

BRINKS
HOFER
GILSON
&LIONE@

e —
A Professkanal Cerporation

Intellectyal Property
Law Warldwide

I'was surprised to read your letter, which I received late Friday evening, wherein you
accused my ciient of inappropriate gamesmanship, and of inappropriately causing
your client to spend money on discovery matters, particularly given the irrelevant and
otherwise improper nature of many of your client’s discovery requests. Here are just
a few examples of requests that have no relevance to the sole issue raised to date in
this case — the descriptive naturc of “trading spouses” in connection with the goods

and services covered by your client’s application:

Interrogatory No. 10: If at the time of selecting the Mark, Opposer was aware of
Applicant's pending application for the Mark, state in detail the reasons why Opposer
did not believe there would be a likelihood of confusion as between Applicant's and

Opposer's use of the Mark,

Request for Admission No. 3: Admit that there is a likelihood of consumer confusion

as a result of Opposer’s use of the Mark “TRADING SPOUSES™,
Request for Production No, 10: All documents that relate to O

business plans related to the Mark for the next five years,

pposet’s marketing and

These requests were presumably propounded for the sole purpose of forcing my client

to unnecessarily spend time and resources preparing responses, and there are

numerous others. Notwithstanding your client’s tactics, Fox has made a good faith

NBL Tower - Suite 3500 [ 485 N, Cityfront Plaza Drive | Chicago, It 60611-5500 | Telephone 312.321.4200 | Fax 312.320.4299 | usebrinks.com




Mr. Rod 8. Berman
Februaty 22, 2006
Page 2 of 2

attempt to identify those discovery requests, propounded by your client, that are
reasonably calculated to result in the production of relevant admissible evidence, and
has provided responses to the extent possible. Your contention that Fox’s responses
are patently deficient, and that Fox has provided “no substantive responses to the
Interrogatories” is false on its face. Fox's response to Interrogatory No. 7, for
example, directs Dahl to Fox’s document production in accordance with Rule 33(d) of
the Federal Rules of Civil Procedure.

Notwithstanding the foregoing, my client is willing to reconsider its responses to any
of the requests if you will provide a reasonable explanation as to why the request(s)
are relevant to the issue presented in this case, Otherwise, 1 agree that this matter
should be taken up by the Board.

In response to the deposition notice that I received yesterday evening, February 27th
will not work, We will be in touch with alternative dates. We will also provide you
with written objections to the topics provided with the notice.

As you know, discovery is currently set to close in this casc on February 26th. Fox
must take your client’s deposition, as duly noticed, prior to the close of discovery. If
your client is not available for its deposition prior to the close of discovery, I would
suggest that the parties agree to a reasonable extension of the discovery deadline, as
well as the other trial dates, so that we can reschedule the depositions at a mutually
convenient time, An extension will also provide the parties with additiona] time to
attempt to resolve their outstanding discovery issues without having to resort to
unnecessary briefing. I would appreciate if you would let me know by tomorrow,
February 23rd, at 12:00 pm (Central), if you are agreeable to the extension.
Otherwise, I will assume you are not agreeable, and I will file a motion with the
Board to preserve my client’s position,

Lastly, I do not agree that your letter is privileged under Fed. R. Evid, 408, since
nothing in your letter constitutes discussions relating to settlement,

Please feel free to call me if you care to discuss.
Very truly yours,

Howard 8. Michael
ce:  Jason P. Zedeck, Esq.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,
Opposer,

Opposition No. 91166194

V.

STEVE DAHL & COMPANY, INC.,

Applicant.

APPLICANT'S RESPONSE TO OPPOSER’S
FIRST SET OF REQUESTS FOR ADMISSIONS

Pursuant to Rule 36 of the Federal Rules of Civil Procedure and Rule 2.120 of
the Trademark Rules of Practice (37 C.F R § 2.120), Applicant Steven Dahl &
Company, Inc. ("Applicant™), by and ‘through 1ts attorneys, Ihercby responds to
Opposer's First Set of Requests for Admissions’ propounded by Fox Broadeasting

Company (“Opposer™).

REQUESTS FOR ADMISSIONS
REQUEST FOR ADMISSION NO. 1:

Applicant has never used Applicant’s Mark in connection with any of the

goods or services identified in Application Serial No. 78/195,541.

RESPONSE TO REQUEST FOR ADMISSION NO. 1: -

Admit.

481562_2.00C



REQUEST FOR ADMISSION NO. 2:

Applicant has never.used Applicant’s Mark in connection with any of the

goods in Intemnational Class 9 identified in Application Serial No. 78/195,541.

RESPONSE TO REQUEST FOR ADMISSION NO, 2:
Admit.

REQUEST FOR ADMISSION NO, 3:

Applicant has never used Applicant’s Mark in connection with any of the
goods in Intemnational Class 16 identified in Application Serial No. 78/195,541.

RESPONSE TO REQUEST FOR A_J_)MISSION‘ NO. 3:

Admit.

REQUEST FOR ADMISSION NO. 4:

Applicant has never used Applicant’s Mark in cdnnection with any of the
goods in International Class 25 identified in Application Serial No. 78/195,541.

RESPONSE TO REQUEST FOR ADMISSION NO. 4:

Admit.

REQUEST FOR ADMISSION NO. 5:

Applicant has never used Applicant’s Mark in connection with any of the
services in International Class 38 recited in Application Serial No. 78/1 05,541.

RESPONSE TO REQUEST FOR ADMISSION NO. 5;

Admit.



REQUEST FOR ADMISSION NO. 6:

Applicant has never used Applicant’s Mark in connection with any of the

services in International Class 41 recited in Application Serial No. 78/195,541.

' RESPONSE TO REQUEST FOR ADMISSION NO. 6:
Admit. |

' REQUEST FOR ADMISSION NO, 7:

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods or services identified in Application Serial No. 78/193,541,

RESPONSE TO REQUEST FOR ADMISSION NO. 7:

Applicant objects to this request as vague and indefinite since it is not limited
to use by Applicant. Notwithstanding the objection, Applicant responds as follows:
The information known or readily obtainable by Applicant is insufficient to enable
Applicant to either admit or deny this request. However, Applicant admits that the

Mark has not acquired distinctiveness through Applicant's use.

REQUEST FOR ADMISSION NO, 8:

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods in International Class 16 identified in Application Serial No.
78/195,541,

RESPONSE TO REQUEST FOR ADMISSION NO. 8:

Applicant objects to this request as vague and indefinite since it is ot limited

to use by Applicant. Notwithstanding the objection, Applicant responds as follows:



The information known or readily obtainable by Applicant is insufficient to enable
Applicant to either admit or deny this request. However, Applicant admits that the

Mark has not acquired distinctiveness through Applicant's use.

REQUEST FOR ADMISSION NO. 9:

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods in International Class 16 identified in Application Serial No.

78/195,541,

RESPONSE TO R_EOUEST FOR ADMISSION NO. 9:

Applicant objects to this request on grounds thatitisa duplicate of request

number 8.

REQUEST FOR ADMISSION NO. 10:

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the goods in International Class 25 identified in Application Serial No.

78/195,541,

RESPONSE TO REQUEST FOR'ADMISSION NO. 10:

Applicant objects to this request as vague and indefinite since it is not limited
to use by Appiicant. Notwithstanding the objection, Applicant responds as follows:
The information known or readily obtainable by Applicant is insufficient to enable
Applicant to either admit or deny this request. However, Applicant admits that the

Mark has not acquired distinctiveness through Applicant's use.



REQUEST FOR ADMISSION NO. 11:

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the services in International Class 38 recited in Application Serial No.

78/195,541.

RESPONSE TQO REQUEST FOR ADMISSION NO. 11:

Applicant objects to this request as vague and indefinite since it is not limited
to use by Applicant. Notwithstanding the objection, Applicant responds as follows:
The information known or readily obtainable by Applicant is insufficient to enable
Apph'cant to either admit or deny this request. However, Applicant admits that the

Mark has not acquired distinctiveness through Applicant's use.

REQUEST FOR ADMISSION NO. 12:

Applicant’s Mark has not acquired distinctiveness for use in connection with
any of the services in International Class 41 recited in Application Serial No.
78/195,541.

/i
i/
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RESPONSE TO REQUEST FOR ADMISSION NQ. 12:

Applicant objects to this request as vague and indefinite since 1t is not limited
to use by Applicant. Notwithstanding the objection, Applicant responds as folioﬁsz
The information known or readily. obtainable by Applicant is insufﬁéient to enable
Applicant to either admit or deny this request. ‘However, Applicant admits that the

Mark has not acquired distinctiveness through Applicant's use.

Respectfully submitted,

| _ ) -
* Date: February 22, 2006 W /u) ) W/

Brian W. Kasell .
Jeffer, Mangels, Butler & Marmaro LLP.
1900 Avenue of the Angels, 7™ Floor
Los Angeles, California 90067-4308
(310) 203-8080

Attorneys for Steve Dahl & Co., Inc.




CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the within APPLICANT'S RESPONSE
TO OPPOSER’S FIRST SET OF REQUESTS FOR ADMISSIONS was served by
United States first class mail, postage prepaid, upon the following counsel for the
Opposer: :

Howard S, Michael

BRINKS HOFER GILSON & LIONE
NBC Tower

455 N. Cityfront Plaza Drive
Suite 3600

Chicago, IL 60611-5599

(312) 321-4200

(312) 321-4299 (fax)

On February 22, 2006.

SIMONE ROBINSON
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE -
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer, - '
Opposition No. 91166194
V.

STEVE DAHL & COMPANY, INC,,

Applicant.

APPLICANT'S RESPONSE TO OPPOSER’S.
FIRST SET OF INTERROGATORIES TO APPLICANT

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, and Trademark Rule 2.120
(37 C.F.R. § 2.120), Applicant Steve Dahl & Company, Inc. (“Applicant”), by and through its
attorneys, hereby responds to Opposer's First Set of Interrogatories to Applicant propounded by

Fox Broadcasting Company (“Opposer”™).
GENERAL STATEMENTS AND OBJECTIONS

1. DAHL objects to the interrogatories, and to each categofy of the interrogatories, -
to the extent that they seek information protected from disclosure by the attorney-client privilege
or the attomey work p‘roduct docirine. Suv;h information sha_ll not be produced in respbnse to the
interrogatories and any inadvertent production thereof shall not be deemed a wéiver of any
privilege with respect to such in_fpnnation, 61‘ of any work product doctrine which may attach
thereto.

2. DAHL objects to the interrogatories, and to each category of the interroggtbﬁeé,

to the extent that they seek information protected by DAHL’s right to privacy.
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3. DAHL objects to the interrogatories, and to each cafegory of the interrogatories,
to the extent that they seek information not in DAHL’s possession, custody or control.

4. DAHL objects to the interrogatories, and to each category of the interrogatories,
to the extent they seek confidential business information or trade secrets. DAHL will not
produce any information which it'deems to embody material that is private, business
confldential, proprietary, or trade secret.

3. DAHL objects to the interro gétories, and to each category of the interrogatories,
to the extent they seek information which is not reasonably calculated to lead to the discovery of
admissible evidence. |

6. DAHL objects to the interrogatories, and to each category of the interrogatories,
on the ground that the interrogatories are ambiguous, overly broad, burdensome, and oppressive
to the extent that they seek information already in FOX’s possession and/or equally available to
both parties.

7. DAHL will respond to each interrogatory on the basis of information currently in
its possession. DAHL reserves the right to make use of, or introduce at any hearing, information
responsive to FOX's interrogatories but discovered subsequeﬁt to the date of these responses. In
accord with FRCP 26(e), DAHL shall supplement its responses to these inte‘rrogafories if
additional information becomes known to it.

8. No response to any portion of the interrogatories shall be deemed a waiver of any
objection not set forth which could be made to any such portion of the interrogatories concerning
the relevance olf the information set forth and/or other matter affecting potential admissibility of.
such information at the trial of this action. DAHL reserves all objections as to the competency,

relevance, materiality, privilege or admissibility as evidence in any subsequent proceeding in or
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trial of this or any other action for any purpose whatsoever .df_this response and any information
produced in response to the interrogatories.

9. Each and every response set forth below is made subject to the specific limitations
and objections set forth in the respective responses and the general limitations and objections set
forth in these General Statements and Objections. These general limitations and objections form
a part of the response to each and every category of the interrogatories and are set forth here to

avoid the unnecessary duplication and repetition of restating them in each individual response.

INTERROGATQORIES

INTERROGATORY NO. 1:

Identify and describe all products‘ sold and services offered, or intended to be sold or
intended to be offered, in connection with Applicant’s Mark, and identify the dates on which
each of Applicant’s Mark was first and last used on each such product or service.

RESPONSE TO INTERROGATORY NO. 1:

Applicant objects to this request as vague and overbroad. The scope of the request is not
limited to the activities of applicant. With regard to applicant's activities see the list of goods
and services recited in Applicant's U.S. Trademark App. No. 78/195,541. Applicant has not yet

made use of the Mark,

INTERROGATORY NO. 2:

Identify and describe the types of individuals and the classes of consumers who purchase

or are expected to purchase goods and/or services sold under Applicant’s Mark.
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RESPONSE TO INTERROGATORY NO. 2:

Expected purchasers include audience members for broadcasts using any type of known

media, including radio, television, and podcasts, and the general public.

INTERROGATORY NOQ. 3:

Describe how and through which media goods and/or services sold or offered for sale
under Applicant’s Mark are advertised or promoted, or are intended to be advertised or
promoted, and identify the individuals employed by Applicant who have the most complete
knowledge concerning the subject of this interrogatory.l

RESPONSE TO INTERROGATORY NO. 3:

Applicant objects £o this request as vague and overbroad. The scope of the request is not
limited to the activities of applicant. Notwithstanding this objection, Applicant intends to
advertise and promote goods and/or services at least via the print and broadcast media, including
- radio, television, and podcast. The individuals with knowledge concerning this subject are Steve

Dahl and Ron Lewis. -

INTERROGATORY NO. 4:

Describe how goods and/or services bearing Applicant’s Mark are marketed or sold, or
are intended to be marketed or sold, and identify the individuals employed by Applicant who
have the most complete knowledge coﬁceming the subject of this interrogatory.

RESPONSE TO INTERROGATORY NO. 4:

Applicant objects to this request as vague and overbroad. The scope of the request is not
limited to the activities of applicant. Notwithstanding the objection, applicant intends to market

and sell goods'and/or services at least via the print and broadcast media, including radio,
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television, and podcasts, and electronic media, 'including website(s). The individuals with

knowledge concerning this subject are Steve Dahl and Ron Lewis,

INTERROGATORY NO. 5:

Identify each and every third party who is using or has used the phrase “trading spouses,”
either alone or in combination with other words or symbols, and state the date of first use by the
third party, and the date Applicant first became aware of such usage.

RESPONSE TO INTERROGATORY NO. 3:

Applicant is only aware of the usage of Applicant's Mark by Opposer. On information -
and belief, Opposer's first broadcast of the show "Trading Spouses” occurred on July 20, 2004,
Applicant became aware of Opposer's intent through an article published in Billboard Magazine _

prior to July 20, 2004.,

INTERROGATORY NO. 6;

_ State the amount of money Applicant has spent annually on advertising and promotion of
the products and/or services offered for sale and/or sold in connection with Applicant’s Mark in
each state and territory of the United States since the date of first use of each of Applicant’s
Mark, and identify all persons with such knowledge and all documents relating thereto.

RESPONSE TO INTERROGATORY NO. 6:

None.

INTERROGATORY NQ. 7:

State the annual gross dollar sales of, or other income derived from, products sold and

services offered by Applicant in connection with Applicant’s Mark in each state and territory of
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the United States since the date of first use, and identify all persons with such knowledge and all

documents relating thereto.

RESPONSE TO INTERROGATORY NO. 7:

None.

INTERROGATORY NO. 8:

Identify when and how Applicant became aware of Opposer’s alleged use of Applicant’s
Mark, describe in detail the circumstances under which that knowledge was obtained, and
identify all persons with such knowledge and all documents relating thereto.

RESPONSE TQ INTERROGATORY NO. 8:

Applicant objects to this request as irrelevant to the question of registrability of
Applicant's Mark. See Response to Interrogatory No. 5 incorporated herein by reference. Steve

Dahl and Ron Lewis have knowledge relating to these events,

INTERROGATORY NO. 9:

Identify by name and address each person with whom Applicant has communicated,
either orally or in writing, in which communicatiop Applicant has either asserted a claim or
received a notice of another’s claim of rights concerning Applicant’s Mark, and with respeci to -
each such communication, fully explain all details including the current status or disposition of
the claim, the date of such communication, the identity of the person or persons involved in the
communication, the means of communication, the substance of the communication, all persons

with such knowledge and all documents relating thereto.
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RESPONSE TO INTERROGATORY NO. 9:

Applicant objects to this request as irrelevant to the question of registrability of
Applicant's Mark. Notwithstanding the objection, Applicant has corresponded only with
Opposer and the United States Patent and Trademark Office regarding Applicant's Mark,
| Applicant objects to providing details as burdensome and oppressive. These details are already

known to Opposer.

INTERROGATORY NQ. 10:

Identify all persons whose expert opinions are expected to be presented by Applicant at
the trial of this cass, all reports provided to Applicant by each such expert, and all opinions
- which said expert is expected to present at trial, and describe the bases for each such opinion.

RESPONSE TO INTERROGATORY NO. 10:

None. Applicant reserves the right to supplement this response as the action proceeds.

INTERROGATORY NO. 11:

Identify all persons who Applicant believes has knowledge of relevant facts and

identify the issues upon which Applicant believes they have knowledge.

RESPONSE TO INTERROGATORY NO. 11:

Applicant objects to the request as vague and overbroad. With regard fo facts relevant to
registration of Applicant's Mark, the following individuals have knowledge: |

George Wheeler, Esq., McAndrews, Held & Malloy, Ltd., Citicorp Center, 34% Floor,
500 W. Madison Street, Chicago IL 60661. Mr. Wheeler has knowledge regarding Applicant's

Trademark App. No. 78/195,541.
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Steve Dahl, Steve Dahl and Company, Inc., 250 Parkway Drive, Suite 110
Lincolnshire, IL 60069. Mr. Dah! has knowledge of facts relevant to registrétion of Applicant's
Mark. |

Mr. Ronald A. Lewis, DeMarco, Kinnaman, Lewis & Co., 250 Parkway Drive, Suite 110,
Lincolnshire, IL 60069. Mr. Lewis has knowledge of facts relevant to registration of Applicant's

Mark.

INTERROGATORY NO. 12:

If Applican; is a partner, a partnership, or a subsidiary or affiliate of a publicly owned
corporation that has a financial interest in the outcome of this proceeding, list the identity of the
parent corporation, affiliate, partner, or partnership and the relationship between ‘it and
Applicant. If there is a publicly owned corporation or a holding company not a party to the
proceeding that has a financial interest in the outcome, list the identity of such corporation and
the nature of the financial interest.

RESPONSE TO INTERROGATORY NO. 12;

None.

INTERROGATORY NO. 13:

Describe in detail every instance during “The Steve Dahl Show” in which Steve Dahl, or
any other participant, has discussed Applicant’s Mark.

RESPONSE TO INTERROGATORY NO, 13:

Applicant objects to this request as irrelevant to the question of registrability of

Applicant's Mark.
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INTERROGATORY NO. 14:

Describe in detail every instance during “The Steve Dahl Show” in which Steve Dahl, or
any other participant, has discussed Applicant’s Mark in connection with goods and/or services
provided or intended to be provided under Applicant’s Mark.

RESPONSE TO INTERROGATORY NO, 14;

Applicant objects to this request as irrelevant to the question of registrability of

Applicant's Mark.

INTERROGATORY NO, 15:

Describe in detail the manner in which logs are kept of the “The Steve Dahl Show,” and
describe the location where logs of “The Steve Dahl Show”, which include discussions about
Applicant’s Mark, are kept, and by whom they. are kept.

RESPONSE TO INTERROGATORY NO. 15:

Applicant objects to this request as irrelevant to the question of registrability of

Applicant's Mark.

INTERROGATORY NO. 16:

Describe in detail the manner in which audio tapes are kept of the “The Steve Dahl
Show,” and describe the iocatioh where logs of “The Steve Dahl Show”, which include
discussions about Applicant’s Mark, are kept, and by whom they are kept.

4

"
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RESPONSE TO INTERROGATORY NO. 16:

Applicant objects to this request as irrelevant to the question of registrability of
Applicant's Mark.

Respectfully submitted,

Date: Febmary 22, 2006 M M M

Brian W. Kasell’
- Jeffer, Mangels, Butler & Marmaro LLP.
1900 Avenue of the Angels, 7% Floor
Los Angeles, California 90067-4308
(310) 203-8080
Attorneys for Steve Dahl & Company, Inc.

10
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CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the within APPLICANT'S RESPONSE TO
OPPOSER’S FIRST SET OF INTERROGATORIES TO APPLICANT was served by United
States first class mail, postage prepaid, upon the following counsel for the Opposer:

Howard S. Michael

BRINKS HOFER GILSON & LIONE
NBC Tower

455 N. Cityfront Plaza Drive
Suite 3600

Chicago, Illinois 60611-5599
(312) 321-4200

(312) 321-4299 (fax)

On February 22, 2006.

/A

“—SIMONE ROBINSON
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,
Opposer, "

Opposition No. 91166194

V.

~ STEVE DAHL & COMPANY, INC,,

Applicant,

APPLICANT'S RESPONSE TO OPPOSER’S FIRST
REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT

Pursuant to Rule 34 of the Federal Rules of Civil Procedure ("FRCP") and Rule
2.120 of the Trademark Rules of Practice (37 C.F R.§ 2.120), applicant Ste\}c Dahl &
Company, Inc. ("DAHL"), hereby responds to Opposer's First Request for Production of
Documents and Things to Applicant propounded by opposer Fox Broadcasting Company

("FOX" or "OPPOSER").

GENERAL STATEMENTS AND OBJECTIONS

1. DAHL objepts to the requests, and to each category of the requests, to the extent
that they seek information prﬁtecteci' from disclosure by the attorney-client privilege or the
attorney work product doctrine. Such documents or information shall not be produced in
response to the requests and any inadvertent production thereof shall not be deemed a waiver of
any privilege with respect to such documents or information, or of any work prodqct doctrine

which may attach thereto.
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2. DAHL objects to the requests, and to each category of the requests, to the extent
that they seek documents or information protected by DAHL’s right to privacy.

3. DAHL objects to the requests, and to each category of the.requests, to the extent
that they seek docmﬁents or information not in DAHL's possession, custody or control.

4, DAHL objects to the requests, and to each category of the requests, to the extent

‘they seek confidential business information or trade secrets. DAHL will not produce any
documents which it deems to embody material that is private, business confidential, proprietary,
or trade secret.

5. DAHL objects to the requests, and to each category of the requests, to the extent
they seek the production of documents which are not reasonably calculated to lead to the
discovery of admissible evidence.

6. DAHL objects to the requests, and to each category of the requests, on the ground
that the requests are ambiguous, overly broad, burdensome, and oppressive to the extent that they
seek documents already in FOX’s possession and/or equally available to both parties.

7. DAHL reserves the right to make use of, or introduce at any hearing, docﬁments
responsive to FOX’s requests for production but discovered subsequent to the date of these
responses. In accord with FRCP 26(e), DAHL shall supplement ifs responses to these requests if

- additional documents become known to if.

8. No response to any portion of the requests shall be deemed a waiver of anj/
objection not set forth which could be made to any such portion of the requests concerning the
relevance of the document, or the information set forth in the document and/or other matter
affecting potential admissibility of such information at the trial of this action. DAHL reserves all

objections as to the competency, relevance, materiality, privilege or admissibility as evidence in
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any subsequent proceeding in or trial of this or any other action for any purpose whatsoever of
this response and any document or thing produced in responsive to the requests.

9. DAHL will respond to each request on the basis of documents currently in its
possession. By stating in these responses that it will produce documents or it is searching for
documents, DAHL does not represent that any document actually exists, but rather that it will
make a diligent search and reasonable inquiry to ascertain whether documents respoﬁsive to
FOX’s request do, in fact, extst.

10. A full or partial .production of documents in any or all categories o-f the requests
shall not be deemed to be any waiver of DAHL’s right to object to further production of such
documents. DAHL reserve.s the right to object on any ground at any time to such other or
supplemental requests for production as FOX may at any time propound involving or relating to
the subject matter of the requests.

11.  Each and every response set forth below is made subject to the specific limitations
and objections set forth in the respective responses and the general limitations and objections set
- forth in these General Statements and Objections, These general limitations and objections form
a part of the response to each and every category of the requests and are set forth here to avoid
the unﬁecessary (iupﬁcation and repetition of restating them in each individual response.

12. DAHL objects to the location specified for inspection and copying. Such location
must be in accord with Trademark Rule 2.120(d)(2), i.e., the place where the doc_uments are
usually kept, a place agreed upon by the parties, or 2 place ordered (upon motion) by the TTAB.

13.  DAHL objects to Instruction No. 2 to the extent that it seeks documents beyond

the possession, custody, or control of DAHL,
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14.  DAHL objects to Instruction No. 3 to the extent that it seeks information beyond -

the scope of FRCP 26(b)(5).

15, DAHL objects to Instruction No. 4 to the extent that it seeks information beyond

the scope of FRCP 34(b).

DOCUMENTS REQUESTED

REQUEST FOR PRODUCTION OF DOCUMENT NO. 1:

All documents that relate to or refer to Applicant’s knowledge of the existence and/or

activities of Opposer,

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 1:

Dahl objects to this Request as vague and unduly broad. Notwithstanding the objection,
Dahl will produce or make available for inspection documents, if any, that reflect Dahl's

knowledge regarding Fox's use of Applicant's Mark.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 2:

All documents that relate to or refer to Applicant’s Mark and to trademark registrations or
applications covering Applicant’s Mark, including, but not limited to all papers filed with the
United States Patent and Trademark Office and any states.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NQ. 2:

Dah! objects to this request as unduly broad, burdensome and irrelevant. All do‘cl:uments‘
that refer or relate to Applicant's Mark may not have relevance to the registrability of Applicant's
Mark. Further, the documents that relate to Application Serial No. 78/195,541 are part of the
public record and readily available to opposer. Notwithstanding the objection, Dahl will produce

or make available for inspection responsive documents, if any.
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REQUEST FOR PRODUCTION OF DOCUMENT NO. 3:

All documents that relate to or refer to the creation, selection, development and adoption
of Applicant’s Mark and Applicant’s decision to use Applicant’s Mark.

'RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 3:

Dahl will produce or make available for inspection responsive documents, if any.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 4;

All documents that relate to or refer to any assignments, other transfers of ownership,
security interests, or any other title transfers that have taken place in connection with Applicant’s

Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 4:

No such documents exist,

| REQUEST FOR PRODUCTION OF DOCUMENT NO. 5:

All documents that relate to or refer to Applicant’s first use of Applicant’s Mark in the
United States.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 5:

No such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO., 6;

All documents that relate to or refer to any products or services sold or to be sold under

Applicant’s Mark.,
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RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 6:

Dahl objects to this request as unduly broad since it is not limited to Applicant's
activities. Notwithstanding the objection, Dahl will produce or make available for inspection,

responsive documents, if any.

REQUEST FOR PRODUCTION OF DOCUMENT NQO. 7:

All documents that relate to or refer to any market research or other studies or
investigations, whether formal or informal, regarding the types of individuals and the classes of
consumers who use goods or services sold under Applicant’s Mark.

RESPONSE, TO REQUEST FOR PRODUCTION OF DOCUMENT NQ. 7:

Dahl objects to this request as irrelevant to the question of registrability of Applicant's
Mark. Further, Applicanf's objects to the request as unduly broad since it is not limited to

Applicant's activities, Notwithstanding the objsction, no such documents exist,

REQUEST FOR PRODUCTION OF DOCUMENT NO. §:

All documents that relate to or refer to or reflect the dollar volume or sales of goods or
services sold under Applicant’s Mark in the United States from the first such sales to date,

RESPONSE TQ REQUEST FOR PRODUCTION OF DOCUMENT NO. 8:

Applicant objects to this request as overbroad since it is not limited to Applicant's

activities. Notwithstanding the objection, no such documents exist.
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REQUEST FOR PRODUCTION OF DOCUMENT NO. 9:

All documents that relate to or refer to or reflect the dollar volume of advertising and
promotional expenditures made in connection with goods or services sold under Applicant’s
Mark in the United States from the first such expenditures to date.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT N 0.9:

Applicant objects to this request as overbroad since it is not limited to Applicant's

activities. Notwithstanding the objection, no such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 10:

Specimens, originals when possible, of all advertising and promotional materials relating
to goods or services sold or intended to be sold under Applicant’s Mark in the United States,
including but not limited to labels, packaging, flyers, hangtags, direqt mail pieces, point or sale
pieces, signs, posters, newspaper advertissments, magazine advertisements, media articles,
catalogs, circulars, leaflets, brochures, television and radio commercials, and any dther publicly

distributed materials,

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 10:

Applicant objects to this request as overbroad since it is not limited to Applicant's

activities. Notwithstanding the objection, no such documents exist,

REQUEST FOR PRODUCTION OF DOCUMENT NO. 11: -

All documents that relate to or refer to any trademark searches which were conducted by
or for Applicant in connection with the use, possible registration or registration of Applicant’s
Mark in the United States, including searches of databases such as‘Westlaw, Lexis,; Nexis,

Dialog and Trademarkscan.
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RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 11:

Dahl will produce or make available for inspection responsive documents, if any.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 12:

All documents that relate to or refer to any plan or proposed plan to expand the goods
and/or services offered for sale, sold, or intended to be offered for sale or sold under Applicant’s

Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 12:

Applicant objects to this request as overbroad since it is not limited to Applicant's

activities. Notwithstanding the objection, no such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 13;

All magazine articles, newspaper articles or other publications that relate to or refer to
Applicant’s use or intended use of Applicant’s Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 13:

No such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 14:

All documents that relate to or refer to any modification of Applicant’s Mark as used or
intended to be used in connection with Applicant’s goods or services, including all documents
relating to the reason(s) such modification(s) were made,

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO, 14:

No such documents exist,
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REQUEST FOR PRODUCTION OF DOCUMENT NO. 15:

All documents that relate to or refer to any consumer survey or poll conducted by
Applicant or on behalf of Applicant, including the results thereof, which relate to or refer to
Applicant’s Mark, or to Applicant’s use or intended use of Applicant’s Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 15:

Applicant objects to this request as overbroad since it is not limited to Applicant's

 activities, Notwithstanding the objection, no such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 16:

All documents that relate to or refer to dealers, distributors, suppliers, sellers, ¢ustomers,
or prospective distributors, suppliers, sellers or customers, including any agreements relating to
goods and/or services offered, sold or mtended to be offered or sold under Apphcant’s Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NOQ. 16:

Applicant objects to this request as overbroad in its entirety, and also since it is not
limited to Applicant's activities. Further, the request is irrelevant to the question of registrability

of Applicant's Mark. Notwithstanding the objection, no such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 17:

All documents that relate to or refer to any surveys and any market research that has been
conducted concerning Applicant’s Mark, the individuals with knowledge concerning any such
surveys and market research, and the nature and methodology of any such surveys and market

research, including all questionnaires and tabulations.
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RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 17:

Applicant objects to this request as overbroad since it is not limited to Applicant's

activities. Notwithstanding the objection, no such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 18:

All documents that relate to or refer to Applicant’s responses to Opposer’s interrogatories
in this case, including all documents that support Applicant’s responses or that were reviewed in

connection with the preparation of Applicant’s responses.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 18:

No such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 19:

All documents that relate to or refer to the meaning or intended meaning of Applicani’s

Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 19:

Applicant objects to this request as overbroad since it is not limited to Applicant's |

activities. Notwithstanding the objection, no such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 26:

'All documents that relate to or refer to consumer perception or intended consumer

perception of Applicant’s Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO, 20:

Applicant objects to this request as overbroad since it is not limited to Applicant's

activities. Notwithstanding the objection, no such documents exist.

10
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REQUEST FOR PRODUCTION OF DOCUMENT NO. 21:

All documents that relate to or refer to the channels of trade of goods and/or services .
offered for sale or sold unider Applicant’s Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 21:

Na such documentis exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO, 22:

Al] documents that relate to or refer to the manner in which Applicant’s Mark is
displayed or is intended to be displayed in connection with Applicant’s goods and/or services: -

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 22:

No such documents exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 23:

Two original specimens of all products sold under Applicant’s Mark.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 23:

No such specimens exist.

REQUEST FOR PRODUCTION OF DOCUMENT NO. 24:

All documents that relate to or refer to any policies Applicant has with respect to

document retention or destruction.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 24:

No such documents exist.

11
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REQUEST FOR PRODUCTION OF DOCUMENT NO. 25:

All documents that relate to or refer to Applicant’s Mark on “The Steve Dahl Show,”

including but not limited to audio tapes and show logs.

RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 25:

Applicant objects to this request as vague and ambiguous in its entirety. Applicant also

objects to this request as irrelevant.

| Date: February 22, 2006 Respectfully submitted,

i ). fonlf

Brian W. Kasell

JEFFER MANGELS BUTLER & MANGELS
1900 Avenue of the Stars, 7" Floor

Los Angeles, California 90067-4308
(310)203-0567

Attorneys for Steve Dahl & Co., Inc.

12
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CERTIFICATE OF SERVICE

It is hereby certified that a frue copy of the within APPLICANT'S RESPONSE TO
OPPOSER’S FIRST REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS TO
APPLICANT was served by United States first class mail, postage prepaid, upon the following
counsel for the Opposer: ' :

Howard S. Michael

BRINKS HOFER (GILSON & LIONE
NBC Tower

455 N. Cityfront Plaza Drive
Suite 3600

Chicago, 1L 60611-5599

(312) 321-4200

{312) 321-4299 (fax)

On February 22, 2006.

SIMONE ROBINSON

13
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer, .
Opposition No. 91166194
V.

STEVE DAHL & COMPANY, INC,,

Applicant,

OPPOSER’S SECOND SET OF INTERROGATORIES TO APPLICANT

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, and Trademark Rule
2.120 (37 C.F.R. § 2.120), Opposer Fox Broadcasting Company (“Opposer™), by and through
its attorneys, hereby propounds the following Interrogatories to Applicant Steve Dahl & Co.,
Inc. (“Applicant™), to be answered separately and fully in writing and under oath within the

time required by Fed. R. Civ. P. 33 and any other applicable rules.
INSTRUCTIONS AND DEFINITIONS

The Instructions and Definitions set forth in Opposer’s Second Request for
Production of Documents and Things to Applicant, served concurrently herewith, shall also
apply to these Interrogatories.

In addition, the following Instructions and Definitions apply herein:

A. These Interrogatories shall be deemed to seek answers as of the date hereof
and shall be deemed to be continuing so that any additional information relating in any way

to these Interrogatories which Applicant acquires or which becomes known to Applicant up



to and including the time of trial shall be furnished to Opposer promptly after such
information is acquired or becomes known.

B. If relief is sought under Rule 26(c), Fed. R. Civ. P. concerning any
interrogatories, requests for production or inspection, requests for admissions, answers to
interrogatories or responses to requests for admissions, copies of the portions of the
interrogatories, requests, answers or responses in dispute shall be attached to the motion.

C. The full text of the definitions and rules of construction set forth in this
paragraph is deemed incorporated by reference into all discovery requests, but shall not
preclude (i) the definition of other terms specific to the particular litigation, (ii) the use of
abbreviations or (iii) a more narrow definition of a term defined in this paragraph. This rule
is not intended to broaden or narrow the scope of discovery permitted by the Federal Rules of

Civil Procedure. The following definitions apply to all discovery requests:

(1) The term “communication” means the transmittal of information (in the form of
facts, ideas, inquiries or otherwise).

(2) The term “document” is defined to be synonymous in meaning and equal in scope
to the usage of this term in Federal Rule of Civil Procedure 34(a). A draft of a nonidentical
copy is a separate document within the meaning of this term.

(3) The terms “opposer” and “applicant” as well as a party’s full or
abbreviated name or pronoun referring to a party mean the party and, where applicable, its
officers, directors, employees, partners, corporate parent, subsidiaries or affiliates. This
definition is not intended to impose a discovery obligation on any person who is not a party

to the litigation.



(4) The term “person” is defined as any natural person or business, legal or
governmental entity or association.
(5) The term “concerning” means relating to, referring to, describing, evidencing or
constituting.
(6) The terms “identify” or to give the “identity” mean:
(a)  inthe case of a natural person to state:
(1) his/her full name;
(if)  the present residence address and telephone number;
(iii)  the present business address and telephone number;
(iv)  the present position, business affiliation and job description;
(v)  ifany of the information set forth in (a)} - (d) is unknown, so
state and set forth the corresponding last known such
information;
(b)  inthe case of a corporation or other business entity, to state:
) its full name;
(ii)  the address and principal place of business;
(iif)  the identity of officers or other persons haviﬁg knowledge of the
matter with respect to which the corporation or entity is named;
(¢}  inthe case of a document, to state
(i) the identity of the person(s) originating and preparing it and the
sender;
(i)  its general type (e.g., letter, memo, report, invoice, etc.), title,

identifying number and the general nature of its subject matter;



(iii)  the identity of the addressees and distributors, if any;

(iv)  its date of preparation;

(v) its date and manner of transmission, distribution and
publication, if any;

-(vi)  the location of each copy (including title, index number and
location of the file in which it is kept or from which it was
removed) and identity of the present custodian or persons
responsible for its filing or other disposition; and

(vii} the identity of persons who can authenticate or identify it.

INTERROGATORIES
INTERROGATORY NO. 17:

Identify all facts upon which Applicant intends to rely to show that Applicant’s Mark

is inherently distinctive.

Respectfully submitted,

/ﬂ.—-’"’*"
Date: February 23, 2006 w

Howard S. Michael

BRINKS HOFER GILSON & LIONE
P.O.Box 10395

Chicago, Illinois 60610

Phone: 312-321-4200

Fax: 312-321-4299

Attorneys for Fox Broadcasting Company _



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and accurate copy of the fore,going
OPPOSER’S SECOND SET OF INTERROGATORIES TO APPLICANT was
served on counsel for Applicant on this 23" day of February, 2006, via first class
mail, postage prepaid, addressed as follows:

Rod S. Berman
JEFFER MANGELS BUTLER & MARMARO LLP

1900 Avenue of the Stars, 7% Floor
Los Angeles, California 90067-4308
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,
.Opposer,
Opposition No.-91166194
V.
STEVE DAHL & COMPANY, INC,,

Applicant.

OPPOSER’S SECOND REQUEST FOR PRODUCTION OF DOCUMENTS AND
THINGS TO APPLICANT

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and Trademark Rule
2.120 (C.F.R. § 2.120), Opposer Fox Broadcasting Company (“Opposer™), by and through its
attorneys, hereby requests that Applicant Steve Dahl & Co., Inc. (“Applicant”) produce the
- documents and things described herein for inspection and copying at the offices Aof Brinks
Hofer Gilson & Lione, 455 North Cityfront Plaza Drive, Suite 3600, Chicago, Illinois 60611,
at the time required by Fed. R. Civ. P. 34 and any other applicable rules in accordance with

the Definitions and Instructions set forth herein.

INSTRUCTIONS

1. Applicant is to produce all originals, drafts, copies and photographs of the
documents requested.

2. The documents to be produced in response to this request include all
documents within Applicant’s possession, custody or control. This includes docurnents in

the possession, custody or contro} of its related companies, including but not limited to



| subsidiaries, attorneys, agents, employees, investigators, consultants, and experts, as well as
any firm, company, corporation or business in which Applicant owns a controlling interest or
over which Applicant exercises control in fact. Applicant is required to use reasonable
diligence to locate the documents, including those that are not in Applicant’s immediate
possession.

3. If Applicant claims that the attorney-client privilege, or any other privilege,
doctrine or reason for withholding a document is applicablé, please set forth in writing:

(a) the date of the document; (b) the type of document; (c) the subject matter or the
document, {d) the name, employment, and title of each person who prepared or received the
document or any copy thereof; and (e) the basis for the claim of privilege or other ground for
withholding the document. If it is claimed that only part of the document is privileged or
otherwise need not be produced, please produce the remaining part of the document,

4, If any document to be produced has been lost, discarded, transferred to another
person or entity, destroyed, or otherwise disposed of, please set forth in writing: (a) the date,
name and subject matter of the document; (b) the name, employment and title of each person
who prepared, received, reviewed, or had custody, possession, or control or the document;
(c) all persons with knowledge of the contents or any portion of the contents of the
document; (d) the previous location of the document; (¢) the date of disposal or transfer of
the document; (f) the reason for disposal or transfer of the document; and, if applicable,

(g) the manner of disposal of the document; or, if applicable, (h) the names and addresses of
; the transferees of the document,
| 5. Documents shall be produced in an order corresponding to each paragraph of

this document request or, in the alternative, they may be produced in the same order as they
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are maintained in the ordinary course or business. If there are no documents or things
responsive to a particular request, Applicant shall so state in writing in its response.

6. These requests shall be deemed continuing, so as to require further and
supplemental production promptly if Applicant receives, generates or discovers additional
documents called for herein between the time of the production and the time of any motion

or evidentiary hearing.

DEFINITIONS

L. “Document” or “documents” include every original (and every copy of any
original or copy which differs in any way from any original) and every writing or recording
of every kind or description, whether handwritten, typed, drawn, sketched, printed or
recorded by any physical, mechanical, electronic or, electrical means whatsoever, including
without limitation, books, records, papers, pamphlets, brochures, ﬂyers, Internet web pages,
mailings, circulars, advertisements, displays, specifications, surveys, drawings, sketches,
graphs, charts, plans, ledger accounts, audits, inventories, tax returns, financial statements,
profit and loss statements, cash flow statements, balance sheets, annual or other periodic
reports, prospectuses, registrations, solicitations, minutes, stock ledgers, stock certificates,
licenses, permits, calendars, appointment books, diaries, telephone bill and toll call records,
expense reports, commission statements, itineraries, agendas, checkbooks, canceled checks,
receipts, contracts, agreements, assignments, applications, offers, acceptances, proposals,-
financing statements, documents or titles, appraisals, purchase orders, invoirces, bills of

lading, written memorials or oral communications, forecasts, photographs, photographic



slides, or negatives, films, filmstrips, audio and video tapes, tape recordings and computer
stored data, as well as any drafts of the foregoing.

2. The conjunctive shall include the disjunctive and the disjunctive shall include

the conjunctive.

3. The singular shall include the plural and the plural shall include the singular,
4. A masculine, feminine or neuter pronoun shall not exclude the other genders.
5. “Refers to” or “relates to” means directly or indirectly mentioning or

describing, referring to, pertaining to, concerning, evidencing, being connected with,
constituting, comprising or reflecting upon a stated subject matter.

6. “Opposer” means Opposer Fox Broadcasting Company, and any of its related
companies within the meaning of the Lanham Act, and its employees, agents, officers,
directors, attorneys, licensees, assignees and any predecessors-in-interest.

7. “Applicant” means Applicant Steve Dahl & Company, Inc., its parents,
divisions, subsidiaries, related companies within the meaning or Section 1127 of the Lanham
Act, licensees, assignees, employees, agents, officers, directors, attorneys and predecessors
in interest.

8. “Applicant’s Mark” shall mean the purported mark covered by Application
Serial No. 78/195,541, the application that is the subject of this opposition proceeding, and
any other similar marks, used either alone or in connection with other words or designs, in
any typestyle, format or design.

9, “Mark” includes trademarks, service marks, and trade names as defined in 15

US.C. § 1127.



10.  “Person” refers to both natural persons and to corporate or other business

entities.

DOCUMENTS REQUESTED
REQUEST FOR PRODUCTION NO. 26:

All documents and things that relate or refer to uses of the term “trading spouses” in
any manner by any third party.

REQUEST FOR PRODUCTION NO. 27:

All documents and things upon which Applicant will rely to support its contention
that TRADING SPOUSES is either inherently distinctive or has acquired distinctiveness.

Respectfully submitted,

Date; February 23, 2006 MM
Howard S. Michael
BRINKS HOFER GILSON & LIONE
P.0O. Box 10395
Chicago, Illinois 60610
Phone: 312-321-4200
Fax: 312-321-4299

Attorneys for Fox Broadcasting Company



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and accurate copy of the foregoing
OPPOSER’S SECOND REQUEST FOR PRODUCTION OF DOCUMENTS AND
| THINGS TO APPLICANT was served on counsel for Applicant on this 23" day of
February, 2006, via first class mail, postage prepaid, addressed as follows:
Rod S. Berman
JEFFER MANGELS BUTLER & MARMARO LLP

1900 Avenue of the Stars, 7" Floor
Los Angeles, California 90067-4308

By: M"







CERTIFICATE OF ELECTRONIC FILING: 1 hereby
cettify that this correspondence is being filed
electronically with the United States Patent and
Trademark Office, Trademark Traxl and Appeal Board at
the following Internet addrass: : B, O

Fehruary 24, 2006
(date of deposit)

[ AP S

{name of porson signig certificats)

Hoy . Mi
(uignsture)

4,
(date of signature)

- IN'THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY, )
) Opposition No. 91166194
Opposer, )
. ) Serial No. 78/195,541
)
STEVE DAHL & COMPANY , INC,, ) Mark: TRADING SPOUSES
)
Applicant, )

CONSENTED REQUEST THAT DISCOVERY AND TRIAL DATES BE RESET

It is hereby stipulated and agreed between the parties, this Honorable Board
consenting, that the discovery and trial dates in the above-referenced case be reset, subject to
the restrictions below, as follows:

Discovery petiod to close: May 27, 2006

30-day testimony period for party in . August 25, 2006
position of plaintiff to close:

SO—day testimony period for party in October 24, 2006
position of defendant to close;



15-day rebuttal testimony period for December 8, 2006
plaintiff to close: _

The parties will work together to reschedule depositions already noticed at a mutually
convenient time. The parties agree that they are each foreclosed from conducting additional
discovery except as reasonably required to follow up on information newly-disclosed during
the already-noticed discovery depositions. This does not bar either party from those actions
necessary to resolve discovery issues/disputes regarding already-served written discovery or
already-noticed depositions. Nothing herein shall prohibit either side from supplementing
written responses and/or document production in response to written discovery already
served. Howard Michael, counsel for Opposer, and Brian Kasell, counsel for Applicant,
agreed to this consented motion on February 24, 2006, via email. A copy of this request is

being served on counsel for Applicant as reflected in the attached Certificate of Service.

Respectfully submitted,

David 5. Fleming

Philip A. Jones

Howard S. Michael :
BRINKS HOFER GILSON & LIONE
P.O. Box 10395

Chicago, Hlinois 60610

(312) 321-4200

Date: February 24, 2006 By:

Attorneys for Opposer
"FOX BROADCASTING COMPANY



CERTIFICATE OF SERVICE °

The undersigned hereby certifies that a true and accurate dopy of the foregoing
CONSENTED REQUEST THAT DISCOVERY AND TRIAL DATES BE RESET
was served on counsel for Applicant on this 24" day of February, 2006, via first class
mail, postage prepaid, addressed as follows:

Rod 8. Berman
Brian Kasell
JEFFER MANGELS BUTLER & MARMARO LLp

1900 Avenue of the Stars, 7% Floor
Los Angeles, California 90067-4308

-
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UNITED STATES
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

- FOX BROADCASTING COMPANY,
Opposer, .
Opposttion No. 91166194
V.

STEVE DAHL & COMPANY, INC,,

Applicant.

. APPLICANT'S RESPONSE TO OPPOSER’S
SECOND SET OF INTERROGATORIES TO APPLICANT

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, and Trademark Rule 2.120
(37 C.F.R. § 2.120), Applicant Steve Dahl & Company, Inc. (“Applicant”), by and through its
attorneys, hereby responds to Opposer’s Second Set of Interrogatories to Applicant propounded

by Fox Broadcasting Company (“Opposer™).
GENERAL STATEMENTS AND QBJECTIONS

1. DAHL ’objects to the interrogatories, and to each category of the interrogatories,
to the extent that they seek information protected from disclosure by the attorney-client privilege
or the attorney work product doctrine. Such information shall not be produced in response to the
interrogatories and any inadvertent production thereof shall not be deemed a waiver of any
privilege with respect to such information, or of any work product doctrine which may attach
thereto,

2. DAHL objects to the interrogatories, and to each category of the interro gatories,

to the extent that they seek information protected by DAHL’s right to privacy.

3897457v]



3. DAHL objects to the interrogatories, and to each category of the interrogatories,
to the extent that they seek information not in DAHL’s possession, custedy or control.

4. DAHL objects to the interro gatori_es, and to each category of the interrogatories,
to the extent they seek confidential business information or trade secrets, DAHL will not
-prqduce any information Which it deems to embody material that is private, business
confidential, proprietary, or trade secret.

5. DAHL objects to the interrogatories, and to each category of the interrogatories,
to the extent they seek iﬁformation which is not reasonably calculated to lead to the discovery of
admissible evidence,

6. DAHL objects to the interrogatories, a;‘ad to each category of the interrogatories,
on-the ground that the interrogatories are ambiguous, overly broad, burdensome, and oppressive
to the extent that they seek information already in FOX's possession and/or equally available to

both parties.

7. DAHL will respond to eéch interrogatory on the basis of infomlati;on currently in
its possession. DAHL reserves the right to make use of, or introduce at any hearing, information
responsive to FOX’s interrogatories but discovered subsequent to the date of these responses. In
accord with FRCP 26(¢), DAHL shall supplement its responses to these interrogatories if
additional information becomes known to it.

8. No response to any portion of the interrogatories shall be deemed a waiver of any
objection not set forth which could be made to any such portion of the interrogatories concemiﬁg
the relevance of the infoﬁnation set forth and/or other matter affecting pétenﬁal admissibility of
such information at the trial of this action. DAHL reserves all obj éctions as to the competency,

relevance, materiality, privilege or admissibility as evidence in any subsequent proceeding in or
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trial of this or any other action for any pufposg whatsoever of this response and any inférmaﬁon
produced in response to the interrogatories.

9. Each and every response set forth below is made subject to the specific limitations
and objections set forth in the respective responses and the general limitations and objections set
forth in these General Statements and Objections. These general limitations and objections form
a part of the response to each and every category of the interrogatories and are set forth here to

- avoid the unnecessary duplication and repetition of restating them in each individual response.

INTERROGATORIES
INTERROGATORY NO. 17:
Identify all facts upon which Applicant intends to rely to show that Applicant's Mark is
inherently distinctive.

RESPONSE TO INTERROGATORY NO. 17:

Pursuant to Federal Rule of Civil Procedure 33(d), Apﬁlicant is producing,
concurrently with this interrogatory response, copies of its business records from which the
answer to this interrogatory may be ascertained. The documents are being produced as Bates
Nos. SDC 000001 - SDC 000045,

Applicant further responds to this interrogatory as follows: Applicant's Mark is
inherently distinctive because it is a suggestive mark that requires imagination, thought and
perception to reach a conclusion as to the nature of the goods‘and/or services ag to which

_Tegistration is sought,

"/
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Further, Applicant's investigation of the facts is ongoing and, if any additional
information responsive to.this interrogatory is uncovered, Applicant will supplement its

response,

Respectfully submitted,

Date: March 30, 2006 /é{)\ afi ,

Brian W, Kasell

JEFFER, MANGELS, BUTLER & MARMARO LLP.
1900 Avenue of the Angels, 7" Floor

Los Angeles, California 90067-4308

(310) 203-8080

Attorneys for Steve Dahl & Company, Inc.
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VERIFICATION

STATE OF ILLINOIS, COUNTY OF COOK

I have read the foregoing APPLICANT'S RESPONSE TO OPPOSER'S SECOND SET

OF INTERROGATORIES TO APPLICANT and know its contents.

0

CHECK APPLICABLE PARAGRAPH

I'am a party to this action. The matters stated in it are trae of my own knowledge cx;:erpt
as lo those matters which are stated on informatian and belief, and as to those matters
believe them to be nue. °

Iam [] an Officer [ ] a partner, [] of Steve Dahl & Company, Inc., party to this
action, and am authorized to make this verification for and on its behalf, and 1 make this
verification for that reason. Ihave read the foregoing document and know its contents, 1
am informed and believe that the matters stated therein are e,

T am one of the attomays for » a party to this action. Such party is absent from the
county of aforesaid where such attorneys have their offices, and I make this verification
for and on behaif of that party for that reason. 1have read the foregoing document and
know its contents. Iam informed and believe and on that ground allege that the matters
stated in it are true.

I declare under penalty of perjury under the laws of the United States of America and the

State of Califemia that the foregomg is true and comect,

482049

Executed on March __, 2006, at Chicago, Illinois.

\ ‘ SIGNATURE



CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the within APPLICANT'S RESPONSE TO
OPPOSER’S SECOND SET OF INTERROGATORIES TO APPLICANT was served by United
States first class mail, postage prepaid, upon the following counsel for the Opposer:

Howard S. Michael

BRINKS HOFER GILSON & LIONE
NBC Tower

455 N. Cityfront Plaza Drive
Suite 3600

Chicago, Illinois 60611-5599
(312) 321-4200

(312) 321-4299 (fax)

On March 30, 2006.

STMONE ROBINSON

3897457vI






IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FOX BROADCASTING COMPANY,

Opposer, .
Opposition No. 91166194
V. '

STEVE DAHL & COMPANY, INC., -

Applicant.

APPLICANT'S RESPONSE TO OPPOSER’S SECOND
REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT .

Pursuant to Rule 34 of the Federal Rules of Civil Procedure ("FRCP") and Rule
2.120 of the Trademark Rules of Practice (37 C.F.R.§ 2.120), applicant Steve Dahl &
Company, Inc. ("DAHL"), hereby responds to Opposer's Second Request For Production of
Documents and Things to Applicant propounded by opposer Fox Broadcasting Company

("FOX".or "OPPOSER").

GENERAL STATEMENTS AND OBJECTIONS

i. DAHL objects to the requests, and to each category'of the requests, to the extent
that they seek information protected from disclosure_by‘the attorney-client privilege or the
attorney work product doctrine. Such documents or information shall not be producgd in
response to the requests and any inadvertent production thereof shall not be deemed a waiver of
any privilege with respect to such documents or information, or of any work product doctrine

which may attach thereto.

3397460v|



2. DAHL objects to the requests, and to each category of the requests, to the extent
that they seek documents or information protected by DAHL’s right to privacy.

3. DAHL objects to tﬁe requests, and to each category of the requests, to the extent
that they seek documents or information not in DAHL’s possession, custody or control,

4. DAIL objects to the requests, and to each category of the requests, to the extent
they seek confidential business information or trade secrets. DAHL will not produce any
documents which it deems to embody material that is private, business confidential, proprigtary,
or trade secret.

5. DAHL objects to the requests, and to each category of the requests, to the. extent
- they seek the production of documents which are not reasonably calculated to lead to the
discovery of admissible evidence.

6. DAHL objects to the requests, and to each category of the requests, on the ground
that the requests are ambiguous, overly broad, burdensome, and pppressive to the extent that they
seck documents already in FOX’s possession and/or equally available to both parties.

7. DAHL reserves the right to make use of, or introduce at any hearing, documents
responsive to FOXs requests for production but discovered subsequent to the date of these
responses. In accord with FRCP 26(e), DAHL shall supplement its responses to these requests if _
additional documents become known to it. |

8. No response to any portion of the requests shall be deemed a waiver of any
objection not set forth which could be made to any such portion of the requests concerning the
relevance of the document, or the infoﬁnation set forth in the document and/or other matter
affecting potential admissibility of such information atl the trial of this action. DAHL reserves all

objections as to the competency, relevance, materiality, privilege or admissibility as evidence in
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any subseq_ﬁent préceeding in or trial of this or any other action for any purpose whatsoever of
this response and any document or thing produced in responsive to the requests,

9. DAHL will respond to each request on the basis of documents currently in its
possession. By stating in these responses that it will produce documents or it is searching for
documents, DAHL does not represent that any document actually exists, but rather that it will
make a diligent search and reasonable inquiry to ascertain whether documents responsive to
FOX’s request do, in fact, exist.

10. A full or partial production of documents in any or all categories of the requests
shall not be deemed to be any waiver of DAHL’s right to o_bj:ect to further production of such
documents. DAHL reserves the right to object on any ground at any time to such other or
suppl‘émental requests for production as FOX may at any time propound involving or relating to
the subject matter of the requests.

11;  Bach and every response set forth below is made subject to the specific limitations
and objections set forth.in the respective responses and the general limitations and objections set
forth in these General Statements and Objections. These general limitations and objections form
a barl: of the response to each and every category of the requests and are set forth here to avoid
the unnecessary duplication and repetition of restating them in each individual response. -

12.  DAHL objects to the location specified for inspection and copying. Such location
must be in accord with Trademark Rule 2.120(d)(2), i.e., the place where the documents are
usually kept, a place agreed upon by the parties, or a place ordered (upon motion) by the TTAB.

13.  DAHL objects to Instruction No. 2 to the extent that it seeks documents beyond

the possession, custody, or control of DAHL.
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14, DAHL objects to Instruction No. 3 to the extent that it seeks information beyond

the scope of FRCP 26(b)(5).

15.  DAHL objects to Instruction No. 4 to the extent that it seeks information beyond

the scope of FRCP 34(b).

DOCUMENTS REQUESTED

REQUEST FOR PRODUCTION NO. 26:

All documents and things that relate or refer to uses of the term "trading spouses" in any
manner by any third party.

RESPONSE TO REQUEST FOR PROD.UCTION NO. 26:

Applicant is producing, concurrently with this response, documents responsive to this
request. Further, Applicant's investigation of the facts is ongoing and, if any additional

documents responsive to this request are uncovered, Applicant will supplement this response:

REQUEST FOR PRODUCTION NO. 27:

All documents and things upon which Applicant will rely to support its contention that

TRADING SPOUSES is either inherently distinctive or has acquired distinctiveness.
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RESPONSE TO REQUEST FOR PRODUCTION OF DOCUMENT NO. 27;

Applicant is producing, concurrently with this response, documents responsive to this
request. Further, Applicant's investigation of the facts is ongoing and, if any additional

documents responsive to this request are uncovered, Applicant will supplement this response.

Date: March 30, 2006 Respectfully submitted,

bl fo!

Brian W. Kasell

JEFFER MANGELS BUTLER & MANGELS'
1900 Avenue of the Stars, 7" Floor

Los Angeles, California 90067-4308
(310)203-0567 . .
Attorneys for Steve Dahl & Co., Inc.

3897480v1 _ o : ;



CERTIFICATE OF SERVICE

It is hereby certified that a true copy of the within APPLICANT'S RESPONSE TO
OPPOSER’S SECOND REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS
TO APPLICANT was served by United States first class mail, postage prepaid, upon the
following counsel for the Opposer:

Howard S. Michael

BRINKS HOFER GILSON & LIONE
NBC Tower

455 N, Cityfront Plaza Drive
Suite 3600

Chicago, IL 60611-5599

(312) 321-4200

(312) 321-4299 (fax)

On March 30, 2006.

=/

SIMONE ROBINSON
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Jeffer Mangels
Butler & Marmaro LLP

- TMBM

Brian W. Kasell 1200 Avenue of the Stars, 7th Floor

Direct: (310) 785-5330 Los Angeles, California 80087-4308
bkasell@jmbm.com {310) 203-8080 (310) 203-0567 Fax

www jmbm.com
Ref: 65583-0002

March 30, 2006

ORIGINAL VIA U.S. MAIL

Howard S. Michael, Esq.

BRINKS, HOFER, GILSON & LIONE

NBC Tower

455 N. CityFront Plaza Drive, Suite 3600
Chicago, Illinois 60611-5599

Re:  Fox Broadcasting Company v. Steve Dahl & Co
TTAB Opposition No. 91166194
Our Reference: 65583-0002
Your Reference: 12942/3

Dear Howard:

Enclosed please find Applicant's responses to Opposer's second set of interrogatories and
second set of document requests. Also enclosed is Applicant's document production Bates Nos.
SDC 00001 - SDC 000050.

On a related matter, and further to our telephone conversation last week regarding
potential settlement of the above-referenced action, please be advised that your suggestion of
merely covering the nominal amount of Applicant's prosecution costs for the underlying
application is a non-starter.

Very truly yours,

B 10 fuelf

BRIAN W. KASELL of
Jeffer, Mangels, Butler & Marmaro LLP

BWKsrl
Enclosures
e, Rod S. Berman, Esq.

A Limited Liability Law Partnership Including Professional Corporations / Los Angeles » San Francisco
3901528y | :



Side - 1

NOTICE OF PUBLICATION UNDER §12(a)
MAILING DATE: Mar 23, 2005 '
PUBLICATION DATE: Apr 12,2005

The mark identified below will be published in the Official Gazette on Apr 12, 2005. Any party who believes they will be damaged by
registration of the mark may oppose its registration by filing an opposition to registration or a request to extend the time to oppose within
thirty (30} days from the publication date on this notice. 1fno opposition is filed within the time specified by law, the USPTO may issue a
Natice of Allowance. ‘ ‘

To view the Official Gazette online or to arder a paper copy, visit the USPTO website at http://www uspto. gov/web/trademarks/tmog/ any -
time within the five-week pericd after the date of publication. You may also order a printed version from the U.S, Govermnment Printing

Office (GPO) at hitp://bookstore.gno.gov or 202-512-1800, To check the status of your application, go to hitp://tarr.uspto_gov/.

|SERIAL NUMBER: 78195541
MARK: TRADING SPOUSES

Side -2

UNITED STATES PATENT AND TRADEMARK OFFICE
COMMISSIONER FOR TRADEMARKS

P.O. BOX 1451

ALEXANDRIA, VA 223(3-145(

FIRST-CLASS MAIL
U.8 POSTAGE
PAID

GEORGE WHEELER

MCANDREWS, HELD, & MALLOY, LTD
CITICORP CTR 34TH FL

500 W MADISON ST

CHICAGO, IL. 60661

SDC 0000 1



FROM McANDREWS, HELD, & NALLO, (FRI) 8.27 04 15:4:, oT. 15:40/X0. 4861050645 P |

MCANDREWS, HELD & MALLOY
34THFLOOR ‘

800 WEST ManisonN STReeT
CHICAGO, ILLINOIS BOBE 1T

TELEPHONE: (312) 775-8000
FACSIMILE: (312) 775-8100

FAX COVER LETTER
CONFIDENTIAL

THE ENCLOSED MATERIAL 18 INTENDED FOR THE RECIPIENT NAMED BELOW AND. UNLESS OTHERWISE
EXPRESSLY INDICATED, IS CONFIDENTIAL AND PRIVILEGED INFORMATION. ANY DISSEMINATION,
DISTRIBUTION OR COPYING OF THE ENCLOSED MATERIALS IS PROHIBITED. IF YOU RECENVE THIS
TRANSMISSION IN ERROR, PLEASE NOTIFY US IMMEDIATELY BY TELEPHONE, AT OUR EXPENSE, AND
DESTROY THE ENCLOSED MATERIALS. YOUR COORERATION IS APPREGIATED.
TO: United States Patent & Trademark Office - Trademark Law Office

102/ | .
FROM: - George Wheeler/hh USER ID:8146
DATE: August 27, 2004
FAX NO.: (703)746-8102"
CLIENT: - 2054
MATTER: 23396U801

Number of Pages This Transmission (Including Cover Page): 2

Message: | hereby certify that the atached correspundence is being transmitted by
Facsimile to the United States Patent.& Trademark office on August 27, 2004. ‘

(it '
Heiehﬂugfﬁeé ¥

If you have problems receiving this facsimile transmission, please contact the sender at
the above telephone number,

- " SDC 0000 2
_PAGE:12* ROVD AT 812712004 :42:54 PI [Easten Dayllght Tme] SVR.USPTO EFYRF 21 DNIS: 7468102 CSID: 27074155 DURATION {imimess):0042
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FROM McANDREWS, HELD, & MALLO,

Attorney Docket No. 333510801

In re the Trademark Application of:
STEVE DAHL & COMPANY, INC,
Serial No. 78/195541

Filed: December 17, 2002

Mark:‘ TRADING SPOUSES

Commissioner for Trademarks
2900 Crystal Drive ‘ :
Arlingtan, Virginia 22202-3513

Dear Sir;

(FRI} 82704 15:4., T, {5:40/X0. 4861050645 P 2
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE |

S M Bt S e N o b St S

TRADEMARK
Examining Attorney:
Steven R. Berk
Law Office: 102
| heraby certify that this corresporidence

ls being transmitted by Facsimile to the
United States Patent and Trademark -

George F. Wheeler
Attorney for Applicant

On ‘August 27, 2004, Registrant submitted via the Trademark Electronic

Applg‘cation System a Response fo the August 24, 2004 Office Actian in which .2 new

Class was added. Registrant inadveriently submitted the incorrect fee for adding a new

class. A fee of $335 is required for adding a dlass, Registrant only submitted $100.

Please charge 'any additional feeé'-that may be Incurred by the Applicant to Deposit

Account No. 13-0017 (McAndrews, Held & Malloy, Lid.).

Date: August 27, 2004

McAndrews, Held & Malloy, Ltd,

500 West Madison Street, 34th Floor

Chicago, lllinocis 60661
312-775-8000

Respectfully submitted,

G%o?ée F. Wheeler
Attornay for Registrant

S(DC 0000 3

PAGE 212" RCVDDAT 82712004 4:42:54 P Eastem Dayfight Tie)* SVRUSPTO.EF ¥RF-2/1 DNIS:7463402* CSD:3127070155  DURATION 580042




























































































































































