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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial Number 78/239,086
Mark: GEODE
Published: April 12, 2005
ADVANCED MICRO DEVICES, INC.,
Opposer,
V.
Opposition Number 91165206
RESEARCH TRIANGLE INSTITUTE,

Applicant.

APPLICANT’S ANSWER TO NOTICE OF OPPOSITION

In response to the Notice of Opposition (hereinafter “Notice of Opposition™) of Opposer
Advanced Micro Devices, Inc. (hereinafter “Opposer”) mailed by the Board on May 16, 2005, the
Applicant, Research Triangle Institute, (hereinafter “Applicant”) hereby answers said opposition as
follows:

With regard to the allegations in the preamble to the Notice of Opposition, Applicant is without
information or belief sufficient to admit or deny the allegations concerning Opposer’s incorporation or
location and, on that basis, denies these allegations. Further, Applicant denies the allegation that Opposer
will be damaged by Applicant’s registration of the mark shown in Application No. 78/239,086
(“Applicant’s Mark”).

1. Answering Paragraph 1 of the Notice of Opposition, Applicant is without information or
belief sufficient to admit or deny the allegations of Paragraph 1 and, on that basis, denies each and every

allegation therein.
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2. Answering Paragraph 2 of the Notice of Opposition, Applicant is without information or
belief sufficient to admit or deny the allegations of Paragraph 2 and, on that basis, denies each and every
allegation therein.

3. Answering Paragraph 3 of the Notice of Opposition, Applicant is without information or
belief sufficient to admit or deny the allegations of Paragraph 3 and, on that basis, denies each and every
allegation therein.

4. Answering Paragraph 4 of the Notice of Opposition, Applicant admits that Opposer is the
record owner of U.S. Registration No. 2,749,120 (“Opposer’s Mark”) in the United States Patent and
Trademark Office for GEODE covering “computer chips and microprocessors” (“Opposer’s Goods”).

5. Answering Paragraph 5 of the Notice of Opposition, Applicant is without information or
belief sufficient to admit or deny the allegations of Paragraph 5 and, on that basis, denies each and every
allegation therein.

6. Answering Paragraph 6 of the Notice of Opposition, Applicant is without information or
belief sufficient to admit or deny the allegations of Paragraph 6 and, on that basis, denies each and every
allegation therein.

7. Answering Paragraph 7 of the Notice of Opposition, Applicant admits that on April 17,
2003 it filed an application for registration of Applicant’s Mark, which application was assigned
Application No. 78/239,086 (“Applicant’s Application”). Applicant’s Application seeks registration for
its GEODE mark for “computer software providing access via a global computer network to
environmental data for use in the field of environmental analysis, namely, software for accessing and
analyzing chemical and geologic data relating to samples of environmental media such as soil, air, waste
and groundwater samples, software for accessing environmental maps and sampling locations, and
software and programs for use in accessing and analyzing environmental data, namely, data querying,
access, integration and analysis of environmental data, documents and project scheduling, and
instructional manuals sold therewith as a unit” in International Class 9 (“Applicant’s Goods™). Applicant

asserts that Applicant’s Application speaks for itself..

TRI1\650452v1 2



8. Answering Paragraph 8 of the Notice of Opposition, Applicant’s first use in commerce of
its GEODE mark in connection with Applicant’s Goods was at least as early as April 10, 2002. To the
extent not expressly admitted herein, Applicant denies the allegations in Paragraph 8.

9. Answering Paragraph 9 of the Notice of Opposition, Applicant denies the allegations in
Paragraph 9 to the extent they imply that Applicant requires Opposer’s consent to use and/or register
Applicant’s Mark.

10. Answering Paragraph 10 of the Notice of Opposition, Applicant contends that the
allegations in Paragraph 10 constitute a legal conclusion to which no response is required. To the extent a

response is deemed required, Applicant denies the allegations in Paragraph 10.

Any remaining allegations contained in the Notice of Opposition which are not specifically
addressed above are denied.
AFFIRMATIVE DEFENSES
In further answer to the Notice of Opposition, Applicant asserts as separate and affirmative
defenses that:

FIRST AFFIRMATIVE DEFENSE

The Notice of Opposition and each paragraph thereof, taken individually or collectively, fails to
state a basis for the relief sought.

SECOND AFFIRMATIVE DEFENSE

Opposer lacks standing to oppose Applicant’s Application because Opposer is not likely to be
damaged or injured by Applicant’s use and registration of Applicant’s Mark.

THIRD AFFIRMATIVE DEFENSE

There is no likelihood of confusion, mistake or deception between Applicant’s Mark and
Opposer’s Mark even though Applicant’s Goods and Opposer’s Goods are both generally related to the
computer field, because, inter alia Applicant’s Goods are significantly different from Opposer’s Goods in

nature, application, function, target customers and channels of trade and are unlikely to cross in

TRING50452v1 3



commerce. Applicant’s Goods consist of highly sophisticated technical software designed specifically for
use in the field of environmental, chemical and geosciences fields to allow instant access to
environmental sampling data for use in decision making, analysis, compliance support and presentations.
On information and belief, Opposer’s Goods are hardware microprocessors and computer chips used
within computer motherboards. The products are in no way interrelated or interchangeable, nor do they
perform any related functions or have any related applications. They are used for completely distinct and

specialized purposes and targeted to similarly distinct and specialized target customers.

FOURTH AFFIRMATIVE DEFENSE

There is no likelihood of confusion, mistake or deception between Applicant’s Mark and
Opposer’s Mark because, inter alia, the marks have coexisted in the market place for over five years and
there is no evidence of actual confusion. Upon information and belief, Opposer’s first use date was June
20, 2000. Applicant has used its mark in commerce since at least as early as April 10, 2002. Given the
technical nature of Applicant and Opposer’s Goods, instances of actual confusion are likely to have been
reported, but from April 2002 through May 2007, no incidents of actual confusion have been reported to

Applicant nor has Applicant been notified by Opposer of any such incidents of confusion.

FIFTH AFFIRMATIVE DEFENSE

There is no likelihood of confusion, mistake or deception between Applicant’s Mark and
Opposer’s Mark because, inter alia, the prospective purchasers of Applicant"s Goods and Opposer’s
Goods are sophisticated purchasers in their respective fields. Applicant’s Goods are marketed through
professionals in Applicant’s Center for Geosciences to highly-sophisticated and highly-trained
professionals in the geosciences field. Opposer’s Goods are marketed to highly-trained and
technologically-sophisticated computer engineers and IT specialists. Furthermore, the technical nature
and respective price points of Applicant’s Goods and Opposer’s Goods dictate that such goods are not

impulse purchases, but rather are made only after careful consideration.
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SIXTH AFFIRMATIVE DEFENSE

There is no likelihood of confusion, mistake or deception between Applicant’s Mark and
Opposer’s Mark because, infer alia, Applicant and Opposer’s Goods travel in different channels of trade.
The nature of Applicant’s Goods is such that they are likely to be sold directly to an end consumer for
specific, highly technical geoscience applications. Opposer’s Goods are such that they are likely to be
sold to other computer system manufacturers for integration into computer systems before being sold to

an end user.

WHEREFORE, Applicant prays that the Notice of Opposition be dismissed in its entirety, and

that the requested registration issue to Applicant for Applicant’s Mark.

Respectfully submitted this the 15th day of May, 2007.

MOORE & VAN ALLEN PLLC

~"" Arlene D. Hanks

N.C. State Bar Number 23151
Trevor P. Schmidt

N.C. State Bar Number 35558
ATTORNEYS FOR APPLICANT

Telephone: (919) 286-8000
E-Mail: arlenehanks@mvalaw.com
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CERTIFICATE OF SERVICE

I hereby certify that the foregoing Applicant’s Answer to Notice of Opposition has been served
this day on Opposer’s Attorneys by depositing a true and correct copy thereof in a depository under the
exclusive care and custody of the United States Postal Service by First Class Mail in a postage prepaid
envelope and properly addressed as follows:

Andrew N. Downer

Pattishall, McAuliffe, Newbury, Hilliard & Geraldson LLP
311 South Wacker Drive, Suite 5000

Chicago, IL. 60606

This the 15® day of May, 2007.

MOORE & VAN ALLEN PLLC

N.C. State Bar Number 23151
Trevor P. Schmidt

N.C. State Bar Number 35558
ATTORNEYS FOR APPLICANT

Telephone: (919) 286-8000
E-Mail: arlenehanks@mvalaw.com
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