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andrew.hollander@klgates.com

September 17, 2009

First Class Mail

Ms. Vionette Baez
Paralegal
United States Patent and Trademark Office

P.O. Box 1451 4 TE A2 AL
Alexandria. VA 22313-1451 5t 75328

Re:  The Stephan Co. v. E. T. Browne Drug Co., Inc.
Opposition No. 91164983

Dear Ms. Baez,
We represent E.T. Browne Drug Co., Inc.

Thank you for your letter of August 27, 2009, requiring the parties to inform the
Board of the status of Civil Action No. 03-5442.

To answer your question, please find enclosed a copy of the recent docket for E.T.
Browne Drug Co., Inc. v. Cococare Products, Civil Action No. 2:03-cv-05442-PGS-RJH.
The most recent entry is from January 20, 2009, and is an Order implementing the Third
Circuit’s Judgment (copy attached).

The Order instructs the USPTO to enter a disclaimer in U.S. Trademark Registration
No. 2,459.321. That disclaimer has already been entered.

Please let me know if I can be of additional assistance.

Very truly yours,
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Anthory P La Rocco, Adm nistrative Partrar, Now Jorsey
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Enclosures

cc: Edward P. Kelly, Esq.
Tiajoloff & Kelly
The Chrysler Building
405 Lexington Avenue, 37" Floor
New York, New York 10174



CM/ECF LIVE - U.S. District Court for the District of New Jersey

(Hernandez, Carmen) (Entered: 10/25/2006)

10/25/2006 118 | USCA Case Number 06-4543 for 116 Notice of Appeal (USCA), Notice of
Appeal (USCA) filed by E.T. BROWNE DRUG CO., INC.,. USCA Case
Manager Carmen M. Hernandez (Document Restricted - Court Only)

Page 15 of 16

(Entered: 11/01/2006)

10/30/2006 119 | Letter from Katherine A. Escanlar advising the court that Dennis E. Kadian,
Esq. is no longer with firm, etc.. (dc, ) (Entered: 11/01/2006)
11/01/2006 120 | NOTICE OF CROSS APPEAL as to 114 Opinion, 113 Order on Motion for

Summary Judgment, 112 Opinion by COCOCARE PRODUCTS, INC,,
COCOCARE PRODUCTS, INC.(a New Jersey corporation). Filing fee § 455,
receipt number 1211030. (Attachments: # 1)(MAHONEY, ROBERT)

(Entered: 11/08/2006)

11/07/2006 121 | USCA Case Number 06-4543 for 120 Notice of Cross Appeal, filed by
COCOCARE PRODUCTS, INC. USCA Case Manager Carmen M.
Hernandez (Document Restricted - Court Only) (Hernandez, Carmen)

Appeal (USCA). (ji, ) (Entered: 11/13/2006)

11/09/2006 122 | TRANSCRIPT REQUEST by E.T. BROWNE DRUG CO., INC. for
proceedings held on August 17, 2006 before Judge Sheridan, re 116 Notice of

Section 1A. (ji, ) (Entered: 11/30/2006)

11/29/2006 123 | TRANSCRIPT REQUEST by COCOCARE PRODUCTS, INC. re 120 Notice
of Cross Appeal, "Already on file in the D.C. Clerk's office” selected in

12/12/2006

)—a
~

Ira N. Rubenstein. (ji, ) (Entered: 12/18/2006)

TRANSCRIPT filed for dates of August 17, 2006 before Judge Sheridan, re
116 Notice of Appeal (USCA), 120 Notice of Cross Appeal, Court Reporter:

08/05/2008

[—y
n

USCA JUDGMENT as to 120 Notice of Cross Appeal, filed by COCOCARE
PRODUCTS, INC. and 116 Notice of Appeal (USCA), filed by E.T.
BROWNE DRUG CO., INC. (ca3smw ) (Entered: 08/05/2008)

08/27/2008

—
N
(@)

Opinion)(ca3dwb, ) (Entered: 08/27/2008)

MANDATE of USCA as to 120 Notice of Cross Appeal, filed by
COCOCARE PRODUCTS, INC., 116 Notice of Appeal (USCA), Notice of
Appeal (USCA) filed by E.T. BROWNE DRUG CO., INC. (Attachments: # 1

(Entered: 08/28/2008)

08/28/2008 Pursuant to Local Rule 79.4, notice is hereby given of the Appellate ruling
filed on 8/27/08. In the event that the mandate or judgment provides for costs
or directs a disposition other-than an affirmance, the prevailing party shall
prepare and submit an order implementing the mandate or judgment. (ji, )

09/08/2008

—
N
3

Notice of Request by Pro Hac Vice Jeanne M. Hamburg to receive Notices of
Electronic Filings. (MAHONEY, ROBERT) (Entered: 09/08/2008)

01/20/2009

—
oo

01/21/2009)

ORDER IMPLEMENTING THIRD CIRCUIT'S JUDGMENT; that Cococare
be awarded costs on this appeal of $726.80; that the claims for relief on
Cococare's First andSecond counterclaims are dismissed w/out prejudice as
moot, etc.. Signed by Judge Peter G. Sheridan on 1/16/09. (dc, ) (Entered:

https://ecf.njd.uscourts.gov/cgi-bin/DktRpt.pl?744297423727059-L._801_0-1

09/16/2009
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NORRIS, McLAUGHLIN & MARCUS, P.A.

A Professional Corporation
721 Route 202-206

P.O. Box 1018

Somerville, NJ 08876-1018
(908) 722-0700

Attorneys for Defendant and Counterclaimant

Cococare Products, Inc.

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEW JERSEY

E.T. BROWNE DRUG CO., INC., a New
Jersey corporation,

Plaintiff,
V.

COCOCARE PRODUCTS, INC., a New
Jersey corporation,

Defendant.

Civil Action No. 03-5442 (KSH)

ORDER IMPLEMENTING THIRD
CIRCUIT’S JUDGMENT

WHEREAS the United States Court of Appeals for the Third Circuit entered a Judgment

dated August 5, 2008 affirming in part and vacating and remanding in part the Order of this

Court dated September 18. 2006 (a certified true copy of the Judgment of the Court of Appeals is

attached hereto as Exhibit A);

WHEREAS in its Opinion dated August 5, 2008 in support of the Judgment, the Court of

Appeals held that E.T. Browne Drug Co., Inc. (“E.T. Browne™) had produced sufficient evidence

to create a genuine issue of material fact on the question of whether the phrase “cocoa butter

formula” is generic and held that summary judgment should not have been entered against E.T.

Browne on the basis of genericness; and
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WHEREAS in its Opinion dated August 5, 2008 in support of its Judgment, the Court of
Appeals held that E.T. Browne failed to identify evidence creating an issue of material fact on
the question whether the phrase “cocoa butter formula™ had acquired secondary meaning and
ruled that Cococare Products, Inc. (“Cococare”) was entitled to summary judgment in its favor
on that basis; and

WHEREAS the Court of Appeals affirmed the dismissal with prejudice of Plaintiff’s First
Amended Complaint in favor of defendant Cococare Products, Inc. (“Cococare”) and remanded
the matter to this Court for entry of an order granting Cococare relief on its Third Counterclaim
to the extent that the Third Counterclaim requested a disclaimer of the Section 2(f) claim as to
“*coca butter formula” with respect to the registration of Palmer’s Cocoa Butter Formula® on the
Principal Register (a certified true copy of the Opinion of the Third Circuit is attached hereto as
Exhibit B); and

WHEREAS Cococare’s Fourth Counterclaim has previously been dismissed pursuant to
stipulation of the parties; and

WHEREAS, the Court of Appeals found it unnecessary to address this Court’s dismissal
of Cococare’s Fifth Counterclaim in light of its conclusion that E.T. Browne failed to prove that
it has a protectable trademark right in the term COCOA BUTTER FORMULA.

IT IS on this Lé_ day oF&i‘:::‘g)%,7

ORDERED that the U.S. Patent and Trademark Office shall enter a disclaimer in U.S.
Trademark Registration No. 2459321 that states:

No claim is made to the exclusive right to use COCOA BUTTER FORMULA
apart from the mark as shown.
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IT IS FURTHER ORDERED that the U.S. Patent and Trademark Office shall send a
copy of the registration certificate, as amended, to correspondence counsel for Registrant at the

address indicated for same on the registration certificate and to counsel for Cococare as follows:

Robert Mahoney

Norris, McLaughlin & Marcus, P.A.
721 Route 202-206

P.0O. Box 1018

Somerville, NJ 08876-1018

(908) 722-0700; and

IT IS FURTHER ORDERED that Cococare shall be awarded its costs on this appeal of

$726.80; and

IT IS HEREBY ORDERED that the claims for relief on Cococare’s First and Second

counterclaims are dismissed without prejudice as moot.

HON. PETER G. SHERIDAN, U.S.D.J.

OPPENHEIMER. 2606343 v02 09/12/2008




