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"TIAJOLOFF & KELLY

Chrysler Building, 37" Floor
405 Lexington Avenue
New York, NY 10174

“Express Mail” mailing label No.: EU 969060136 US

Date of Deposit: October 29, 2004

1 hereby certify that this paper or fee is being deposited with the United States
Postal Service “Express Mail Post to Addressee™ service under CFR 1.10 on the
date indicated above and is addressed to the Commissioner for Trademarks, P.O.
Box 1451, Alexandria, VA 22313-1451

Fclieosd /. kel c%cﬁcéﬁ%

(Printed Name] (Signature) (

October 29, 2004

Commissioner for Trademarks

P.O. Box 1451

Alexandria, VA 22313-1451

BOX TTAB/FEE

Re: Applicant : E.T. Browne Drug Co., Inc.

Trademark : Cocoa Butter Formula
Class : 003
Serial Number : 78/328,367
Opposer : The Stephan Co.

Dear Sir:

We enclose:

(X)  Notice of Opposition (in triplicate);

x) Power of Attorney;

X Enclosed please find a check in the amount of $300.00 to cover the filing fee.
Respectfully submitted,
Tiajoloff & Kelly

By g//ﬁ/

Edward P.Kdly =
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE STEPHAN CO. ) Serial No. : 78/328,367
)
Opposer, )
)
) Opposition No. :
v. )
) Mark : COCOA BUTTER
E.T. BROWNE DRUG CO., INC. ) FORMULA
)
) Published in Official Gazette
) on September 28, 2004
Applicant )
NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O.Box 1451

Alexandria, VA 22313-1451
Attention: Box TTAB/Fee
SIR:

The Stephan Co., a corporation organized under the laws of the State of Florida, with
offices at 1850 West McNab Road, Fort Lauderdale, Florida 33309 (hereinafter “Stephan”),
believes that it will be damaged by the registration of the referenced trademark application Serial
No. 78/328,367 of COCOA BUTTER FORMULA filed on behalf of E.T. Browne Drug Co., Inc.,
and hereby opposes the same.

As grounds for opposition, it is alleged that:

1. On information and belief, application Serial No. 78/328,367 is an application filed
September 28, 2004 based upon use in commerce for registration of the mark of COCOA BUTTER
FORMULA on the Principal Register in the name E.T. Browne Drug Co., Inc. (hereinafter
“Applicant”) for goods in International Class 003, namely the following:

Personal care products, namely, lip balm, body wash, body oil, moisturizing lotions and
creams, skin creams, massage cream, toilet soap, liquid soap, facial creams, moisturizing breast
creams for nursing mothers, non-medicated diaper rash cream, hand creams, suntan oil cream, fade

cream, non-medicated skin ointments, skin nourishing moisturizing fluids, skin firming lotion, and
non-medicated scar serum.
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2. Opposer Stephan is 2 world-renowned manufacturer of hair care products,
including the sale of a product sold under the mark BALM BARR. Stephan'’s label for this product

also includes the term COCOA BUTTER FORMULA to fairly describe its BALM BARR product.

3. Applicant’s claimed trademark application of COCOA BUTTER FORMULA is
generic or so merely descriptive of Applicant’s products so as not to qualify for trademark

registration under the Lanham Act 15 U.S.C. 1051 et seq.

4, Applicants mark is either generic for these types of products or merely describes

an ingredient or characteristic of the products on which mark is used.

5. Applicant previously disclaimed any rights in the terms “Cocoa Butter Formula”

when it obtained registration of the Palmer’s Cocoa Butter Formula Reg. No. 2,459,321.

6. To the extent that Applicant would contend that its mark qualifies for registration
under Section 2(f) of the trademark laws based upon secondary meaning, such registration would
not be justified because Applicant’s mark is generic and even if Applicant’s mark is found to be
merely descriptive, Applicant’s present assertion of secondary meaning is contrary to the public
disclaimer which Applicant made in the Palmer’s Cocoa Butter Formula Registration No.
2,459,321 where Applicant disclaimed any rights in the terms “Cocoa Butter Formula” apart from
the mark as shown. Third parties including Stephan had a right to rely on such public disclaimer.
Moreover, third parties including Stephan have a right to fairly describe their product as

containing cocoa butter formula.

7. Opposer Stephan as well as others will clearly be injured by registration of

Applicant’s mark because such registration will allow Applicant to misappropriate the term
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“Cocoa Butter Formula” from the English language to the exclusion of potential competitors,

including Stephan and others.

WHEREFORE, Stephan respectfully requests that this opposition be sustained and that

application Serial No. 78/328,367 be refused registration.

Opposer has appointed Edward P. Kelly a member of the Bar of the State of New York in
good standing, of the firm of Tiajoloff & Kelly, Chrysler Building — 37® Floor, 405 Lexington
Avenue, New York, NY 10174 with full power of substitution and revocation, to act as its
attorney, to prosecute this opposition, and to transact all business in connection therewith and to

act as Applicant’s domestic representative for service of process in proceedings affecting the

Edward P. Kelly, Esq. )
Tiajoloff & Kelly

Chrysler Building, 37* Floor
405 Lexington Avenue

New York, NY 10174

mark. Please direct all communications to:




Applicant : E.T. Browne Drug Co., Inc.
Trademark : Cocoa Butter Formula
Serial No. : 78/328,367

Opposition No. : Unassigned

Opposer : The Stephan Co.

Please acknowledge receipt of the following items in the above application by
stamping this card and returning it to us:

Notice of Opposition (in triplicate); -

Power of Attorney '
Check for $300 to cover filing fee;

Postcard for acknowledgment.

N

11-01-2004

U.S. Patent & TMOfc/ T Mail Rept Dt #5t

Express Mailing Label No. EU 969060136 US




