EV 251629688 US ‘ .

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76-540,375: RW; Filed August 27, 2003; Published
in the Official Gazette on April 13,2004

SEVILLE WATCH CORPORATION,

Opposer, Opposition No.

-against-

JENNIFER ASBENSON,

Applicant.

NOTICE OF OPPOSITION

Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3514
Attention: BOX TTAB — FEE

Dear Sir or Madam:

SEVILLE WATCH CORPORATION, a corporation of the state of New York,
located and doiné business at 635 Madison Avenue, New York, New York 10022 (hereinafter
referred to as “Opposer”), believes that it will be damaged by the registration of the mark JW,
shown in Application Serial No. 76-540,375, filed on August 27, 2003, and published in the
Official Gazette on April 13, 2004 by Jennifer Asbenson (hereinafter referred to as “Applicant”),
and hereby opposes the same.

As grounds for this opposition, Opposer alleges as follows:

1. Applicant seeks to register the mark RW under Serial No. 76-540,375,

covering “rote wrist bands for teaching” in International Class 25.
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2. Opposer adopted and began use of the marks RW and RW RAYMOND

WEIL GENEVE in 1977 in connection with its line of luxury RAYMOND WEIL brand
watches. Since their date of first use, the RW and RW RAYMOND WEIL GENEVE marks
have been used continuously by Opposer in reference to watches, are now in such use in United
States interstate commerce, and have come to represent the various collections of Opposer’s
well-known RAYMOND WEIL brand watches. Opposer is the exclusive owner of and has the

exclusive right to use the marks shown in the following registrations:

Mark Registration Date of Classes and
No. Registration Goods/Services
RW 1,468,227 December 8, 1987 | Int’] Class 14: Watches
RW 1,474,908 February 2, 1988 Int’l Class 14: Watches
RAYMOND
WEIL
GENEVE
3. Applicant’s registration of RW for “rote wrist bands for teaching” would

dilute the distinctive quality of Opposer’s famous RW and RW RAYMOND WEIL GENEVE

marks, within the meaning of 15 U.S.C. § 1125(c).

4, Applicant’s claimed mark very closely resembles Opposer’s marks in

appearance, sound and meaning, and therefore creates a confusingly similar overall commercial
impression. Applicant’s use of RW in connection with rote wrist bands is likely to be confused
with Opposer’s use of RW and RW RAYMOND WEIL GENEVE in connection with watches
because both products are worn on the wrist. Consumers are therefore likely to confuse
Applicant’s claimed mark with Opposer’s marks and to mistakenly assume that the goods of
Applicant and Opposer emanate from the same source. Thus, the contemporaneous use and

registration by Applicant of its claimed mark is likely to cause customer confusion, mistake or
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deception with Opposer’s prior use and registrations of RW and RW RAYMOND WEIL
GENEVE under 15 U.S.C. § 1052(d).

5. The use and registration by Applicant would falsely suggest a connection

with Opposer under 15 U.S.C. § 1052(a).

6. In view of the foregoing, registration of Applicant’s claimed mark would

be damaging to Opposer within the meaning of 15 U.S.C. § 1063.

WHEREFORE, Opposer prays that this opposition be sustained and that

registration be denied to Applicant on its Application Serial No. 76-540,375.

Respectfully submitted,

MILBANK, TWEED, HADLEY & MCCLOY LLP

By: }W/ —ZM%—/

Christéyﬁer E. Chdlsen

Gregory A. Frantz

1 Chase Manhattan Plaza

New York, NY 10005-1413

(212) 530-5000

Attorneys for Opposer

SEVILLE WATCH CORPORATION

Date of Deposit August 11,2004

Express Mail No.:__EV 251629688 US

1 hereby certify that this correspondence is being deposited with the United
States Postal Service with sufficient postage as Express Mail Post Office to
Addressee Service under 37 C.F.R. Sec. 1.10 on the date indicated above and
is addressed to the Commissioner for Trademarks, BOX TTAB/FEE, 2900
Crystal Drive, Arlington, Virginia 22202-3514.

Marie Kenny
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Signature of person mailing papers'
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The Patent and Trademark Office is in receipt of:

Application .

Response

Section 8 and/or 15 Affidavit
Renewal Application

Request for Recordal of

Request for Extension/Suspension

Notice of Opposition/Cancellation
Other __ Letter
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Client/Matter No.: 35081-09300

2900 Crystal Drive
Arlington, VA 22202-3513
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Milbank, Tweed, Hadley & McCloy LLP
1 Chase Manhattan Plaza

New York, NY 10005-1413

Attn: Gregory A. Frantz
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2900 Crystal Drive
Arlington, VA 22202-3513

Milbank, Tweed, Hadley & McCloy LLP
1 Chase Manhattan Plaza

New York, NY 10005-1413
Attn: Gregory A. Frantz
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1.0OS ANGELES
213-892-4000
FAX: 213-629-5063

PALO ALTO
650-7 39-7000
FAX: 650-739-7 100

WASHINGTON, D.C.

202-8356-7500
FAX: 202-835-76586

LONDON
44-207-448-3000
FAX: 44-207-448-3029

MILBANEK, TWEED, HADLEY & MCCLOY LLP

1 CHASE MANHATTAN PLAZA

NEW YORK, N.Y. 10005-1413

212-530-5000

FAX: 212-530-5219

August 11, 2004

VIA EXPRESS MAIL (EV 251629688 US)

Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3514
BOX TTAB - FEE

Re:

United States — Opposition

Serial No.: 76-540,375

Publication Date: April 13, 2004
Applicant: Jennifer Asbenson
Opposer: Seville Watch Corporation
Qur File No. 35081-09300

Dear Sir/Madam:

Notice of Opposition (original and two copies

Commissioner is authorized to charge a $300 filing fee and any additional amount
overpayment to our Deposit Account No. 13-3250.

Enclosures

Y

FRANKFURT
49-69-7593-7170
FAX: 49-69-7693-8303

TOKYO
813-3504-10560
FAX: 813-3595-2790

HONG KONG
852-2971-4a888
FAX: 852-2840-0792

SINGAPORE
€65-6428-2400
FAX: 65-6428-2500

On behalf of the Opposer, Seville Watch Corporation, we submit the enclosed

) against the above-referenced application. The
or credit any

Please acknowledge receipt of this Notice of Opposition by stamping and
returning the enclosed postcard.

If there are any questions, please do not hesitate to contact me.

Respectfully submitted,

e

Gregory A. Frantz




LOS ANGELES
213-822-4000
FAX: 213-629-5063

PALO ALTO
650-7 39-7000
FAX: 650-739-7 100

WASHINGTON, D.C.
202-835-7500
FAX: 202-835-7586

LONDON
44-207-448-3000
FAX: 44-207-448-3029

1

MILBANK, TWEED, HADLEY & MCCLOY LLP

1 CHASE MANHATTAN PLAZA

NEW YORK, N.Y. 10005-1413

212-530-5000

FAX: 212-530 5219

January 25, 2005

TTAB

MUNICH
49-89-25559-3600
FAX: 49-89-25559-3700

FRANKFURT
49-69-7593-7170
FAX: 49-69-7593-8303

TOKYO
813-3504-1050
FAX: 813-3595-2790

HONG KONG
852-2971-4888
FAX: 852-2840-0792

SINGAPORE
65-6428-2400
FAX: 65-6428-2500

VIA EXPRESS MAIL (EV 251632280US)
RETURN RECEIPT REQUESTED

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451

Alexandria, VA 22313-1451

Re:  United States~  Opposition
Serial No.: 76-540,375
Publication Date: April 13, 2004
Applicant: Jennifer Asbenson
Opposer: Seville Watch Corporation
Our File No.: 35081-09300
To Whom It May Concern:

We are writing to your office as counsel for Seville Watch Corp./RAYMOND
WEIL USA (“Seville”), inquiring as to the status of the proceeding identified above. By letter
dated August 11, 2004, we submitted our Notice of Opposition against the above-referenced
application. As acknowledgement of receipt of our Notice of Opposition, your office returned
the postcard enclosed with our submission. Copies of the submission and returned postcard are
attached hereto.

Although you acknowledged receipt of our submission by postcard, however, the
Trademark Trial and Appeal Board Inquiry System on the Internet does not reflect any such
receipt, and a Scheduling Order for the proceeding has not yet been issued. We are specifically
writing to your office to inquire as to the status of this proceeding.

(O O

01-26-2005

U.S. Patent & TMOfc/TM Mail Rept Dt. #74
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January 25, 2005

If you have any questions or need any additional information, please do not
hesitate to contact me at (212) 530-5225. We look forward to receiving your prompt response.

Sincerely yours,

n ekino

Enclosures
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