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Intellectual Property

Law Worldwide

March 21, 2005

Box: TTAB/FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

Re: Opposer: Tyson Foods, Inc.
Applicant: Taisun Enterprise Co., Ltd.
Serial No.: 76/555,795
Mark: TAISUN (Stylized)
Our Ref.:  272/785

Dear Sir or Madam:
Enclosed for filing (in triplicate) is:
1. Notice of Opposition;
2. Check in the amount of $300.00 for filing fee; and
3. Return receipt postcard.
The Commissioner is hereby authorized to charge any filing fees which may be required to

Deposit Account No. 23-1925. If you have any questions regarding this matter, please
contact the undersigned.

Very truly yours,

Elisa M. Valenzona

EMVish S

Enclosure

03-24-2005
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CERTIFICATE OF MAILING

I hereby certify that this correspondence is being
deposited with the United States Postal Service with
sufficient postage as first class mail in an envelope
addressed to Commissioner For Trademarks, P.O.
Box 1451, AlexanYiria A 22313-1451,
on : | i {290 Y

(Date of Deposit)

Elisa M. Valenzona

Name of applicant, assignee, or

Registered Represantative
Signature i ;

3laleos
' Date of Signature TRADEMARK

Case No. 272/785

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TYSON FOODS, INC.,
Opposition No.

Opposer,

Serial No. 76/555,795
V.

TAISUN ENTERPRISE CO., LTD., Mark: TAISUN (Stylized)

Published: January 18, 2005

Applicant.
04/01/2005 ZCLIFTO1 00000022 76555795
01 FC:6402 300.00 0P
NOTICE OF OPPOSITION
BOX TTAB FEE
Commissioner for Trademarks
P.O. Box 1451

Alexandria VA 22313-1451

TYSON FOODS, INC. (hereinafter “Opposer™), a corporation duly organized and
existing under the laws of the State of Delaware, with its principal place of business in
Springdale, Arkansas, believes it will be damaged by registration of the mark TAISUN

(Stylized), as set forth in Serial No. 76/555,795, filed October 31, 2003, by TAISUN




*y

ENTERPRISE CO., LTD. (hereinafter “Applicant”), a corporation organized and existing
under the laws of Taiwan, in connection with “soups, soybean curd jelly, grass jelly,
vegetable-based food beverage” in International Class 29, and hereby opposes the same.

As grounds for this Opposition, Opposer states as follows:

1. Opposer is the world’s largest processor and marketer of chicken, beef and
pork. Opposer is also a producer of consumer-ready food products and is a recognized
market leader in the retail and food service markets it serves, providing products and services
to customers throughout the United States and more than 80 countries. In connection
therewith, Opposer has used, since at least as early as 1958, TYSON as its house brand and
mark in connection with chicken, beef, and pork and a wide variety of consumer-ready food
products.

2. Opposer owns a family of federal applications and registrations for marks that
consist of or include TYSON. Each registration is valid, subsisting and in full force and
 effect and is incontestable pursuant to Section 15 of the Lanham Act, 15 U.S.C. § 1065.
Copies of the registrations are attached at Tab A, and the registrations and applications are

summarized in the following chart:

Mark Reg. No./ Reg. Date/ | Class(es) Goods Status
Appl. No. | Appl. Date
TYSON 1,748,683 Jan. 26, 1993 29 Fresh and frozen, cooked Registered

and uncooked mean and
poultry sold separately and
as part of prepackaged
prepared meals.

Snack foods; namely,
30 tortillas and tortilla chips.

TYSON 2,908,480 Dec. 7, 2004 29 Cheese Registered




TYSON 2,868,632 Aug. 3, 2004 29 Canned chicken, chicken Registered
bouillon, beef bouillon,
chicken broth, beef broth,
chicken in a pouch, and
chicken prepared with
mayonnaise and sweet
relish.
TYSON 2,833,874 Apr. 20, 2004 29 Luncheon meats, Registered
pepperoni and sausage.
TYSON 2,810,231 Feb. 3, 2004 29 Beef and pork. Registered
TYSON 1,040,184 May 25, 1976 29 Fresh and frozen chicken Registered
(Stylized) & and parts thereof
Design
TYSON 1,205,623 Aug 17, 1982 29 Fresh and frozen chicken Registered
(Stylized) & and parts thereof
Design
TYSON’S PRIDE | 776,266 September 1, 29 Fresh and frozen poultry. Registered
(Stylized) & 1964
Design
TYSON 2,461,276 Jun 19, 2001 35 Promoting the sale of food | Registered
PROIJECT A+ products through the
SUPPORT administration of proof of
YOUR purchase collection and
SCHOOL! redemption incentive
(Stylized) & award programs
Design
TYSON TO GO 76/462,555 Oct 28, 2002 29 Packaged meals consisting | Published
primarily of chicken, beef
or pork.
TYSON 76/478,120 Dec 23, 2002 29 Beef Published
CLASSIC
ANGUS
POWERED BY 78/452,860 Jul 19, 2004 29 Beef, pork and poultry Pending
TYSON
POWERED BY 78/464,447 Aug 9, 2004 35 Advertising in the field of | Pending
TYSON retail and food service,
(Stylized) & related to beef, poultry,
Design pork, eggs, cheese, and
Mexican and Italian
specialty products.
Advertising in the field of
43 restaurant services, related
to beef, poultry, pork,
cheese, and Mexican and
Italian specialty products.




3. Notwithstanding Opposer’s prior rights in and to the TYSON name and marks,
Applicant filed an application to register the mark TAISUN (Stylized) in connection with
“soups, soybean curd jelly, grass jelly, vegétable-based food beverage” on October 31, 2003,
claiming first use of the mark on August 19, 1989.

4, Opposer’s first use in interstate commerce of the TYSON name and marks in
connection with poultry, beef, pork and other food products took place well before the filing
date of the application being opposed herein and before Applicant’s alleged first use of
TAISUN (Stylized) in the United States.

5. Opposer has substantial sales of goods under the TYSON marks and has
extensively and continuously offered goods under the TYSON marks in commerce. Further,
Opposer has spent millions of dollars advertising goods under the TYSON marks. By reason
of such promotion and sale of goods under the TYSON marks, Opposer has developed
substantial goodwill in the TYSON marks. Opposer’s TYSON name and marks are
inherently distinctive, strong and famous as applied to its goods, and the TYSON mark is
entitled to a broad scope of protection. At the very least, Opposer’s TYSON name and
marks have acquired distinctiveness and secondary meaning.

6. Applicant’s TAISUN (Stylized) mark sought to be registered in connection
with “soups, soybean curd jelly, grass jelly, vegetable-based food beverage” is confusingly
similar to Opposer’s TYSON name and marks, and the registration (and use) by Applicant of
its mark in association with the goods listed in Applicant’s application is likely to cause
confusion as to source, or origin, and to mislead consumers, all to Opposer’s damage.
Opposer’s name and marks and Applicant’s mark are strikingly similar in sound, appearance

and commercial impression.
-4-



7.: Applicant’s TAISUN (Stylized) mark, as used in association with the goods
listed in Applicant’s application, is likely to cause confusion in the minds of the public and
deceive purchasers. The public is likely to believe that such goods originate with, or have
some connection with, Opposer. Applicant’s use of said mark interferes with Opposer’s use
of the TYSON name and marks. Registration of the TAISUN (Stylized) mark will damage
Opposer.

8. The Extension of Time to Oppose filed on February 17, 2005 was filed in the
name of, and granted to, Christine J. Daugherty. Ms. Daugherty is in-house Corporate
Counsel for Opposer. The filing of the Extension of Time to Oppose in the name of
Opposer’s in-house counsel rather than in the name of Opposer occurred due to a clerical
mistake. See Declaration of Essa Hicks at Tab B. Moreover, Opposer is in privity with Ms.
Daugherty. See Declaration of Christine J. Daugherty at Tab C. Therefore, this Notice can
and should be accepted by the Board. 37 C.F.R. § 2.102(b). |

WHEREFORE, Opposer believes that it will be damaged by the requested
registration, and prays that it be denied, pursuant to Section 2(d) of the Lanham Act, 15

U.S.C. § 1052(d).

) , y: WA
Dated: 3 \L\\ 160S John Gabrielides
Elisa M. Valenzona
BRINKS HOFER GILSON & LIONE

P.O. Box 10395
Chicago, Illinois 60610

Attorneys for Opposer




EXHIBIT A




Int. Cls.: 29 and 30 |
Prior U.S. Cl.: 46

§
B
\._.

Reg. No. 1,748,683

United States Patent and Trademark Office Registered Jan. 26, 1993

TRADEMARK
PRINCIPAL REGISTER

TYSON

TYSON FOODS, INC. (DELAWARE CORPORA-
TION)

P.O. BOX 2020

SPRINGDALE, AR 72765

FOR: FRESH AND FROZEN, COOKED AND
UNCOOKED MEAT AND POULTRY SOLD SEP-
ARATELY AND AS PART OF PREPACKAGED
PREPARED MEALS, IN CLASS 29 (U.S. CL. 46).

FIRST USE 0-0-1958; IN COMMERCE 0-0-1958.

FOR: SNACK FOODS; NAMELY TORTI-
LLAS AND TORTILLA CHIPS, IN CLASS 30
(U.S. CL. 46).

FIRST USE 0-0-1983; IN COMMERCE-

0-0-1988.

SEC. 2(F).
SER. NO. 74-235,421, FILED 1-6-1992.

RACHEL BLUE, EXAMINING ATTORNEY




Int. CL: 29

Prior U.S. Cl.: 46 '
Reg. No. 2,908,480
United States Patent and Trademark Office Registered Dec. 7, 2004

TRADEMARK
PRINCIPAL REGISTER

TYSON

TY%%I\II\I)FOODS, INC. (DELAWARE CORPORA- OWNER OF U.S. REG. NOS. 776,266, 2,833,874 AND

OTHERS.
2210 W. OAKLAWN DRIVE AR058124
SPRINGDALE, AR 72762 SEC. 2(F).
FOR: CHEESE, IN CLASS 29 (U.S. CL. 46). SER. NO. 78-284,573, FILED 8-7-2003.

FIRST USE 1-29-2004; IN COMMERCE 1-29-2004. ~ RICHARD WHITE, EXAMINING ATTORNEY




Int. Cl.: 29

Prior U.S. Cl.: 46 | -
_ ' S : A .. Reg. No. 2,868,632
United States Patent and Trademark Office  Registered Aug. 3, 2004

TRADEMARK
PRINCIPAL REGISTER

TYSON

TY%)I\II\DFOODS, INC. (DELAWARE CORPORA- OWNER OF U.S. REG. NOS. 776,266, 1,748,683 AND
(0]

o OTHERS.
2210 W. OAKLAWN DRIVE

SPRINGDALE, AR 72762
FOR: CANNED CHICKEN, CHICKEN BOUIL-  SEC-2(B).
LON, BEEF BOUILLON, CHICKEN BROTH, BEEF
BROTH, CHICKEN IN A POUCH, AND CHICKEN
PREPARED WITH MAYONNAISE AND SWEET SER. NO. 76494,742, FILED 2-24-2003.
RELISH, IN CLASS 29 (U.S. CL. 46).

FIRST USE 11-6-2002; IN COMMERCE 11-6-2002. JULIE WATSON, EXAMINING ATTORNEY




Int. Cl.: 29

Prior U.S. Cl.: 46 N
. . Reg. No. 2,833,874
United States Patent and Trademark Office Registerea Apr. 20, 2004

TRADEMARK
PRINCIPAL REGISTER

TYSON

TYSON FOODS, INC. (DELAWARE CORPORA- OWNER OF U.S. REG. NOS. 1,205,623 AND

TION) 1,748,683,
2210 W. OAKLAWN DRIVE
SPRINGDALE, AR 72762 SEC. XF).
FOR: LUNCHEON MEATS, PEPPERONI AND
SAUSAGE, IN CLASS 29 (U.S. CL. 46). SER. NO. 76-475,232, FILED 12-16-2002.

FIRST USE 1-0-2003; IN COMMERCE 1-0-2003. INGA ERVIN, EXAMINING ATTORNEY




Int. Cl.: 29

Prjor U.S. Cl.: 46

o Reg. No. 2,810,231
United States Patent and Trademark Office Registered Feb. 3, 2004

TRADEMARK
" PRINCIPAL REGISTER

'TYSON

TYSON FOODS, INC. (DELAWARE CORPORA-  OWNER OF U.S. REG. NOS. 776,266, 2,461,276 AND
N)

TIO OTHERS.
2210 W. OAKLAWN DRIVE ;
SEC. 2(F).

SPRINGDALE, AR 72762
FOR: BEEF AND PORK, IN CLASS 29 (U.S. CL. 46). SER. NO. 76-494,902, FILED 3-6-2003.

'FIRST USE 1-10-2003; IN COMMERCE 1-10-2003. MELVIN AXILBUND, EXAMINING ATTORNEY




fnt. CL: 29

Prior U.S. CL: 46

United States Patent Office

Reg. No. 1,040,184
Registered May 25, 1976

TRADEMARK

Principal Register

Tyson Foods, Inc. (Arkansas corporation)
2210 W. Oaklawn
Springdale, Ark. 72764

For: FRESH AND FROZEN CHICKEN AND

PARTS THEREOF, in CLASS 29 (U.S. CL. 46).
First use on or about June 1, 1972; in commerce on Or

about June 1, 1972,
The.drawing is lined for the color blue.
Owner of Reg..Nos. 776,266, 892,133, and 972,496.

Ser. No. 66,259, filed Oct. 17, 1975.

A. G. DIETZ, Examiner



Int. Cl: 29

Prior U.S. Cl.: 46

‘ " Reg. No. 1,205,623
United States Patent gnd Trademark Office Reglstered Aug. 17, 1982

TRADEMARK
Prlt}clpal Register

' ‘Illlllllll ||m||

l“

|ll||| IlIIII

Q)
------
----------------------

Tyson Foods, Inc. (Arkansas corpocation) For: FRESH AND FROZEN CHICKEN AND

Drawer E . ) PARTS THEREOF, in CLASS 29 (U.S. CL 4¢)..
Springdale, Ark. 72764 First use Jan 15, 1980; in commerce Jan. 15, 1980.
Owner of US. Reg. Nos. 776266, 892,133 and
972.496.
/. ) The drawing is lined for the color red, and claim i zs

madec to such color.
Ser. No. 326,149, filed Aug. 31, 1981

RICHARD A. STRASER, Primary Examiner

REGISTERED FOR A TERM OF 20 YEARS FROM ~ Aug. 17, 1982

COMB. AFF, SEC 8 & 150

CERTan:D TO BE A TRUE COPY OF THZ AEQISTRATION
niICH IS IN FULL FORCE AND EFFECT. \iiH NOTATION

OF ALL STATUTORY ACTIONS TAKEN THEREON, AS DIS-

CLOSED BY THE RECORDS OF THE UNITED STATES PATENT

AND TRADEMARK OFFICE. SAID RECCRDS SHOW TITLE

TOBEIN: Tyson Foods, Inc., a corp. of Del.

et G E MK O

/ﬁ/ﬁ)v 199[4]qu M IONER OF P;‘\TENT. !

Hhctina NHficer ~  AND TRADEMARY S




R P st 776,266
Um“'ed States Pateﬂt 0 lce Registe;-ed Sépt. 1, ’12964 ‘

PRINCIPAL REGISTER
Trademark -

Ser. No. 166,845, filed Apr. 16, 1963

o

Tyson's Focods, Inc. (Arkamsas corporution) For: FRESH EGGS~ERESH AND FROZEN POUL-
319 E. Exntma Ave. . TRY, AND-POUETRY-FEEDBS. in CLASS 46.
Springdale... Ark. First use Aug. 18, 1959; in commerce Aug. 18, 1959.

tr

o of7 COMB. AFF. SEC. 8 & 15
VeV E A



Int. CL.: 35
Prior U.S. Cls.: 100, 101 and 102

. Reg. No. 2,461,276
United States Patent and Trademark Office  Registered June 19, 2001

SERVICE MARK
PRINCIPAL REGISTER

'Tyson

Project |

AT

Support Your Schaall-

TY_?_I%I}J\,)FOODS, INC. (DELAWARE CORPORA- FIRST USE 5-1-1999; IN COMMERCE 5-1-1999.

2210 OAKLAWN DRIVE

SPRINGDALE, AR 72762 OWNER OF U.S. REG. NOS. 1,040,184, 1,205,623,
AND 1,247.211.

FOR: PROMOTING THE SALE OF FOOD PRO-
DUCTS THROUGH THE ADMINISTRATION OF Ty 1.7
PROOF OF PURCHASE COLLECTION AND RE- SER. NO. 75-891,131, FILED 1-7-2000.
DEMPTION INCENTIVE AWARD PROGRAMS, IN
CLASS 35 (U.S. CLS. 100, 101 AND 102). JOHN HWANG, EXAMINING ATTORNEY
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Case No. 272/785

IN THE ONITED STATES PATENT AND TRADEMARK OFFICE
EBEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TYSON IFOQODS, INC. )
)
Opposer ) Opposition No.: _
) Scrial No. 76/555,795
v )
) Mark: TAISUN (Stylized)
) Published: January 18, 2005
TAISUN ENTERPRISE CO. I.TD,, )
Applicant, )

DECLARATION OF ESSA HICKS

Essa Iicks declares and statcs as follows:

L. I am a paralcgal for Tyson Foods, Inc. My primary responsibilitics
include assisting in-house counscl with the maintenance of all trademark applications
aud registrations owned by Tyson Foods, Inc. I have been a trademark paralcgal for
over 1S years.

2. I ami familiar with the USPTO rulcs and requirements for filing an
cxtension request to file a notice of opposition.

2. On February 17, 2005, I was instructed by Christine J. Daugherty, in-

house Corporate Counsel for Tyson Foods, Inc., to prepare a 30-day Extension of




MAR-21-2005 MON 03:26 P | FAX NO. P. 06707

Time to File a Notice of Opposition in the name of Tyson Foods, Inc. against the mark
TAISUN (Stylized), which is the subject of Ser. No. 76/555,795.

3 In preparing the 30-day Extension request on the USPTO’s Llectronic
System for Trademark Trials and Appeals, I inadvértcnﬂy identified the potential
opposer as Christinc J. Daugherty as opposed to Tyson Foods, Inc. The entry of Ms.
Naugherty’s name as the potential opposer was a clerical mistake and was inconsistent
with the instructions that were given to me by Ms. Daugherty to prepare the request in
the name of Tyson Foods, Inc., thec owner of several registrations and applications that
include TYSON. It was unintentional.

4. Tyson Foods, Inc. is the proper party-in interest in the above-referenced
opposition.

Being duly warned that willful falsc statcments and the like so madc arc
punishable by fine or imprisonment, ar both, under Section 1001 of Title 18 of the
United States Code, and that such willful false statements may jeopardizce the validity
of the application or document or any rcgistration resulting therefrom, the
undersigned declarcs that all statements herein madc of his own knowledge arc truc

and all statements made on information and belief are believed to be truc.

7 -
Dated: 3/0"‘/05 By: (,Cm R?Z\Cﬂ/)
o Name: Bésa Ilicks
Title: Paralegal
Tyson Foods, Inc.
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Case No. 272/785

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TYSON FOODS, INC. )
)
Opposer ) Opposition No.:
) Serial No. 76/555,795
v )
) Mark: TAISUN (Stylized)
) Published: January 18, 2005
TAISUN ENTERPRISE CO. L.TD., )
Applicant. )

DECLARATION OF CHRISTINE J. DAUGHERTY

Christine J. Daugherty declares and states as follows:

1. [ am in-housc Corporate Counsel for Tyson Foods, Inc. My primary
responsibilitics include trademark management of all trademark applications and
registrations owned by Tyson Foods, Inc.

2. On Februacy 17, 2005, I instructied Essa Hicks to prepare for electronic
filing a 30-day Extension of Time to Iilc a Notice of Opposition in the namc of ‘Tyson
Foods, Inc. against the mark TAISUN (Stylized), which is the subjcct of Scr. No.
76/555,793.

3. In reviewing and sigring the 30-day Extension rcquest, T did not notice

that Ms. Hicks inadvertently identified the potential opposcr as Christine J. Daugherty

P. 02/07
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* as opposed to Tyson Foods, Inc. The entry of my namc as the potential opposcr was

an unintentional clerical mistake that was inconsistent with my instructions.

mtent and instructions to Ms. Hicks was to filc the request in the name of Tyson
'oods, Inc., thc owncr of scveral registrations and applications that include TYSON.
Being duly wamned that willful false statements and the like so madce are
punishable by fine or imprisonment, or both, under Scction 1001 of Title 18 of the
United States Code, and that such willful false statements may jeopardize the validity
of the application or document or any registration resulting therefrom, the
undersigned declares that all statements herein made of his own knowledge arc truc

4. My failure to noticc the mistake was likewise unintentional, as my
and all statements made on information and belief are believed to be truc.
|

DatedD- X DS By:\

Name: Christine J. Dfugherty

i Title:  Corporate Cotwéel
‘ Tyson Foods, Inc.
|




